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Status 

• House of Representatives passed America Invents 

Act (AIA) on June 23, 2011 

 

• Senate has cloture vote scheduled for September 6, 

2011 

 

• USPTO is proactively preparing for implementation 

should AIA be enacted 
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 Challenges of Implementation 

• Numerous provisions to implement simultaneously 

– Ensure that regulations and/or guidance is complimentary and not 

at odds 

 

• Short time periods 

– Date of enactment, 12 months, 18 months 

 

• Coordination required among various USPTO business units as 

well as other governmental agencies 

– Patents, BPAI, Finance 

– SBA, U.S. Trade Representative, Secretary of State, and Attorney 

General, and Secretary of Commerce 

 

• Operational matters, for example, IT updates, training, hiring 

personnel 
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Organization 

Task Force 

Core Team 

Patent  
Working  
Group 

BPAI  
Working  
Group 

Finance 
 Working  

Group 



Group 1 Rulemakings and Other Actions 
(60-Day and Under Effective Dates) (a.k.a. G1 Rulemakings) 

Date of Enactment 10 Days After 

Date of 

Enactment 

60 Days After 

Date of 

Enactment 

October 1, 

2011 

• Reexamination transition for threshold 

 

• Tax strategies are deemed within the 

prior art 

 

• Best mode 

 

• Human organism prohibition 

 

• Patent term extension for drugs 

 

• Virtual and false marking 

 

• Venue change from DDC to EDVA for 

suits brought under 35 U.S.C.  

§§ 32, 145, 146, 154 (b)(4)(A), and 293 

 

• OED Statute of Limitations  

 

• Fee Setting Authority 

 

• Establishment of micro-entity 

 

• Prioritized 

examination 

 

• 15% transition 

surcharge  

Electronic filing 

incentive 

Reserve fund 
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Group 2 Rulemakings 
(12-Month Effective Date) (a.k.a. G2 Rulemakings) 

• Inventor’s oath/declaration  

 

• Third party submission of prior art for patent application 

 

• Supplemental examination 

 

• Citation of prior art in a patent file 

 

• Priority examination for important technologies 

 

• Inter partes review 

 

• Post-grant review 

 

• Transitional post-grant review program for covered business method patents 

 

 

 

9/14/2011 6 



Group 3 Rulemakings and Other Actions 
(18-Month Effective Date) (a.k.a. G3 Rulemakings) 

• First-Inventor-to-File 

 

• Derivation proceedings 

 

• Repeal of Statutory Invention Registration 
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Studies: USPTO as Lead Agency 

Topic Objective Due Date 

from 

Enactment 

International 

Protection for Small 

Businesses 

Report on how to help small business with international 

patent protection, including a revolving fund loan or grant 

program to defray costs 

4 months 

Prior User Rights Report on the operation of prior user rights in other 

industrialized countries 

4 months 

Genetic Testing Report on providing second opinion genetic diagnostic 

testing 

9 months 

Misconduct Before 

the Office 

Report on impact of new statute of limitations provisions 

barring disciplinary action in response to substantial 

evidence of misconduct before the Office 

Every 2 years 

Satellite Offices Report on the rationale for selecting the location of satellite 

offices, progress in establishment, and achieving identified 

purposes 

3 years 

Virtual Marking Report on the effectiveness of the virtual marking as an 

alternative to physical marking articles 

3 years  

Implementation of 

AIA 

Report on how AIA is being implemented by the USPTO and 

its effect on innovation, competitiveness, and small business 

access to capital 

4 years 
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Studies: USPTO as Consultant 

Topic Lead 

Agency 

Objective Due Date 

from 

Enactment 

Effects of First-

Inventor-to-File 

on Small 

Business 

Small 

Business 

Administration 

Report on effects of 

small businesses 

switching to a first-

inventor-to-file system 

1 year 

Patent 

Litigation 

General 

Accountability

Office 

Report on impact of 

patent infringement 

litigation by non-

practicing entities 

1 year 
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Programs: USPTO to Establish 

Topic Objective Due Date from 

Enactment 

Pro Bono Directs USPTO to work with IP law 

associations to establish pro bono 

programs to assist financially under-

resourced independent inventors and 

small businesses 

Immediately  

Diversity of 

Applicants 

Requires USPTO to establish methods for 

studying diversity of patent applicants 

6 months 

Patent 

Ombudsman 

for Small 

Businesses 

Requires USPTO to establish and 

maintain a Patent Ombudsman Program 

to provide support and services to small 

business concerns and independent 

inventors 

12 months 

Satellite Offices Requires USPTO to establish 3 or more 

satellite offices in the U.S. 

3 years 
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Timeline: Major Milestones 
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Opportunities for Public Input 

• Pre-enactment stakeholder meetings 
– Two sessions held in August 2011 

 

• Notice-and-comment rulemaking 
– Formal comments 

 

• Public roundtables 

 

• Email: aia_implementation@uspto.gov 
– Informal comments 

 

• AIA Microsite 
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AIA Micro-Site 
http://www.uspto.gov/patents/init_events/aia_implementation.jsp 
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• One-stop shopping  

for public regarding  

AIA implementation 

 

• Regularly updated 

 

• Preparing for phase II  

to release upon AIA  

enactment 

 



Thank You 

Janet Gongola 
Patent Reform Coordinator 
Janet.Gongola@uspto.gov 
Direct dial: 571-272-8734 


