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1801 Basic PCT Principles [R-5)
MAJOR CONCEPTS

 ‘The Patent Cooperation Treaty (PCT) is an international

agreement to which the United States of America is a party,
which provides for the filing of patent applications on the same
inver. on in a number of countries. The PCT enables the U.S.
applicant to file one application, “‘an international application”,
in a standardized format in English in the >U.S.< Receiving
Office (the U.S. Patent and Trademark Office), and have that
application acknowledged as aregular national filing inas many
member countries to the PCT as the applicant “designates™ that
is, names, as countries in which patent protection is desired. In
the same manner, >the< PCT enables foreign applicants to file
a PCT application designating the United States of America in
their home language in their home patent office and have the
application acknowledged as aregular U.S. national filing. The
PCT also provides that the application will be subjected to a
search for published disclosures which are capable of assisting
in the determination of whether the invention disclosed in the
application is new and uncbvious. Upon payment of national
fees and the fumishing of a translation, usually some twenty
months after the filing of *>any priority< application for the
invention >or the international filing date if no priority is
claimed<, the application will be subjected to national proce-
dures in: each of the designated countries. >If a Demand for an
International Preliminary Examination is filed within 19
months of the priority date, the period for entering the national
stage is extended to thirty months from the priority date.<

The PCT offers an alternative route to filing patent applica-
tions directly in those countries which are members of the PCT.
It does not preclude taking advantage of the priority rights and
other advantages provided under the Paris Convention (PCT
Article 1). The PCT provides an additional and optional foreign
filing route to United States and foreign applicants.

PCT Anicle 1
Establishment of & Union

(1) The Siates party to this Treaty (hereinafter called “the Contracting
States”) constitute @ Union for cooperation in the filing, searching, and exami-
nation, of epplications for the protection of inventions, and for rendering special
technical services, The Union shall be known as the Intemational Patent
Cooperation Union.

(2) No provision of this Treaty shall be interpreted as diminishing the
rights underthe Parig Convention forthe Protection of Industrial Property of any
national or resident of any country panty to that Convention.

The PCT has also substantially harmonized the formal re-
quirements of applications for the member countries and the
European Patent Convention (EPC).

The PCT also provides new filing and searching procedures
whereby much of the processing and transmittal of papers is
done for the applicant by the various national patent offices
which act as international authorities and the International
Bureau (IB) of the World Intellectual Property Organization
(WIPO) in Geneva, Switzerland, which administers the Treaty.

The filing and search procedures are set forth in Chapter I
of the PCT. Additional procedures for a preliminary examina-
tion of PCT international applications are set forth in PCT
Chapter I1.%*
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__ Basic Flow >of PCT Chapter I<

To understand the PCT, it is important to know the basic

flow of an international application under the PCT. This flow is
iflustrated on the next page.

- Inmostinstances a U.S. national application (NA) is filed
first. An international application for the same subject matter
will then be filed subsequently within the priority year provided
by the Paris Convention and claim the priority benefit of the
U.S. national application filing date.

RECEIVING OFFICE (RO)

The international application (TIA) must be filed in a
Receiving Office (RO), (PCT Article 10). The United States
Patent and Trademark Office will act as a Receiving Office for
United States residents and nationals (35 U.S.C. 361(a)). The
Receiving Office functions as the filing and formalities review
organization for international applications. International appli-
cations must contain upon filing the designation of those coun-
tries in which patent protection is desired and must meet certain
standards for complefeness and formality (PCT Articles 11(1)
and 14(1)). :

Where a priority claim is made, the date of the earlier filed
national application is used as the date for determining, the
timing of international processing, including the various trans-
mittals, the payment of certain international and national fees,
and publication of the application. Where no priority claim is
made, the international filing date will be considered to be the
“priority date” for timing purposes (PCT Article 2(xi)).

The intemnational application is subject to the payment of
certain fees upon filing >or within one month thereafter< and at
the expirationof 12 months from the priority date >or within one
month thereafter< (PCT Article 11(3) and 35 U.S.C. 361). The
Receiving Office will grant an international filing date to the
application, collect fees, handle informalities by direct commu-
nication with the applicant, and monitor all corrections (35
U.S.C. 361(d)). By 13 months from the priority date, the
Receiving Office should prepare and ransmit a copy of the
international application, called the Search Copy (SC), to the
International Searching Authority (1SA); and > forward the
original <* copy, called the Record Copy (RC), to the Interna-
tional Bureau (PCT Rules 22.1 and 23). A >second<® copy of
the international application, the Home Copy (HC), remains in
the Receiving Office (PCT Article 12(1)). Once the Receiving
Office has transmitted copies of the application, the Interna-
tional Searching Authority becomes the focus of international

processing.
INTERNATIONAL SEARCHING AUTHORITY (ISA)

The basic function of the International Searching Authority
(ISA) is to conduct a prior art search of inventions claimed in
international applications; it does this by searching inatleast the
minimum documentation defined by the Treaty (PCT Articles
15and 16 and PCT Rule 34). Atthe option of the U.S. applicant,
either the U.S. Patent and Trademark Office or the European
Patent Office acts as an International Searching Authority for
U.S. residents and nationals, The International Searching Au-
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thority isalsoresponsible for checking the content of the title and
abstract (PCT Rules 37.2 and 38.2). An International Search
Report (SR) will normally be issued by the International Search-
ing Authority within three months from the receipt of the Search
Copy (usually about 16 months after the priority date}(PCTRule
42). Copies of the International Search Report and prior art cited
will be sent to the applicant and the International Bureau (PCT
Rules 43 and 44.1). The Search Report will contain a listing of
those documents found tobe relevant and will identify the claims
in the application to which they are pertinent; however, no
judgments or statements as to patentability will be made (PCT
Rule43.9). The applicant will alsoreceive without charge a copy
of the cited prior art from the U. S. Patent and Trademark Office
as an International Searching Authority. Once the International
SearchReporthasbeen completed and transmitted, international
processing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)

The bagic functions of the International Bureau (IB) are to
maintain the master file of all international applications and to
act as the publisher and ceniral coordinating body under the
Treaty. The World Intellectual Property Organization
>(WIPO)< in Geneva, Switzerland performs the duties of the
International Bureau.

If ¢he applicant has not filed a certified copy of the priority
document in the Receiving Office with the international applica-
tion, or requested upon filing that the Receiving Office prepare
and transmit to the International Bureau a copy of the prior U. §.
national application, the priority of which is claimed, the appli-
cant must submit such a document directly to the International
Bureau or the Receiving Office not later than 16 months after the

priority date (PCT Rule 17).

The applicant has normally two months from the date of
transmittal of the International Search Report to amend the
claims by filing an amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46). The International
Bureau will then normally publish (P) the international appli-
cation along with the Search Report and any amendment
(Amdt) at the expiration of 18 months from the priority date
(PCT Article 21). The international publication is in pamphlet
form with a front page containing bibliographical data, the
abstract, and a figure of the drawing (PCT Rule 48). The
pamphlet also contains the search report and any amendments
to the claims submitted by the applicant. If the application is
publisiied in a language other than English, the search report
and abstract are also published in English. The International
Bureau also publishes a > PCT< Gazette in the French and
English languages which contains information similar to that
on the front pages of international applications, as well as
various indexes, and announcements (PCT Rule 86). The
International Bureau also transmits copies of the international
application to all the Designated Offices (PCT Article 20 and

PCT Rule 47).
DESIGNATED OFFICE (DO)

>If no Demand for International Preliminary Examination
has been filed within 19 months of the priority date ,<** the
applicant must send to each Designated Office any required
translations and the appropriate national or regional filing fees
>within twenty months from the priority date of the interna-
tional application,< unless the individual Designated Office
grants additional time (PCT Article 22). The applicant also has

Honths o 12 13 is 18 20 21
amendment T 1at d-
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Basic Flow under PCT Chapter Ii
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the right to amend the application within one month from the
fulfiliment of the requirements under Article 22. After this
month has expired (PCT Article 28 and PCT Rule 52), each
Designated Office will make its own determination as to the
patentability of the application based upon its own specific
national or regional laws (PCT Article 27(5)).

>Basic Flow of PCT Chapter II

PCT Anicle 33
The International Preliminary Examination

(1) The objeawe of the intemational preliminary examination is to
formulate 2 preliminary and non-binding opinion on the questions whetherthe
claimed invention appears to be novel, to involve inventive siep (to be non-
obvious), and to be industrially applicable.

SECHD

The basic flow of PCT Chapter Il is iflustrated in the above
diagram. If the applicant desires to obtain the benefit of delay-
ing the entry into the national stage until the 30th month, a
demand for international preliminary examination must be
filed with an appropriate International Preliminary Examining
Authority within 19 months of the priority date. Those States in
which the Chapter 11 procedure is desired must be “elected” in
the demand.

A copy of the demand is forwarded to the International
Burcau by the International Preliminary Examining Authority.
The International Burcau then notifies the various elected
Offices that the applicant has cntered Chapter II and that the
application should not be considered withdrawn for failure to
enter the national stage within 20 months of the priority date.

The examiner of the Intemational Preliminary Examining
Authority may comment on lack of unity of invention, note
errors, and issue a written “opinion” as i whether each claim is
“novel”, involves an “inveniive step”, and is “industriaily
applicable”. If 2 written “opinion” isissued by the examiner, the
applicant may recpond (o the opinion by arguments and amend-
ments within the time period set for response. The examiner will

‘

then issue the “International Preliminary Examination Report”
which presents the examiner’s final position as to whether each
claim is “novel”, involves an “inventive step”, and is “industri-
ally applicable” by the 27th month after the priority date. A copy
of the “International Preliminary Examination Report” is sent to
the applicant and to the International Bureau. The International
Bureau then communicates a copy of the “International Prelimi-
nary Examination Report” to each “Elected Office”.

The applicant must complete the requirements for entering
the national stage by the expiration of the 30th month from the
priority date in order to avoid any question of withdrawal of the
application as to that elected Office.

In accordance with the agreement between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau (PCT Article 34), the USPTO will act as an Inter-
national Preliminary Examining Authority (IPEA) for interna-
tional applications filed by residents and nationals of the United
States and for those applications of other western hemisphere
countries which have been searched by the USPTO as an
International Searching Authority.

Upon filing of a proper demand and the payment of the
necessary fees, the international application shall be the subject
of an intemnational preliminary examination.

An international preliminary examination will be carried
out only on those inventions for which an International Search
Report has been established since the International Preliminary
Examining Authority must take into consideration the docu-
ments cited in the International Search Report. (PCT Article
33(6)).

The International Searching Authority has the responsibil-
ity of initially determining whether or not unity of invention
exists in an international application. However, since searching
authorities may differ on the guestion of unity of invention and
since an applicant has the right to amend the application subse-
quent to the receipt of the International Search Report, the
international application isagain reviewed by the examiner with
respect to the question of unity of invention at the onset of the
international preliminary examination.

Rev. §, July 1987 1800-4
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~ The primary purpose of international prelxmmary examina-
tion is to render a nonbinding opinion on the question of whether
the subject matter of the international application meets the
criteria set out in PCT Article 33(1), i.c., whether the claimed
invention appears to be novel, to involve inventive step (to be
non-obvious) and to be -industrially applicable. Form PCT/
IPEA/408 is provided for use by the examiner to notify applicant
of any negative aspects of the applicationin the form of a written
opinion,

After an opportunity to repond, final results of the interna-
tional preliminary examination are set forth in an International
Preliminary Examination Report on Form PCT/IPEA/409. This
report takes into consideration any amendments that may have
been filed by the applicant in response to the written opinion.<

1802 PCT Definitions [R-5]

PCT Article 2
Definitions
For the purposes of this Treaty and the Regulstions and unless expressly
stated otherwise:

(i) “application” means an application for the protection of an invention;
references toan “application” shall be construed as references to spplications for
patents for inventions, inventors® certificates, utility centificates, utility models,
patents or certificates of addition, inventors® centificates of addition, and utility
centificates of addition;

(ii) references to & “patent™ shall be construed as references to patents for
inventions, inventors' cenificates, wiility cenificates, utility models, patents or
cerificates of addition, inventors® cenificates of addition, and utility centificates
of addition;

(iif) “national patent” means a patent granted by & national authority;

(iv) “regional patent” means & patent granted by a national or an intergov-
emmental authority having the power to grent patents effective in more than one
State;

(v) “regional epplication” means an application for a regional patent;

(vi) references to 2 “national application” shall be construed as references
to applications for national patents and regional patents, other than applications
filed under this Treaty;

(vit) * “intemational application” means &n application filed under this
Treaty;

(viii) references to an “application” shall be construed as references to
intemnational applications and national applications;

(ix) references to & “patem” shall be construed as references to national
patents and regional patents;

(x) references to “national law” shall be construed as references to the
national law of a Contracting State or, where a regional application or a regional
patent is involved, to the treaty providing for the filing of regional applications
or the granting of regional patents;

{xi) “priority date,” for the puspose of computing time limits, means

(a) where the international application containg a priority claim under
Article 8, the filing date of the application whose priority is so claimed;

(b) where the international application contains several priority claims
under Anicle 8, the filing date of the earliest epplication whose priority is so
claimed;

(c) wherse the intemations] spplication does not contain any priority
claim under Anicle 8, the international filing date of such application;

(xii) “national Office” means the government suthority of 2 Contracting
State entrusted with the granting of paten:s: references (0 & “national Office”
shall be construed as referring elso 1o sany intergovernmental suthority which
several States have entrusted with the tagk of granting regional patents, provided
that at least one of those Staies is 8 Contracting State, and provided thet the said
States have authorized that authosity to essume the obligetions and exercise the
powers which this Treaty and the Regulations provide for in respect of national
Offices;

(xiii) “designated Office” means the national Office of or acting for the
State designated by the applicant under Chapier I of this Treaty;

(xiv) “elected Office” means the national Office of or acting forthe State
elected by the applicant under Chapter II of this Treaty;

1800-5
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menul organization with which the intemnational apphauon hag been filed;
(xvi) “Union™ means the Intemational Patent Cooperation Umon.
(xvii) “Assebly” means the Assembly of the Union;
(xviii) “Organization” means the World Intellectual Property Organizs-
tion; S ,
(xix) “Initemational Bureau"” means the International Bure:u of the Or-
ganization and , s¢ long as it subsists, the United Intemational Bureaux forthe
Protection of Intellectual Property (BIRPI);
(xx) “Director General” means the Director General of the Organization
and, as long as BIRPI subsists, the Director of BIRPL

PCT Rule 2
Interpretation of Certain Words
2.1 “Applicant”

Whenever the word “applicant” is used, it shall be construed as meaning
alsothe agent or other representative of the applicant, except where the contrary
clearly follows from the wording or the nature of the provision; or the context
in which the word is used, such as, in particular, where the provision refers to
the residence or nationality of the applicant.

2.2 “Agent”

Whenever the word “agent™ is used, it shall be construed as meaning any
person who has the right to practice before international suthorities as defined
in Article 49 and, unless the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
common representative referred to in Rule 4.8.

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent Intemational
Searching or Preliminary Examining Authority requires the use of a seal instead
of a signature, the word, forthe purposes of that Office or Authority, shalimean
seal.

35 U.8.C. 351 Definitions.

When used in this part unless the context otherwise indicateg—

(a) The term “treaty” means the Patent Cooperation Treaty done at
Washington, on June 19, 1970 %%,

(b) The term “Regulations”, when capitalized, mesans the Regulations
underthe treaty *®, done at Washington on the same date as the treaty. The term
“regulations”, when not capitalized, means the regulations established by the
Commissioner under this title.

(c) The term “international application” means an application filed under
the treaty.

(d) The term “intemational application originating in the United States”™
means an intemational application filed in the Patent and Trademark Office
when it is acting as a Receiving Office under the treaty, irrespective of whether
or not the United States has been designated in that international applicstion.

(e) The term “international application designating the United States™
means an intemational application specifying the United States as a country in
which a patent is sought, regardless where such international application is
filed.

(f) The term “Receiving Office” means a national patent office or inter-
govemnmental organization which receives and processes international applics-
tions as prescribed by the treaty and the Regulations.

(2) The terms “International Scarching Authority” >and'Intemationel
Preliminary Examining Authority”mean<® a national pstent office orintergov-
emmental organization 25 appointed under the treaty which processes interma-
tional applications as prescribed by the treaty and the Regulations.

(h) The term “International Bureau” means the intemational intergovem-
menta] organization which is recognized as the coordinating body under the
treaty and the Regulations.

(i) Terms and expressions not defined in this part are to be taken in the
sense indicated by the treaty and the Regulations.

37 CFR 1.401 Definitions of terms under the Patent Cooperation

Treaty.
(a) The abbrevialion “PCT” and the term “Treaty” mean the Petent

Cooperation Treaty.
(b) “Intemational Bureau™ means the World Intellectual Property Or-

ganization located in Geneva, Switzerland.
(c) “Administrative Instruclions” means that body of instructions for
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operating under the Patent Cooperation Treaty refesved o in PCT Rule §9.
- (@) "Request”, when capitalized, means that element of the intemational
application descnbal i PCT Rules 3 and 4. ,
. 9@)(::) “Intemational apphcmon" a3 used in this mbdnptu is defined in §
(£} “Priority dam" for the purpose of compuung time limits under the
Patent Cooperation Tresty is defined in PCT Art. 2(xi). Note also § 1.465.

(2) >"Demand,” when capitalized, means that document filed with the
Intemational Preliminsry Examining Authority which requests an intemationsl
prelinunary examination.

(h)*“ Annezes” means smendments made to the claims, description or the
drawings before the Intemational Preliminary Examining Authority.

(i)< Other terms and expressions in this Subpart C not defined in this
section are 10 be taken in the sense indicated in PCT Art. 2 end 35 U.S.C. 351.

1803 Reservations Under the PCT Taken by the
United States of America [R-§]

PCT Article 64
Reservaiions

(1)(a) Any Suste may declare that it shall not be bound by the provisions
of Chapter 1.

(b) States meking & declaration under subparagraph (2) shali not be bound
by e provisions of Chapter Il and the comresponding provisions of the
Regulations.

(2)(8) Any Sistenct having made & declaration under paragraph(1)(a) may
declare that:

(i) it shall not be bound by the provisions of Article 39(1) with respect to
the furnishing of & copy of the intemational application and s translation thereof
(as prescribed),

(i) the obligation to delay national processing, 2¢ provided for under
Anticle 40, shall not prevent publication, by or through its national Office, of the
intemnational application or 2 translation thereof, it being understood, however,
that it is not exempted from the limitations provided for in Anticles 30 and 38,

(b) Suates making such e declaration shall be bound accordingly.

(3)(e) Any State may declare that, as {ar 28 it is concemed, intemational
publication of inemstional applications is not required.

(6) Where, at the expiration of 18 months from the priority date, the
intemational epplication contains the designstion only of such States as have
made declarstions under subparagraph (a), the intemational applicstion shall
not be published by vistue of Asticle 21(2).

(c) Where the provisions of subparegraph (b) apply, the intemational
application shall nevertheless be published by the Internationsl Buresu:

(i) a the request of the applicant, as provided in the Regulations,

(ii) when 3 nationsl application or & patent based on the international
application is published by or on behalf of the national Office of sny designated
Stste having made a declaration under subparagraph (), promply afier such
publication but not before the expiration of 18 months from the priority date.

(4)(z) Any State whose national law provides for prior ast effect of its
patents as from z date before publication, but does not equate for prior an
purposes the priority date claimed under the Paris Convention for the Protection
of Industrisl Property to the actual filing dste in that State, may declase that the
filing outside that State of an intemational spplication designating that State is
not equated to an actual filing in that Stste for prior en purposes.

(b) Any Siste making 8 declaration under subparagraph (s) shall to that
extent not be bound by the provisions of Anicle 11(3).

(c) Any State meking e declerstion under subparagraph () shall, & the
samelime, state in writing the date from which, end the conditions under which,
the prior art effect of any intemational application designating that State
becomes effective in thas State. This statement may be modified at anytime by
notification addressed to the Director General.

(5) Each State may deciare that it does not consider itself bound by Arnticle
59. With regard to any dispute between eny Contracting Stete having mede such
adeclaration and any other Contracting State, the provisions of Article 59 shall
not apply.

(6)(a) Any declaration rade under this Anicle shall be made in writing.
It may be made at the time of signing thig Tresaty, at the time of depositing the
instrument of ratification or accession, of, except in the case referred to in
paragraph (5),at any latertime by novification addressed tothe Director General.
In the case of the said notification, the declaration shall take effect six months
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after the day on which the Director General has regeived the notification, and
shall not affect mtemmoml apphcauom filed prior tothe expiration of the said
gix-month penod

(byAny dechnuon madeunder this Anticle may be withdrawn at eny time
by aotification sddressed to the Dirsctor General. Such withdrawal shell take
effect three months afierthe day on which the Disector General has received the
notification end, in the case of the withdrawal of a declarstion made under
paregraph (3), shall not affect intemational applications filed prior to the
expirstion of the said three-month period.

{7y No reservations to this Treaty other than the reservations under
paragraphs (1) to (5) are permitted.

The United States of America >had originally<* declared
that it >was<* not bound by Chapter II (Article 64 (1)), >but has
now withdrawn that reservation effective July 1, 1987<.

It has also declared that, as far as the United States of
America is concerned, international publication is not required
(Article 64 (3)).

The ** United States of America >also< made >a reserva-
tion<** under Anicle 64(4) which relates to the prior art
effective date of a U.S. patent issuing from an international
application. See 35 U.S.C. 102(e).

>1804 USPTO - WIPO Agreemert [R-5]

Agreement between the UNITED STATES PATENT AND TRADE-
MARK OFFICE and THE INTERNATIONAL BUREAU OF THE WORLD
INTELLECTUAL PROPERTY ORGANIZATION conceming the functions
of the United States Psteni and Trademark Office in the capacity of an
Internations] Searching and Preliminary Examining Authority sppointed under
the Patent Cooperation Treaty.

Preamble
The United States Paient and Trademark Office and the Intemastional
Buresu of the World Intellectual Propenty Organization agree to conclude the
following Agreement under Articles 16(3)(b) and 32(3) of the Patent Coopera-
tion Treaty:

Article 1

Terminology Used in the Agreement

(1) For the purpose of this Agreement:

(8) “Treaty"” means the Patent Cooperation: Treaty;

(b) “Regulations” mesn the Regulations under the Treaty;

(¢} “Administrative Instructions” means the Administrative Instructions
under the Treaty;

(3) “Arnticie” (except where & specific reference is made to an Anticle of
this Agreement) means an Anticle of the Treaty;

(e) “Rule” means a Rule of the Regulations;

(f) “Authority"” refers to the United States Patent and Trademark Office
acting in the capacity of an Intemational Searching and Preliminary Examining
Authority pursuant to this Agreement and appointed under the Treaty;

(g) “Intemational Buresu” mezns the Intemational Buresu as defined in
Article 2(xix); and

(h) “Gazeuie” means the publication referred w0 in Anticle 55(4).

Anrticle 2
Basic Qbligstions

(1) The Authority will, except in respect to subject matier which pursuant
to Anticle 6 of this Agreement the Authority is not required to gearch or to
examing, carry owt intemational searches and intemational preliminary exami-
netions and perform such other functions a4 are specifically provided for by the
Treaty, the Regulations, this Agreement, and the Administeative Instructions. In
canying out an intemational search and an intemational preliminery examina-
tion, the Authority shall be guided by the Guidelines for Intemational Sesrch
and for International Preliminary Examination to be Carried Out under the
Patems Cooperation Treaty. The Authority undeniskes to apply and observe all
the common rules of intemationsl search and of international preliminary ex-
amnination.
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(2) The Authority and the Intemational Bureau shall, having regard to their
rezpective fonctions under the Treaty, the Regulstions, this Agreement, snd the
Administrative Instructions, each render, to the extent considered to be sppropri-
ate by both the Authority and the Intemational Bureau, assistance 1o the other in
relation to the performance, by the other, of its functions thereunder. ‘

Article 3
Competence of the Authority

(1) Subject to Asticle 6 of this Agreement, the Authority undestakes to act
as an International Sesrching Authority for all intemational applications (i) filed
with the receiving Office of, or acting for, the States specified in Annex A of this
Agreement, and (i) filed in or translated into the lsnguages specified in Annex
4 of this Agreement. ;

(2) Subject 1o Anicle 6 of this Agreement, the Authority undestakes to act
&3 an Intemationsl Preliminsry Exsamining Authority for all intemstionsl appli-
cations (i) filed with the receiving Office of, or acting for, the States specified in
Annex A of this Agreement, and (i) filed in or translated into the languages
specified in Annex A of this Agreement.

Article 4
Minimum Persommel Reguirements

(1) The Authority shall, for the parposes of carrying out internstional
sezrch and intemnational preliminary exeminstion, make available the s1aff at its
disposal, to the extent required by the workload, having sufficient technical
qualifications ty cary out such search end examination in all technical fields
excepithosereferredto in Anicle 6 of this Agreement. The staff of the Authority
shall be maintained ot s level exceeding the minimum requirement s ges o in
Rules 36.1(i) and 63.1(i).

(2) The Authority shall meaintain, or ctherwise secure assistance by, a staff
which has the Isngusge fecilities tounderstand at least those langusges in which
the minimurn documentation referred to in Rule 34 is written or is transiated.

Article 5
Documentstion Facilities
The Authority shell maintain end use all documentation fecilities ordinss-
ily at the disposal of the staff referred to in Anticle 4(1) of this Agreement for
search snd exsminstion pusposes, and shall maeintsin and vse for the said
purposges &t Jeast the minimum documentation fecilities prescribed by Rules
36.1(ii) and 63.1(ii).

Article 6
Subject Matter not required to be Searched
Inaccordance with Anticles 17(2)(i) and 34(4)(2)(i), the Authority will not
beobligated to search or examin: any of the subject matter specified in Rule 39.1
or Rule 67.1 except for subject matter specified in Annex B of this Agreement.

Article 7
Fees
(1) A schedule of all fees charged by the Authority in relation to its
functions as an Intemational Searching and Preliminary Examining Authority is
set out in Annex C of this Agreement.
(2) The Awthority shall, to the extent and under the conditions set out in
Annex, C of this Agreement, refund the paid search fees in whole or in part.

Article 8
Review of Protest
The Commissioner of Patents and Trademarks or his designee shall
examine protests in respect of additional fees where such additionel fees are paid
under protest pursuant 1o Rule 40.2(c) or Rule 68.3(c).

Article 9
[Deleted]

Article 10
Classification
The Authority, in addition to applying the Intemational Patcnt Classifica-
tion to a particular subject matier, may elso apply the United States Patent
Classification.

Article 11
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: {nguns'e of Correspondence Used by the Authority
" For purposes of correspondence, including forms, the Authority shall
use the English language.’

Article 12
Patent Information Services and Technical Assisance
The Authority shall cooperate with the International Bureau in providing
patent information services and gsuch other contributions to the technical
assistance program under Chapter IV of the Treaty as are both practicable
within the facilities of the Authority and 2s may be sgreed.

Ariticle 13
Entry into Force of the Agreement
This Agreement shall enter into force, after approval by the Assembly, on
the date of signature thereof. The Agreement together with an indication of the
date of its entry into force shall be published in the Gazette by the Intemational
Bureau.

Article 14
Duration and Renewability of the Agreement
Subject to Article 16 of this Agreement, thig Agreement shall remain in
force for 8 period of 10 years. It shall be renewable for a period of 10 years
subjecttothe approval of, and the extension of the appointment of the Authuviity
for that period by, the Assembly.

Article 15
Amendment

(1) Without prejudice to paragraphs (2) and (4) below, emendments may
be made to this Agreement by agreement between the Authority and the
Intemational Bureau and shall take effect on the date on which those amend-
ments are approved by the Assembly, or, if a later date is specified in the
amendments, on that later date.

(2) Annex A may be amended by the Authority at sny time. Any
amendment adding s State or leniguage will be made by notificstion from the
Authority to the Intemational Fureau and shall take effect one month from the
date of publication in the Gaze'le. Any amendment deleting & State or language
will be made by notification frum the Authority to the International Bureau and
shall take effect nine months from the date of publication in the Gazette.

(3) Annex B msy be amended by the Authority st any time. Any
smendment adding subject matter to that Annex will be made by notification
from the Authority to the Intemational Bureau end ghall tzke effect one month
from the date of publication in the Gazette. Any amendment deleting subject
matter from the Annex will be made by notification from the Authority 1o the
Intemational Bureau and shall take effect nine months from the date of
publication in the Gazeue.

(4) Annex C may be amended by the Authority at any time. Any
amendment may be made by notification from the Authority 1o the Intemational
Bureau and shall take effect on a date specified by the Authority but not eatlier
than one month afterthe publication of the notification in the Gazette. Normally
Annex C shall not be amended during the first year after the entry into force of
this Agreement or theseafier at an interval of less than one year from & previous
amendment of the schedule.

(5) The Intemational Bureau shall publish prompdy in the Gazetie any
amendment of this Agreement agreed to by the Authority and the Intemnational
Buresu and approved by the Assembly under peragraph (1) and any naifics-
tions received by the Intemational Bureau under paragraphs (2) to (4).

Article 16
Termination of the Agreement

(1) This Agreement shall terminate:

(a) if the Authority gives the Director General of the World Intellectual
Propenty Organization written notice to terminate this Agreement; or

(b) if the Direcior General of the World Intellectual Propenty Organiza-
tion, with the approval of the Assembly, gives the Authority written notice to
tenminate this Agreement.

(2) The termination of this Agreement under paragraph (1) shall take
effect one year sfter receipt of the notice by the other party, unless a longer
period is specified in such notice.

(3) Notwithstanding paragraph (2), if:

(2) notice to terminate this Agreement ig given by the Authority
under paragraph (1); and
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(k) &t the same time all those Contracting States, whose receiving
Offices have spacificd the Authority under Anticles 16(2) snd 32(2), nothaving
denounced the Treaty previously, made the denunciation wnder Amicle 66, .-
the notice to terminate this Agreement shall take effect ax such time as the
denunciation of the Treaty becomes effective for all suck States.
ANNEX A :
COUNTRIES AND LANGUAGES UNDER ARTICLE 3 OF THIS
AGREEMENT
(1) The Authority will conduct intemational searches and prepare
intemz..onal search reports
(i) for the following countries:
United States of America, Brazil, Barbados
(i) in the following languages:
English
(2) The Authority will conduct international preliminary examinations
and prepare intemational preliminary examination reports
(i) for the following countries:
United States of America,
and where the Authority has prepared the international
sesech repont, for Brazil and Barbados
(i) in the following languages:
English

ANNEX B
SUBJECT MATTER SPECIFIED UNDER ARTICLE 6 OF THIS
AGREEMENT

Subject matter which is searched or examined in United States national
applications

ANNEX C
SCHEDULE OF FEES AND EXTENT AND CONDITIONS OF REDUC-
TIONS OR REFUNDS OF THE SEARCH AND EXAMINATION FEES
FOR THE PURPOSES OF ARTICLE 7 OF THE AGREEMENT

(s) Fees
Search fee
(i) where no corresponding prior United States national application
with basicfiling fee has been filed $520.00
(ii) where a corresponding prior United States national application
with basicfiling feehas been filed $350.00
Supplemental Search Fee (peradditional invention) ............$140.00

Preparation of an intemational-type search report in a United States
national epplication $28.00

Preliminary examination fee

(i) where an international search fee has been paid on the intema-
tional application for the benefit of the United States Patent and Trademark
Office as an Intemational Searching Authority. $370.00

(ii) where the Intemational Searching Authority for the intemational
application was an authority other than the United States Paterit and Trademark
Office $570.00

(2) additionsl preliminary examination fee (per additional inven-

tion)

(i) Where a supplemental search fee has been paid on the
international application to the United States Patent and Trademark Office as an
International Searching Authority ..$125.00

(ii) Where the Intemational Searching Authority for the
internationa! spplication was an authority other then the United States Patent

and Trademark Office $190.00

(b) Extent and Conditions of Refunds of the Search and Examination Fees

(i) Money paid for scarch and preliminary examination fees, where
paid by actual mistake or in excess will be refunded.

(ii) Refund of the supplemental search fec and addisiona) prelimi-
nary examination fee will be made if such refund is detesmined 10 be warranted
by the Commissioner of Patents and Trademarks or his designee acting under
Rule 40.2(c) or Rule 68.3(c).
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(iii) The search fee will be refunded if the determination under

Article 11(1) is negative.'<

1805 Who May File in the United States
Receiving Office [R-5]

PCT Articie 9
The Applicant

(1) Any resident or national of & Contracting State may file an intema-
tional application.

(2) The Assembly may decide to allow the regidents and the nationsls of
any country panty to the Paris Coavention for the Protection of Industrial
Property which is not party to this Treaty to file intemational applications.

(3) The concepts of residence and netionality, end the spplicetion of those
concepts in cases where there are several applicants or where the spplicants are
not the same for zll the designated States, are defined i the Regulations.

( Editor's Wote: The PCT Assembly hes not as yet sllowed residents or nationals of
non-PCT member countries to file PCT intemational epplications.)

PCT Rule 18
The Applicant
18.1 Residence

(a) Subject to the provisions of paragraph (b), the question whether an
applicant is & resident of the Contracting State of which he claims to be regident
shall depend on the national law of that Stste end shall be decided by the
receiving Office.

(b) In any case, possession of & real and effective industrial or commer-
cial estzblishment in & Contracting State shall be considered residence in that
State.

18.2 Nationality

(a) Subject to the provisions of paragraph (b), the question whether an
applicant is anational of the Contracting State of which he claims to be a national
shall depend on the netions! law of that State and shall be decided by the
receiving Office.

(b) In any casge, a legal entity constituted according to the national law of
a Contracting State shall be considered a national of that State,
18.3 Several Applicants: same for All Designated States

If all the applicants are applicants for the purposes of all designated States,
the right to file an interational application shall exist if at Ieast one of them is
entitled 1o file an intemnational application according to Article 9.
18.4 Several Applicants: Different for Different Designated States

(a) The international application may indicate different applicants forthe
purposes of different designated States, provided that, in respect of each
designated Staie, at least one of the applicants indicated for the purposes of that
Siate is entitled to file an intemnational application according to Article 9.

(b) If the condition referred to in paragraph () is not fulfilled in respect
of any designated State, the designation of that State shall be consid-

ered not to have been made.

(c) The International Buresu ghall, from time to time, publish informa-
tion on the various national laws in respect of the question who is qualified
(inventor, successor in title of the inventor, owner of the invention, or other) to
file a national application and shall accompany such information by a waming
that the effect of the international applicsiion in any designated State may
depend on whether the person designated in the inlemational application as
applicant for the purposes of that State is & person who, under the national law
of that State, is qualified 1o file a national application.

PCT Ruic 19
The Competent Recelving Office
19.1 Where 10 File

() Subject 10 the provisions of paragraph (b), the intemnational
application shall be filed, a1 the option of the applicant, with the national
Office of or acting for the Contracting State of which the applicant is a
resident or with the national Office of or acting for the Contracting State of
which the applicant is a national.

(b) Any Contracting State may agree with another Contracting State or
any intergovemmental organization that the national Office of the latter State or
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the intergovernmental organization shall; for all or some purposes, act instead of
the national Office of the former State as receiving Office for applicants who are
residents or nationsl of that former State, Notwithstanding such agreement, the
national Office of the former State shell be considered the competent receiving
Office for the purposes of Article:15(5) - - = =0 i oo

{c) In connection with any decision made under Article 9(2), the Assembly
thall appoine the nationsl Office or the intergovemmentsl organization which
will act as receiving Office for spplications of residents or nationals of Sistes
specified by the Assembly. Such eppointment shell require the previous consent
of the said nations! Office or intergovernmentsl organization.

19.2 Several Applicants

If there are several spplicants, the requirements of Rule 19.1 shall be
considered to be mex if the national Office with which the intemational applica-
tion is filed is the national Office of or acting for s Contracting State of which at
least one of the spplicants is a resident or national.

19.3 Publication of Fact of Delegation of Dusies of Receiving Office

(e ) Any agreement referred to in Rule 19.1(b) shall be promptly notified
to the Intemational Buresu by the Contracting State which delegates the duties
of the receiving Office to the national Office of or acting for another Contracting
State or an intergovermmental organization.

(b) The Intemational Bureau shall, promptly upon receipt, publish the
notification in the Gazette.

PCT Administrative Instructions Section 317
Procedure in the Case of the Designation of a State Belng
Censldered Not To Have Been Made

Where the receiving Office finds that, undes Role 18.4(b), the designation
of & State is to be considered as not having been made, it shell indicate that fact
in the intemational application by enclosing the designation of that State within
square brackets and entering, inthe margin, the words "CONSIDERED NOT TO
HAVE BEEN MADE" or their equivalent in the language of publication of the
internstional spplication, and shall promptly notify the applicant accordingly. If
the record copy has elresdy been sent to the Internationel Bureau, the receiving
Office shall also notify prompily that Bureau.

35 U.S.C. 361 Recelving Office.

(a) The Patent and Trademark Office shall act as a Receiving Office for
international spplications filed by nationals or residents of the Uniled States. In
accordance with any agreement made between the United States end another
country, the Patent and Trademark Office may also act as a Receiving Office for
intemational applications filed by residents or nationals of such country who are
entitled to file intemational applications.

(b) The Patent and Trademask Office shall perform all acts connected with
the discharge of duties required of a Receiving Office, including the collection
of international fees end their transmittal to the Intemational Bureau.

(c) Imtemnational spplications filed in the Patent and Trademerk Office
¢hall be in the English lengusge.

(d) The ** internstional fee, and the transmittal and search fees prescribed
under section 376(z) of this part, shall either be peid on filing of an imemational
application or within *®*>such later time as may be fixed by the Commissioner.<

35 U0.8.C. 373 Improper Applicant.

An internationsal application designating the United States, shall not be
accepted by the Patent end Trademark Office for the national stage if it was filed
by enyone not qualified under chapter 11 of this title to be an applicant for the
purpoze of filing a national application in the United States. Such international
applications shall not serve as the basis for the benefit of an earlier filing date
under gection 120 of this title in a subsequently filed application, but may serve
as the bagis for a claim of the right of priority under section 119 of this title, if
the United States was not the sole country designated in such intemational
application.

37 CFR 1.421 Applicant for international application.

(a) Only residents or nationals of the United States of America may file
international applications in the United States Receiving Office.

(b) Although the United States Receiving Office will accept intemational
gpplications filed by any resident o national of the United Siates of America for
international processing, an intemationel application designating the Uniles
States of America will be accepted by the Patent and Trademark Office for the
national giage only if filed by the inventor or as provided in §§1.422, 1.423 or
1.425.
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~+: (c)Intemational spplications which do niot designate the United Statés of
America may be filed by the assignee orowner. : ‘
(d) The attomey or agent of the applicant may sign the intemational ap-
‘plication Requeit a:d file the intémational application for the applicant if the
. internstional application when filed is secompanied by a separate power of
~auorney.to that altomey o agent from the applicant. The separate power of
atioeney from the epplicans may be submitted after filing if suffic’en: cause is
shown for not submitting it et the time of filing. Note that paragraph (b) of this
section requires thet the applicant be the inventor if the United States of
Americe is designated,

(e) Any indication of different applicants for the purpose of different
Designated Offices must be shown on the Request portion of the international
application.

(f) Changes in the person, name, or address of the applicant of an intemational
application shall be made in accordance with PCT Rule 18.5.

37 CFR 1.422 When the inventor is dead.

In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may file an international applica-
tion which designates the United States of America.

37 CFR 1.423 When the inventor is Insane or legally incapacl-
tated.

In case an inventor is insane or otherwise legally incapacitated, the legal
Tepresentative (guardian, conservator, etc. ) of such inventor may file an
intemational application which designates the United States of America.

37 CFR 1.424 Joint jpventors.

Joint inventors must joinily file an intemationa! application which
designates the United States of America; the signature of either of them alone,
or lcss. than the entire number will be insufficient for an invention invented by
them jointly, except as provided in § 1.425.

37 CFR 1.425 Filing by other than inventor.

(2)If 2 joint inventor refuses Lo join in an international application which
designates the United Staes of America or cannot be found or reached after
diligent effort, the intematjonal application which designates the United States
of America may be filed by the other inventor on behalf of himself or herself
and the omitted inventor, Such an intemational application which designates
the United States of America must be accompenied by proof of the pertinent
facts and must state the last known address of the omitted inventor. The Patent
and Trademark Office shal} forward notice of the filing of the international
application to the omitted inventor at said address.

(b) Whenever an inventor refuses to execute an international application
which designates the United States of America, or cannot be found or reached
lfl.cl.' diligent effort, a person 1 whom the inveritor has assigned or agreed in
writing 1o asign the invention or who otherwise shows sufficient proprietary
interest in the matter justifying such action may file the intemational applica-
tiont on behalf of and as egen forthe inventor. Such an international application
which designates the United States of America, must be accompanied by proof
of the pertinent facis and a showing that such action is necessary to preserve the
rights of the parties or to prevent irreparable damage, and must state the last
known address of the invenior. The assignment, written sgreement to assign or
otherevidence of Proprietasy interest, or a verified copy thereof, must be filed
in the Patent and Trademari; Office. The Office shall forward notice of the filing
of the application to the inventor &t the sddress stated in the application.

Any resident or national of the United States of America
may file an interational application in the United States Re-
ceiving Office (PCT Article 9(1) and (3), PCT Rule 19.1, 35
U.S.C. 361(a) and 37 CFR 1.412(a), 1.421). The concepts of
residence and nationality are defined in PCT Rules 18.1 and
18.2. For the purpose of filing an international application, the
app!icant may be either the inventor or the successor in title of
the inventor (assignee or owner), See also>MPEP<§1820.02.

However, the laws of the various designated countries
regarding the requirements for applicants must also be consid-
ered when filing an international application. For example, the
patent law of the United Stuates of America requires that, for the
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purposes of designating the United States of‘Aﬁédca. the

applicant(s) must be the inventor(s) (35 U.S.C. 373, PCT
Aniicle 27 (3)). o

Where there are different applicants for differeat desig-
nated States, at least one applicant named for each designated
State must be entitled to file an intemational application under
PCT Article 9, and PCT Rule 18.4. See >MPEP< §1820.09.

PCT Rule 19.2 relates to the situation where there are
seve:al applicants for all the designated States.

1807 Agent or Common Representative
[R-2]

PCT Article 49
Right to Practice before Intemational Authorities
Any sttomney, patent agent, or other person, having the righ 1o practice
before the national Office with which the intemationnl applicstion wes filed,
thall be entitled to practice before the Intemational Buresu and the competent
International Sesrching Authority and competent Intemational Preliminary
Examining Authority in respect of that spplication.

PCT Rule 2
Interpretation of Certain Words
2.1 “Applicant”

Whenever the word * applicant” is used, it shall be consuroed es meaning
alzo the agent or other representative of the spplicant, exceps where the contrasy
clearly follows from the wording or the nature of the provision, of the context
in which the word is used such a8 in pasticular, where the provision refersto the
residence or nationality of the applicant.

22 “Agens”

Whenever the word “agent” i used, it shall be construed 23 mesning sny
person who has the right to practice before intermations] authorities s defined
in Article 49 and, unless the eontrary cleasly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
eomsmon fepresentative referved to in Rule 4.8.

2.3 “Signature”

Whenever the word “signature” is used, it shall be understocd thae, if the
national law applied by the receiving Office or the competent Intema-
tional Searching or Preliminary Examining Authority requires the use
of a seal instead of a signature, the word, for the purposes of that Office
or Authority, shell mean seal.

PCT Rule 83
Rigist ¢o Practice before International Authorities

£3.1 Proof of Right

The International Bureau, the competent International Searching Author-
iy, end the competent Imemstions) Preliminasy Examining Asthority, may
require the production of proof of the right to practice referved 1o in Anicle 49.
83.2 Information

(2) The national Office or the intergovernmentsl organizstion which the
interested person is alleged to have s right 1o practice before shall, upon request,
inform the International Bureau, the competent Intemational Searching Author-
ity, or the competent Internationsl Preliminary Exemining Authority, whether
such person hae the right to practice before it.

(b) Such information shall be binding upon the Interational Bureau, the
Intemational Seasching Authority, or the Intemational Preliminary Examining
Authority, as the cage may be.

PCT Rule 90
Representation
90.1 Definitions
For the pusposes of Rule 90.2 and Rule 90.3:
(i) “agent” means any of the persons refesved to in Anticle 49;
(ii) “common representative” means the applicant referred to in Rule

90.2 Effects
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(z) Any act by or in relation to an agent shall have the effect of en act by
or in relation to the spplicant or applicents having eppointad the agent. .

" (b) Any ect by or in relstion 1o & common representative or his sgent shall
have the effect of an act by or in relation to ¢ the spplicamts. - - -

(c) If there ere veversi agents appointed by the same applicent or appli-
cants, any act by or in relstion to eny of the several agents shall have the effect
of an sct by ot in relation to the eaid epplicant or applicants. -

(d) The effects described in paragraphs (s), (b), and (c), shall apply (> the
procegsing of the intemations] spplication before the receiving Office, the
Intemationsl Buresw, the Intemnational Sesrching Authority, and the Intema-
tional Preliminery Exsmining Authority.
90.3 Appoiniment

(a) Appoimement of eny sgent, or of eny common representative within the
mesning of Rule 4.8(z), thall be effected by each applicant, at his choice, either
by signing the request in which the agent or common representative is desig-
nated or by a separaie power of atiomey (i.e., & documens sppointing en egent
or common representative).

(b) The power of attomey may be submitted to the receiving Office of the
Intemational Bureau. Whichever of the two ig the recipient of the power of
atiomney submitted shall immedistely notify the other and the interested Inter-
national Searching Authority and the interested Intemasiionsl Preliminary
Examining Authority.

(c) If the separate power of attomey is not signed or if the required separate
power of altorney is missing, or if the indication of the name or address of the
appointed person does not comply with Rule 4.4, the power of attomey shall be
considered non-existent unless the defect is corrected,

(d) A genesal power of sttomey may be deposited with the receiving
Office for parposes of the processing of the intemational epplicuion as defined
in Rule 90.2 (). Reference may be mede in the request to such general power
of suomey, provided that a copy thereof is suiached to the request by the
epplicent.

90.4 Revocation

(e) Any eppointment may be revoked by the persons who have made the
appointsent or their succesgon in tide.

(b) Rule $0.3 shall apply, muatis mutandis, 1o the document containing
the revocation,

37 CFR 1.455 Representation in International applications.

(a) Applicants of international applications may be represented by attor-
neys or agents licensed to practice before the Patent and Trademark Office orby
a common representative (PCT Ast. 49, Rules 4.8 and 90 and §10.10).

{b) Appoiniment of an agent, stlomey or common representative (PCT
Rule 4.8) must be effected either in the Request form, signed by ell applicants,
of in & separate power of attomey submitied either to the United Ststes
Receiving Office or to the Imemational Buresu.

(c) Powers of attomey and revocations thereof should be submitted icthe
United Siates Receiving Office until the issuence of the intemstional search

(d) The eddressee for correspondence will be as indicated in Section 108
of the Adminisirative Instructions.

PCT Adminlstrative Instructlons Section 106
Representation

(2) In the case of several applicants, any agent appointed in accordance
with Rule 90.3 as an agent representing all the epplicants shall be considered a
common agent.

(b) Where the international application is filed with reference to 2 general
power of attorniey not signed by all the applicants, it shall be sufficient for the
purpose of appointment of 8 common agent under Rule 90.3, if the requestor a
geparate power of sttomey is signed by the spplicant, who did not sign the
general power of sitomey.

{c) The sppointment of an agent, orof a common representative within the
meaning of Rule 4.8(s), shall, unless otherwise indicated by the pessons who
make the eppoiniment, be regarded as the revocation of eny earlier appointment
of any other sgem, or of any other common representative, and shall be
congidered s & request for recording & change in the pereon of the sgent or
common representative under Rule 92bis, 1(a)(ii).

(d) Any document entailing the revocation of an appointment of an agent,
or of 8 common represeatative within the meaning of Rule 4.8(z), may be
submitied to the receiving Office or the Intemational Buresu.
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(©) Any agent, of my common repmmuuve within the meamng of Rule
4.5(s), may renounce his sppointment through & notification sngnedby him and
addressed 1o the receiving Office or the Intemational, Bureau. o

PCT Administrative Instructions Section 108
Correspondence Intended for the Applicant

(2) Any correspondence from an Internationsl Authority intended for the
wpplicant, or, in the cage of several spplicants, the spplicants, shall be eddressed
as follows: - o

(i) Where the spplicant has designated or sppointed one agent, correspon-
dence shall be addressed to that agent. Where, in the case of several applicants,
the applicants are represented by & common representative or a common sgent,
correspondence shall be gddressed 1o that represenative or that agent.

(if) Where the spplicant has designated several agents in the request,
comespondence shall be addressed to the agem first mentioned therein. Where,
inthe case of several applicants, the applicants have designated several common
agents in the request, correspondence shall be addressed to the common agent
first mentioned therein.

(iii) Where the applicant has appointed several agente in one or more
separute powers of altomey, correspondence ghall be addressed 10 the agent first
mentioned in the easliest filed and sifl) valid separate power of attomey. Where,
in the case of several applicants, the epplicants have sppointed several common
sgente in one or more separate powers of attomey, correspondence chall be
addressed to the conunon agent first mentionad in the earliest filed and seill velid

sepasste power of aliomey.
(b) Any correspondence from an International Authority to the spplicentoe

his agent shall be marked with the file reference, composed either of fetters or
numbers, or both, of the applicant or the agent, if so indicated on the request
Form, provided this reference does not exceed ten characters.

Any gct by or in relation to an agent has the effect of an act
by or in relation to the applicant or applicants who have desig-
nated the agent; any act by or in relation to a common represen-
tative has theeffect of anact by or in relation to all the applicants;
the foregoing applies to the international phase (37 CFR
1.421(d) and 1.435). Powers of Attormey forms are found in
Annexes G1 and G2 of the PCT APPLICANT'S GUIDE.

Any attorney or agent registered to practice before the
United States Patent and Trademark Office may be appointed as
an agent under the Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT Article 49 and PCT
Rule83)and to prosecute the application before the International
Authorities.

In the national (or regional) phase, other agents usually
s>must<** be appointed (PCT Rule 90.2). The national laws of
the designated states govern the appointment of agents or attor-
neys in the national stage.

Powers of attormey should be submitted to the United States
Receiving Office until the Search Report has issued in order that
communications may be correctly addressed. After the Search
Report has issued, powers of attorney should be submitied to the
International Bureau.

General powers of attorney are recognized for the purpose
of filing and prosecuting an international application before the
international authorities. The original general power of attorney
should be deposited with the PCT Division in the Patent and
Trademark Office and any applications relying thereon must
include a copy thereof. A general power of attorney form is in
Annex G2 of the “PCT Applicant’ s Guide.”

See also > MPEP< §1820.04 for the power of attorney onthe
Request form.

1808 Revocation of the Appointment of an
Agent or a Common Representative [R-5]
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37 CFR 1.472 Changes in person, namc, or ad’dnu of appllcanls
ard invertors.

All requests for 8 change in person, name or address of apphcams and
inventor should be seix to the United States Receiving Office until the time of
issuence of the internstionel search report, Themﬂermquemfonucb changes
ehould be submitted to the Intemationsl Buresu.

The document containing the revocation must be signed by
the applicant or, where there are several applicants, by all the
applicants. It must be submitted to the Receiving Office or the
International Bureau (PCT Rule 90.4).

Revocations should be submitted to the United States Re-
ceiving Office until the time the Search Report has issued. After
the Search Report has issued, revocations should be sent to the
International Bureau.

1810 Filing Date Requirements [R-5]

PCT Articie 11
Filing Date and Effects of the International Application

(1) The receiving Office shall accord as the intemational filing date the
dste of receipt of the intemational spplication, provided that that Office has
found that, at the time of receipt:

(i) the applicant does not obwviously lack, for reasons of residence or
nssionality, the right to file en internstionel application with the receiving
Office,

(ii) the intemational spplication is in the prescribed language,

(iii) the intemnational application contains st least the following elements:

(8) an indication that it is iniended ag an international application,

(b) the designation of at least one Contracting State,

(c) the name of the applicant, as prescribed,

(d) a part which on the face of it appears to be a description,

() & part which on the face of it appears to b e a claim or claims.

(2)(a) If the receiving Office finds that the interational application did
not, st the time of receipt, fulfill the requirements listed in paragraph (1), it shall,
as provided in the Regulaiions, invite the applicant to file the required
correction.

(b) If the applicant complies with the invitation, as provided in the
Regulations, the receiving Office shall accord as the intemational filing date the
date of receipt of the required correction.

(3) Subject 1o Article 64(4), any intemationel application fulfilling the
requirements listed in items (i) o (iii) of paragraph (1) and accorded an
intemstional filing date shsll have the effect of a regular national application
in each designsied State s of the intemational filing date, which date shall be
considered 10 be the actual filing date in each designated State.

(4) Any intemational applicstion fulfilling the requirements listed in
items (i) to (fii) of paragraph (1) shall be equivalent to a regular national filing
within the meaning of the Paris Convention for the Protection of Industrial

Propenty.

38 U.S.C. 363 International application designating the Unlted
States: Effect.

An intemational application designating the United States shall have the
effect, from its internstional filing date under article 11 of the wreaty, of a
national applicetion for patent regularly filed in the Patent and Trademark
Office except as otherwise provided in section 102(c) of this title.

35 U.8.C, 376 Fees.

() The required payment of the intemational fee >and the handling fec<,
which amounts® >are< specified in the Regulations, shall be paid in United
Swtes currency. The Patent and Trademark Office may also charge the
following fees:

(1) A wensmiutal fee (see section 361(d));

(2) A search fee (see section 361(d));

(3) A supplemental search fee (to be paid when required);

(4) A national fee (see section 371(c));

(5) >A preliminary examination fee and any additional fees (see section
362(b)).<

>(6)< Such other fees as established by the Commissioner.
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- (b) The amounts of fees specified in subsection (a) of this section, except
lbe mtemnioml fee >and the handling fee<, shall be pr:sedbed by the
Commissiones. He may refund any sum paid by mistake or in excess of the fees
so specified, or if required under the tresty and the Regulnm The Commis-
umcrnuyalsomfundmypandthenwchfee,xhepfehmmryeummmm
fee and any additional fees,< where he determines such refund 1o be warrented.

37 CFR 1.431 International application requirements.

(#) An intemational spplication shall contain, as specified in the Treaty
end the Regulmons. a Request. a description, one or more claims, en abstract,
and one ormote drawings (where reqmred) (PCT Art. 3(2) and Section 207 of
the Administrative Instructions. )

(b) An intemational filing date will be accorded by the United States
Receiving Office, atthe time of receipt of the intemational application, provided
that:

(1) The applicant is a United States resident or national (35 U.S.C. 361(a),
PCT Art. 11(1)GE)).

(2) The intemational application is in the English language (35 U.S.C.
361(c), PCT Ast. 11(1){i)).

(3) The intemational application contains at least the following elements
(PCT Ar. 11Q1)ii)):

(i) An indication that it is imended as an intemationat epplication (PCT
Rule 4.2);

(if) The designation of at least one Contracting State of the Imemational
Paient Cooperation Union;

(iif) The name of the applicans, as prescribed (note §§ 1.421-1.424);

(iv) A pan which on the face of it appears to be a description; and

{v) A part which on the face of it appears to be a claim.

{c) Paymnent of the basic portion of the international fee (PCT Rule 15.2)
end the traneminal and search fees (§ 1.445) may be made in full 2t thetime the
international application papers required by paragraph (b) of this section are
deposited or within one month theveafter, Failure to make full pavment within
one month of the deposit of the international application papers required by
paragraph (b) of this section will result in the fees being charged 1o the Interna-
ﬁg&d Bureauwunderihe provisions of paragraph (d) of this section and PCT Rule
1

(d) The United States Receiving Office will charge 1o the Intemational
Bareau in scoordance with BCT Rule 16bis and will consider as having been
timmely paid:

(1) The transmittal fee, the basic fee portion of the intemational fee, or the
search fee where these fees have not been fully paid by the spplicant within one
month of the date of deposit of the intemational application, and

(2) The designation fee, or the amount necessary to cover all the designa-
tions mede in the request * >if not< paid by the epplicant within one year from
the priorily date >or within one month from the date of receipt of the intema-
tional spplication if that momth expires afier the expiration of one year from the

iority date<.

(e} The International Bureau will notify applicant of any amount charged
under paragraph (d) of this section and invite the applicant to pay directly to the
Intemnational Bureau within one month from the date of the notification, the
amount charged, augmented by a surcharge of 50%, provided the surcharge will
ncs be less, and will not be morz, than the amounts indicated in the Schedule of
Fees appended to the PCT Rules. If the payment needed to cover the transmitial
{ees, the basic fee, one designation fee and the surcharge is not timely made to
the Intemnational Buresu, the Intemnational Bureau will noify the Receiving
Office which will declare the international application withdrawn under PCT
Asicle 14(3){a). If the applicamt makes timely payment of the fees referred to
in the previous sentence, but the amount paid is not sufficient to cover all
designation fees, the Receiving Office will declare any designation not paid
withdrawn under PCT Rule 14(3)(b) in accordance with PCT Rule 16bis, 2(c).

37 CFR 1.445 International application filing, processing and
search fees.
(a) The following fees and charges for intemational spplications are
established by the >Commissioner< under the authority of 35 U.S.C. 376:
(1) Atransmittal fee (see 35 U.S.C. 361(d) and PCT Rule 14) — $170.00.
(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16} where:
(i) No corresponding prior United States national application with
>basic filing< fee has been filed. > $520.00<%,
(ii) A corresponding prior United States national application with >basic
filing< fee has been filed. > $350.00<",
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) @A mmlu'.nmul search fee when mquued per additional

mvmucn. _— - $140. 0%
(b) The basic fee and deslgmum fee pomom of the intemational fee
shall be as pfesaibedeCTRule 15,

THE ¢ INTERNA.TIONAL FILING DATE"

An mtemanonal ﬁlmg date is accorded on the date on
which the international application was received by the Receiv-
ing Office or— pursuant to the correction of defects — onalater
date (PCT Articles 11(1)and 11(2)(b) and PCTRules 20.1,20.3,
20.4(a), 20.5, and 20.6): in the former case, the mtemanonal
filing date will be the date on which the international application
was received by the Receiving Office; in the latter case, the
international filing date will be the date on which the correction
was received by the Receiving Office. Any correction
>must<** be submitted by the applicant within certain time
limits. Where all the sheets pertaining to the same international
application are not received on the same day by the Receiving
Office, in most instances, the date of receipt of the application
will be amended to reflect the date on which the last missing
sheets were received. As an amended date of receipt may cause
the priority claim to be forfeited, applicants should assure that
all sheets of the application are deposited with the Receiving
Office on the same day. For particulars see PCT Rule 20.2.

CONDITIONS THAT MUST BE FULFILLED FOR THE
INTERNATIONAL APPLICATION TO BE ENTITLED TO
AN “INTERNATIONAL FILING DATE”

An “international filing date” will be accorded to the inter-
national application by the United States Receiving Office if it
finds that the conditions of PCT Art. 11(1) and 37 CFR 1.431 are
fulfilled.

NON-PAYMENT, INCOMPLETE PAYMENT OR LATE
PAYMENT OF FEES: EFFECT ON THE “INTERNA-
TIONAL FILING DATE”

The non-payment, incomplete or late payment of the fees
does not affect the filing date since the payment of fees isnotan
Article 11(1) reguirement. However, non-payment or incom-
plete payment of fees due will result in the Receiving Office
declaring that the international application is considered with-
drawn (PCTArticle 14(3)(a), PCT Rule 27.1(a) and 35 U.S.C.
361(d)). Although an intemnational application which has not
received an international filing date and an international appli-
cation which is considered to be withdrawn are both excluded
from further processing in the internationat phase, an interna-
tional application which fulfills the requirements necessary for
being accorded an intemational filing date may be invokedasa
priority application under the Paris Convention (PCT Ar-
ticie11(4) (if the conditions set by that Convention ar e fulfilled)
even where it will be considered as withdrawn for non-payment
of fees or other reasons.

In order to assist applicants in the case of mistakes in fees
or delays in meeting deadiines for fee payment, PCT Rule 16bis
procedures may be used. See >MPEP< § 1827.01.

1812 Elements of the International Application
[R-2]
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PCT Avrticle 3
o " The International Applicatlon :

(1), Apphcauom forithe protection of inveiitions in any of the Comracung
States may be filed s intemational applications under this Treaty. ’

(2) An intemations] application shall contain, as specified in this Treaty
and the Regulations, & request; a description, ené or more claims, one or more
drawings (where required), and an abstract.

(3) The sbstract merely serves the purpose of technical information and
cannot be taken into account for any other purpose, panicularly not for the
purpose of interpreting the scope of the protection sought.

(4) The international spplication shall:

(i) be in @ prescribed language;

(ii) comply with the prescribed physical requirements;

(iii) comply with the prescribad requirement of unity of invention;
(iv) be subject to the paymc.:.t of the prescribed fees.

PCT Rule 9
Expregsions, etc., Not to be Used
9.1 Definition
The international application shall not contain:

(i) expressions or drawings contrary to morality;

(ii) enpressions or drawings contrary 1o public order;

(iii) statements disparaging the products or processes of any panticular
personother thanthe epplicant, orthe merits or validity of applications or patents
of any such person (mere comparisons with the prior art shall not be considered
disparaging per se);

(iv) any statement or other matter obviously irrelevant or unnegessary
under the circumstances.

9.2 Noting of Lack of Compliance

The receiving Office and the Intemational Searching Authority may note
lack of complignce with the prescriptions of Rule 9.1 and may suggest to the
spplicant that he voluntarily correct his intemational application accordingly. If
the lack of compliance was noted by the receiving Office, that Office shall inform
the competent Intemational Searching Authority and the Intemational Bureau;
ifthe lack of compliance was noted by the Intemational Searching Authority, that
Authority shell inform the receiving Office and the International Bureau,
9.3 Reference to Article 21(6)

“Disparaging statements,” referred to in Arnicle 21(6), shall have the
mesning as defined in Rule 9.1({ii).

PCT Rule 10
Terminology and Signs
10.1 Terminology and Signs

(&) Units of weights and measures shall be expressed interms of the metric
system, or also expressed in such terms if first expressed in terms of a different
system. ,

(b) Temperatuses shall be expressed in degrees Celsius, or also expressed
in degrees Celsius, if first expressed in a different manner.

(c) (deleted)

(d) For indications of heat, energy, light, sound and magnetism, as well as
for mathemstical formulae and electrical units, the rules of intemational practice
shall be observed; for chemical formulae the symbols, atomic weights, and
molecular formulae, in genera! use, shall be employed.

(e} In general, only such technical tenns, signs and symbols should be used
ag ere generally accepted in the art,

() When the intemational application or its translation is in English or
Japanese, the beginning of any decimal fraction shall be marked by a period,
whereas, when the international application or its translation is in 8 language
other than English or Japanese, it shall be marked by a comma,

10.2 Consistency
The tenminology and the signs shall be consistent throughout the interna-

tional application.

PCT Rule 12
Language of the International Application

12,1 Admitted Languages

{a) Any intemational application shall be filed in the language, or one of
the languages specified in the agreement concluded between the International
Bureau and the Intemational Searching Authority competent for the interna-
tions] searching of that application, provided that, if the agreement specifies
several languages, the receiving Office may prescribe among the specified
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languages that language in which or those langunges in one of whchm:nmcr-
national application must be filed.

{b) If the international application iz filed in a language other then the
language in which it is to be published, the request may, notwithstanding
paragraph (a), be filed in the language of publication.

(c)* Subject to paragraph (d), where the official Janguage of the receiving
Office is one of the languages referred to in Rule 48.3(a) but is a 'ar.guage not
specified in the agreement referred to in paragraph {(a), the intemazionsl
application may be filed in the said official language. If the internazional
application is filed in the said official language, the scarch copy trensmizted to
the International Searching Authority underRule 23. 1 shall be accompenied by
a translation into the language, or one of the languages, specified in the
agreement referred to in paragraph (a); such translation shall be prepared under
the responsibility of the receiving Office.

(dy* Paragraph (c) shall apply only where the International Searching
Authority has declared, in a notification addressed to the Intemational Buresn,
that it accepts to search international applications on the basis of the transistion
referred to in paragraph (c).

12.2 Language of Changes in the International Application

Any changes in the international application, such as smendments and
corrzctions, shall, subject to Rules 46.3 and 66.9, be in the same language asthe
said application.

¢ Paragraphe (c) end (d) of Rule 12.1 will become appliceble at the sazze tme
that the PCT will enter into force in respect of the country which, among the Sperish-
speak ing countries, is the first to ratify or accede to the PCT.

PCT Administrative Instructions Section 207
Arrangement of Elements and Numbering of Sheets of the
International Application

(a) In effecting the scquential numbering of the sheets of the international
application in accordance with Rule 11.7, the elements of the internstional
application shall be placed in the following order: the request, the descziption,
the claims, the abstract, the drawings.

(b} The sequential numbering of the sheets shall be cffected by using three
separate series of numbering, the first series applying to the request oniy and
commencing with the first sheet of the request, the second series commencing
with the first sheet of the description and continuing through the claims until
the last sheet of the abstract, and the third series being applicable to the sheets
of the drawings only and commencing with the first sheet of the drawings. The
number of cach sheet of the drawings shall consist of two arabic numerals
separated by a slant, the first being the sheet number and the second being the
total number of sheets of drawings.

Any international application must contain the following
elements: Request, description, claim or claims, abstract and
one or more drawings (where drawings are necessary for the
understanding of the invention (PCT Article 3(2) and PCT
Article 7(2)). The elements of the international application are
to be arranged in the following order: the Request, the descrip-
tion, the claims, the abstract, and the drawings (PCT Adminis-
trative Instructions, Section 207 (a)). All the sheets contained
in the international application must be numbered in consacu-
tive arabic numerals by using three separate series of numbers;
the first applying to the Request, the second to the description,
claims and abstract, and the third to the drawings (PCT Rule
11.7 and PCT Administrative Insiructions Section 207(b)).
Only one copy of the international application need be filed in
the United States Recciving Office (37 CFR 1.433(a)).

1815 Formal Requirements of an International
Application [R-2]

PCT Rule 11
Physical Requirements of the International Application
11.1 Number of Copies
(a) Subject to the provisions of paragraph (b), the intemational applica-
tion and cach of the documents referred to in the check list (Rule 3.3(a)(ii}) shall
be filed in one copy.
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(b} Any recelving Office may require that the intemationsl application end
any of the documents referred to in the check list (Rule 3.3(a)(ii)), except the
receipt for the fees paid or the check for the payment of the fees, be filed in two
or three copies. Jn that case, the receiving Office shall be responsible for
verifying the identity of the second and the third copies with the record copy.
11.2 Fitness for Reproduction

(a) All elements of the mtemauonal application (i.c., the request, the
description, the claims, the drawings, and the abstract) shall be so presented as
10 admis of direct reproduction by photography, electrostatic processes, photo
offser. ~nd microfilming, in any number of copies.

(b} All sheets shall be free from creases and cracks; they shall not be
folded.

(¢} Only one side of each sheet shall be used.

(d) Subject to Rule 11.10(d) and Rule 11.13(j), each sheet shall be used in
an upright position (i.c., the short sides at the top and bottom).

11.3 Maserial to be Used

All elements of the intemations] application shall be on paper which ehall
be flexible, strong, white, smooth, non-shiny, and durable.
11.4 Separate Sheets, Etc.

() Each element (request, description, claims, drawings, abstract) of the
intemational application shall commence on a new sheet.

(&) ALl sheets of the international application shall be so connected that
they can be easily wmed when consulted, and easily separated and joined again
if they have been separated for reproduction purposes.

11.5 Size of Sheets

The size of the sheets shall be A4 (29.7 am. x 21 cm.). However, any
receiving Office may accept intemational applications on sheets of other sizes
provided that the record copy, as transmitted to the Intemational Bureau, and,
if the competent Intemational Searching Authority so desires, the search copy,
shall be of A4 size.

11.6 Margins
(2) The minimum masgins of the sheets containing the request, the descrip-
tion, the claims, and the abstract, shall be as follows:
- 1op: 2 cm.
- left side: 2.5 cm.
— right side: 2 cm. .
— bottom: 2 cm.

(b) The recommended maximum, for the margins provided for in para-

graph (a), is as follows:
- top: 4 cm.
— left side: 4 cm.
— right side: 3 cm.
— bottom: 3 cm.

{c) On sheets containing drawings, the surface usable shall notexceed 26.2
cm. x 17.0 cm. The shects shall not contain frames around the usable or used
sutface. The minimum margins shall be as follows:

—= top: 2.5 cm.

— left side: 2.5 cm,
— right side: 1.5 cm.
— bottom: 1.0 cm.

(d) The margins referred toin paragraphs (a) to (c) apply to A4-size sheets,
sothat, even if the receiving Office accepis other sizes, the A4-size record copy
and, when go required, the Ad-size search copy shall leave the aforesaid
maggins.

(e) The margins of the intemational application, when submiued, must be
completely blank.

11. 7 Numbering of Sheets

(ay All the sheets contained in the intemational application shall be
aumbered in consecutive arabic numerals.

(b) The numbers shall be placed at the wop of the shest, in the middle, but
not in the margin.

11.8 Numbering of Lines

(a) It is strongly recommended to number every fifth line of each sheet of
the description, and of cach sheet of claims.

y) The numbers should appear on the lefi side, 10 1he right of the margin.
11.9 Writing of Text Matter

(2) The request, the description, the claims and the abstract shall be typed
or printed.

(b) Only graphic symbols and characters, chemical or mathematical
formulae, and ceriain characters in the Japanese language may, when necessary
be written by hand or drawn.
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(c) The typing shali be 1:1/2 -speced. -,

(d) Alltext m atiex shali be in characters the capital letters of which ere not
legs than 0.2] cm. high, snd shall be in a dark, indelible color, satisfying the
requiremnents specified in Rule 11.2.

. (e) As far as the spacing of the typing and the size of lhe characters are
concerned, paragraphs (¢} and. (d) shall not apply to texts in the Jepanese
language. )

11.10 Drawings, Formulze , and Tables, in Text Mauer

(a) The requess, the description, the claims and the abstract shall not
contain drawings.

(b) The description, the claims and the abstract may contain chemical or
mathematical formulze.

(c) The description and the abstract may contain tables; any clsim may
contain tsbles only if the subject matter of the claim makes the use of tables
desirable.

(d) Tables and chemical or mathematical [on'nulae mey be placed side-
ways on the sheel if they cannot be presented satisfactorily in an upright position
thereon; sheets on which isbles or chemical or mathemstical formulae are
presented sideways shzll be so presented that the tops of the tables or formulse
are at the left side of the sheet.

11.11 Words in Drawings

(a) The drawings shall not contain text matter, except & single word or
words, when absolutely mdnspensable, such as “water,'steam,” “open,”
“closed,” “section on AB,” and, in the case of electric circuits and block
schematic or flow sheet diagrams, & few shor catch words indispensable for
understanding.

(b) Any words used shall be soplacedthat, if translated, they may be pasted
over without interfering with any lines of the drawings.

11.12 Alterations, Ezc.

Each sheet shall be reasonably free from erasures and shall be free from
alterations, overwrilings, and interlineations. Non-complisnce with this Rule
may be authorized if the guthenticity of the content is not in question and the
requirements for good reproduction are not in jeopardy.

11.13 Special Requirements for Drawings

(a) Dmawings shall be executed in dursble, black, sufficiently dense and
dark, uniformly thick and well-defined, lines and sirokes without colosings.

(b) Cross-sections shall be indicated by oblique hatching which should not
impede the clear reading of the reference signs and leading lines.

(c) The scale of the drewings and the distinctness of their graphical
execution ghall be such that & photographic reproduction with a linear reduction
in size 10 two-thirds would enable all detsils to be distinguished without
difficulty,

(d) When, in exceptional cases, the scale is given on a drawing, it shall be
represented graphically.

(c) All numbers, leuters, and reference lines, appearing on the drawings,
shall be simple and clezr. Brackets, circles or inverted commas shall not be uged
in association with numbers and letters.

(f) All lines in the drawings shall, ordinarily, be drawn with the &id of
drafting instruments.

(g) Each element of each figure shall be in proper proportion to each of the
other elements in the figure, except where the use of a different proportion is
indispensable for the clarity of the figure.

(h) The height of the numbers and letters shall not be less than 0.32 cm, For
the lestering of drawings, the Latin and, where customary, the Greek alphabets
shall be uged.

(iy The seme sheet of drawings may contain several figures. Where figures
on two or more sheets form in effect a single complete figure, the figures on the
several sheets shall be go arranged that the complete figure can be essembled
without concealing any part of any of the figures appearing onthe various sheets,

(j) The different figures shall be arranged on a sheet or sheets without
wasting space, preferably in en upright position, clearly separated from one
another. Where the figures are not arranged inan upright position, they shall be
presented sideways with the top of the figures at the left side of the sheet.

(k) ‘The different figures shall be numbered in arabic numerals consecu-
tively and independently of the numbering of the sheets.

(1)Reference signs not mentioned in the description shall not appear in the
drawings, and vice versa,

(m) The same features, when denoted by reference signs, shall, through-
out the imemational application, be denoted by the same signs.

(n) If the drawings contain & large number of reference signs, it is strongly
recommended to atiach a sepearaie sheet listing all reference signs and the
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features denoted by them.
11,14 Later Docwments - -
Rules 10, and 11.1 to 11. 13 also a;vply o my documcnl ~ for example,

oorected pages , amcnded claxms - submmed aﬁer thc ﬁlmg of the intema-

tiemal application. -

T s & ER

37 CFR 1.433 Physlcal requirements of international application.
(2) The international application and each of the documents that may be
xefenedtomlhecheckhuoﬂhekeqlmt (PCTRule 3. 3(a)(n)) shall befiled in
ane copy only.
(b) All sheets of the m:emmoml awhmuon musl be on A4 size paper

21052297 em.).’
(c) Other physical requirements for intemational applications are set forth
in PCT Rule 11 and Sections 201-207 of the Administrative Instructions.

The international application must comply with certain -

physical requirements, e.g., requirements concerning: fitness for
reproduction (PCT Rule 11.2), the size of the sheets (PCT
Rulel1.5,) the margin sizes (PCT Rule 11.6), the numbering of
the lines in the description and claims (PCT Rule 11.8), the
writing of text materials (PCT 11.9), etc. The specifics of each
of these requirements are set forth in PCT Rule 11; however, two
major requirements in application format are to be especially
noted. The first requirement is that all papers in the international
applications be “A4” size, which is 29.7 cm. by 21 cm. (PCT
Rule 11.5) (approximately 11 11/16 inches by 8 1/4 inches), and
the second is the requirement that the typing in the application be
at 1 1/2 spacing (PCT Rule 11.9(c)). The international applica-
tion must also be drafted to satisfy certain other formal require-
ments. It must not contain matter contrary to morality or public
order, disparaging statements, or obviously irrelevant or unncc-
essary maiter (PCT Rule 9). Units of weights, measures and
density should be expressed in terms of the metric system, and
temperatures in terms of degrees Celsius (PCT Rule 10). The
general rule with respect to terminology and signs is: only such
technical terms, signs and symbols should be used as are gener-
ally accepted in the ast. An international application filed in the
United States Receiving Office must be in the English language
@CT Rule 12.1 and 35 U.S.C. 361(c)). International applica-
tions which comply with the PCT formal requirements are
acceptable by all PCT member States (PCT Article 27(1)).

1820 The Request [R-2]

PCT Article 4
The Reguest

(1) The request shall contain:

(i) a petition to the effect that the intemational application be processed
eccording to this Treay;

(it) the designation of the Contracting State or States in which protection
for the invention is desired on the basis of the intemational application (“desig-
nated States™); if for any designated State a regional patent is available and the
applicant wishes to obtain a regional patent rather than a national patent, the
request shall go indicate ; if, under a ireaty concerning a regional patent, the
applicant cannot limit his application 1o certgin of the States party to that treaty,
designation of one of those States and the indication of the wish to obtain the
regional patent shall be treated as designation of all the States party to that treaty;
if,under the national law of the designated State, the designation of that State has
the effect of an application for a regional patent, the designation of the said State
shall be treated as an indication of the wish to obtain the regional paient;

(iii)the name of and cther prescribed data concemning the applicant and the
agent (if any);

(iv) the title of the invention;

(v) thenameof and otherprescribed data concerning the inventor whercthe
national law of atleast one of the designated States requires that these indications
be fumighed at the time of filing a national application. Otherwise, the said

1820

indications may be fumished either in the request or in separate notices
addressedto each designated Office whose national law requires the fumishing
of the said indications but allows that they be fumished at a time later than that

‘of the filing of a national application.

-(2)Every dcsxgnauon shall be subject to the payment of the prescribed fee
wuhm the prescribed time limit.

(3) Unless the applicant asks for any of the other kinds oi protection
referred 1o in Aricle 43, designation shall mean that the desired protection
consists of the grant of a patent by or for the designated State. For the purposes

.of this paragraph, Article 2(ii) shall not apply.

(4) Failure to indicate in the request the name and other prescribed data
concerning the inventor shall have no consequence in any designated State
whose national law requires the furnishing of the said indications but allows
that they be fumnished at a time later than that of the filing of a national
application. Failureto furnish the said indicstions in a separate notice shalihave
noconsequencein any designated State whose national law does not require the
furnishing of the said indications.

PCT Rule 3
The Request (Form)
3.1 Printed Form

The request shall be made on a printed form.
3.2 Availability of Forms

Copies of the printed form shall be fumnished free of charge to the
applicants by the receiving Office, or, if the receiving Office so desires, by the
Intemational Bureau,

3.3 CheckList

(a) The printed form shall contain a list which, when filled in, will show:

(1) the total number of sheets constituting the intemational application
and the number of the sheets of each element of the intemational application
(request, description, claims, drawings, abstract).

(ii) whether or not the international application as filed is accompanied
by a power of attorney (i.e., 8 document appointing an agent or a common
fepresentative), & copy of a general power of attomey, a priority document, &
document relating to the payment of fees and any other document (1o be
specified in the check list),

(iif) the number of that figure of the drawings which the applicant
suggests should accompany the abstract when the abstract is published on the
front page of the pamphlet and in the Gazette; in exceptional cases, the applicant
may suggest more than one figure.

(b) The list shall be filled in by the applicant, failing which the receiving
Office shall fill itin and make the necessary annotations, except that the number
referred to in paragraph(a)(iii) shall not be filled in by the receiving Office.
3.4 Particulars

Subject to Rule 3.3, particulars of the printed form shall be prescribed by
the Administrative Instructions.

PCT Rvuie 4
The Request (Contents)
4.1 Mandatory and Optional Conterts, Sigrature
(2) The request shall contain:

(i) a petition,

(ii) the title of the invention,

(iii) indications conceming the applicant and the agent, if there is an
agent,

(iv) the designation of States,

(v) indications concerning the inventor where the national law of at least
one of the designated States requires that the name of the inventor be fumished
at the time of filing & national application.

(b) The request shall, where applicable, contain :

(i) a priority claim,

(ii) a reference to any earlier intemnational, intemational-type or other
search,

(iii) choices of cenain kinds of protection,

(iv) 2n indication that the applicant wishes to obtain a regional patent and
the names of the designated States for which he wishes to obtain such a patent,

(v) a reference to a parent application or parent patent.

(c) The request may contain:

(i) indications conceming the inventor where the national law of none of
the designated States requires that the name of the inventor be furnished at the
time of filing a national application.
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SRR R,
{The followng is 1o be filled in by the seceiving Office)
INTERNATIONAL
INTERNATIONAL APPLICATION APPLICATION Ne:
UKDER THE
= RNATIONAL
PATENT COOPERATION TREATY Eunc DATE:
REQUEST :
THE UNDEESIGNED BEQUESTS THAT THE PRESENT (Stamp} .
TEANATIONAL APPLICATION BE PROCESSED Neme of reesiving Office and "PCT Internetions) Application”
ACCORDING TO THE PATENT COOPERATION TREATY Applicant’ e File Referenc
(Buicated by spmncint f gewredy . CMC=123

Bex Ke.1  TITLE OF [NVENTION

Self-Steeting Gear for Sailboats

BexNe.l! APPLICANT (WHETHER ORROT ALSO INVENTOR): DESIGNATED STATES FOR WHICH HE /SHE/ITIS
APPLICANT. Use this bos for indicsung the applicant oz, if there ere severad applicenis. ome of them. If more than one persoa (ibcludes, where
spphicabie. e legal entity) is invoived. costsue 16 Box Ne. il

The person identified ip this box is (check one caly): D epplicent snd invenior® E epplicans only
Keme and eddress:®®

Columbia Marine Cecrporation
100 Front Street

Baltimore, Maryland 20726
United States of America

R n Seeste) 301 =55 511 2B mene eddrmis Tolepnnter sadress:

Counry of mationslity: Upj ted States of Ameridgenwyofresdesce:{fhited States of

The person identified in 1his box is eppiicast for the purpsses of (check oae only): America

1EROLE! the United S indi
D'” designated States Qgcﬂmd e of Arsoncs of America ol;l‘;' iy "gra;';?e"r;:adul Box®
Bex Ro. II TH LICANTS, IF ANY: (FURTHER) INVENTORS, IF ANY: DESIGNATED STATES FOR

FURTHER APP
WHICH THEY ARE APPLICANTS (IF APPLICABLE). A separete sub-bos bas tobe filledin in respect of esch person (includes, where
epphicable, 8 legal entity). If the following two sub-boxes ase insuflicient. coauaue is the "Gupplemental Box,” (giving there for esch eddic
ona! person the same indications es tiose requested in the following two sub-Boses) or by using 8 “coatinustion sheet.®
The person identified in s sub-box 18 (check ene valy): E epplicent end i@ veninr® D epplicant only D inventor only®

bigme and agdress:©°
Jones, John Paul
200 Shady Grove Road

Davidsonville, Maryland 20720
United States of America

If the perssn identified in this sub-box = egplicani (v applicant end igveutos), bicare elso:

Coustry of peucashty: Countyy of residence v*®
a8 whether that pmonqs applicant for toe purposes of (ckeck oae oaly):

: all designated Ststes except e United States the States indicsted
D'" cesignated States Du:e Usited States of America of Amencs oaly in the “Supplements! Box”

The person 1dentsfied 1o this sub-box 15 (check one oaly): D applicant e84 mvenlor® D apphicant only D inventor only®

kigme end address:°°

if the person identified in this sub-bos 13 epplicant (or applicant and 1rventes), tdiesis 8lso:

Country of nationshty Counmy of reudence 9°°

8n0 whether that person is applicant for the purposes of (ckeck ohe oaly):

- ’ al} designated States except e United Stes the States indiceied
{_feli dessgnated Suates Dmc Ubited States of Americe of Amenica oaly in the "Supplements! Box®

®  [fthe person 1ndicsted 85 “apphcant gnsd iBVENIOE” 67 85 " INVentor Crly” is 8ot &n (ventor fo7 the purposes of all the designated Stares,
give the Yy IRG1C 1 the “Supplemental box ®

s indicate the neme of s netures peveon by giving his/her (amily neme (irst followed by the l,:vcn name(s). ladicate the narme ofs legel entity by
115 full officie) designstion In the adaress, 1nelude both the postel code (sf eny) 40¢ the country (neme).

esc  Ifgesrdence 15 Kot indicated. it vl be sssumed that the country of ressdence 18 the serne as (he country indicated 1n the address

Form *CT/RO/101 (first sheetr tJuly 1987, See notes on accompanying sheet
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Skeet numbu ..'.2.‘.. ’

rm%‘a&ﬁ&r States of Mﬁ' Teleprinter

@ AT Austsis() ... it iiiiiriiiiiiririnan. ER RepublicefKores®) ...............ooo.....
(] AU Avwratia® ..o [] 18 sriLanks
[] 88 Busbedos [ w Luxembourg®.................. ST
[[] 86 Bulgasia®...............oooiiL [[] MC Momsco® ..o
BE Brazil®.....ooooiiiiiiniiniiiiiiiian., D MG Msdagascar
D CHesd LI Swirzeriond and Liechtenstein () MW Matawi® ..
| BE Germany (Federal Republic of)®) .Utdlty. D NL Netherlands
Modeld .. .o [7] no Norwsy
@ BE Deomask D 80 Romenie
[g] M Finland [[] sp Suden
D GB United Kingdem D SE Sweden
[ ] U Hungasy [[] su sovietUnion®....................ccenil,
TP J8pBal) oot e e e
g P Democratic People’s Republic of Kores(d) . . ... g s Umte;’ States of Americe® Continuvation
min-part ..

E%t AGENT (IF ANY) OR COMMON REFPRESENTATIVE (IF ANY); ADDRESS FOR LOTIFICATIONS (IN
RTAIN 'CASES). A commoa representative may be sppoinied anly if tere are ogveral applicants 6ad if eo agent is or hes been

&omud the common represesislive must be ope of the applicants.
Gllowing persen (includes, whece epplicsble, & logal eumy) is uubyllu been ppoiBted ez eget! 6f COmMEn feRresEntalive 16 ot

] Wd‘ the lopuuaul) valore the compelont lnt
if the below is used ingteed fk
Nm ond lunu mcumu posial code an¢ coUBLY: wgr'mﬁuuom 1 it ;mor a

Adame, John Q.

Adamg, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820

(iactading eres codei3 01 =57 7 =77 7 hddress: eddress:

Boz Ne. ¥ DESIGNATION OF GROUPS OF STATES O STATES (1); CHOICE OF CERTAIN KINDS OF PROTECTION
OR TREATMENT. Tue following designnticns ere hereby made (plesse mark ™ epplicable check-bozes):

Beglons? Potent

i 1] EP Ewresess Pasens(): AT Auslm. BE Be mm. CH end [} Switzerland and Liechtensiein, BE G
Sanl Republic of), FB Framce, GB United Kingdom, IT Italy, LU Luxembourg, lNl. Neth:rml;;:s’:

den,

284 any other Contracting State of the Evropenn Patent Convenlion which kes become pany 1o the PCT afier the issuance of this
sheat (epecify on dotied line):

sessse R R R N R R R R R R R N Ty

04 OAPT Putent: Benin, Camergon, Central African Republic, Chad, Conge, Gebon, Mali, Mauritanis, Senegal, Togo,
ead ey otber member St oSOAPl which has become pasty W e PCT afier the issuance of this sheet; if other OAPI title
desired, epeaify on dotted limel

....................................................................................................

Watioua! Petont (if oiber kind of protection o treatmient éetired. epesify oo Goned line(3)

..................................................

(1Y The spplicant’s ehoice oﬁhe asder of gesignations @y ke indicated by mesking the check-boxes with sequential srabic numerals (see

aiso the “Notes to Bos No. V™
{2) The selection of parucules Staies for 8 Eumne:{n )pnem can be mede upon eatering the nations! (regionel) phase before the European

Patent Office (see also the “Notes 10 Box

(3) Ifepotherkindofp of & title of gd or, in the United States of Ameticg, treattment &3 & continuetion of e continusuion- if-part
15 desired, specsfy ding 19 the 10817 given in the “Notes to Box No. V.°
Fors, PCT/N0O/103 (second sheet) (July 1987) See aotes on ac.ompanyiag sheet
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Sheet number..3...

Supplemenial Bex. Use this box in the following cases: . . . I . .
1. a{ncn thar three persons arv iavelved a5 spplicanis and/or inventors:; it Such cave, wiite “Continustion of Box No. I11® and indicate:
for each additions! person the same type of iaformation as required in Box No. 1il; o o R
{ii} . in Box No. Il or ary of the sub-bozes of Box No. Ill, the (ndication “the Siates indicated in the ‘Supplemenial Bax," ts checked: in
such case, write “Continyation of Box Ko I1* or “Continustion of Box No. 1™ or “Centinuation of Boxes No. I8 ané Ro. 111" (a5 1he case may
be). indicaie the name of the applicani(s} involved and, next to (each) such name. the country of countries (or EP ot OA. if applicable) ior
the putposes of whick he/she/it is applicant; i :

(i} if. 1n Box No. Il or ary of the sub-boxes of Box No. Ill, a person indicaied as “appiicant and inventor” or “inventor orly ° is mot inventor
for the purpases of all designated States ov for the purposes of the United States of America, in such case, write “Continustion ¢f Box No. §1”™
or “Continuation o, Box No. 111” or Contineation of Boxes No. 11 end No. 1117 (as the case may be), indicate the name of the inventor and,
next 10 such name, the country or couatries (or EP or OA, if applicabie) for the purposes of which the named person is inventor:

(iv) if there is more thar one egent aad their gddresses are Rot the same. in such case, write “Continustion of Box No. {V* end indicste for
each sdditionsl sgent the same type of informetion as required in Box No. IV,

v) if. 1n Box No. V. the name of any country (or GAFL} is ied By the indication *patent of addition, © “ceriificate of addition, ° or
“1mvenfor’s certificate of addition,” or if. is Box No. ¥, the name of the United States of America is panied by en indi *Contii ion
or “Ceatinuation in par*: in such cese, write “Continuetion of Box No. V" and the aame of each country involved (or OAP]), and afier the
name of each such country (or OAPL), the number of the pacent titie ar parent applicstion and the date of grang of parent title or filing of

parent apphication

se priorily is cloimed. 19 such case, indicate “Continugtion of Box No VI® gnd

{vii of there are more than three egriier 8pplicali Y B
e of ‘nformation a5 required in Box No. Vi,

ho,
ingicate for each additions! esrlier applicetion the sgme typ

(1)) _if. in any of the Boxes. 1he space is insyfficient to furnish alt the inf for; in such case, write *Continustion of Box No. ...° [indi-
cete the number of the Box} and (urnish 1e information in the same manner as required according 10 the ceptions of the Box 1n which the
space was insufficient.

(vtin} of the applicent iniends 1o clem 1n cespect of any desigrated Office. the bensfit of provisions 06 the mational law concerning mon-prejudicial
divclosures or exceptions 1o lack of moveliy, m such case. write "Statement Concerming Noa-prejudicial Disclosures or Exceptions to Lack of Novelty
and furesh that stetement below

Continuation of Box WNo. V.

United States of America, Continuation-in~part of

application Serial Number 06/876,543, filed 15 July 1986.

§f thss Supplemental Box 15 not used, this sheet need not be included in the Request.

Form PCT/RO/108 (supplementsd shost) (fuly 1907) See notes on accompanying sheet
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Sheet number..;i...

Bon No. VI PRIORITY CLAIM (IF ANY). The priority of the following earlier application(s) is bereby cleimed:

o iy douniry fn which it (6o, st poar) Asplicatioa No. ek ot Snh ke
cas of the cwnlnu ot which it interastiossl epplicatica
wes fled i nmoul [T o¢ & regionsl epplication)
tigas! eppliceton

M Us 15 July 1986 06/876,543

(td]

(3

{Letter codes oy be wsed 1o indicats causlsy GhG/er Ofice of (o)
When the eatlier spplication was filed with the Office -hnct for Wie p:.mul of the presest inlernational application, is the receiviag Office,

the apphicetit ey, ageinss mnmu of the mlke.
the receiving Office is b md trepsmit to the Intzragtionel Buresu o cenified copy of (e ebove-mentioned
eariier epplication/of the eariier lubam identified sbove by the numbers (insen the epplicable numbers)

Bex Ne. VII EABRLIER SEARCH (IF ANY). Fill in where o search (internations), international-type or other) by the isternatioasl
Sesselung Authority hes siready been requestad (or wmpleud) nd the said Avthonty is Bow requesied to base the international search,
to the extent possidle, on the resuils of the eaid earlier search. ldeatify cuch sesrch or requeat either by reference 12 the relevant epplice.
Ui (s the tpaslation Wierec]) of by reference (o the search request

lnternstions! epplicstios aumber ¢f Interastionel/regionsl/oations!
Bumber 080 CoUBIRy (of regional filing dsie

O ffice) of cuber epplicauca:

Detz of reguent foe search: Namber (if evailable)

Given to search reguest:

Bez Ne. VIl SIGNATURE OF APPLICANT(S) CR AGENT

Chri stOpEer Columbus MT ones(;

President, Columbia Marine Corp.

I ise present Request form is signed o beball of eny applicatt by 69 egeat. g separaie power ofnwmc sppointing the egent and signed by
the u:mmn ] rngea HE n’eh case (8 is mxrm’u:’ make use of & geners! power of gxom'me v with m" 85 Oﬂ'ucl)ﬁ copy
therec! must be altached o lbu form.

Boz Mol CHECE LIST (To be filled in by e Applicast) R‘l: ﬂa&lg'mu application as filed is sccompanied by the items

This interasiicasl epplication conisiae e following sumber of . ’

m«&: il 1. D seperete gigned power of atiommey
1. requess zg sheets | 3 [™] copy of genernt power of stiormey
2 plion 5 a 3. D priority document(s) (see Box No. VI)
3. claims sheets ) i
6 sbsurace 1 shests 4. D receipt of the fees poid or FevoDue STAMPS
S. drswings 4 eheets | 5- D cheque for the payment of fees

Terd 34 shests | 6. @ request (o charge depoait account
¥ "
Figuresumber ... ........... of the drawnags (i eany) is suggestad | - | ower documens ispecify)
0 sccompany the sbstract (or publicatica. Transmittal letter

(The Geliowiag is & be Giled ta by o recelving Ofcs)
1. Date of actusl receipt of e pusporied interestiond epplication:

2. Corrected date of pctusl receipt due (o later but umely mmla pepers
or drewiags complenng the pusrporied internslions! epplication:

3. Date of timely receipt of (he required eorrecucas under Article 11 of the PCT-

4. Drawings D Receved D Mo Drawings

(The felivvieg is © be Glled lo by Ge Interuations) Basesn)
Bate of seceipt of the cucosd copy:

Foern PCT/RO/101 (lass sheet) (July 1987)

1800-19

See noles ob eccompanying sheet
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THIS SHEET IS NOT PART OF AND DOES NOT COUNT AS A SHEET OF THE lNTERNATIONAL APPL!CATION

APBLICANT : Co T i eoliim
__c_o.mnhu_naxina_cwntmn S ‘ Rorusedr |
INTERNATIONAL APPLICATION NUMBER DATE STAMP OF RECEIVING OFFICE Office”

(to be filled in by the receiving Office)
FEE CALCULATION SHEET
FEES SUBMITTED OR TO BE CHARGED TO DEPOSIT ACCOUNT
L TRANSMITTAL FEE?. - vveneeennernnesernnrnnesenneeennnene tereeeeee e $170 | 1 ‘
1. SEARCH FEE’ ......... rereenenen et tata e, et aaraaaan .Ls350] 5 |
International seerch o be eflected by ... oo oeviti it it e ea i

(Pleuse indicate, but only if the epplicent bss the choice between two or more Intemns-
tional Searching Authorities, the name of the Authority to which the international applica-
tion is to be transmitted. Note thal the amount of the search fee depends on the identity
of the Internstions! Searching Authority.}
B INTERNATIONAL FEE¢
BASIC FEE®
fedicate the number of SHEETS contsined in the wmternations! applicsticn

B
temainiog 2 ___ sheets * $10 -

Add amounts entered in boxes b; and b, and enter total in box B, -
This figure 15 the amount of the BASIC i-'EE -

............................

DESIGNATION FEES®
e ave been woubht and mulily by the 9 56120 o E1,080] o]
amoun! of the designation fee, : U 1
e ave becn eout sna mulinh vy ths '
amount of the designation fee. L Fs120 0™ e

Add emounts entered in boxes ¢, and 4, and enter total in
tox D (if that tote) exceeds the figure which corresponds to

the amount of the designetion fee multiplied by ten, enter

the istter figure in Box D)5, i $1 20-

This figure 12 the arsount of the DESIGNATIONFEES .................. ' com—
Add emounts entered in boxes B and D, 25¢ ester total in box [.
This figure is the emount of the INTERNATIONAL FEE................... LSI : 125, od ! j

IV. TOTAL OF PRESCRIBED FEES SUBMITTED O% TO BE CHARGED

TO DEPOSIT ACCOUNT
Add smounts entered in boxes T, S and 1, and enter toa! in the TOTAL box.
This figure is the total amount of the PRESCRIBED FEES SUBMITTED OR $2,245,00
TOBE CHARGED TODEPOSIT ACCOUNT . ... .ivvn i JOTAL
THE APPLICANT MAY PAY THE PRESCRIBED FEES BY CHEQUE. POSTAL MONEY ORDER, BANE DRAFT,

CASH, REVENUE STAMPS, COUPONS, ETC.|. PAYMENT SHOULD BE MADE IN THE PRESCRIBED
CURRENCY TO THE [ACCOUNT OF, ACCOUNT INDICATED BELOW OF, OIDER Oﬂ THE RECEIVING OFFICE.
PAYMENT MAY ALSO BE MADE BY AUTHORIZATION TO CHARGE A DEPOSIT ACCOUNT AT THE RECEIVING
OFFICE IF THE LATTER HAS A DEPOSIT ACCOUNT SYSTEM.

DEPOSIT ACCOUNT AUTHORIZATION?

(% The RO/ US is hereby suthorized 1o chasge the total fees indicated above 1o my deposit account.

The ROy US is hereby sutlicrized to charge any deficiency or credit any overpayment in the total fees indicated
above to my deposit account.
The RO/ US is hereby suthorized to charge the fee for preparation snd trensmittsl of the priority document (o the

international Bureau of WIPO to my deposit account.

99-1111 02 July 1987 Jphn Colarms

Deposit Account Number Date Signature VJOhn Adans

Form PCT/RO/:0} (Ansex) (July 1987) See notes on reverse side

Rev. 5, July 1987 1800-20



" PATENT COOPERATION TREATY

NOTES TO THE REQUEST FORM (PCI/RC/1061)

__These Notes are intended 10 facilitote the flling in of the
for. For authentic information, see the wext of e Palent
Cooperation Treaty and the texts of the Raguletions end the
Administrative Tnnructions under that Yevery. In cons of discrep-
s6¢cy between these Notes and the said texvs, Gie latter wre appli-
cable. For move detailed information, see also the PCY Applicmt’s
Galde, & publication of WIPO.

“Rule” cefers to Rules of the Regulstions ead “Section”
refers 1o Sections of the Administrutive lamtructices.

Plesse use & typewriter. The appliceble check-bozes may be
maarked with black ink.

NOTES TO BOX Re. §

Tide of Inventien (Rules 6.3 end 5.1(2)): Ths litle must
Bt shon (prefersbly two O seven words when i English or
wansisted into Eaglish) and precise. It mum be wdestical with
KROTES TO BOXES Ne. [ ead 1

Iadicatien wather 6 Perven ks Applicant ond/ov lnventor (Rules
4.5(s) and 4.6(e) and (b)): Please mark the spplicable check-box
in order to indicate wether the person (includiag s legal entity)
named is “epplicant only” (which means sl the persos is not elso
imvensor), “inventor only” (which mesns that te pereoa s oot also
sppiicant) or “applicant and inventor” (which means that the per-
800 is boch). A pervon i5 to be named only once, even where (e
peasson is both epplicant end iBventor.

Nomes sod eddresses (Rute 4.4):  The farafy eame (prefers-
bly in capital letters) mugt be indicated before the given name(s).
Titles and ecademic degrees must be omined. Nemes of legal
entities must be indicated by their full official desigrations.

The eddress muet be indicated in cuch & way thal it al-
lows prompt postal delivery; it taust consimt of elf the relevant
edministrative units (up o ead including e indicstson of the
bouse oumber, ¥ eay. ead the eountry).

Only one address may be indicated per person. Where g0
egeat 6 sppointed, o special “eddress for aonificaucns” maey be
indicated is Bos No. [V (see below).

Nadenality (Rules 6.5(a) end (b) ead 4.6(e)): For each
applicant, the astionality mus be indicaied by the name of the
Sute of which the perdco is o astional. This indication is aot
required where 8 person is isveator caly,

Besidencs (Rules 6.5(e) and () end 4.6{e)):  For each appli-
cant, the eesidence must be indicated by the nasse of the State of
which the person is & resident. Howeves, i the residence is notin-
dicated, it will be assurned that the State cfresidence is the same &5
the Sue indicsted in the address. The indisatics of the residence
is 5ot required where & person i iaventor oaly.

Nemes of States (Section 201(a)): Fer the indication of
pames of Siales the tworletler countsy codes may be used.

Differeat Applicants for Dilferent Deslgrated Sttes (Rule
18.4(s)): It iz poasible 1o indicate different applicants for the put-
poses of different designsied States, In such o case. in respect of
each designaied Stste, 6t least one of the spplicans indicsied for
the purpases of that State must be 8 natfonal or residest of e PCT
Contracting State, Where the Unlted States of America b oo of the
deslgnazed Sistes, e lnventor(s) mast be the applicani(s) for the
United States of America end the check-boz “spplicant ed laventes”
mast be masked.

For the indication of the designated States for which e pergon
is spplicant please mask the applicable check-Hox (enly one). The
check-box “the States indicated in the ‘Supplersental Box'™ must
e marked where nose of the other three check-boses fits: in such
8 case, the nsme of the pereon must be repeated m the Supple-
menta! Box with an indication of the States for which Be 5 appli-
cant (see item (ii) in that Box).

{lamning of leventor (Rule 4.1(aXv) end (c)i)): The inven-
02's aame ead sddress must be indicated where the astional law of
8t least one of the degignated States requires that the name of the
inventos be feraihed @ the time of filing: for details see the PCT
Applicant’s Guide, Volume |, Ansex B. It is stroagly rer ynmend.
ed (o came ehweys (e inventior. i

Difisrent loveninrs for Dillerest Designated States (Rule
§.6{c)): Differem pereocns may be indicated as inveators for dif-
ferent designated Stutes where, in this respect. the requirements of
the nationsl laws of the designated Siates are nct the same; in such
gnoc:.l)e. the Supplemental Box must be used (see item (iii) in that

KOTES TO BOE Ne. [V

Agna v Common Represestative (Rules 4.7, 4.8 and Section
108). For the manner in which name(s) and address(es) inclu-
ding names of Sistes must be indicated, see the Notes to Boxes
Ke. {1 and [11. Where several agents are listed, the agent to whom
any correspondence taust be eddressed is to be listed first. If
there is more than cae applicant bul no common agent repre-
senting them, the Request must designate one of the spplicants
who is & nsticns! or residert of 8 Coatraciing State, s their
common representative. If this is not dope, the common repre.
sentative will the epplicant first named in the Requent who is
eatitied o filz en nterpationsl epplication with the receiving

hppolnment of Ageat or Commen Hepreseatative (Rule 90.3
end Section 106): Ay such eppointment may be made by des-
ignating the sgent(s) or the common representative in the Request
or in & separate power of ettorney. Each applicant must sign either
the Request or the separate power of attorney. Where the interas.
tional epplication is filed with reference to & general power of atior-
pey, 8 copy thereof must be stiached to the Request and any eppli-
cant who did not sign the general power of aticrmey must sign
either the Request o & separate power of atiorney.

Adérens for Netilflcations (Rule 4. 4d)):  1f oo agent has been
appointed, 8 special address for the sending of notifications to the
applicant mey be indicated in Box No. [V insiead of the narne and
address of an agent That eddress must be different from the ed-
dress given in Bex No. [f aad the special check-box must be mar-
::g If an agent hes been eppointed, sotifications will be sent to his

regs.

NOTES TO BOK Ne. ¥

Designation of States:  The Contrasting States in which pro-
tection is desired must be designaled in the Requent by merking
the applicable check-boxes. Nate Gem sfer Gling further
deslignations cunast be @ade.

The marking of the check-boxes of the designated States by
foeans of sequentisl arabic ourmerals will be taken 85 indicsting the
applicant’s cholce of the erder of the deslgnations, ifanother form of
marking isused. the order will be taken as that in which the marked
boxes appess on the form. This order will only have eny significan-
ce if the amoust received for the designation fees is insufficient to
eover all the designasncns, in thsi case, the amount received will be
applied in payment of the fees for the designations following the
said order (Rule 16bis.2(c) and Section 321).

Foz the designation of 8 State which hes become party to the
PCT afler the date appearing on the botiom of the second sheet of
the Request form, the name of the Siate, preferably preceded by
the two-letter country code, mugt be given together with en indi-
eation, where applicable, whether nationsl or regional prodection
o7 o special kind of prolection or reatment is desired.

Where a Earopess pelent is desired, only one designation fee
must be peid for that purpose. independently of the number of Sts-
tes designsted for & European petent,

Where one or more Sistes are designated twice (once for the
purposes of 8 Eurcpesn patent and once for the purposes of natio-
nal protecuon). the epplicant must pay one designation fee in
respect of the European patent and as mapy designation fees
&s there are nislional patents or other titles of protection sought
(Rule 15.1(ij) and Secuon 210).

1800-21

1820

Rev. 5, July 1987
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Note that Belglam. Fremce and ltaly cen only be designated for Dates (Secuion 110); They must be indicated by the arabie
the purpases of @ Europesa patent and aos for the purposes of | sumber of tne day, the name of the month and the arsbic number
national protection. s of the year; afler or below such indication, the date should be -

’ . peated in parenthesis by indicating it by two-digit arebic sumerals

If 8 Europesn patesk is desired for caly some of the | each for the numbes of the day, for the aumber of the maonh snd
Contracting States of the Evropesn Patent Coavention, the names | for the last two numbers of the year. ¢.g.. 10 June 1986 (10.06.90).
of thase Siates for which no European patent is dasired may be
deleted by strizing thern out However, it {8 recommended o KOTES TD BOK Ne. VO
designate slways ali the Contracting States of be Europesn
Patent Organisstion and 10 make & selection caly upon entering Eosiioe Search (Bule 6.11): The filling in of Box Ne. Vil
the national (regional) phase before the European Putent Office | may result in & totsl or pertisl refund of the international seesch Goe.
end upon payment of the Eusopean designation fess.

NOTES TO 80X Ne. VI

Cheles ef Certaln Winds of Proteciios o Tresiment (Rules 4.12
10 4.14, Section 202):  Where, in any country where thal is pos- Rutes €.1(d). 4. , .
sible, instead of & patent, a national tite other than o patent is muusbma(f the wplga)}n (l.} mﬁ‘m wmm
desired, write after the name of that country 60 the doted line must sign); however, the signature may be that of the where
the name of the title, that is, “petey patent® (aveilable in Avstralia), | o separate power of EROIBEY eppOInting the “'“' m"' of e
“utility model® (svailable in Brazil, Germany (Federal Re_pubhs general power ofattorney already in the age '”;m” s
of), Japan, the Republic of Korea, OAPY) or “inventor's centificats™ | omce is srisched wo the Request. The m’““e d"m"’"h "“'m“ m!"
(available in Bulgaria, the Democratic People's RepublicofKorea, | o Request should be typed below the signas ‘“":' m"mihﬂy. po-
‘mm" Usion). Whert, in the F.':i‘;;;’ Rg‘u“)‘"; gd‘?gg:::' indication of the capecity in which the person signs should be
{t country in which this possibility exists), i [ o A I . }
patent, 8 utility mode! is elso desired, write afler the aame of that {{ﬁf‘f&" if such capacity s not obvious from reading the

country “and utlity model”.
NOTES TO BOX Ne. IX

Mbmdmmnwvﬂen&u‘um«;’pk,uh
desived that the epplization be treated s en spplication foe 8 cer- i
tain title “of addition® or 35 an spplication for 8 “continuation® ore | . 2'53“‘;" ”myw (Rule 13bis and See.
“continustion-is-pen”, srite aler the name of that country the | 40D 2 ): Form PG oran. separats aheet containing
appropriste words, that is, “patent of addition® (availsble in |'Y ‘“‘;"'}.’“g‘"}‘“‘"’“‘" This o iy, 0 o
Austealia, Ausiris, Bulgarie, Germany (Federal Republic of), | C25€s. be listed us “ether "‘“‘F “PCT e niot the case if Jepea i
Malawi, the Soviet Union), “certificate of addition® (svailble in d""‘?‘.“i&l“e ‘h‘.‘é@;’:‘ om PCT/ be/ sl:c‘l o afy m"m
Lusembourg, Monaco, OAPT), “inventor's cenificate of eddition” ?“mo'?tm  indications must uded as one
(available in Bulgarie. the Soviet Union), “continustion® or “com- | S169t5 description.

tinuation-in-part” (boh availsble in the United States of Americs).

[f any of these indications is uszd, indiuledi:s!hed‘“ts;pplemenu} NOTES TO “SUPPLEMENTAL BOX™
Box" the State for which such treatment is desired, the number ol o L
the pasent title of pareat application. and te date of grent of the The menner of msking indications in this Bon is indicatsd 0o
parent title o¢ the date of filing of the pareat spplication, as the | e 10p of the “supplemental sheet.

case may be (see item (v} in that Bex).
Sttement cvacerning Neu-Prjedic! Disclosmres @ Esmp-
NOTES TO BOX Ne. VI toas o Lack of Nevelty:  Such s statement, unless contained ia
the description, may be given in this Box, It should comply with

Prierity Clalm (Rule 4.10):  The declaration containing the | the national lew spplicable by the desighated Office to which the
priosity claim must be made in the Request. sistement is eddressed.

The Request must indicate both GENERAL BEMARES
(i} when the earhier application is not a regional or an interme.
tiona! application. the countey in which it was filed, ez, when the Langusge of Corresgeadence (Rule 52.2 and Section 104):
easlier application is e regionsl or en internsticna! epplication, et | Any letter from the epplicant to the Receiving Office, the Interta.

leest one countey for which it was filed, and tionel Searching Authority or the International Preliminery Exem.

(i) the date om which it was filed; ining Authority must be in the same language s (he international
otherwise, the priocity claim will, for the purposes of the procedure | epplication to which if refstes: howeves, the receiving Office, the
uader the Treaty, be considered not to have been mede. Internstiona! Searching Authority or the internstions! Prelizni-

. .. |nery Exemining Authority may suthorize the use of enother lag-

if the application eember of the earlier applicaticn is not in- [gusge. Any letter from the applicant to the Internations! Buresn
dicated in the Request but is furnished by the spplicant to the | must be in the same language a8 the internations! spplication #f
International Bureau orto the receiving Office pricr to the expira- | that language is English oe French; otherwise, it must be ia Eng-
tion of the 16th month from the priority date, it is considered by all |lish or French, at the choice of the applicant.

designated States to have beea furnished in time.
Armangement of Elements and Numberiag of Sheets ef the latar-
Ceriified Copy of Eertler Application (Priestty Document) |uational Application (Rule 11.7 and Section 207):  The clements
(Rule 17.1): Such copy must be submitted to the Internations] | of the internstiona! application must be placed in e following
Bureau or 1o the receiving Office prior t0 the expiration of the | order: the Request, the description, the claim(s), the sbatract, the
161h month from the pricrity date or, where an easly start of the | drawings (if sny). All sheets constituning the interaatioss) epplice.
national phase is requested, not later than st the time such | tion must be numbered in consecutive arablc numersls with three
fequest is made, sepasale series of oumbers: the first applying 10 the Request, the
. ) second applying o the past consisting of the degcription, the
Whete the priofity document is issued by the receiving Office, | claim(s) and the ebsirect, end the third spplying to the drawings.
the epplicant may, instesd of submitting the priarity documest, | The numbers must be placed &t the top of the sheet, in the middle,
request the receiving Office to trangmit the pnority document (6 | below the 2cm mergin which must remain blank. The numbes
the International Buresu. Such request may be made by marking | of each sheet of the drawings must coasint of two arsbic aumersls
the specis! check-box and by identifying the docurnent, Aftertion: | separated by an oblique sivoke. the first being the sheet number
where such 8 request 1s made. the applicant must pay 10 the receiv- 1 and the second being the toal pumber of sheets of drawings.
ing Office the spplicablie fee for priority decument.

07/1987 ’
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PATENT COOPERATION TREATY
PCT INTERNATIONAL APPLICATION TRANSMITTAL LETTER At 0a 3
REGARDING THE mnouu APBLICATION OF DOCKET OR REFERENCE KUMBER
Columbia Marine Corporation ENC~1,23

g‘é'i"fp-Steering Gear for Sailboats

Certification under 37 CFR 1.10 (if applicllile)

“Express Meil™ mailing number Date of Deposit

[ hereby ceriify that this spplication is being deposited with the United States Postal Service “Espress Mail Post Office to
Addressee” service under 37 CFR 1.10 o the date indicated shove and is eddressed to the Commissioner of Patents and
Tredemarks, % eshington, D.C. 20231.

[ys ted of perecn (Signature of il
TP it spphcstion epplication)
To the United States Receiving Office (RO/US):
Accompenying this transmitts] letter is the above-identified International application, including & completed
Reques! form (PCT/RO/101). Please process the epplication according to the provisions of the Patent Cooper-
stion Treaty.
The following requests are mede of the RO/US:

l. | PREPARATION AND TRANSMITTAL OF CERTIFIED COPY OF PRIORITY DOCUMENTS—Please
prepere and transmit to the Internstional Bureau e certified copy of the United States origin priority
documents identified in Box VI of the Request form (37 CFR 1.451).

To cover the cost of copy preperation and certification (37 CFR 1.19(8)(3) and (bK(1)).

! e (check) (money order) in the amount of & is attached to this tranamitial letter.

[ ] the RO/US is hereby authorized to charge the following deposit account 80 8333 I —emee- -
CHOICE OF INTERNATIONAL SEARCHING AUTHORITY It is requested that the International
Search be performed by the following International Searching Authority:

gl’nmd States Patent and Trademark Office (ISA/US)

DEumpean Patent Office (ISA/EP)
The sppropriate Sesrch fee for the above-named Authority is indicated on the Fee Calculation Sheet
(PCT/RO/101 Annes).

2 DSL’PPLEMENTAL SEARCH FEES (OKLY WHEN ISA/US COXDUCTS THE INTERNATIONAL
SEARCH.)—Please charge any Supplemental Search fees that may be required by the United States
Internstional Searching Authority (ISA/US) to deposit sccount no.:

7 1561 this guth. 1 subject 1o my avel confirmotion thereof in each 1Rstance ene the! it in RO uoy hinuts M) rght 1o submur
8 prcout cemnet posmont of the Supplemental Seareh fees. but te merely Gn edministratiny a:€ to aesure that the ISAIL'S mes tirvwls complote
the Segre Porgere

NOTE: SUPPLEMENTAL SEARCH FEES FOR ISA/EP ARE PAYABLE DIRECTLY TO THE EUROPEAN
PATENT OFFICE
DISCLOSURE INFORMATION—In order to assist in screening the eccompanying Internstional appli-
eation for purposes of determining whether e license for foreign transmittal ehould and could be granted
and for other purposes, the following information is supplied:
A.E) There is no prior filed spplication relating to this invention.
B. B There is a prior application, serial number 06/876,543  fledon 15 July 1986
which contains subject matter that is
1....) substantislly identical to that of the sccompenying Internationsl application.
2.8} less than thet of the accompeanying Internstional application. The sdditional subject

matter of the International application appears on pages(e) and line(s) . P1.2=1.6
3. D move then that of the sccompanying Internationsal application.
C.DDmkmme information cannot be covered by the language of Points 4A or 4B above due to the

involvement of several prior applications or for other reasons. A separate sheet on
which the disclosure information is explained is attached 1w this transmittal letter.

5.@ REQUEST FOR FOREIGN TRANSMITTAL LICENSE-According to the provisions of 356 U.S.C.
184 and 37 CFR 5.11, e license to trarsmit the eccompanying International epplication to foreign egencies
or international authorities is hereby requested.

SIGHER 15 TME AL OF SIGHER (typed)
od APPLICENT John Adams
| 1 coumon sesacsenanive SIGHATURE
™ S //‘ ‘ )
| 44 L110BNE Y, anENT, 23,456 Ut
REG KO
PT0-1382 mev 324 U $ Depariment of Commaerca

Peter) eng Trogemark Otice
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1820.01

(i) a requant to the receiving Office to transmit the priority document to
the Intemational Burcau where the application whose priority is claimed was.

filed with the national Office or intergovernmental authority which is the

receiving Office.
(d) The request shall be signed.
4.2 The Petition T e o
‘The petition shall be to the following effect and shall preferably be worded
&5 follows: “The undersigned requests that the present international epplication
be processed according to the Patent Cooperation Treaty.”
LA B R B J

(Sce >MPEP<§§ 1820.01-1820.11 for PCT Rules 4.3-4.15)
LB BB X ]

4.16 Transliteration or Translation of Certain Words

(a) Where any name or address is written in characters other than those of
the Latin alphabet, the same shall also be indicated in characters of the Latin
zlphabet either as a mere transliteration or through translation into English. The
applicant shall decide which words will be merely iransliterated and which
words will be so translated.

(b) The name of any country written in characters other than those of the
Latin alphabet shall also be indicated in English.
4.17 Additional Matter

() The request shall contain no matter other than that specified in Rules
4.1104, 16, provided that the Administrative Instsuctions may permit, but cannot
make mandatory, the inclusion in the request of any additional matter specified
in the Administrative Instructions.

(b} If the request contains matier other than that specified in Rules 4.1 to
4.16 or permitted under paragraph (a) by the Administrative Instructions, the
receiving Office shall ex officio delete the additional matter.

37 CFR 1.434. The request.

{(a) The request shall be made on a standardized printed fom (PCT Rules
3 and 4). Copies of such printed Request forms are available from the Patent and
Trademark Office. Letters requesting such forms should bemarked “Box PCT.”

(b) The Check List portion of the Request form should indicate each
document accompanying the intespational application on filing.

(c) All information, for example, addresses, names of States and dates,
shall be indicated in the Request as required by PCT Rule 4 and Administrative

Instructions 110 and 201.

(d) Intemational applications which designate the United States of
America shall include:

(1) The name, address and signature of the inventor, except as provided
by &8 1.421(d), 1.422, 1.423 and 1.425;

(2) A reference to any copending national application or international
application designating the United States of America, if the benefit of the filing
date for the prior copending application is to be claimed.

PCT Administrative Instructions Section 303
Deletion of Additional Matter in the Request
Where, under Rule 4.17(b), the receiving Office deletes ex officio any
matter contained in the request, it shall do so by enclosing such matter within
sguare brackets and entering, in the margin, the word “DELETED by RO" or
their equivafent in the language of publication of the intemational application,
and shai notify the applicant accordingly. If copies of the intemational appli-
cation have already been sent to the Intemational Bureau and the Intemational
Searching Authority, the receiving Office shall also notify that Bureau and that
Authority.

The Request contains a petition to the effect that the inter-
national application be processed according 1o the PCT; it must
contain certain bibliographic information (PCT Article 4(1),
PCT Ruies 3 and 4 and 37 CFR 1.434). The Request must be
made on a printed form (PCT/RO/101) to be filled in with the
required information (PCT Rules 3.1, 3.2 and Administrative
Instructions Section 102(b)). Any prospective applicant may
obtain English language Request forms free of charge from the
United Siates Patent and Trademark Office, Box PCT, Wash-
ington, D. C. 20231, The PCT sets forth specific requirements
for each element of bibliographic information on the Request
form. The Request may not contain any matter that is not

Rev. 5, July 1987
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specified in PCT Rule 4. Any additional material will be deleted
ex officio (Administrative Insiructions Section 303).

APPLICANT OR AGENT'S FILE REFERENCE

The applicant or agent may. use a file reference composed
either of letters or numbers or both, provided the file refercnce
does not exceed ten characters. If a file reference is indicated on
the Request form, any correspondence from an International
Authority to the applicant or agent will include it. (Administra-
tive Instructions Section 108)

SUPPLEMENTAL BOX

This box is used for any material which cannot be placed in
one of the previous boxes because of space limitations, The sup-
plemental information placed in this box should be clearly
entitled with the Box number from which it is continued,
e.g.,"Continuation of Box No IV.” If the supplemental box does
not contain sufficient space, the material should be continued on
an additional plain sheet of A4 size paper. If such a continuation
sheet is used, it is numbered as an additional page 5 of the
Request and counted accordingly in the total number of sheets
for fee calculation purposes. The sheet should be entitled
“Continuation Sheet to the Request”.

1820.01 Title of the Invention [R-2]
PCT Rule 4.3 Title of the Invention

The title of the invention shall be short (preferably from two 10 seven
words when in English or translated into English) and precise.

The Request must contain the title of the invention; the
title must be short (preferably 2 to 7 words) and precise (PCT
Rule 4.3). The title in Box No. I of the Request is considered to
be the title of the application. The title appearing on the first page
of the description (PCT Rule 5.1 (a)) and on the page containing
the abstract should be consistent with the title indicated in Box
No. I of the Request form. The word “improved” should not be
used in the title.

1820.02 Applicant [R-2]

PCT Ruie 4.4 Names and Addresses

(8) Names of natural persons shall be indicated by the person’s family
name and given name(s), the family name being indicated before the given
name(s).

(b) Names of legal entities shall be indicated by their full, official desig-
natiors.

(c) Addresses shall be indicated in such a way as to satisfy the customary
requirements for prompt postal delivery at the indicated address and, in any case,
shall consist of all the relevant administrative units up to, and including, the
house number, if any. Where the national law of the designated State does not
require the indication of the house number, failure to indicate such number shall
have no effect in that State. It is recommended to indicate any telegraphic and
teleprinter address and telephone number of the agent or common representative
or, in the absence of the designation of an agent or common representative in the
request, of the applicant first named in the request,

(d) For each applicant, inventor, or agent, only one address may be
indicated, except that, if no agent has been appointed to represent the applicant,
or all of them if more than one, the applicant or, if there is more then one
applicant, the common representative, may indicate, in addition to any other
address given in the request, an address to which notification shell be sent.

PCT Rule 4.5 The Applicant
(2) The request shall indicate the name, address, nationality and residence

1800-24
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of the epplicant or, if there are several applicants, of each of them. .
(b) The applicant’s nationality shall be indicated by the name of the State

of which he is 2 national.
(¢) The applicant’s residence shall be indicated by the name of the State of

which he is & resident. |

The names of natural persons must be given with the family
name being indicated before the given name (PCT Rule 4.4).
The names of legal entities should be given in full. All addresses
should be spelled cut in full and include the name of the country
in order to assure correct publication of the information. If the
United States of Americais designated, the applicant mustbe the
inventor at the time of filing (35 U.S.C. 373).

The applicant of an international application for a desig-
nated office other than the United Siatzs of America may be
either the inventor or the owner of the invention. In cases where
the inventor is the applicant for certain designated countries and
the owner or assignce is the applicant for other designated
countries, the names and other identifying information of both
must appear in Box No. I and Box No. III with the appropriate
boxes checked. Only one applicant’s or inventor’s name should
be listed in each Box.

It should be noted that at least one of the inventors must be
aresident or national of a PCT member country in order for the
application to enter the national stage in the United States of
America. This point involves two basic issues which must be
addressed separately. One issue relates to the requirements for a
valid designation of the United States of America. The other
issue relates to the requirements of the U.S. national law in order
for the U.S. Patent and Trademark Office to accept the intema-
tional application for the national stage. As to the firstissue, PCT
Rules 18.3 and 18.4 require that at least one of the applicants for
eachdesignated Statc must be aresident or national of a member
country of the PCT Union in order for the designation to be valid.
As to the second issue, although the designztion of the United
States of Americamay be valid for PCT international procedure,
the international application will not be accepted at the United
States national stage unless the applicant is the inventor (PCT
Article27(3)and 35U.S.C. 111 and 373). Therefore, at leastone
of the inventors must be a resident of a PCT member country in
order for the international application to enter the national stage
in the United States of America.

It should be noted, however, that if the owner or assignee is
aresident or national of a PCT member country, the owner can
be the sole applicant and file an international application desig-
nating all current PCT member countries other than the United
States of America. Any invalid designation of States for which
atleast one applicantis not aresident or national of aContracting
State will be deleted by the Receiving Office. See also
>MPEP<§ 1805 for the text of rules and other provisions
concerning applicants.

1820.63 Inventor [R-§]
PCT Rule 4.6
The Inventor
(2) Where Rule 4.1(a)(v) applics, the request shall indicate the name and
eddress of the inventor oz, if there are several inveritors, of each of them.

(b)If the applicant is the inventor, the request, in lieu of the indication under
paragraph (s}, shall contain 2 statement to that effect.

(c) The request may, for different designated States, indicate different
persons as inventors where, in this respect, the requirements of the national laws
of the designated States are not the same. In such a case, the request shall contain
g separate siatement for each designated State or group of States in which 2
particular person, or the same person, is to be considersd the inventor, orin which

1800-25

1820.05 .
particular persons, or the same persons, are to be considered the inventors.

For purposes of the des;gnaled count.nes >other than the
United States of America<, the name and address of the inven-
tor must be indicated either in the Request or later at some other
point in the procedure (PCT Article 4(1)(v), 4(4), and 22(1);
and PCT Rules 4.1(a)(v) and 4 6(a)) It should be nnted that
Japan as a designated office requires the name and address of
the inventor to be present on the Request form on filing. Names
should be indicated with the family name preceding the given
name, and addresses should be spelled out in full, including
both the zip code and country.

1820.04 Agent or Common Representative (if
any) [R-5]
PCT Rule 4.7 The Agent
If agents are designated, the request shall so indicate, and shall state their
names and addresses.

PCT Rule 4.8 Rcopresentation of Several Applicants Not
Having a Common Agent

(a) If there is more than one applicant and the request does not refer o an
agent representing eall the applicants (“a common agent™), the request shall
designate one of the applicants who is entitled to file an intemnational applica-
tion according to Anicle 9 as their common representative.

(b) If there is more than one applicant and the request does not referto an
agent representing all the applicants and it does not comply with the require-
ment of designating one of the applicants as provided in paragraph (a), the
common representative shall be the applicant first named in the request who is
entitledtofile an intemational application with the receiving Office with which
the intemational application was filed (Rule 19.1(a)).

Any attorney or agent registered to practice before the
Patent and Trademark Office may act as an agent for the
applicant in an international application filed in the United
Staies Receiving Office >before all the international authori-
ties, such as the Receiving Office, the International Searching
Authority, the International Preliminary Examining Authority
and the International Bureau<. Box No. IV of the Request form
may be used as a power of attorney document. For particulars
concerning who may sign the Request and power of attorney
see > MPEP<§8§ 1807 and 1820.11.

It should be noted that under PCT there is no provision for
correspondence addresses or associate attorneys. The first-
named attorney or agent will receive correspondence (PCT
Administrative Instructions Section 108(a)). If the power of
attorney is found to be defective, the first-named applicant will
receive any correspondence.

Jointapplicants may also designate one of the applicantsto
be a common representative under PCT Rule 4.8(a).

1820.05 Designation of States [R-5]
PCT Article 43
Seeking Certain Kinds of Protection

In respect of any designated or elected State whose law provides for the
grant of inventors® cenificates, utility cenificates, utility models, patents or
certificates of addition, inventors’ certificates of addition, or utility certificates
of addition, the applicant may indicate, as prescribed in the Regulations, that
his intemational application is for the grant, as far as that State is concemed, of
an inventor's certificate, a utility cenificate, or a utility model, rather than a
patent, orthatitis for the grant of a patent or centificate of addition, an inventor's
cenificate of addition, or a utility certificate of addition, and the ensuing effect
shall be govemed by the applicant’s choice. Forthe purposes of this Article and
any Rule thereunder, Article 2(ii) shall not apply.
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PCT Artlcle 44
Seeking Twe Kinds of Protection

Inre:pectofmydesxgmtedorelectedSmewhosehwpermmm
application, while being for the grant of 2 patent or one of the other kinde of
protection referred to in Anicle 43, to be also for the grant of another of the said
kinds of protection, the applicant may indicate, &s prescribed in the Regulations,
the two kinds of proteciion he is seeking, and the ensuing effect shall be
goven x4 by the applicent's indications. For the purposes of this Article, Anicle
2(ii) shall not apply.

PCT Article 45
Regional Patent Treaties

(1) Any treaty providing for the grant of regional patents (“regional patent
treaty™), and giving to all persons who, according to Article 9, are entitled to file
intermnationsl applications the right to file applications for such patents, may
provide that intemational applications designating or electing & State pariy to
both the regional patent treaty and the present Treaty may be filed as applica-
tions for such patents.

(2) The national law of the said designated or elected State may provide
that any designation or election of such State in the intemational application
shall have the effect of an indication of the wish to obtain & regional patent under
the regional patent treaty.

PCT Rele 4.9 Designation of States
Coatracting State shall be designated in the request by their names.

sReEES

PCT Rele 4.12 Choice of Certain Kinds of Protection

(a) If the applicant wishes his intemmational application to be trezted, in any
designated State, as an application not for a patent but for the grant of any of the
crhier kinds of protection specified in Amnicle 43, he shall so indicate in the
reguest. For the purposes of this peragraph, Anicle 2(ii) shall not apply.

() In the case provided for in Article 44, the applicant shall indicete the
twokinds of protection sought, or, if one of two kinds of protection is primarily
sought, he shall indicate which kind is sought primarily and which kind is sought
subsidiarily.

37 CFR 1.432 Degignation of States and payment of designa-
tien fees.

(&) The names of Designeied States shall appear in the Request uponfiling
and must be indicated as set forth in Section 201 of the Administrative
Instructions.

(b) The designation fees may be paid upon filing of the intemational
application, but must be paid * before the expiration of one year from the priority
daze >or within one month from the date of receipt of the international
spplication if that month expires afier the expiration of one year from the priority
daze< *. Failure to timely pay the designation fee for a panicular Designated
Staze will regult in the withdrawal of that dzsignation ®. Failure to timely pay at
least one designation fee will result in the withdrawal of the intemational

application .

PCT Administrative Instructions Section 201
Names of States

(2) The name of any State referved to in the request shall be indicated
either by the full name of the State, or by a generally accepted short title which,
if the indications are in English or French, shail be as appears in Annex A, orby
the two-letter countsy code identifying that State as appears in Annexes A and
B

(b) [Deleted)

PCT Adminisirative Instruction Section 202
Kind of Protection
(a) Where the applicant wishes his application to be treated in any
designated Stste as an application not for s patent but for the grant of ancther
kind of protection referred to in Aniicle 43, he shall make the indication in the
request referred to in Rule 4.12(a) by insening the words “inventor's
certificate,’utility cestificate,” “utility model.” (or “petty patent” for Austra-
liz). “patent of addition,” “centificate of addition,” “inventor’s cenificate of
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sddition” or "utilny certificate of addition,” or their equivalent in the langusge
of the internationsl spplication, immediately after the indication of the said
State.

(b) Where, in respect of the designation of the Federal Republic of
Germany, the applicant is seeking two kinds of protection under Anticle 44, he
shall make the indication referred to in Rule 4.12 (b) by inserting, immediately
afier the indicetion of the Federal Republic of Germany and in the langusge of
the international application, one of the two following indications:

(i) “and mility modzl";
(ii) “and auxiliary utility model.”

PCT Administrative Instructions Section 203
Regional Patents

(a) If the applicant wishes to obtain & regional patent in respect of any
designated State and the request form does not contain preprinted indications
permitting the spplicant tomake the indication in the request referred to in Rule
4.1(b)iv), the applicant shall make the said indication by inserting the
words"regional patent,” or their equivalent in the language of the international
application, immedistely after the indication of the said State or, where an
indication has been made under Section 202, after that indication, provided that:

(i) where Asticle 4(1)(ii), third clause, applies, and not all the States party
to the regionel treaty have been designated, the intemational application shall
be treated as if all thoge States had been designsted and as if the designations of
ail such States contained the said words, whether the said designations con-
tained an indication of the wish to obtein 2 regional patent or, &ccording to
Amnicle 4(1)(ii), fourth clause, are to be treated as containing such indication;

(ii) where the national law of any designated State contains a provision as
referred to in Article 45(2), the Internationsal Bureau shall, according to Asticle
4(1)(ii), fourth clause, treat the designation as if it conmned the zaid words even
where the applicant failed 1o indicate them.

(b) The applicant may, instead of the words “regionel patent” referred to
in paragraph (a), use other words to the same effect; such words may include &
reference 10 8 paient to be grented by the European Patent Office under the
Convention of the Grant of European Patents done at Munich on October 5, 1973
(“European patent”), where the regional patent which the applicant wishes to
obtain is a8 European patent.

{c) An indication, in respect of the designation of Liechtenstein or Swit-
zerland, or both, of the wish to obtain a regional patent shall be taken as
indicating s wish to obtain a European patent in respect of those States, whereas
the absence of any indication of the wish 1o obtain a regional patent in respect
of such adesignation shallbetaken asindicsiing a wishto obtain a patent granted
by the Swiss Federal Intellectual Property Office in respect of those States.

PCT Administrative Instructions Section 210
Calculation of Designation Fee for the Purposes of Natlonal and
Regionsi Patents

Where the request of the intemational application contains a designation
of & Coniracting State without an indication of the wish to obtain a regional
patent and also a designation of the same Contracting State with an indication
of the wish 1o obtain a regional patent and the national law of the Contracting
State does not contain a provision referred to in Anticle 45(2), the designation
fees shall be calculated on the basis that a separate fee is payable in respect of
the designation of the Contracting State in addition to the designation fee
payable in respect of that Contracting State as a Contracting State or as one of
g group of Contracting States for which a region.l patent is sought.

All designated States must be named in the Request on
filing. It is not possible to add designations of countries to an
international application after it is filed. Only those countries for
which the PCT has come into effect at the time the international
application is filed may be designated. The Request form, as
filed, must contain the names of all designated countries in
which protection is desired (PCT Article 4(1)(ii), PCT Rules
4,1(a)(iv), and 4.9, and 37 CFR 1.432, However, since the
designation fees are not required until one year after the priority
date, or if no priority is claimed, until one year after the actual
international application filing date >or one month after the
international filing date, if that month ends later than one year

1800-26




PATENT COOPERATION TREATY

1820:05 ¢

LIST OF PCT MEMBER STATES PR
State Ratification Daie of Ratification -Date from Which State : -
or Accession or Accession May be Designated

(1) Central Africa Republic* Accession 13 September 1971 - 01 June 1978
(2) Senegal® Ratification 08 March 1972 01 June 1978
(3) Madagascar Ratification 27 March 1972 01 June 1978
(4) Malawi Accession 16 May 1972 01 June 1978
(5) Camercon® Accession 15 March 1973 01 June 1978
(6) Chad® Accession 12 February 1974 01 June 1978
(7) Togo* Ratification 28 January 1975 01 June 1978
(8) Gabon* Accession 06 March 1975 01 June 1978
(9) United States of America Raiification 28 November 1975 01 June 1978
(10) Germany, Federal Republic of** Rauification 19 July1976 01 June 1978
(11) Congo* Accession G3 August 1977 01 June 1978
(12) Switzerland** Ratification 15 September 1977 01 June 1978
(13) United Kingdom** Ratification 24 Ociober 1977 O1June 1978
(14) France** Ratification 25 November 1977 0! June 1978
(15) Soviet Union Ratification 29 December 1977 01 Junel978
(16) Brazil Ratification (5 January 1978 01 June 1978
(17) Luxembourg**® Ratification 31 January 1978 01 Junel978
(18) Sweden®® Ratification 17 February 1978 01 June 1978
(19) Japan Ratification 01 July 1978 01 Ociober 1978
(20) Denmark Ratification 91 September 1978 01 December1978
(21) Auvstria®® Ratification 23 Jenuary 1979 23 April1979
(22) Monaco Ratification 22 March 1979 22 June 1979
(23) Netherlands®* Ratification 10 April 1979 10 July 1979
(24) Romania Accession 23 April 1979 23 July 1979
(25) Norway Raiification 01 October 1979 01 Januery 1980
(26) Liechtenstzin®* Accession 18 December 1979 19 March1980
(27) Ausiralia Accession 31 December 1979 31 March 1980
(28) Hungary Ratification 27 March 1980 27 June 1980
(29) Democratic People’s Republic

of Korea (North Korea ) Accession 08 April 1980 08 July 1980
(30) Finland Ratification 01 July 1980 01 Oceober 1980
(31) Belgium®** Ratification 14 September 1981 14 December 1981
(32) Sri Lanks Ratification 25 November 1981 26 February 1982
(33) Mauritania Accession 13 January 1983 13 April 1983
(34) Sudan Accession 16 January 1984 16 April 1984
(35) Bulgaria Accession 21 February 1984 21 May 1984
(36) Republic of Korea (South Korea) Accession 10 May 1984 10 August 1984
(37) Mali* Accession 15 July 1984 19 October 1984
(38) Barbados Accession 12 December 1984 12 March 1985
(39) Ialy** Ratification 28 December 1984 28 March 1985
>(40) Benin* Accession 26 November 1986 26 February1987<

¢ Members of Africa Intellectual Property Organization (OAPI) regional patent system. Only regional patent protection is available for OAPY member states.
A designation of any state is an indication that all OAPT states have been designated. Note: only one designation fee is due regardless of the number of OAPI member
states designated. ** Members of European Patent Convention (EPC) regional patent systern. Either national patents or European patents for member States ave
available through PCT, except for France, Belgium and Italy, for which only European patents are available if PCT is used. Note: only one designation fee is dueif

European patent protection is sought for one, several or all EPC member countries.

after the priority date (PCT Rule 15.4(b)(ii)<*, applicants who
file without claiming priority, or who file early in the priority
year, may initially designate all PCT countries in which they
may have an interest and later only pay designation fees for those
countries in which patent protection is seriously desired >and
withdraw the designations as to the other States<. Any desig-
nated country for which a designation fee in not timely paid is
considered withdrawn,

States must be designated in Box No. V by checking the
appropriate box beside the name of each State. A choice between
anational patent and a regional patent is available for States that
are members of both the PCT and the European (EPC) regional
patent convention. For the EPC, regional or national protection
is available for Austria, The Federal Republic of Germany,
Luxembourg. The Netherlands, Sweden, Switzerland, Licchien-
stein, or the United Kingdom, However, where France, Belgium

and/or laly is designated, the application will be treated as an
application for a European patent with effect for France, Bel-
gium and/or Italy,

The designation of any State is treated as an expression of
the wish to obtain a patent in the designated State. However, if
the applicant wishes the international application to be treated
in any designated States (whose national law>offers<* that
kind of protection) as an application not for a patent but for an
inventor’s certificate, a utility certificate, a utility model, a
patent of addition, a certificatc of addition, an inventor’s
certificate of addition or a utility certificate of addition, the
applicant must indicate that desire in Box No. V of the Request
by indicating the kind of protection immediately after the
indication of the State (Administrative Instructions Section
202(aj)), and the application will be dealt with accordingly in
that State (PCT Rules 4.1(b)(iii) and 4.12). Annex B of the
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“PCT Applicant’' s Guide” indicates, inrespect of each Contract-
ing State, the kinds of protection available :

The applicant may, ‘in respect of any designated State
(whose national law >offers<* the kinds of protection involved
and admits the possibility of seeking two kinds of protection),
mention in the Request >of< two kinds of protection (Box No.
V), together with an indication of the one preferred and the ap-
plication will be dealt with accordingly in that State (PCT
Artiiie 44 and PCT Rule 4.12(b)). Annex B of the PCT
Applicant’s Guide indicates, in respect of each Contracting
State, whether this possibility is available. Currently the possi-
bility of seeking twokinds of protection is available only for the
Federal Republic of Germany as a designated State.

The indication on the line of the type of protection desired
is placed directly after the checkbox for the State. Where a title
(patent, certificate, inventor’s certificate, utility certificate) of
addition, is sought, or where the applicant wishes the interna-
tional application to be treated in any designated State as an
application for a continuation or a continuation-in-part, the fact
must be indicated together with an identification of the parent
application (PCT Rules 4.1(b)(v), 4.13 and 4.14). This indica-
tion is placed in the Supplemental Box and should be clearly
identified as continuing information from Box V regarding the
designation of a specific State. See >MPEP<§ 1820.07.

1820.06 Priority [R-2]

PCT Article 8
Claiming Priority
(13 The intemationel application may contain a declaration, as prescribed
in the Regulations, clsiming the priority of one ormore earlier applications filed
in orfor any countey party tothe Paris Convention for the Protection of Industrial
Property.

{2)(a) Subject to the provisions of subparagraph (b), the conditions for,
and the effect of, any priority claim declared under paragraph (1) shall be as
provided in Asticle 4 of the Stockholm Act of the Paris Convention for the
Preaection of Industsial Property.

(t) The intemational application for which the priority of one or more
eadlier applicationsfiled in or for a Contracting State is claimed may contain the
designation of thas State, Where, in the intemational application, the priosity of
one ot more national applications filed in or for a designated State is claimed,
or where the priority of an intemational application having designated only one
State iz claimed, the conditions for, and the effect of, the priority claim in that
State shall be govemed by the national law of that State.

PCT Rule 4.10 Priority Claim

(z) The declaration referred to in Anticle 8(1) shall be made in the request;
it shall congist of & statement to the effect that the priority of an earlier
application is clasimed and shall indicate:

(iy when the earier spplication is not a regional or an intemational
application, the countsy in which it was filed; when the earlier application is a
regional or an intemational application, the country or countries for which it was
filed,

(ii} the date on which it was filed,

(iii) the number under which it was filed, and

(iv) when the earlier application is a regional or an intemational applica-
tion, the nationsl Office or intergovernmental organization with which it was
filed.

(b) If the request does not indicate both

(i) when the earlier application is not a regional or an international
application, the country in which it was filed; when the earlier applicatior. iz a
regional or an intemational application, at least one country for which it was
filed, and

(is) the date on which it was filed,

the priority claim shall, for the purposes of the procedurc under the Treaty,
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be considered now 1o have been made except where, resulting from an obvicus
ervor, the indication of the said country or the said date is missing oris erroneous;
whenever the identity or correct identity of the said country, of the said date or
the correct date, may be ~stablished on the basis of the copy of the earlier
application which reaches the receiving Office before it transmits the record
copy to the International Bureau, the error shall be considered as an obvious
error. '

(c) If the application number of the earlier application is not indicated in
the request but is farnished by the applicant to the International Bureau or to the
receiving Office prior o the expiration of the 16thmonth from the priority date,
it shall be cansidered by all designated States to have been furnished in time.

(d) If the filing date of the carlier application as indicated in the request
does not fall within the pzriod of one year preceding the international filing date,
the receiving Office, 0. f the receiving Office has failed 10 do so, the Intema-
tional Bureau, shall inv™ applicant to ask either for the cancellation of the
declaration made cnder 8(1) or, if the date of the earlier application was
indicated erronecusly, for srrection of the date soindicated. If the applicant
fails 10 act accordingly winn one month from the date of the invitation, thz
declaration made under Article 8(1) shall be cancelled ex officio.

(e) Where the priorities of several earlier applications are claimed, the
provisions of paragraphs (a) to (d) shall apply to each of them.

PCT Rule 32b!

~ Withdrawal of the Priority Claim
Rule 32%.1 Withdrawals

(a) The applicant may withdraw the priority claim made in the intema-
tional application under Article 8(1) at any time before the intemnational publi-
cation of the internaticnal application.

(b) Wherz the inicrnational application contains more than one priority
claim, the applicant may exercise the right provided for in paragraph (a) in
respect of one or more or all of them.

(c) Where the withdrawal of the priority claim, or in the case of more than
one such claim, the withdrawal of any of them, causes a change in the priority
date of the intemational application, any time limit which is computed from the
original priority date and which has not already expired shall be computed from
the priority date resulting from that change. In the case of the time limit of 18
months referred to in Article 21(2)(a), the International Bureau may neverthe-
less proceed with the international publication on the basis of the said time limit
as computed from the original priority date if the notice effecting withdrawal
reaches the International Burcau during the period of 15 days preceding the
expiration of that time limit.

(d) Forany withdrawal under paragraph (a), the provisions of Rule 32.1(c)
shall apply mutatis mwandis.

PCT Administrative Instructions Section 302
Priority Claim Considered Not To Have Been Made

Where, owing to failure to meet the requirements of Rule 4.10(b), the
priority claim is, for the purposes of procedure under the Treaty, considered not
to have been made, wnz receiving Office shall indicate that fact in the intema-
tional applicaiion by enclosing the box in the request Form which provides for
the information conceming the priority claim (or, where the priorities of several
earlier applicaticns are claimed and not all those priority claims are considered
not to have been made, the relevant part of the said box) within square brackets
and entering, in the margin, the words “NOT TO BE CONSIDERED FOR PCT
PROCEDURE" or their equivalent in the language of publication of the intet-
national application, and shall notify the applicant accordingly. If copies of the
international application have alrcady been sent to the Intemational Bureau and
the International Searching Authority, the receiving Office shall also notify that
Burcau and that Authority.

PCT Administrative Instructions Section 314
Mananer of Indicating and Notification of Correction of the
Priority Date or Canccliation of the Priority Claim

(a) Where, in reply to an invitation issued by the receiving Office under
Rule 4.10(d), the applicant corrects the erroncously indicated filing date of any
carlier applicaucn, the receiving Office shall enter the corrected date in the
request, draw a line through the previously entered date while still leaving it
legible and enter, in the margin, the letters “RO.”

(b) Where, under Rule 4.10(d), the receiving Office cancels the declara-
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tiofi mede undér Anticle 8(1), that Office shall enclose the box in the request Form
which pmvndes for the information concerning the priority claim (or, where the
Privrities of several earlier applications are claimed and not all those priority
claims are cancelled, the relevant part of the said box) within square brackets and
enter, in‘the margin, the words"CANCELLED ON REQUEST OF APPLI-
CANT" or “CANCELLED EX OFFICIO BY RO,” e the case may be, or their
equivalent in the lenguage of publmuon of the imemationsl application,

(c) The applicant and, if copies of the international application have already
been senttothe Intemnational Bureau and the Intemational Searchmg Authority,
that Bureau and that Authority shall be notified by the receiving Office of any
cotrection or cancellation effected under Rule 4.10(d) by the receiving Office.

PCT Administrative Instructions Section 402
Manner of Indicating and Notification of Carrection of the
Priority Date or Cancellation of the Priority Claim

(2) Where, in reply to an invitation issued by the Intemational Bureau under
Rule 4.10(d ), the applicant corrects the erronecusly indicated filing date of any
earlier application, the Intemational Bureau shall enter the corrected date in the
request, draw g line through the previously entered date while still leaving it
legible and enter, in the margin, the words “INTERNATIONAL BUREAU".

(6) Where, under Rule 4.10(d), the International Bureau cancels the
declaration made under Article 8(1), that Bureau shall enclose the box in the
request form which provides for the information concemning the priority claim
(or, where the priorities of several carlier applications ere claimed and not all
those priority claims are cancelled, the relevant pant of the said box) within
square brackets and enter, in the margin, the words “CANCELLED ON RE-
QUEST OF APPLICANT" or “CANCELLED EX OFFICIO BY THE INTER-
NATIONAL BUREAU," as the case may be, or their equivalent in the language
of publication of the intemnational application.

{c) The applicant, the receiving Office and the International Searching
Authority shall be notified by the Intemationel Bureau of any cosrection or
cancellation effected under Rule 4.10(d) by the Intemational Bureau.

(d) Any designated Office which has been notified ander Rule 24.2(a) of
the receipt of the record copy shall be notified by the International Bureau of any
correction or cancellation effected under Rule 4.10(d) by the receiving Office or
the Internations! Bureau,

PCT Administrative Instructions Section 408
Priority Application Number

(2) If the application number of the earlier application referred to in Rule
4.10(c) (priority application number) is furnished within the prescribed time
limit, the Intemational Bureau shall enter the said number in the space provided
therefor in the request Form, unless already done by the receiving Office under
Section 319.

(b) If the priority spplicationnumber is furnished after the expiration of the
prescribed time limit, the International Bureau shall infosm the applicant and the
designated Offices of the dzze on which the said number was fumnished . It shall
indicate the said date in the intemational publication by including on the front
page of the pamphlet next to the priority application number the words “FUR-
NISHEDLATBON...(date),” and the equivalent of such words in the language
in which the intemational application is published if that language is other than
English.

(c) If the priority application number has not been furnished at the time of
the completion of the technical preparations for international publication, the
Intemational Burezu shall indicate that fact by including on the front page of the
pamphlet in the space provided for the priority application number the words
“NOT FURNISHED" and the equivalent of such words in the language in which
the intemational application is published if that language is other than English.

PCT Administrative Instructions Section 409
Notification of Priority Claim Censldered Not To Have Been
Made

Where the International Bureau notes that the receiving Office has failed
to notify the applicant as provided in Section 302, it shall serd a notification to
the same effect to the applicant, the receiving Office and the Intemational

Searching Authority.

35 U.S.C. 365 Right of priority; benefit of the filing date of a
prior application.

1820.07

(2) In accordance with the conditions and requirements of section 119 of
this title, & national application shall be entitled to the night of priority based on
a prior filed intemational apphcauon which daugnated at leus! one’ comny
other than the United States. -

- (b} In accordance with the condnlom and requuement of tha ﬁm pan
graph of section 119 of this title and the tresty -and-the Regulstions, aa
internationsl epplication designating the United States shall be entitled to the
right of priority based on a prior foreign application; or & prior international
application designating at least one country other than the United States.

(c) In accordance with the conditions and requirements of section 120 of
this title, an international application designating the United States shall be
entitled to the benefit of the filing date of a prior national application or a prior
international application designating the United States, and & nations] applica-
tion shall be entitled to the benefit of the filing date of & prior intemational
application designating the United States. If any claim for the benefit of an
earlier filing date is based on a prior international application which designated
but did not originate in the United States, the Commissioner may require the
filing in the Patent and Trademark Office of 2 centified copy of such apphamon
together with a translation thereof into the English languasge, if it was filed in

anather language,

Anapplicant who claims the priority of one or more earlier
national or international applications for the same invention
must indicate, in the Request at the time of filing the interna-
tional application, the country in or for which the application
was filed, the date on which it was filed, and its application
number. (PCT Article 8 and PCT Rule 4.10) When the easlier
application is a regional or an international application, the
applicant must also indicate the national Office or intergovern-
mental organization with which- it was filed. If the number
cannot be indicated in the Request at the time of filing of the
international application, it must be furnished to the Interna-
tional Bureau at the latest by the expiration of sixteen months
from the priority date.

The applicant may withdraw any priority claim made in the
interational application until the mtemauonal publication of
the international application (PCT Rule 32"), If the signed
notice containing the withdrawal of any priority claim cavses s
change in the priority date of the international application (for
the definition of “priority date,” see PCT Article 2(xi)), any
time limit which iscomputed from the original priority date and
which has not yet expired — for example, the time limit before
which processing in the national phase cannot start — is com-
puted from the priority date resulting from the said change.
Further details are provided in PCT Rule 32%

The date of the filing of the priority apphcauon should be
given by indicating the number of the day by two digits, the
name of the month spelled out in full and the number of the year
in four digits, for example, 05 October 1978 (PCT Administra-
tive Instructions, Section 110). The name of the country of
filing should be either the official name or accepted short title
listed in Annex A of the PCT Administrative Instructions. 35
U.S.C. 365 providcs for recognition of priority claims in
intcmnational applications.

Applicantisrequired to file a certified copy of each priority
application. For particulars, se¢ > MPEP<§ 1828,

1820.07 Parent Application or Grant
PCT Rule 4.13 Identification of Parent Application or Parent
Grant

If the applicant wishes his intemational application to be treated, in any
designaied State, as an application for a patent or centificate of addition,
inventor's certificate of addition, or utility centificate of addition, he shall
identify the parent application or the parent patent, parent inventor’s certificate,
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or parent wilty cenificste to which the pstent or centificate of addition,
inventor’s centificste of eddition, or wmility cenificate of addition, if granted,
relstes. For the purposes of this parsgraph, Article 2(ii) shall not apply.
PCT Rule ¢ .14 Continuation or Confinuation-in-Part

I the spplicans wishes his international epplication to be treated, in any
designated Siste, u3 an spplication for a continuation or a continuation-in-part
of an eatlier spplication, he thall so indicate in the request and shall idenify the

Box No. V and the Supplemental Box should be used where
the applicant has an earlier application ir a country designated
in the international application and where special title or treat-
ment of the international application is desired. For example, if
the applicant has a pending United States application, the
international application could contain additional subject mat-
ter and be treated as a continuation-in-part in the United States,
if the United States is designated in the international application
(PCTRule4.14). In thisexample, the entries tobe placed in Box
No. V would be as follows: “United States of America; continu-
ation-in-part; and in the Supplemental Box, the entry “Continu-
ation of Box No. V, Parent application for U.S. designation:
United States of America, 20 May 1981, 222,222" should be
inserted.

1820.98 Earlier Internationa! or International-
Type Search

PCT Rule 4.11 Reference to Eavlier Search

¥ en insermational or imemationsl-type search has been requested on an
spplication under Amicle 15(5) or if the spplicent wishes the International
Seasching Authority 1o base the intemational search report wholly or in pert on
the results of e search, other than an international or internationel-type search,
mede by the nationsl Office or intergovernmental orgenization which is the
Intemnations] Sesrching Authority competent for the intemational epplication,
the request shall comtain 8 reference to thet fact. Such reference shall either
identify the spplication (orits transiation, asthe case may be) in respect of which
the earlier seasch was mede by indicating country, dste and number, or the said
sesich by indicating, where applicable, date and number of the request "+ such
gearch.

‘The United States Patent and Trademark Office performs
an intemational-type search on all U.S. national applications
filed on and after June 1, 1978. No specific request by the
applicant is required and no number identifying the interna-
tional-type search is assigned by the Office. All earlier U.S.
applications referred to in Box No. VI and Box No. VII as well
as all U.S.applications referred to in separate transmittal letters
will be considered by the Office.

Box No. VII should be used to identify related international
applications and U.S. national applications.

1820.09 Different Applicants for Different
Designated States [R-5]

In any international application, different applicants may
ue indicated for different designated states. This possibility is of
great practical importance since, for the purposes of the United
States of America, the applicant must be the inventor, whereas,
for the purposes of the other countries currently members of the
Treaty, no such requirement exists (PCT Article 9(3), PCT
Rules 4.6(c) and 18.4 and 35 U.S.C. 373). Where there are
several applicants, at least one of them must qualify to file an
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international application for each designated State (PCT
Rules18.3, 18. 4(a) and (b)). '

If it is desired that different applicants be indicated for
different designated countries, for example, in an application
designating the United States, Sweden and Switzerland, for the
purposes of the United States, the inventor must be the appli-
cant. If the invention has been assigned, the assignee may wish
1o be the applicant for Sweden and Switzerland. If in this
example, “A” is the assignee and “B” is the inventor, “A” and
“B” must both be indicated as applicanis, A as “Applicant only”
in Box No. Il and B as “applicant and inventor” in Box No. IIL
The sub-boxes at the botiom of Box No. Il and ITI of the Request
are used to ideniify different applicants for different designated
countries. In Box No. IlI, “B” would be indicated as the
applicant for the United States of Americaand in Box No. II"’'A”
would be indicated as the applicant for Sweden and Switzerland
by checking the box labeled “all designated States except the
United States of America”. It should be noted that both “A” and
“B" must also sign the Request form or a power of attomey if the
Request is signed by an attorney or agent.

1820.10 Different Inventors for Different
Designated States

Where, because of the provisions of the national law in the
different designated States, it is necessary to indicate different
inventors for different designated States, such information
should be placed in the Supplemental Box as continuing infor-
mation from Box II, I1I, or II and I1I as the case may be and be
labeled “Different Inventors for Different Designated States.”
(PCT Rule, 4.6{(c)). Names of inventors should be indicated
family name first. The States should be named by official titles
or accepted short titles as listed in Annex A to the PCT Admini-
stration Instructions,

1820.11 Signature of Applicant [R-5§]

PCT Ruie 4.15 Signaiure
The request shall be signed by the applicant.

The request form of an international application must be
signed. The supplemental box may be used if Box No. VIII has
insufficient room for all signatures.

Each applicant must sign either the Request form or a
power of attorney appointing the agent named in Box IV of the
Request. If the latter, the attorney must sign the Request on
behalf of the applicant or applicants signing the separate power
of attorney. Each signature appearing in Box VIII should appear
over the typed name and title of the person signing.

For provisions conceming representation and for particu-
lars regarding powers of attorney see > MPEP<§1808.

1820.12 Check List [R-2]

PCT Administrative Instructions Section 313
Documents Flled with the Internationsl Application; Manner of
Marklng the Necessary Annvtations In the Check List

(a) Any power of attomey and any priority document filed with the
international application referred to in Rule 3.3(a)(ii) shall accompany the
record copy; any other document referred 10 in thet Rule shall be gent only atthe
specific request of the International Bureau. If any document referred to in Rule
3.3(a)(ii) which is indicated in the check list as accompanying the international
application is not, in fact, filed at the latest by the time the record copy leaves
the receiving Office, that Office shall so note on the check list end the said
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indication shnll be considered s if it had not been made.

(b) Where, under Rule 3.3(b), the receiving Office itself fills in the check

list, that Office shall enter, in the mergin, the words “FILLED TN BY RO," or
their eqmvnlem in the language of publication of the international spplication.

Where only somé of the indications are filled in by the receiving Office, the said'

words and each indication filled in by that Office shall be identified by an
asterisk.

When calculating the list of pages, the Notes to the Request
and the fee calculation sheet, form PCT/RO /101 Annex, are not
counted. Any supplemental sheet used for continuing material,
however, is counted.

Items which accompany the international application
should be identified in this portion. If transmittal form PTO-
1382 is used, it should be referred to as “transmittal letter” under
item 7 in Box No. IX.

The figure of drawing which applicant considers to best
illustrate the invention should be identified in Box No. IX for
publication in the >PCT< Gazette and on the front page of the
pamphlet. The figure selection will be reviewed by the Interna-
tional Searching Authority. When the international application
contains only one figure which the applicant wishes to have
published, the word “sole” should be typed in the space.

The lowerbox following Box No. IX is to be filled in by the
Receiving Office only to indicate whether drawings are missing
upon filing. (PCT Administrative Instructions, Section 310(a).)

ASSIGNMENT DOCUMENT

An assignment document, or a copy thereof, may be filed
with the International application. The Check List of the Request
form, Box No. IX, item 7, should be marked to indicaie that an
assignment document has accompanied the International appli-
cationon filing. PCT Rule 3.3(a)(ii)) The assignment document
will be transmitted with the Record Copy of the application to the
International Bureau.

It should be noted that U.S. Patent and Trademark Office
records assignments only for International applications in which
the United States isnamed asa designated State. (37 CFR 1.331).

The assignment instrument for an International application
mustinclude the indication that the application to which it relates
isan international application designating the United States. The
assignment instrument and the prescribed fee for recording (37
CFR 1.21) may be filed together with the International applica-
tion. The Receiving Office will route the instrument and fee to
the appropriate organizations for recording.

1823 The Description [R-2]
PCT Article §
The Description
The description shall disclose the invention in a manner sufficiently clear
and complete for the invention to be carried out by & person skilled in the art,

PCT Rule 5§
The Description
5.3 Manner of the Description

(8) The description shall first state the title of the invention as appearing in
the request and shall:

(i) specify the technical field to which the invention relates;

(ii) indicate the background art which, as far as known to the applicant, can
be regarded as useful for the undemstanding, searching and examination of the
invention, end preferably, cite the documents reflecting such art;

(iii) disclose the invention, as cleimed, in such terms that the technical
problem (even if not expressly stated as such) and its solution can be understood,
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and state the advantageous effects, |f any. of the invention with mfemceto the ¢
background art; .

(iv) briefly describe the f gu:es in the drawmgs, if any.

(v) sez forth a’ Jeast the best mode contemplated by the applicant for
canying out the invention claimed; this shall be done in terms of examples,
where appropriate, and with reference to the drawings, if any; where the
national law of the designated State does not require the description of the best
mode but is satisfied with the description of any mode (whether it is the best
contemplated or not), failure to describe the best mode contemplated shall have
no effect in that State;

(vi) indicate explicitly, when it is not obvious from the description or
nature of the invention, the way in which the invention is capable of exploitation
in industry and the way in which it can be made and used, or, if it can only be
used, the way in which it can be used; the term “industey™ is to be understood
in its broadest sense as in the Paris Convention for the Protection of Industrial
Property.

(b) The mazmer and order specified in paragraph (a) shell be followed
except when, becsuse of the nature of the invention, a different manner or &
different order would resuli in better understanding and a8 more economic

presentation.
(c) Subject to the provisions of paragraph (b), each of the pars referred

to in paragraph (z) shall preferably be preceded by an appropriate heading
as suggested in the Administrative Instructions,

37 CFR 1.435 The description.

(a) Reguirements astothe content and form of the description are set forth
in PCTRules S, 9, 10 and 11 and Administrative Instruction 204, and shall be
adhered to.

(b) In international applications designating the United States the de-
scription must contain upon filing an indication of the best mode
contemplated by the inventor for carrying out the claimed invention.

PCT Administrative Instructlons Section 204
Headings of the Parts of the Description

The headings referred to Rule 5.1(c) should be as follows:

(i) for matter referred to in Rule 5.1(a)(i), “Technical Field™;

(if) for ratter seferred to in Rule 5.1(a)(ii), “Background Art™

(iif) for master refer red 1o in Rule 5.1 (a)(iii), “Disclosure of Invention";

(iv) for matter referred to in Rule 5.1(a)(iv), “Brief Description of
Drawings™;

(v) for maner referred to in Rule 5.1(a)(v), “Best Mode for Carrying Cut
the Invention™, or, where appropriate, “Mode(s) for Carrying Out the Inven-
tion";

(vi) for mauter referred to in Rule 5.1(a)(vi), “Industrial Applicability.”

The description must “disclose the invention in a manner
sufficiently clear and complete for the invention to be carried
out by a person skilled in the art” (PCT Article 5). PCT Rule 5
contains detailed requirements as to the “manner and order” of
the description, which, generally, should consist of six parts
under the foillowing headings: “Technical Field,” “Background
Arn,” “Disclosure of Invention,” “Brief Description of Draw-
ings,” “Best Mode of Carrying Out the Invention,” Industrial
Applicability” (PCT Administrative Instruction Section 204.)
The description must begin with the title of the invention as
stated in Box No.Iof theRequest. (PCT Rule 5.) Everyfifth line
of typing may be numbered along the left hand side to the right
of the margin. (PCT Rule 11.8). Both the line numbers and the
text should be between the left and right margins. The page
numbers must be placed at the top of the page but not in the top
margin. (PCT Rule 11.6 (e).) If the United States of America is
designated, the best mode contemplated by the inventor for
carrying out the invention must be included in the description
(37 CFR 1.435).
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1823.01 Reference to Deposited
Microorganism [R-2]
ECT Rule 13*%
Mlcroblologlcal inventions

13¥%.1 Definition

For the purposes of this Rule, “reference to 2 deposited microorgenism”
memns pasticulars given in an international application with respect to the
depositof a microorganism with a depositary institution or to the microorgen-
ism 50

13952 Rtfacme.r (General)

Any seference 1o a deposited microorganism shall be made in accordance
withikis Rule end, if so made, shall be considered as satisfying the requirements
of the national law of esch designated State .

13%3 Refevences: Contents; Failure to Include Reference or Indication

(2) A reference 10 a deposited microorganism shall indicate,

@) the name and address of the depositary institution with which the
deposit was made;

(ii} the date of deposit of the microorganism with that institution;

(iif) the accegsion number given to the deposit by that insiitution; and

(iv) eny edditional matter of which the Intemational Bureau has been
notified prsnant to Rule 135%.7(e)(1), provided that the requirement to indicate

that matier was published in the Gazette in accordance with Rule 13%8.7(c) at

least two months before the filing of the international application.

() Failure to include a reference o & deposited microorganism or failure
1o inclode, in 8 reference to e deposited microorganism, an indication in
secordance with paragraph (a), shall have no conseguence in any designated
Stete whose national law does not require such reference or such indication in
a nations] spplication.

13t g Reﬁrrme.r Time of Furnishing ! idications

If sy of the indications seferred to in Rule 13 P2.3(a) is not included in
a referencetoa deposited microorganism in the international application as filed
bue is fumiched by the applicant to the Intemational Bureau within 16 months
afier the piority date, the indication shall be considered by any designated
Office 1o have been fumished in time unless its national law requires the
indication to be fumished st an esrlier time in the case of & national application
and the Intemational Bureau has been notified of such requirement pursuant to
Rule 13%8.7(a)(ii ), provided that the Intemational Bureau has published such
requisement in the Gazente in accordance with Rule 13%8.7(c) at least two

months before the filing of the international application. In the event that the
applicent makes & request forearly publication under Anticle 21(2)(), however,
any designated Office may consider any indication not furnished by the time
such request is made s¢ not having been fumished in time. Irrespective of
whether the gpplicable time limit under the proceeding sentences has been
cbserved, the International Bureau shall notify the applicant and the designated
Offices of the date on which it has received any indication not included in the
intemational application as filed. The Intemational Bureau shall indicate that
date in the imtemational publication of the intemational application if the
indicaion has been furnished to it before the completion of technical prepara-
tions for international publication.
13%2.5 References and Indications for the Purposes of One or More Designated
States; Differens Deposits for Different Designated States; Deposits with De-
positary Instisutions Other Than Those Notified

(8) A refesence to 8 deposited microorganism shall be considered to be
meade for the purposes of all designated States; unless it is expressly made for
the purposes of cestain of the designated States only; the same applies to the
indications included in the reference.

(b) References o different deposits of the microorgsnism may be made
for different designated States.

(c) Any designated Office shall be entitled to disregard a deposit made
with a depositary institution other than one notified by it under Rule 13bis.7(b).
13586 Furnishing of Samples

(2} Where the intemational application contains a reference to a deposited
microorganism, the applicant shall, upon the request of the Intemational Search-
ing Authority or the Intemational Preliminary Examining Authority, authorize
and assure the fumishing of 2 sample of that microorganism by the depositary
institution to the said Awhority, provided that the said Authority has notified the
Intemnationsl Bureau that it may require the fumishing of samples and that such
sampies will be used solely for the purposes of intemnational search or intema-
Rev. §, July 1987 1
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tional prehmmary examination, as the case may be, snd such nouﬁcmon has

been published in the Gazeste.

(b) Pursuant to Anicles 23 and 40 no fumuhmg of umplcs of the
deposited microorganism to which a reference is made in an international
application shall, except with the authorization of the applicant, take place
before the expiration of the apphcable time limits after which national process-
ing may startunder the said Articles. However, where the applicant performs the
acts referred to in Articles 22 or 39 after international publication but before the
expiration of the said time limits, the furnishing of samples of the deposited
microorganist may take place, once the ssid ‘acts have been performed.
Notwithstanding the previcus provision, the fumishing of ssmples from the
deposited microorganism may ke place under the national law applicable for
any designated Office as soon as, under that law, the international publication
has the effects of the compulsory national publication of an unexamined
national application.

13%.7 National Requiremenss: Notification and Publication

(a) Any national Office may notify the Intemational Burean of any
requirement of the national law,

(i) that any matter specified in the notification, in addition to those referred
1o in Rule 13%8,3(a) (i), (ii) and (iii), is required to be included in reference to

a deposited microorganism in a national application;

(ii) that one or more of the indications referred to in Rule 134.3(z) are
required to be included in a nationai application as filed or are required to be
fumished at 2 time specified in the naotification which is eardier than 16 monthe
after the priority date.

(b) Each national Office shall notify the Intemational Bureau of the
depositary institutions with which the national law permits deposits of micro-
organisms to be made for the purposes of patent procedure before that Office or,
if the national law does not provide for or permit such deposits, of thet fact.

(c) The International Bureau shali promptly publish in the Gazette re-
quirements notified to it under paragraph (a) and information notified to it under

paragraph (b).

PCT Administrative Instructiong Section 209

Indications ss to Deposited Microorganisms on 8 Separste Sheet

(a) To the extent that any indication with respect to & deposited microor-
ganism is not contained in the description, it may be given on & separate sheet.
Where any such indication is so given, it thall preferably be on the form provided
in Annex F as form PCT/RO/134 and, if fumished 2t the time of filing, the ssid
form shall, subject to paragraph (b), preferably be atsched to the request and
referred to in the Check List referred 10 in Rule 3.3(a)(ii).

(b) For the purposes cf the Japanese Patent Office, when Japan is desig-
nated, paragraph (a) applies only to the extent that the said form or sheet is
included as one of the sheets of the description of the international spplication

at the time of filing.

1824 The Claims [R-2]

PCT Article 6
The Claims
The claim or claims shall define the matter for which protection is sought.
Claims shall be clear and concise. They shall be fully suppested by the
description.

PCT Rule 6
The claims
6.1 Number and Numbering of Claims
(2) The number of the claims shall be reasonable in consideration of the
nature of the invention claimed.
(b) If there are several claims, they shall be numbered consecutively in
arabic numerals.
(c) The method of numbering in the case of the amendment of claims ghall
be govemed by the Administrative Instructions.
6.2 References to Other Parts of the International Application
(a) Claims shall not, except where absolutely necessary, rely, in respect
of the technical features of the invention, on references to the ducnw:m or
dmwmgs In parnicular, they shall not rely on such references as: “as described
inpant . .. of the description,” or “as illustrated in figare . . . of the deawings.”
(b) Where the international application contains drawings, the technical
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features mentioned in the claims shall prefersbly be followed by the reference
signe relating to such features. When used, the reference signs shall preferably
be placed between parentheses. I inclusion of reference signs does not pasticu-
larly facilitate quickerunderstanding of a claim, it should not bemade. Reference
signs may be removed by & designsted Office for the purposes of publication by
such Office. ’ B ‘ ‘ :

6.3 Manner of Claiming

(8) The definition of the mauer for which protection is sought shall be in
terms of the technical festures of the invention.

(b) Whenever appropriate, claims shall contain:

(i) a statement indicating those technical features of the invention which
are necessary for the definition of the claimed subject matter but which, in
combinstion, are part of the prior art.

(ii) & characterizing portion - preceded by the words “characterized in thet,”
“characierized by,” “wherein the improvement comprises,” or any other words
tothe same effect -suating concisely the technical features which, in combination
with the features stated under (i), il is desired to protect.

(c) Where the national law of the designated State does not require the
manner of claiming provided by paragraph (b), failure to use that manner of
claiming shall have no effect in that State provided the manner of claiming
actually used satisfies the national law of that State.

6.4 Dependent Claims

(8) Any claim which include- all the features of one or more other claims
(claimm in dependent form, hereinafier refesred to as “dependent claim’™") shall
do so by a reference, if possible et the beginning, to the other clsim or claims and
shall then state the additional feature claimed. Any dependent clam which refers
to more then one other claim (“multiple dependent claim™) shall refer to such
claims in the alternative only. Muliiple dependent claims shall niot serve as a basis
for any other muliiple dependem claim. Where the national law of the national
Office ecting ss International Searching Authority does not aliow multiple de-
pendent claims to be drafied in & memer different from that provided for in the
preceding two sentences, failure to use that manner of claiming may result in an
indication under Anticle 17(2)(b) in the international search report. Failuretouse
the said manner of claiming shall have no effect in a designated State if the
manner of claiming actually used satisfies the national law of that State.

(b) Any dependent claim shall be construed asincluding all the limitations
contained in the claim to which it refers or, if the dependent claim is 2 multiple
dependent claim, all the limitations contzined in the particular claim in relation
to which it is considered.

(c) All dependent claims referring back to a single previous claim, and all
dependent claims seferring back to several claims shall be grouped together to
the extent and in the most practical way pogsible.

6.5 Utility Models

Any designated State in which the grant of a wtility model is sought on the
basis of en intemationsl applicstion may, instead of Rules 6.1 to 6.4, apply in
respect of the mastters regulsted in those Rules the provisions of its nationsl law
conceming utility models once the processing of the intemational application
has started in that State, provided that the spplicant shall be sllowed at least two
months from the expiration of the time limit applicable under Article 22 to adapt
his application to the requirements of the gaid provisions of the national law.

»PCT Administrative Instructions Section 205
Numbering and Identification of Claims Upoen
Amendment

(a) Amendments tothe claims under Anicle 19 or Asticle 34(2)(b) may be
made eithes by cancelling one or more entire claims, by adding one or more new
claims or by amending the text of one ormore of the claims as filed. All the claims
appearing on a replacemnent sheet shall be numbered in arabic numerals. Where
2 claim is cancelled, no renumbering of the other claims shall be required. In all
zases where claims are renumbered, they shall be renumbered consecutively.

(b) The applicent chall, in the letter referred to in the second and third
sentences of Rule 46.5(s) or of Rule 66.8(s), indicate the differences between the
claims as filed and the claims as amended. He shall, in panticular, indicate in the
said letter, in connection with each claim appearing in the international applica-
tion (it being understood that identical indicstions conceming several claims
may be grouped), whether:

(i} the claim is unchanged;

(it} the claim iz cancelled;

(iii) the claim is new;

(iv) the claim replaces one or mose claims as filed;

(v) the claim is the result of e division of a claim as filed.<*®
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37 CFR 1.436 The clalms.

The requirements s to the content and format of claims are set forth in
PCT Ant. 6and PCT Rules 6, 9, 10and 11 and shail be adhered to. The number
of the cleims shail be reasonable, considering the nature of the invention

claimed.

The claim or claims must “define the maiter for which
protection is sought. Claims shall be clear and concise. They
shall be fully supported by the description” (PCT Article 6).
PCTRule 6 contains detailed requirements as to the number and
numbering of claims, the extent to which any claim may refer
to other parts of the international application, the manner of
claiming and dependent claims. As to the manner of claiming,
generally and wherever appropriate, the claims must consist of
two distinct parts, the statement of the prior art and the state-
ment of the features for which protection is sought (“the char-
acterizing portion™).

Multiple dependent claims are permitted in international
applications if they are in the alternative only and do not serve
as a basis for any other muitiple dependent claim (PCT
Rule6.4(a), 35 U.S.C. 112). Theclaims, being an element of the
application, should start on a aiew page (PCT Rule 11.4). Page
numbers and line numbers must not be placed in the margins
(PCT Rule 11.6{(e)).

The number of claims shall be reasonable, considering the
nature of the invention claimed (37 CFR 1.436).

1825 The Drawings [R-2]
PCT Article 7
The Drawings
(1) Subject to the provisions of paragraph (2)(ii), drawings shall be
required when they are necessary for the understanding of the invention.
(2) Where, without being necessary for the understanding of the inven-
tion, the nature of the invention admits of ilustration by drawings:
(i) the applicant may include such drawings in the intemational applica-
tion when filed.
(ii) any designsted Office may require that the spplicant file such
drawings with it within the prescribed time limit.

PCT Rule 7
The Drawlngs

7.1 Flow Sheets and Diagrams

Flow sheets and diagrams are considered drawings.
7.2 Time Limit

The time limit referred to in Article 7(2)(ii) shall be reasonable under the
circumstances of the case and shall, inno case, be shorterthan two months from
the date of the written invitation requiring the filing of drawings or additional
drawings under the said provision.

PCT Administrative Instructions Section 310
Procedure in the Case of Missing Drawings

(z) Where the international application refers to drawings which in fact
are not included in that application, the receiving Office shall make the
indication referred to in Rule 26.6(a) by an appropriate marking of the request
Form.

(b) Section 309(a) shall apply also in the case of drawings received by the
receiving Office on a date laterthan the date on which sheets were first received
by that Office.

(c) The receiving Office shall, in the case of missing drawings received
within the ume limit referred to in Rule 20.2(a)(gii):

(i) effect the required correction of the intemationsl filing date, or,
where no intemational filing date has yet been accorded, of the dete of receipt
of the pusponed intemnational application, end delete the indication mads uader
paragraph (s) ebove;
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(ii) notify the spplicant of the correction effecsed under item (i) , above;

(iii) wheye trensmitals under Anicle 12(1) have slready been made,
notify the Intemational Bureau and the Intemational Searching Authority of any
correction oﬂ'@cbzd under item (i), above, bytmnsmmmga copy of the corrected
first page of the request, and forward copies of the later submitted drawings to
the said Bureau and the said Authority;

(iv) where transmitals under Article 12(1) have not yetbeen made atiach
a copy of the later submitted drawings to the record copy and the zearch copy.

{d) The receiving Office shall, in the case of missing drawings received
afier the expiration of te time limit referred to in Rule 20.2(a)(iii) :

(i* notify the applicant of the fact and of the date of receipt of the later
submitted drawings;

(ii) where transmittals under Article 12(1) have already been made,
forward a copy of the later submitted drawings to the Intemational Bureau with
the indication that such drawings and any reference to such drawings are not to
be 1aken into consideration for the purposes of intemational processing;

(iii) where transminals under Article 12(1 ) have not yetbeen made, attach
acopy of the lzter submitied drawings to the record copy with the indication that
such drawings and any reference to such drawings are not 1o be taken into
consideration for the purposes of international processing.

37 CFR 1.437 Thae drawings.

(a j Subject w parsgraph (b) of this section, when drawings are necessary
for the understanding of the invention, or are mentioned in the description, they
musi be part of an imternstional application as originally filed in the United
States Receiving Office in orderto maintain the intemational filing date during
the national siage (PCT As. 7).

(b) Drawings missing from the application upon filing will be accepied if
such drawings are received within 30 days of the date of first receipt of the
incomplete pepers. If the missing drawings are received within the 30-day
period, the international filing date shall be the date on which such drawings are
received. If such drawings are not timely received, all references to drawings in
the international application shall be considered non-existent (PCT Ant. 14(2),
Administrative Instruction 310).

{(c) The physical requirements for drawings are set forth in PCT Rule 11

and shall be adhered 10.

Any intemnational application must contain drawings
“when they are necessary for the understanding of the inven-
tion” (PCT Article 7(1), 37 CFR 1.437). However, even where,
without being necessary for the understanding of the invention,
the nature of the invention admits of illustration by drawings,
the applicant may include such drawings and any designated
Office may require the applicant to file such drawings during the
national (or regional) phase. Flow sheets and diagrams are
considered drawings (PCT Rule 7.1). The drawing sheets must
be numbered in a separate series either as 1/3 ,2/3,3/3 10
indicate one of three, two of three and three of three or 1, 2, 3.
The drawings in an international application must be on A4 size
sheets of paper which must be flexible, strong, white, smooth,
non-shiny and durable (PCT Rules 11.3 and 11.5). The space
used for illustration on each sheet must not exceed 26.2 cm. by
17.9cm. (PCT Rule 11.6(c)). One figure of the drawings should
be indicated in the Request Box No. IX for use on the front page
of the published application to accompany the abstract (PCT
Rules3.3(a)(iii) and 48.2(d)).

1826 The Abstract [R-2}
PCT Rule 8§
The Abstract
#.1 Comtents and Form of the Abstract
(2) The abstracz shall consist of the following:

(i) & summary of the disclosure as contzined in the description, the
claims, and any drawings; the summary shall indicaie the technical field to
which the invention pertaing snd shaff be drafted in 2 way which allows the cleas
understanding of the techaical problem, the gist of the solution of that problem
through the invention, and the principal use or uses of the invemtion;
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(ii) where spplicable, the chemical formula which, among &1l the formu-

| he conmmed in the intemationsl apphcauon. best characterizes the invention.

. (b).The abstract shall be as concise as the disclosure peremits (preferably
50 to 150.words if it is English or when translated into English). . .

(c) The abstract shall not contain siatemnents on the alleged merits or value
of the claimed invention or on its speculative application.

(d) Each main technical feature mentioned in the abstract &nd illustrated
by a drawing in the internstional application shall be followed by & reference
sign, placed between parentheses.

8.2 Figure
(a) If the applicant fails to make the indication referred to in Rule

3.3(a)iii), or if the Intemational Searching Authority finds thet a figure or
figures other than that figure or those figures suggested by the applicant would,
among all the figures of all the drawings, better characterize the invention,
it shall, subject to paragraph (b), indicate the figure or figures which
should accompany the abstract when the latter is published by the Inter-
national Bureau. In such case, the abstract shall be accompanied by the
figure or figures so indicated by the International Searching Authority.
Otherwise, the absiract shall, subject to paragraph (b), be accompanied
by the figure or figures suggested by the applicant.

(b) If the International Searching Authority finds that none of the figures
of the drawings is vseful for the understanding of the sbstract, it shall notify the
Intemational Bureau accordingly. In such case, the abstract, when published by
the Intemational Bureau, shall not be accompanied by any figure of the drawings
even where the applicant hes made 8 suggestion under Rule 3.3(e)(ii).

8.3 Guiding Principles in Drafting

The abstract shell be so drafted thet it can efficiently serve es & scanning
tool for purposes of searching in the particular ent, especially by assisting the
scientist, engineer or researcher in formulating &n opinion on whether there is
a need for consulting the international application itself.

37 CFR 1.438 The abstract,

(a) Requirements as to the content and form of the abstract are set forth in
PCT Rule 8, and shall be adhered 1o,

(b) Lack of an abstract upon filing of an international application will not
affect the granting of a filing date. However, failure to furnish an abstract within
one month from the date of the notification by the Receiving Office will result
in the intenational application being declared withdrawn.

The abstract must begin on a new sheet following the
claims (PCT Administrative Instruction Section 207). It must
consist of a summary of the disclosure as contained in the de-
scription, the claims and any drawings (PCT Aricle 3(3)).
Where applicable, it must also contain the most characteristic
chemical formula. The abstract must be as concise as the disclo-
sure permits (preferably 50 to 150 words in English). It must be
so drafted that it can efficiently serve as a scanning tool for the
purposes of searching in the particular art. These and other
requirements concerning the abstract are spelled out in detail in
PCT Rule 8 (37 CFR 1.438).

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words, but not more that 250, Should
contain —
1. Indication of field of invention.
2. Clear indication of the technical problem.
3. Gist of invention’s solution of the problem.
4. Principal use or uses of the invention.
5. Reference numbers of the main technical features.
6. Where applicable, chemical formula which best charac-
terizes the invention.
Should not contain —
1. Superfluous language.
2. Legal phrascology such as “said” and “means.”
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3. Statements of alleged merit or speculative application.
4. Prohibited items as defined in PCT Rule 9.

* 1827 Fees [R-5]
PCT Rule 14
The Transmittai Fee

14.1 The Transmittal Fee

(a) Any receiving Office may require that the applicant pay z fes 0 &, for
its own benefit, for receiving the intemational application, transmitting copies to
the International Bureau and the competent International Sesrching Aunthority,
and performing all the other tasks which it must perform in connection with the
intemastional application in its capacity of receiving Office (“iransmizial fee”).

(b) The amount and the due date of the transmittal fee, it any, shali be fixed
by the receiving Office.

PCT Rule 15
The International Fee

15.1 Basic Fee and Desigration Fee

Each intemational spplication shall be subject to the payment of 2 fee for
the benefit of the Intemationsl Bureau (“international fee') tobe collected by the
receiving Office snd consisting of,

(i) & “bagic fee,” and

(ii) es meny “ designation fees” as there are national patents and regional
patents sought by the applicant in the intemational application, except that,
where Anicle 44 applies in respect of a designation, only one designation fee
shall be due.

15.2 Amounts

(a) The amounts of the basic fee and of the designation fee areas s cut in
the Schedule of Fees.

(b) The amounts of the basic fee and of the designation fee shall be
established, for each receiving Office which, under Rule 15.3, prescribes the
payment of those fees in a currency or currencies other that Swiss currency, by
the Director General after consultation with that Office and in the cusrency or
currencies prescribed by that Office (“prescribed cumency'’).The amounts in
eachprescribed currency shall be the equivalent, in round figures, of the amounts
in Swiss currency set out in the Schedule of Fees. They shall be published in the
Gazette,

(c) Where the amounts of the fees set out in the Schedule of Fees are
changed, the corresponding amounts in the prescribed currencies shall be applied
from the same date as the amounts set cut in the amended Schedule of Fees.

(d) Where the exchange rate between Swiss cusrency and any prescribed
currency becomes different from the exchange rate last applied, the Direcior
General shall establish new amounts in the prescribed cusrency according to
directives given by the Assembly. The newly established amounts shall become
applicable two months after the date of their publication in the Gazette, provided
that the interested Office and the Director General may agree on a date fziling
during the said two-month period in which case the said amounts shall become
applicable for that Office from that date.

15.3 Mode of Payment

The intemational fee shall be payable in the currency or currencies
prescribed by the receiving Office, it being understood that, when transferred by
the receiving Office 1o the Intemational Bureau, the amount transferred shall be
freely convertible into Swiss currency.

15.4 Time of Paymens

(o) the basic fee shall be paid within one month from the date of receipt of
the intemetionsl application.

(b) The designation fee shall be paid:

(i) where the intemational epplication does not contain a priority claim
under Ariicle 8, within one yearfrom the receipt of the international application,

(ii) where the intemational application contains a priority claim under
Arnticle 8, within one yearfrom the priority date or withinone month from the date
of receipt of the intemational application if that month expires after the expira-
tion of one year from the priority date.

{c) Where the basic fee or designation fee is paid latcr than the date on
which the international spplication was received and where the amount of that
fee is in the currency in which it is,payable, higher on the date of payrnent (“the
higher amount™) than it was on the date on which the intemational applicaiion
was received (“the lower amount”),

(i} the lower amount shall be due if the fee is paid within one month from
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the date of receipt of the international spplication,

(ii) the higher amount shall be due if the fee is paid later than one month
from the date of receipt of the intemational applicaticn.

(d)If, on February 3, 1984, paragraphs (a) and (b) are not competible with
the national law speplied by the receiving Office and as Iong as they continue to
be not compatible with that law, the bagic fee shall be paid on the date of receipt
of the intemnational application &nd the designation fee shall be paid within one
year from the priority date.

15.5 (Deleted)
15.6 Refund
(2 ) The international fee shall be refunded to the epplicant if the deter-
mination under Article 11(1) is negative.
(b) In no other case shall the international fee be refunded.

PCT Rule 16
The Search Fee
16.1 Right to Ask for a Fee
(a) Each International Searching Authority may require that the
applicant pay a fee (“search fee") for its own benefit for carrying out the inter-
national search and for performing all other tasks emerusted 1o International
Searching Authorities by the Treaty and these Regulations.

(b) The search fee shall be collective by the receiving Office. The said fee
shall be payable in the currency or currencies prescribed by that Office ("the
receiving Office currency™), it being understood that, if any receiving Office
currency is not that, or one of those, in which the Intzmational Searching
Authority has fixed the said fee ( “the fixed currency or currencies"), it shall,
when transferred by the receiving Office to the Internaticasl Seerching Author-
ity, be freely convertible into the currency of the State in which the International
Searching Authority has its headquarters (“the headquarters currency™). The
amount of the search fee in any receiving Office currency, other than the fixed
currency or currencies, shall be established by the Director General after
consuliation with that Office. The amounts so established shall be the equiva-
lents, in round figures, of the amount established by the Intemational Searching
Authority in the headquarters currency. They shall be published in the Gazette.

(c) Where the amount of the search fee in the headquarters currency is
changed, the corresponding amounts in the receiving Office currencies, other
than the fixed currency or currencies, shall be applied from the same date as the
changed amount in the headquarters currency.

(d) Where the exchange rate between the headquarters currency and eny
receiving Office currency,other than the fixed currency or currencies, becomes
different from the exchange rate Iast applied, the Direcior General shall
establish the new amount in the said receiving Office currency according to
directives given by the Assembly. The newly established amount shall become
applicable two months after its publication in the Gazewte, provided that any
interested receiving Office and the Director General may agree on a date falling
during the said two-month period in which case the said amount shall become
applicable for that Cffice from that date.

(e) Where, in respect of the payment of the search fee ini a receiving Office
currency, other than the fixed currency or currencies, the amount actually
reccived by the Intemnational Searching Authority in the headquarters currency
is less than that fixed by it, the difference will be paid 1o the Intemational
Searching Authority by the Intemational Bureau, whereas, if the amount
actually received is more, the difference will belong 10 the Intemational
Buresu.

(f) Astothe time of payment of the search fee, the provisions of Rule 15.4
relating to the basic fee shall apply.

16.2 Refund

The search fee shall be refunded to the spplicane if the delenmination

under Article 11(1) is negative,
16. 3 Partial Refund

Where the international application claims the priority of an earlier
intemational application which has been thie subject of an intemational search
by the same Intemational Seasching Authority, that Authority shall refund the
search fee paid in conmection with the later international application to the
extent and under the conditions provided for in the agreement under Article
16(3)(b), if the internaticnal search report on the later international application
could wholly or panly be based on the resulis of the intemational search
cffected on the earlier intcrnational application.
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PCT Rule 27
Lack of Paymént of Fees
27.1 Fees (s)

“For the purposes of Article 14(3)(a), “fees prescribd under Article
3(4)(iv)" means: the wansmiuzl fee (Rule 14), the basic fee part of the
inlgmalional fee (Rule 15.1(i)), and the search fee (Rule 16).

(b) Forthe purposes of Article 14(3)(2) and (b}, “the fee prescribed under
Article 4(2)" means the designation fee part of the intemational fee (Rule
15.1(i1)).

PCT Rule 96
The Schedule of Fees
96.1 Scheduie of Fees Annexed to Regulations
The amounts of the fees referred to in Rules 15 and 57 shal] be expressed
in Swiss currency . They shall be specified in the Schedule of Fees which is
annexed to these Regulations and forms an integral part thereof.

SCHEDULE OF FEES
(EFFECTIVE JANUARY 1, 1986)
1. Basic Fee
(Rule 15. 2(a))
if the intemnational
epplication containg not more
then 30 sheets 706 Swiss francs
if the international application contains
more than 30 sheets 706 Swiss francs plus
14 Swiss francs for each
sheet in excess of 30
sheets

2. Designation Fee:

(Rule 15.2 () 171 Swiss francs per

designation for which the
fee is due, with a
maximum of 1,710 Swiss
francs, any such designa
tion in excess of 10 being
free of charge

3. Handling Fee:

Rule 57.2(a)) 216 Swiss francs

4. Supplement to the Handling Fee:

Rule 57.2(b)) 216 Swiss Francs
SURCHARGES
$. Surcharge for late payment:
Rule 16%2(a)) Minimum 268 Swiss
francs
Maximum: 674 Swiss
francs

Note that effective July 1, >1987<, the “prescribed cur-
rency” and amounts for filing in the United States Receiving
Office are in U.S. dollars as follows (PCT Rule 15.2(b)):

Basic Fee (application up to 30 sheets)............ >$485.00<

Fee for each sheet in excess of 30 sheets.......... > $10.00<

Designation Fee (per country orregion up to ten>$120,00<

Designation Fee (for 11th and subscquent countries or
regions) versssnensnessasensescnsasesoNO ChArge

Applicants should check the most recent issuc of the
Official Gazette for any changes in the amounts of the fees.

Fees Associated with International Applications. -—— There
are three kinds of fees which must be paid to the United States
Patent and Trademark Office in connection with the filing and
processing of international applications in the United States
Receiving Office:
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A wansmittal fee — for the benefit of the Recexvmg Office
forreceiving, processing, and transmitting copies of the interna-
tional applications (PCT Rule 14);

A search fee — for the benefit of the International Search-
ing Authority for cartying out the international search and
preparing an intemnational search report (PCT Rule 16); and

An international fee which includes a basic fee portion and
a designation fee portion for each State designated — for the
benefit of the International Bureau for performing the tasks
required of it under the PCT (PCT Rule 15).

When an international application is filed with the U.S.
Patent and Trademark Office as a Receiving Office, the trans-
mittal fee, the search fee, and the basic fee portion of the inter-
national fee are due upon filing of the application and may be
paid within one month thereafter (3§ U.S.C. 361(d)). The
designation fee portion of the international fee must be paid
within one year of the priority date >cr within one month of
filing, whichever is later<,

The amounts of the transmittal fee (PCT Rule 14.1) and the
search fee (PCT Rule 16.1) set forth in 37 CFR 1.445 are

intended to cover the costs of performing the required functions

in the U.S. Patent and Trademark Office and are as follows:

TransSmittal fE€ ....cvevevvererernerrnrienercaseseresensnsorenense $170.00

Search fee .....>$520.00<*, or >$350.00<* if a corre-
sponding U.S. national application has been filed.

The amount of the basic fee portion of the international fee
is >$485.00<* for an international application containing up to
thirty sheets, with an additional charge of $10.00 per sheet for
each sheet in excess of thirty (PCT Rule 15.2(b)). Although all
designated States must be named at the time the international
application is filed, the payment of the designation fee portion
of the international fee need not be paid on filing but must be
paid to the Receiving Office, at the latest, within one year of the
priority date, The designation fee portion of the international fee
is> $120.00<* for each State or group of designated States for
which the same regional patent is sought (PCT Rule 15.2(b)). In
other words, only one * designation fee is due for all countries
for which European patent protection is desired. The maximum
amount due for designation fees is >$1,200.00<*, any designa-
tion in excess of 10 being free of charge.

Fees may be paid by check (37 CFR 1.23) or be charged
against a Patent and Trademark Office Deposit Account (37
CFR 1.25).

REFUND OF FEES

There is no provision in the PCT concerning the possibility
of asking for a refund of the transmittal fee. The search fee and
the international fee (both the basic fee and the designation fees)
will be refunded where the Receiving Office refuses to“accord”
an “international filing date” (PCT Rules 15.6 and16.2). Such
refusal will occur, generally speaking, where the international
application is defective in certain respects. Where a (later)
international application claims the priority of another (earlier)
U.S. national application which has been the subject of search
by the U.S. and the U.S. International Searching Authority will
carry out the search on the later application, a reduced search fec
of >$350.00<* is set in respect of the later application (37 CFR
1.445(a)(2)).
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FEE CALCULATION SHEET (FORM PCT/RO/ 101
ANNEX- :

This sheet is not counted as a part of the international
application for purposes of determining the amount of the Basic
International fee (PCT Rule 15.2(2)).

The instructions for use of this form are printed on the
reverse side of the form. When calculating fees, the latest issue
of the Official Gazette should be consuited to determine the
current level of the PCT fees.

1827.01 Advance for Unpaid Fees [R-2]

PCT Rule 16*®
Advancing Fees by the Internationsl Bureau

16%, 1 Guarantee by the International Bureau

(a) Where, by the time they are due under Rule 14.1(b), Rule 15.4 (2) and
Rule 16.1(f), the receiving Office finds that in respect of an intemational
application no fees were paid to it by the applicant, or that the amount paid to it
by the applicant is less than what is necessary 1o cover the transmitial fee, the
basic fee and the search fee, the receiving Office shall charge the amount required
10 cover thuse fees, or the missing pari thereof, to the Intemational Bureau and
shall consider the said amount as if it had been paid by the applicant at the due
time.

(b) Where, by the time they are due under Rule 15.4(b), the receiving
Office finds that in respect of an international application the payment made by
the applicant is insufficient to cover the designation fees necessary to cover all
the designations, the receiving Office shall charge the amount required to cover
those fees to the Intemational Bureas and shall consider that amount as if it has
been paid by the application at the due time.

(c) The Intemational Bureau shall transfer from time to time 10 each
receiving Office an amount which is expected to be necessary for covering any
charges that the receiving Office has to make under paragraphs () and (b). The
amount and the time of such transfers shall be determined by each receiving
Office sccording to its own wish. The charging of any amount under paragraphs
() and (b) shall not require any advancenotice to, or any agreement by, the Inter-
national Bureau.

16.2 Obligations of the Applicant, Ete.

(a) The Intemational Bureau shall prompty notify the applicant of any
amount by which it was charged under Rule 16.1(2) and(b) and shall invite him
10 pay to it, within one month from the date of the notification, the szid amount
augmented by a surcharge of 50%, provided that the surcharge will not be less,
and will not be more, than the amounts indicated in the Schedule of Fees. The
notification may refer to the charges made both under Rule 16%.1(a) and (b) or,
at the discretion of the Imemational Bureau, there may be two separaie notifica-
tions, one refesring to charges made under Rule 16+.1(a), the other refesting to
charges made under Rule 16 *.1(b).

(b) If the applicant fails to pay, within the szid time limit, to the Intema-
tional Bureau the amount claimed, or pays less than what is needed to cover the
transmittal fee, the basic fee, the search fee, one designation fee and the
surcharge, the International Buseau shall notify the receiving Office accordingly
and the receiving Office shall declare the intemational application withdrawn
under Anticle 14(3)(a)and the receiving Officeand the Intemational Bureau shall
proceed as provided in Rule 29.

(c) If the applicant pays, within the said time limit, to the International
Bureau an amount which is more than what is needed to cover the fees and
surcharges refesred W0 in paragraph (b) but less than what is needed to cover all
the designations maintained, the Intemational Bureau shall notify the receiving
Office accordingly andthe receiving Office shall apply the amount paid inexcess
of what is needed 1o cover the fees and surcharge referred to in paragraph (b) in
an order which shall be established as follows:

(i} where the applicant indicates 1o which designation or designations the
amount is to be applied, it shali be applied accordingly but, if the amount received
is insufficient to cover the designations indicaied, it shall be applied to as many
designations as are covered by it inthe order chosen by the applicant in indicating
the designations;

(ii) to the extent that the applicant has not given the indications under item
(i), the amount or the balance thereof shall be applied to the designations in the
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order in which they sppear in the intemational application;

(iii) where the designsation of a State is for the purposes of a regional
patent and provided that the required designation fee is, under the preceding
provisions, available for that designation, the designation of any further Siates
for which the same reglond pmcm ie sought shall be considered as covered by

that fee.
The receiving Office shall declare any designation not covered by the

amount paid withdrawn under Arnicle 14(3)(b)and the receiviing O fice and the
International Bureau shall proceed as provided in Rule 29.

Rule 16°® was added to provide greater security to the
applicant and his professional representative in the case of a
mistake (as to the prescribed amount) or delay (beyond the
prescribed time limit) in the payment of fees to the Receiving
Office (transmittal fee, search fee, basic fee and designation
fees). The system introduced by the Rule guarantees that any
such mistake or delay will not result in a loss of rights without
the International Bureau of WIPO first having issued an invita-
tion to the applicant to pay any amount that was missing when
the time for payment expired. Payment pursuant to such an in-
vitation will be subject to a surcharge which in general will be
equal to 50% of the missing amount but which will have an
upper limit of 674 Swiss francs and a lower limit of 268 Swiss
francs. Any payment made in conformity with such an invita-
tionwill beregarded as if it had been made within the prescribed
— but, in fact, missed —time limit,

The new system operated in the following fashion.
Where the receiving Office finds the amount paid to be insuf-
ficient to cover all fees due, the Receiving Office will charge the
International Bureau with the amount due. The International
Bureau will then notify the applicant of the amount it has
advanced and will invite the applicant to pay the International
Bureau the amount advanced together with a 50% surcharge,
provided that the surcharge can not be less than 268 Swiss
francs ormore than 674 Swiss francs (see the Schedule of Fees.)
If the applicant does not timely pay the required amount to the
International Bureau, the International Bureau will notify the
Receiving Office which will then declare the international
application or certain designations withdrawn.

If applicant decides not to pay certain designation fees,
itisrequested that a letter be sent to the Receiving Office spe-
cifically withdrawing such designations. If no such withdrawal
letterisreceived and some designations remain unpaid one year
after the priority date, the procedure under PCT Rule 16** will

be used.

1828 Priority Document [R-§]
PCT Rule 17
The Priority Document
17.1 Obligation to Submit Copy of Earlier National Application

(2) Where the priority of an earlier national application is claimed under
Asticle 8 in the intemational application, a copy of the said national application,
centified by the authority with which it was filed (“the priority document™),
shall, unless ajready filed with the receiving Office, together with the intema-
tional application, be submitted by the applicant to the Intemational Burcau or
10 the receiving Office not later than 16 months afier the priority date or, inthe
case referred to in Article 23(2), not later than at the time the processing or
examination is requested.

(b) Where the priority document is issued by the receiving Office, the
applicant may, instead of submitting the priority docurment, request the receiv-
ing Office to transmit the priority document to the International Bureau. Such
request shall be made not later that the expiration of the applicable time limit
referred to under paragraph (a) and may be subjected by the receiving Office
to the payment of a fee.
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(c) If the requirements of neither of the two preceding paragraphs ere
oormplied with, any designated State may disregard the priority claim.
17.2 Availabilisy of Copies

(2) The Intemational Baresa shsll, aithe lpecmcmquenoiludenamwd
Office, prompily but not before the expiration of the time limit fixed in Rule
17.1(a), furnish & copy of the priority document to that Office. No sach Office
shall ask the applicant himself 1o furish it with & copy, except where it requires
the fumnishing of » copy of the priority document together with a centified
translation thereof. The applicam shall not be required 1o fumish a cerntified
transistion to the designated Office before the expiration of the applicable time
limit under Arnicle 22.

(b) The Intemnational Bureau shall not make copies of the priority docu-
ment aveilable to the public prior to the international publication of the intema-
tional application.

(c) Parigraph (a) and (b) shall apply also to any earlier insernational
application whose priority is claimed in the subsequent international applics-
tion.

PCT Administrative Instructions Section 411
Receipt of Priority Document

>(g) Subject to paragraph (b}, the Intemational Buresu thall record the
date on which the priority document has been received by it end ehall notify the
spplicamt and the designated Offices accordingly.

(b) Where the priority docunent has been received by the Imemaionsl
Buresu from the receiving Office afier the expiration of 16 moaths from the
priority date, the date of receipt by the receiving Office of the priority document
or the date of a requestunder Rule 17.1(b), as the case mey be, shall be recorded
as the date of receipt of the peiority document.

(c)Whemthedawofmezptoﬂhepnomydocmmtumlbmdwdne
of enpiration of the time limiz referred to in Rule 17.1(s), the International
anshﬂlnazfydwapphmtmdtbcdmgmedOﬁiwmﬂmgly

(d) Where, within the time limit referred 1o in Rulel7.1(a}, the Intema-
tionzl Bureau has not received the priority document and the seceiving Office
has received neither the priority document nor a request (together with any
required fee) to transmit the priority document, the International Bureau shell
paiify the applicant and the designated Offices sccordingly.<

37 CFR 1.451 The prlority clelm and prlority document in an
faternational application.

() The claim for priority must be made on the Request (PCT Rule 4.10)
in smanner complying with Sections 110and 201 of the Administeative Instruc-
ticns.

(b) Whenever the priority of en earlier United States naional application
is claimed in an international spplication, the applicant may request in 8 letter
of wansmittel sccompanying the internationsl epplication upon filing with the
United States Receiving Office, or in a separate letter filed in the Receiving
Office not Imerthan 16 months after the priority date, that the Paiezz and Trade-
mack Office prepare a cenified copy of the nationel sppli for transmittal
to the Intemnational Bureau (PCT Anucle 8 and PCT Rule 17). The fee for
prepering & cenified copy is stated in §1.19(a)(3) and (b)(1).

{c) It a cestified copy of the priority document is not submizzed together
with the international application on filing,or, if the priority application was
filed in the United States and s request end appropriate payment for preparation
of such a cerified copy donot zccompany the intermational application on filing
or are not filed within 16 months of the priority date, the cenified copy of the
priority documentmust be fumished by the epplicant tothe Intemational Bureau
or to the United Sutes Receiving Office within the time limit specified in PCT
Rulel7.1(a).

Under the PCT procedure, the applicant may file the certi-
fied copy of the earlier filed national application together with
the international application in the Receiving Office for trans-
mittal with the Record Copy, or alternatively the certified copy
may be submitted by the applicant to the Intemational Bureau or
the Receiving Office not later than 16 months after the priority
date or, if the applicant has requested early processing in any
Designated Office, not later than the time such processing or
examination is requested. The International Bureau will nor-
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mally fumnish copies of the certified copy to the various Desig-
nated Offices so that the applicant will not normally be required
to submit certified copies to each designated Office.

Under 37 CER 1.451, applicant may request, on filing the
international application, that the United States Receiving Of-
fice prepare and transmit a certified copy of a U.S. national
application, the priority of which is claimed, to the Internativnal
Bureau. The United States Receiving Office will prepare and
transmit the certified copy provided that the fees for copying and
certification are paid. See » MPEP<§1830, item (1).

Applicants may also request the Unites States Receiving
Office to prepare and transmit to the International Bureau a
certified copy of a priority application filed in the U.S. by
checking Box No. VI of the Request form and by paying or
authorizing the payment of the fee therefor. The fee Calculation
Sheet annexed to the Request form has a check box for author-
izing charges for preparation of certified copies of priority
applications to a Deposit Account, The fee for a certified copy
of a priority application is set forth in 37 CFR 1.19(a)(3) and
®X1).

1830 PCT International Application
Transmittal Letter [R-§]

A PCT international application transmittal letter, form
PTO-1382, is available free of charge for applicants to use when
filing PCT international applications with the United States
Receiving Office. The form is intended to simplify the filing of
PCT intemnational applications by providing a one-page letter
which covers the most common requests and concems of appli-
cants. Specifically covered are:

(1) Reguests under 37 CFR 1.451 for preparation and
transmittal to the International Bureau of certified copies of the
U.S. national applications, the priority of which is claimed in
international application;

(2) Choice of Searching Authority to conduct the Interna-
tional search. Currently, applicants may choose either the U.S.
Patent and Trademark Office or the European Patent Office as
the Searching Authority.

(3) Authorizations for any required additional * fees re-
quested by the United States International Searching >or Inter-
national Preliminary Examining< Authority to be charged to a
Deposit Account subject to oral confirmation of the authoriza-
tion. It should be noted that if the European Patent Office is
chosen as the >International< Searching >or Preliminary Exam-
ing< Authority, any supplemental search fees requested by that
office are payable directly to the European Patent Office.

(4) Indications of information concerning differences in
disclosure, if any, between the international application and
related applications to assist in determining any foreign trans-
mittal licensing requirements as well as for other purposes; and

(5) Requests for foreign transmittal license.

1832 License Request for Foreign Filing
Under the PCT [R-2]

A license for foreign filing is not required 1o file an inter-
national application in the United States Receiving Office but
may be required before the applicant or the U.S. Receiving
Office can forward a copy of the international application to a
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foraign patent office, the International Bureau or other foreign
authority (35 U.S.C. 368,37 CFR 5.1 and 5.11). A foreign filing
license to permit transmittal to a foreign office or international
authority is not required if the international apphcauon doesnot
disclose subject matter in addition to that disclosed in a prior
U.S. national application filed more than six months prior to the
filing of the international application (37 CFR 5.11(a)(2)). In
all other instances, the applicant should petition for a license for
foreign filing (transmittal) (37 CFRS5.12) and if appropriate,
identify any additional subject matter in the international appli-
cation which was not in the earlier U.S. national application (37
CFR 5.14 (c)). This request and disclosure information may be
supplied on the PCT international application transmittal letter,
form PTO-1382.

If no petition or request for a foreign filing license is
included in the international application, and it is clear that a
license is required because of the designation of foreign coun-
tries and the time at which the Record Copy must be transmitied,
it is current Office practice to construe the filing of such an
international application ¢o include a request for a foreign filing
license. If the license can be granted it will be issued without
further correspondence. If no license can be issued, or further
information is required, applicant will be contacted. The auto-
matic request for a foreign filing license does not apply to the
filing of a foreign application outside the PCT.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an international application,
the application will not be forwarded to the International Bureau
as long as the secrecy order remains in effect (PCT Article 27(8)
and 35 U.S.C. 368). If the secrecy order remains in effect, the
international application will be declared withdrawn (aban-
doned) because the Record Copy of the international application
was not received in time by the International Bureau (37 CFR
5.3(d), PCT Article 12(3) , and PCT Rule 22.3). It is, however,
possible to save the U.S. filing date, if the United States of
America has been designated, by fulfilling the requirements of
35 US.C. 371(c).

1840 International Stage Time Limits [R-5]

PCT Article 47
Time Limits

(1) The details for computing time limits referred to in this Treaty are
govemed by the Regulations.

(2)(a) All time limits fixed in Chapters I and I of this Treaty may, outside
eny revision under Anicle 60, be modified by 2 decision of the Contracting
States.

(6) Such decisions shall be made in the Assembly or through voting by
correspondence and must be unanimous.

(¢) The detsils of the procedure are governed by the Regulations.

PCT Article 48
Delay in Meeting Certaln Time Limlts
{1) Where any time limit fined in this Treaty or the Regulations is not met
because of interruption in the mail service or unavoidable Joss or delay in the
mail, the time limit shall be deemed to be met in the cases and subject to the proof
snd other conditions prescribed in the Regulations.
(2)(a) Any Contracting State shall, as far a5 that Stete is concemed, excuse,
for reasons admisted under its national law, any delay in meeting any time limit.
() Any Contraciing State may, as far ag that State is concemed, excuse,
for reasons other than those referred 1o in subparagraph (a), any delay in meeting
any uim‘e fimit
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PCT Rule 79
Calender
79.1 Expressing dates :
Applicants, nationsl Offices, receiving Of’ﬁcen, Intemational Searching
znd Preliminary Examining Authorities, and the Internationel Boresu, shell, for
the purposes of the Tresty and the Regulations, express any date in terms of the
Chrigtien era and the Gregorian calendar, or, if they use other erss and
calendars, they shall also express any date in terms of the Christian era end the

Gregorian calendar.

PCT Rule 80
Computation of Time Limits

80.1 Periods Expressed in Years

When & period i expressed as one year or a certain nunber of years,
computation shall stast on the day following the day on which the relevant event
occurred, and the peried shall expire in the relevant subsequeni year in the
month having the same name and on the day having the same number as the
month and the day on which the said event occurred, provided thet if the
relevant subsequent month has no day with the same number the period shall
expire on the last day of that month.
80.2 Periods Expressed in Months

When & period is expressed as one month of & cerain nunber of months,
compnation shall start on the day following the day on which the relevantevent
occarred, end the period ehall expire in the relevant subseguent month on the
day which has the same nwnber 25 the day on which the said event occurred,
provided that if the relevent subsequent month has no day with the samenumber
the period shall expire on the last day of thet month.
80.3 Periods Expressed in Days

Wher: a period is expressed as a centainnumber of days, computation shall

‘ stari on the day following the day on which the relevant event occurred, and the

period shall expire on the day on which the last day of the count has been

reached.
80.4 Local dates
(a) The date which is taken into consideration as the stenting date of the

computation of any period shall be the date which prevails in the locality at the
time when the relevant event occurred.

(b) The date on which any period expires shall be the date which prevails
in the locality in which the required document must be filed or the required fee
must be paid.

80.5 Expiration on a Non-Working Day

If the expiration of any period during which any document or fez must
resch & national Office or intergovernmental organization falls on & day on
which such Office or organization is not open 1o the public for the purposes of
the transaction of official business, or on which ordinary mail is not delivered
in the Jocality in which such Office or organization is situated, the period shall
expire on the next subsequent day on which neither if the said two circum-
stances exists.
80.6 Date of Documents

(a) Where a period staris on the day of the date of a document or letter
emanating from a national Office or intergovernmental organizstion, any
interested pasty meay prove that the said document or letter was mailed on a day
lster than the dste it bears, in which case the date of actual mailing shall, for the
purposes of computing the period, be considered to be the date ¢n which the
period starts. Irrespective of the date on which such & document or letter was
mailed, if the applicant offers to the national Office or intergovernmental
organization evidence which eatisfies the national Office or intergovernnental
orgenization that the documens or letter was received more than seven days
after the date it bears, the nationsl Office or intergovernmental organization
shall trest the period stariing from the date of the document oz letier a5 expiring
later by an additional number of days which is equal to the number of days
which the document or letter was received later than seven days after the date
it bears.**

80.7 End of working day

(a) A period expiring on & given day shall enpire at the moment the
national Office or intergovernmentzl organization with which the document
rmust be filed or to which the fee must be paid closes for business on that day.

(b) Any Office or organization may depart from the provisions of para-
graph (a) up to midnight on the relevant day.

(c) The International Bureau shall be open for business until 6 p.m.
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PCT Rule 82
Irregularities In the Mall Service
82.1 Delay or Loss in Mail

(e) Any interested perty may. offer evidence that he has mailed the
document or letter five days prior to the expirstion of the time limis. Except in
cages where surfece mail normally arrives at its destination within two days of
mailing, or where no sirmail service is available, such evidence may be offered
caly if the meiling was by sitmail. In any case, evidence may be offered only if
the mailing was by mail registered by the postil authorities.

{) If such mailing is proven to the satisfaction of the naticnal Office or
intergovernmental organization which is the addressee, delay in arrival shall be
excused, or, if the document or letzer is lost in the mail, substittion for it of &
new copy shall be permitted, provided that the interested party proves to the
satisfaction of the said Office or organization that the document orletter offered
in substitution is ideniical with the document or letter lost.

(c) In the cases provided for in paragraph (b) , evidence of mailing within
the prescribed time limit, and, where the documentor lester was lost, the
substitute document or letier as well as the evidence concerning its identity with
the document or letter Tost, shall be submitted within one month after the daie
on which the interested party noticed — or with due diligence should have
naticed — the delay or the loss, and in nio case later than six months after the
expiration of the time limit applicable in the given case.

82.2 Intervuption in the Mail Service

(a) Any interested party mey offer evidence that on eny of the 10 days
preceding the day of expiretion of the tirae limit the postal service was inter-
repied on sccount of war, revolution, civil disovder, sirike, nswirz] calamity, or
other like veason, in the locality where the interested pearty resides or has his
place of business or is staying.

(b) If such circumstances are proved to the satisfaction of the national
Office or intergovemmentel orgenization which is the addressee, delay in
arrival ehall be excused, provided that the interested party proves o the
satisfection of the said Office or organization that he effected the mailing within
five days efter the mail service was resumed. The provisions of Rule 82.1(c)
shall spply mutatis musandis.

PCT Administrative Instructions Sectlon 110
Dates

Any date in the intemational spplication, or used in any correspondence
emanating from Inemational Authorities relsting to the intemational applice-
tion, shall be indicated by the Arabic number of the dzy, by the name of the
month, and by the Arabic number of the year. The receiving Office, where the
applicant has not done 30, or the Intemnationai Bureau, where the applicant has
not done 50 and the receiving Office fails 10 do 50, shall, afier or below any date
indicated by the applicant in the request, repeat the date, in parenthesis, by
indicating it by two-digit Arabic numerals esch for the number of the day, for
the number of the month and for the last two numbers of the year, in that order
and with a period after the digit pairs of the day and of the month (for example,

“30 March 1978 (30.03.78)").

35 U.8.C. 364. International stage: Procedure.

() Intemnational applications shall be processed by the Patent and Trade-
mark Office when acting as 8 Receiving Office,* International Searching
Authority, or »Intemational Preliminary Examining Authority< ® in accor-
dance with the applicable provisions of the tresty, the Regulations, and this title.

(b) Anapplicant’s failure to ect within prescribed time limits in cormection
with requirements perigining to e pending intemational spplication may be
excused upon & showing satisfactory tothe Commissionerof unsvoidable delay,
1o the extent not precluded by the treaty end the Regulations, and provided the
conditions imposed by the tresty and the Regulations regsrding the excuse of
such failure to act are complied with,

37 CFR 1.465 Timing of application processing based on the
priority date.
(2) For the purpose of computing time limits under the Treaty, the priority
date shall be defined as in PCT Art. 2(xi).
(b) When a claimed priority-date is cancelled under PCT Rule 4.10(d),
or eonsidered not to have been made under PCT Rule 4.10(b), the priority date
for the purposes of computing time limits will be the date of the earliest valid
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remaining priority claim of Lhemtemmoml apphcmon, or if none, the interna-
tional filing dste. - :

.. () When com:cuom underPCI‘ A 11(2). An. 14(2) or PCI‘ Rule
20.2(a) (i) or (iii) atenmel; submiited, andthe date of receiptof such corrections
falls later than one year from the claimed priority date or dates, the Receiving
Oﬂ'loe sht]] procaed undcr PCT Rule 4 lO(d)

37 CFR 1.468 Delays in meetlng time limits.

Delays in meeting time limits during intemational processing of interna-
tional applications may only be excused as provided in PCT Rule 82. For delays
in meeting time limits in a national application, see §1.137.

1845 Receiving Office Procedure [R-5]

PCT Article 10
The Receiving OGffice
The intemations! spplication shall be filed with the prescribed receiving
Office, which will check and process it as provided in this Treaty and the
Regulations.

PCT Ruile 20
Recelpt of the International Appiication
20.1 Date and Number

(a) Upon receipt of papers purporting 1o be an intemational application,
the receiving Office shall indelibly mark the date of actusl receipt in the space
provided for that purpose in the request form of each copy received and one of
the numbers assigned by the Intemnational Bureau 1o that Office on each sheet
of each copy received.

(b) The place on each sheet where the date or number shall be marked, and
other details, shall be specified in the Administrative Instructions.

20.2 Receipt on Different Days

(a) In cases where sll the sheets pertaining to the same purporied intema-
tional application are not received on the same day by the receiving Office, that
Office shall cormrect the date marked on the request (still leaving legible,
however, the esrlier dete or dates aiready marked) so thet it indicates the dsy on
which the papers completing the internationel epplication were reccived,
provided that:

(i) where no invitation under Article 11(2)(a) to correct was sent 1o the
applicant, the said papers are received within 30 days from the date on which
sheets were firsi received;

(ii) where an invitation under Anticle 11(2)(a) 1o correct was sent to the
applicant, the said papers are received within the applicable time limit under
Rule 20.6;

(iii) in the case of Article 14(2), the missing drawings are received within
30 days from the date on which the incomplete papers were filed;

(iv) the absenice or later receipt of any sheet containing the abstract or part
thereof shall not, in itself, require any correction of the date marked on the
request.

(b) Any sheet received on a date later than the date on which sheets were
first received shall be marked by the receiving Office with the date on which it
was received.

20.3 Corrected International Application

In the casereferred toirs Article 11(2)(b), the receiving Office shall correct
the date marked on the request (still leaving legible, however, the earlier date or
dates airesdy merked) so that it indicates the dey on which the last required
correction was received.
20.3*® Manner of Carrying Out Corrections

The Administrative Instructions prescribe the manner in which correc-
tions required under Article 11(2)(a) shall be presented by the applicant and the
manner in which they shall be entered in the file of the intemational application.
20.4 Determination under Article 11(1)

() Prompily after receipt of the papers purporting 1o be an intemational
application, the receiving Office shall determine whether the papers comply
with the requirements of Article 11(1).

(b) Forthe purposes of Article 11(1)(iii)(c), it shall be sufficientto indicate
the name of the applicant in a way which allows his identity 1o be established
cven if the name is misspelled, the given names are not fully indicated, or, inthe
case of legal entities, the indication of the name is abbreviated or incomplete.
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20.5 Pasitive Determination.

(w) If the determination under Anicle 11(1)is pomuve. the receiving Office
shall stamp in the space provided for that purpose in the request form the name
of the receiving Office and the words “PCT Intemational Apphcauon.“ or
“Demande intemationale PCT." If the official language of the receiving Office
is neither English nor French, the words “Intemnational Application” or “De-
mandeintemationale’ may be accompanied by atranslation of these words in the
official language of the receiving Office.

(b) The copy whose request sheet has been 5o stamped shall be the record
copy of the international application.

{c) The receiving Office shall promptly notify the applicant of the interna-
tional application number and the international filing date. At the seme time, it
shall send to the Intemational Bureau & copy of the notification sent to the
applicant, except where it has already sent, or is sending st the seme time e
record copy to the Intemational Buresu under Rule 22.1(a).

20.6 Invitation to Corvect

(&) The invitation to correct under Article 11(2) shall specify the require-
ment provided for under Anticle 11(1) which, in the opinion of the receiving
Office, has not been fulfilled.

(b) The receiving Office shall promptly mail the invitation to the applicant
and shall fix & time limiz, reasonable under the circurnstances of the case, for
filing the correction. The time limit shall not be less than 10 days, end shali not
exceed one month, from the date of the invitation. If such time limil expires after
the expiration of one year from the filing date of eny spplication whose priority
is clsimed, the receiving Office may call this circumstance to the attention of the
spplicant.

20.7 Negative Determination

If the receiving Office does not, within the prescribed time limit, receive
areply to its invitation to correct, or if the correction offered by the applicant still
does not fulfill the requirements provided for under Article 11(1), it shali:

(i) prompily naify the applicant that his application is not and will not
be treated as an intemational applicaticn and shall indicate the reasons therefor,

(ii) nouify the International Buresu that the nomber it has marked on the
pepers will not be used as an intemetional spplication number,

(iii) keep the papers constituting the purporied international epplication
and eny cortespondence relating thereto as provided in Rule 93.1, end

(iv) zend & copy of the said papess to the Invemational Bureau where,
pursuant to e request by the applicant under Anicle 25(1), the Intemational
Bureau needs such 2 copy and specially asks for it.
20.8 Ervor by the Receiving Office

¥ the receiving Office later discovers, or on the basis of the applicent’s
reply realizes, that it has erred in issuing an invitation 10 correct since the
requirements provided for under Asicle 11(1) were fulfilled when the papers
wege received, it shall proceed as provided in Rule 20.5.

20. 9 Certified Copy for the Applicant

Against payment of afee, the receiving Office shall furnish tothe applicant,
on request, centified copies of the intemational application as filed and of any
corrections thereto,

PCT Rute 26
Checling by, and Correcting before, the Recelving Office of
Certain Elements of the International Application
26.1 Time Limit for Check

(a) The receiving Office shall issue the invitation to comrect provided forin
Arnticle 14(1)(b) as soon as possible, preferably within one month from the
receipt of the international application.

() If the receiving Office issues an invitation to correct the defect referred
toin Anicle 14(1)(2) (iii) or (iv) (missing title or missing abstract), it shall notify
the International Searching Authority accordingly.

26.2 Time Limis for Correction

The time limit referred to in Anticle 14(1)(b) shall be reasonable under the
circumstances and shall be fixed in each case by the receiving Office. It shalinot
be less than one month from the date of the invitstion to cosvect. It may be
extended by the receiving Office at any time before a decision is taken.

26.3 Checking of Physical Requirements under Article 14(1)(a)(v)

‘The physical requirements refesred to in Rule 11 shall be checked only to
the extent that compliance thesewith is necessary for the purpose of reasonably
uniform intemational publication.

26.3“ [nvitation (o Correct Defecis urnder Article 14(1)(b)
The receiving Office shall not be required to issue the invitation to correct
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& defect under Anicle 14(1)(a)(v) where the physical requiremients referred to
in Rule 11 are complied with to the extent necessary for the purpose of
reasonably uniform intemational pubhcauon
26.4 Procedure

(8) Any correction offemd tothe receiving Office may be stated in 2 letter
addressed 1o that Office if the comrection is of such a nature that it can be
transferred from the letter to the record copy without adversely affecting the
clarity and the direct reproducibility of the sheet on to which the correction is
to be transferred; otherwise, the applicant shall be required to submit &
replacement sheet embodying the correction and the letter accompenying the
replacement sheet shall draw attention to the differences between the replaced
sheet and the replacement sheet.

(®) 1o (d) [Deleted]
26.5 Decision of the Receiving Office

{2) The receiving Office shall decide whetherthe applicent has submited
the correction within the time limit under Rule 26.2 and, if the correction has
been submitted within that time limit, whether the international spplicstion so
eorrecied is or isnot to be considered withdrawn; provided thet no intemational
application shall be considered withdrawn for lack of complisnce with the
physical requirements referred 1o in Rule 11 if it complies with those require-
ments to the extent necessary for the purpose of reasonsbly uniform interna-
tional publication.

®) [Deleted]
26.6 Missing Drawings

() If, as provided in Article 14(2), the intemational application refers 1o
drawings which in fact are not included in that application, the receiving Office
shall so indicate in the said application.

{b) The date on which the applicant receives the notification provided for
in Anicle 14(2) shall have no effect on the time limit fined under Rule

20.2(a)(iii).

3§ U.S.C. 361. Receiving Office.

(2) The Patent and Trademark Office shall act as & Receiving Office for
intemational applications filed by nationals or residents of the United States. In
accordance with any agreement made between the United States and snother
couniry, the Patent and Trademark Office may algo act s & Receiving Office
for international spplicstions filed by residents or nationals of such coumry
who are entitled to file international epplications.

(b) The Patent and Trademark Office shall perform all acts connected
with the discharge of duties required of a Receiving Office, including the
collection of intemational fees and their trangmittel to the Intemational Buresu.

(c) International applications filed in the Patent and Trademark Office
shall be in the English language.

(d) The *intemnational fee, and the transmittal and search fees prescribed
under section 376(a) of this part, shall either be paid on filing of an intemational
application or within *>such later time as may be fixed by the Commissioner<.

37 CFR 1.412 The Urlited States Recelving Office.

(a2) The United States Patent and Trademark Office is a Receiving
Office only for applicants who are residents or nationals of the United
States of America.

(b) The Patent and Trademark Office, when acting as a Receiving
Office, will be identified by the full title “United States Receiving
Office” or by the ebbreviation “RO/US."

(c) The major functions of the Receiving Office include:

(1) According of international filing dates to international
applications meeting the requirements of PCT Ast, 11(1), end PCT
Rule 20;

(2) Assuring that international applicaticns meet the standards
for format and content of PCT Art. 14(1), PCT Rule 9, 26, 29.1, 37, 38,
91, and portions of PCT Rules 3 through 11;

(3) Collecting and, when required, transmitting fees due for
processing international applications (PCT Rule 14, 15, 16);

(4) Transmitting the record and scarch copies to the Interna-
tional Burean and International Searching Authority, respectively
(PCT Rules 22 and 23); and
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{5) Determining comphmce with applxcable requutmems of
Paze S of this chapier. | S :

PCT Administrative Instructions Section 105
Seversl Applicants
Where any international application indicates as apphcams SEV-
eral persons, it shall be sufficient, for the purpose of identifying that
applicazion, to indicate, in any Form or correspondence relating to such
eppiic~tion, the name of the applicant first named in the request.

PCT Administrative Instructions Section 301
Netification of Recelpt of Purported Internstional Application

Before the determinstion under Anicle 11(1), the receiving Office may
nickify the applicant of the receipt of the pusported intemational spplication. The
netification should indicate the date of sctual receipt aml the intemational
spplicaion mmber of the pusported intemational spplication referred to in
Section 307 as well a3, where useful for purposes of identification, the title of
the imvention.

PCT Admlalstrative Instructions Section 305

Identifying the Coples of the International Application

(2} Where, under Rule 11.1{e), the intemational application has been filed
in one copy, the receiving Office shall, after preparing under Rule 21.1(2) the
addiiumsl copies requited under Article 12(1), mark,

) the words “RECORD CUPY™ in the upper lefi-hand comer of the
firez page of the originel copy,

(i) in the same space co one edditional copy, the words “SEARCH
COPY,” and

(iif) in the same space on the other such copy, the words “HOME
COPY,” or their equivalent in the language of publication of the international
application.

(b) Where, under Rule 11.1(b), the internations! application has been filed
in more than ane copy, the receiving Office shall choose the copy must suitable
for reproduction purposes, and mark the words “RECORD COPY,” or their
equivalent in the lenguage of publication of the intemational spplication, in the
wpper lefi-hend comer if its first page. Afier verifying the idemity of any
edditional copies end, if applicable, preparing under Rule 21.1(b) the home
ey, is shall mack, in the upper lefi-hand comcroﬁheﬁmpageofom such
ey, the words"SEARCH COPY.,” end, in the same space on the other such
copy, the words “HOME COPY,” or their equivalent in the langusge of
publication of the intemnational application.

PCT Administrative Instructions Section 367
System of Numbering International Applications

Pagers purponting to be an international epplication under Rule 20.1 shall
be marked with the intemational application number, consisting of the letters
“PCT,” & slant, the two-letter code, as in Annex B, indicating the receiving
Office, 2 two-digit indication of the last two numbers of the year in which such
papers were fisst received, a slent and & five-digit number, allotted in sequential
order corresponding o the order in which the imemational epplications are
received (e.g.,"PCT/SU78/00001° ). Where the Intemastional Bureas acis,
pursuanctoRule 19.1(b), as receiving Office for anational Office, the two-lenter
cude indicating the national Office for which the Intemnational Bureay scis as 8
receiving Office shell be used. However, if a negative determination is made
under Rule 20,7 or & declaration is made under Anticle 14(4), the lenters"PCT”
shall be deleted by the receiving Office from the indicstion of the intemational
spplication number on eny pepers marked previously with that number, and the
ssid nusmber shall be used without such letters in any future comnespondence
relating to the purported intemational application.

PCT Administrative Instructions Section 308
Marking of the Sheets of the International Application
(2 The receiving Office shall indelibly mark, the intemational application
aumber referred to in Section 307 in the upper right-hand comer of each sheet
of esch copy of the purported internations! application.
() [Deleted}
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PCT Admiaistrative Instruction Section 316
Procedure in the Case where the International Appllcatlon
, " Lacks the Prescribed Slgnlture ‘

. Where, under Anicle 14(1)a)(i), the receiving Office finds thst any
international apphcazxou is aefective inthatitlacks the prescribed signature, that
Office shall send to the spplicant, together with the invitation to correct under
Anticle14(1)(b) s copy of the request part of the intemational application. The
applicant shall, within the prescribed time limit, return said copy sfter sffixing
thereto the prescribed signature,

The main procedural steps that any interational applica-
tion goes through in the United States Receiving Office are the
following;:

(i) the international application and the related fees are
received by the Receiving Office and appropriate records cre-
ated (PCT Article 10);

(ii) the internasional application is checked by the Receiv-
ing Office to determine whether it meets the requirements
prescribed by the PCT as to whether afiling date may be granted,
fees due on filing are paid in full, whether the priority claim is
acceptable, and whether any pages or drawings are missing
(PCT Article 11(1), PCT Rule 4.10 and 35 U.S.C. 361(d)). The
checks performed by the Receiving Office are of a formal nature
and do not go into the substance of the invention;

(iii) where the checks by the United StatesReceiving Office
show that the international application does not meet the re-
quirements for a filing date or other matters are missing, that
Office immediately communicates with the applicantinorder to
obtain any possible necessary corrections (PCT Articles
11(2)(a) and 14(3) and PCT Rules 4.10 and 20).

(iv) where — possibly after correction — the relevant
checks by the Receiving Office show that the international
application meets the requirements for the granting of a filing
date, an international filing date is accorded to the international
application by the Receiving Office (PCT Aurticles 11(1) and
11(2)(b), and PCT Rules 20.3, 20.4, and 20.5));

(v) the United States Receiving Office reviews the applica-
tion for formal defects under Article 14(1), contacts the appli-
cant or agent by telephone and discusses any necessary correc-
tions. The Receiving Office will mail aninvitation tocorrectand
set a time limit for response, which is usually one month.

(vi) the application is reviewed by Licensing and Review
Branch and copies of the international application and other
documents related thereto are prepared and transmitted by the
United States Receiving Office to the International Searching
Authority and to the International Bureau so that these Authori-
ties may carry out the procedural steps for which they are
responsible in the further processing of the international appli-
cation (PCT Article 12 and PCT Rules 22, 23, 24, and 25).

WHERE TO FILE

The United States Receiving Office is located in Crystal
Plaza, Arlington, Virginia, Building 2, Room 7-A04. Interna-
tional applications and related papers may be deposited directly
with the United States Receiving Office or >be< mailed to:
Commissioner of Patents and Trademarks, Box PCT, Washing-
ton, D.C. 20231. It should be noted that the “Express Mail”
Certificate of Mailing provisions of 37 CFR 1.10 apply to the
filing of all applications and papers filed in the U.S. Patent and
Trademark Office, including PCT international applications
and related papers and fees. It should be further noted, however,
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that PCT international applications and papers relating thereto
are specifically excluded from the Certificate of Mailing proce-
dures under 37 CFR 1.8. The United States Receiving Office
staffis available to offer guidance on PCT requirements and pro-
cedures. In person, telephone or written inquiries are welcome.
Telephone inquiries should be directed to (703) 557-2003.
Written inquiries should be addressed to: Commissioner of
Patents and Trademarks, Box PCT, Washington, D.C. 20231.

1845.01 Transmittal of Record Copy [R-2]

PCT Artlcle 12
Transmlital of the International Application to the International
Buresu and the International Searching Authority

(1) One copy of the inemational spplication shall be kept by the receiving
Offir 2 (“home copy™), one copy (“record copy™) shall be transmined to the
Intemnationel Buresu, end another copy (“search copy™) shall be transmitted
to the competent Insernational Searching Authority referred to in Article 16,
ag provided in the Reguistions.

(2) The record copy shall be considered the true copy of the international
epplication.

(3) The intemational application shell be considered withdrawn if the
record copy has not been received by the Intemational Bureau within the
prescribed time limit.

BCT Rule 21
Preparation of Coples
21.1 Responsibility of the Receiving Office

(2) Where the intemational spplication is required 1o be filed in one copy,
the receiving Office shall be responsible for preparing the home copy and the
search copy required under Anicle 12(1).

(b) Whiere the international application is required tobe filed in two copies,
the receiving Office shell be responsible for preparing the home copy.

(c) If the intemations? application is filed in less then the number of copies
required under Rule 11.1(b), the receiving Office shall be respansible for the
prompt preparation of the number of copies required, and shall have the right to
fix & fee for performing that task snd to collect such fee from the applicant.

PCT Rule 22
Transmittal of the Record Copy
22. 1 Procedure

(&) If the detesmination undes Article 11(1) is positive, and unless prescrip-
tions conceming national security prevent the intemational application from
being treated as such, the receiving Office shall transmit the record copy to the
Imernational Bureau. Such tranemiital shall be effected prompily after receipt of
the intemational application oz, if 8 check to preserve national secusity must be
performed, as soon asthe necessary clearance hss been obtzined. In any case, the
receiving Office shall tranemit the record copy in time for it to reach the
Inemational Bureau by the expiration of the 13th month from the priosity date.
If the tsansmital is effected by mail, the receiving Office shall mail the record
copy not later than five days prior o the expiration of the 13th month from the
priovity date,

{b) If the Intemational Bureau has received a copy of the natification under
Rule 20.5(c) but is not, by the expiration of 13 months from the pricrity date, in
possession of the record copy, it shall remind the receiving Office that it should
trensmit the record copy to the Intemational Bureau prompily.

{c) If the Intemational Bureau has received & copy of the notification under
Rule 20.5(c) but is nos, by the expiration of 14 mouiiis from the priority date, in
possession of the record copy, it shall notify the applicant and the receiving
Office accordingly.

(8) Afier the expisstion of 14 months from the priority date, the applicant
may request the receiving Office 1o cenify 8 copy of his intemational application
as being identical with the international application as filed and may transmit
guch certified copy to the Intemational Bureau.

(e) Any cestification under paragraph (d) shall be free of charge and may
be refused only on any of the following grounds:

(i) the copy which the receiving Office has requested to cenify ig not
identical with the intemationsl application as filed;
(i) prescriptions concemning national security prevent the intemational
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spplication from bemg trested as such; . -
" (iii) the receivis; % ; Office has already transmitted the record copy !otbe
Internationsl Burean and that Bumu has informed the receiving Office that it

has received the record copy.’

{f) Unless the Intemnations? Buresn hag received the record copy, or until
it receives the record copy, the copy cenified under paragreph (¢) and received
by the Internationel Buresu shall be considered to be the record sopy.

{g) T£, by the expiration of the time limit applicable under Article 22, the
spplicant has performed the acts refesred o in thet Arnicle but the designated
Office has not been informed by the International Bureau of the receipt of the
record copy, the designated Office ghell mform the Intemational Bureau. If the
Intemstionsl Buresu i unotmpom:um of the record copy, it shall prompdly
aatify the applicant and the receiving Office unless it has slready notified them
under paragraph {c).

22.2 [Deleed]
22.3 Time Limit Under Article 12(3)
The time limit referred to in Article 12(3) shall be three months from
the date of the notification sent by the International Bureau to the applicant
under Rule 22.1(c) or (g).

PCT Ruie 23
Transmittal of the Search Copy

23.1 Procedure

(s) The search copy shall be transmited by the receiving Office to the
International Searching Authority at the latest on the same day as the record
copy is transmitted to the International Buresu.

(b) If the International Bureau has not received, within 10 days from the
receipt of the record copy, information from the Intemstional Searching
Authority that that Authority is in possession of the search copy, the Intemna-
tional Bureau shall promptly transmit 2 copy of the intemational application to
the Intemational Searching Authority.

37 CFR 1.461 Procedures for transmitial of record copy to the

Internstional Buresu.
() Transmittal of the record copy of the international application to the
Intemational Buresu shall be made by the United States Receiving Office.

(b) [Reserved]
(c) No copy of an international application may be trensmitted 1o the

International Buresu, a foreign Designated Office, or otherforeign authority by
the United States Receiving Office or the spplicant, unless the spplicable
requirements of Part 5 of this chapter have been satisfied.

The Receiving Office transmits all Record Copies of
international applications to the International Bureau. Several
rule changes have been made since the PCTbecame operational
in 1978 to relax the time limits of receipt of the Record Copy by
the International Bureau and to provide procedures for moni-
toring such receipt.

The intemnational fees will aiso be forwarded to the Inter-
nztional Bureau by the Receiving Office (35 U.S.C. 42). Since
the applicant is required to file only one copy of the interna-
tional application in the United States Receiving Office (37
CFR 1.433), the United States Receiving Office will prepare
the “Search Copy” for the International Searching Authority
and the “Home Copy” for its own records (PCT Rule 21.1 and
Adminisirative Instructions Section 305(a)).

SAFEGUARDS FOR ASSURING TIMELY RECEIPT OF
THE RECORD COPY

The following steps are being taken by the United States
Receiving Office to insure timely receipt of the Record Copy by
the International Bureau.

(i) The Record Copy is sent by Registered Airmail to the
International Bureau with transmittal letter listing contents,
(i) The Applicant isinformed of the date of mailing of the
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Record Copy by form PCT/RO/ISO t‘mm the United States
Receiving Office.

(iii) A Telex is sent to the Intemanonal Bureau in Geneva
giving notice of mailing and the Mail Registration number.

- (iv) The International Burean acknowledges receipt 0 ehe
United States Receiving Office.

(v) The Applicant is informed of ‘receipt of the Record
Copy by the International Bureau.

{vi) The United States Receiving Office is in telephone
contact with the Internationa! Burean in Geneva, Switzerland at
least once a week, at which time questions are handled and

records are coordinated.

1845.02 Correction of Defects Before the
Receiving Office [R-2]
PC'w Article 14
Certain Defects In ize International Appilcation

(1)(a) The reeeiving Office shall check whether the intemational applica-
tion containg any of the following defects, that is 1o say:

(i) i is not signed as provided in the Regulations;

(is) is does not contain the prescribed indications conceming the appli-
Camt;

(ii) is does not contain a title;

(iv) iz does not contain an abetract;

{v) it does not comply to the extent provided in the Regulations with the
prescribed physicel requirements.

(&) If the receiving Office finds any of the s2id defects, it shall invite the
spplicant to comect the intemnational application within the prescribed time
limit, failing which that spplication shall be considered withdrawn and the
receiving Office shall so declare.

(2) If the intemnational application refers to drawings which, in fact, are not
included in thet spplication, the recetving Office shall notify the applicam
accordingly end ke msy furnish them within the prescribed time limit and, il he
does, the imternationel filing date shall be the date on which the drawings are
received by the receiving Office. Otherwise, eny reference to the ssid drawings
shall be considered non-enistent

(33(8) If the reeeiving Office finds that, within the prescribed time limits,
uie fees prescribed under Anticle 3(4)(iv) have not been psid, or no fee
prescribed under Anicle 4(2) has been paid in respect of any of the designated
States, the intemstions] spplicstion shall be considered withdrawn and the
receiving Office shall so declare.

{b) If the receiving Office finds that the fee prescribed under Arnticle 4(2)
has been paid in respect of one or more (but less than all) designated States
within the prescribed time limit, the designation of those States in respect of
which it has not been paid within the prescribed time limit shall be considered
withdsawn end the receiving Office shall so declare.

(4)If, afterhaving accorded en intemational filing date to the intemational
gpplication, the receiving Office finds, within the prescribed time limit, thet any
of the requirements listed in items (i) to (fif) of Anicle 11(1) was not complied
with gt that dste, the said spplication shall be considesed withdrawn and the
receiving Office shali 5o declare.

PCT Rule 29
International Applications or Deslignations Consldered
Withdrawn uader Article I 4(%), (3) or (4)

23.1 Finding by Receiving Office

(8) If the receiving Office declares, under Asticle 14(1)(b) and Rule 26.5
(failure 1o correct certain defects), or under Article 14(3)(a) (failure to pay the
prescribed fees under Rule 27.1(a)), or under Anticle 14(4) (later finding of non-
camplisnce with the requirements listed in items (i) to (jii) of Aniicle]11(1)) ,that
the international application is considered withdrawn:

(i) the receiving Office shall transmit the record copy (unless already
transmitted), and any corsection offered by the applicant, 1o the Intemational
Bureau;

(ii) the receiving Office shall promply notify both the applicant aad the
Intemational Bureau of the gaid declaration, and the Intemational Bureau shall
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in tarm notify the interessed designsted Offices; .

- (iit) the receiving Office shall siot transmit the scarch copy as provided
in Rule 23, or, if such copy has already been transmitted, it shall notify the
Intemauonal Searching Authority of the said declamation;

(lv) the International Bumu sha]] not be reqmred to notify the applicant
ofthe receipt oflhe record copy.

(b) If the receiving Oﬂ' ice declares under Anticle 14(3)(b)(failure to pay
the prescribed designation fe¢ under Rule 27.1(b)) that the designation of any
given State is considered withdmwn, the receiving Office shall prompily notify
both the applicant and the International Bureau of the said dec!zration. The
Intenationsl Bureau shall in tum notify the interested national Office.

29.2 [Deletzd]
29.3 Calling Certain Facts io the Attention of the Receiving Office

If the International Buresu or the International Searching Authority
considers that the receiving Office should make s finding under Anticle 14(4),
it shall call the relevant facts Lo the atiention of the receiving Office.

29.4 Notification of intent to Make Declaration under Ariiclel4(4)

Before the receiving Office issues any declaration under Anicle 14(4),
it shall notify the applicant of its intent to issue such declaration and the reasons
therefor. The applicant may, if he disagrees with the tentative finding of the
receiving Office, submit arguments to that effect within one month from the
notification.

PCT Rule 30
Time Limit Under Article 14(4)
30.1 Time Limit
The time limit referred to in Article 14(4) shall be four months from the
international filing date.

PCT Adminlstrative Instructions Sectlon 304
Corrections Submitted te the Receiving Office Concerning
Ezpressions, etc., not to be vsed in the International
Appllcation

Where the applicant submits corvections to the receiving Office aimed at
complying with the prescriptions of Rule 9.1, that Office shall, if copies of the
intemational application have not yet been transmitied to the International
Bureau and the Intemnational Seerching Authority, attach copies of such correc-
tions to the iniemnational application. If copies of the international application
have already been transmitied, the receiving Office shalltransmit copies of such
corrections to the said Bureau and the said Authority.

PCT Administrative Instructions Section 309
Procedure In the Case of Later Submitted Sheets
(a) The receiving Office shall indelibly mark any sheet received on a date
later than the date on which sheets were first received with the date on which it
received that sheet, inserted immediately below the intemational application
number referred to in Section 307.
(b) The receiving Office shall, in the case of later submitted sheets
received within the time limits referred to in Rule 20.2(a)(i) and (ii):

(i) effect the required correction of the intemnational filing date, or,
where no intemational filing date has yet been accorded, of the date of receipt
of the purporied international application;

(ii) notify the applicant of the correction effected under item (i) above;

(iii) where transmittals under Article 12(1) have already been made,
notify the International Bureau andthe International Searching Authority of any
correction effected under item (i) above, by transmitting a copy of the corrected
first page of the request, and forward copies of the later submitted shests to the
said Bureau and the said Authority;

(iv) where transmittals under Article 12(1) have not yet been made,
attach a copy of the later submitted sheets to the record copy and the search copy.

(c) Thereceiving Office shall, in the case of later submitted sheets received
after the expiration of the time limits referred to in Rule 20.2(a)(i);

(i) notify the applicant of that fact and of the date of receipt of the later
submiited sheets;

(ii) where transmittals under Asticle 12(1) have already been made,
forward a copy of the later submitted sheets 1o the International Bureau with the
indication that such sheets are not to be tzken into consideration for the
purposes of international processing;

(iii) where transmittals under Anicle 12(1) have not yet been made,
attach a copy of the later submitted sheets tothe record copy with the indication
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that such sheeis are not to be taken into consideration for the purposes of inter-
nationsl processing. -

£33 The receiving Office shall, in the case of ater subsmiited sheets received
after the expiration of the time limit referred to in Rule 20.2(s)(ii), proceed as
provided in Rule 20.7, unless the spplicant has, within the said time limit,
coraplied with the invitation under Anticle 11(2)(z) so that en intemnational filing
dage can be accorded; in the latter case, the receiving Office shall proceed as

provided in paragraph (c )(i) to (iii).

PCT Administrative Instructions Sectlon 311
Detetion, Substitution or Addition of Sheets of the International
Appiication; Renumbering, etc.

() The receiving Office shall, subject 10 Section 207, sequentially renum-
ber the sheets of the intemational application when necessitated by the addition
of any new sheet, the deletion of entire sheets, a change in the order of the sheets
or any other reason.

(b) The sheets of the intemnational application shall be provisionally
renumbered in the following manner:

(i) when a sheet is deleted, the receiving Office shall either include a
Blank sheet with the same number aud with the word “DELETED,” or its
eguivalent in the language of publication of the intemational application, below
the number, or insert, in brackets, below the number of the following sheet, the
rmzmaber of the deleted sheet with the word “DELETED” or its equivalent in the
Ienguage of publication of the intemational application;

(ii) when & sheet is substituted, the receiving Office shall mark in the
middle of the botiom margin the words “SUBSTITUTE SHEET” or their
eguivelent in the langvage of publication of the intemational applicstion;

(ii) when one or more sheets are added, each sheet shall be identified by
the number of the preceding sheet followed by & slant end then by a nawral
member gseries, stanting slways with number one for the first shest added afteran
onchanged sheet (e.g., 10/1,15/1, 15/2, 1573, etc.). Whenlsteradditions of sheets
1 &z existing sevies of added sheets are necessary, an extra digit shall be used for
idemifying the further additions (e.g. 15/1, 15/1 /1, 15/1/2, 1512, etc.).

{c) In the cases mentioned in (b)(i) and ( iii) above, it is recommended that
the receiving Office should write, below the number of the last sheet, the total
pomber of the sheets of the intemational application followed by the words
“TOTAL OF SHEETS” or their equivalent in the language of publication of the
imernational application. Itis further recommended that, at the bottom of any Tast
sheet added, the words “LAST ADDED SHEET™ or their equivalent in the
language of publication of the intemational spplication should be insered.

PCT Administrative Instructions Section 312
Yotification of Declslon Not To Issue Declaration that the Inter-
anational Application Is Considered Withdrawn

Where the receiving Office, after having notified the applicant under Rule
29.4 of its intent to issue & declaration under Article 14(4), decides not to issue
such a declaration, it shall notify the applicent accordingly.

37 CFR 1.471 Corrections and amendments during international
processing.

(8) All corrections submitied to the United States Receiving Office must
be in the form of replecement sheets and be accompanied by & letter that draws
aention to the differences between the replaced sheets and the replacement
sheets, except that the deletion of lines of text, the correction of simple
typographical errors, and one addition or change of not more than five words per
sheet may be stated in & letter and the United States Receiving Office will make
the deletion or trensfer the correction to the international application, provided
that such corrections do not advessely affect the clarity and direct reproducibil-
ity of the spplication (FCT Rule 26.4).

(b) Amendments of claims submilted to the Intemational Bureau shall be

as preseribed by PCT Rule 46.

DEFECTS IN THE INTERNATIONAL APPLICATION
WHICH MAY BE CORRECTED

Four major types of defects may be present in PCT Interna-
tional applications: (1) those fatal defects under Article 11(2)
which must be corrected before a filing date can be accorded, (2)
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those formal defects under PCT Article 14 which can be cor-
rected without prejudice to the filing date, and (3) defectsof
missing sheets or drawings and (4) defects in priority informa-
tion, the correction of which may cause a change in the filing
and/or priority dates. : ~ :

The following defects under PCT Article 11(2) must be
corrected before an international filing date can be accorded.
Form PCT/RO/103 is used to call applicant’s attention to these
defects and to invite correction thereof. The time limit for filing
the correction is fixed by the Receiving Office, It cannot be less
than 10 days or more than one month from the date of the
invitation to correct (PCT Rule 20.6(b)).

(1) The international application does not designate at
least one Contracting State,

(ii) The international application does not contain the
name of the applicant or does not contain at least those minimal
indications concerning the name of the applicant which are
indicated in PCT Article 11(1)(iii)(c) and PCT Rule 20.4(b).

(iii) The international application does not contain a part
which, on the face of it, appears to be a description or a part
which , on the face of it, appears to be a claim or claims (PCT
Article 11(1)(iii) (d) and (e)).

(iv) None of the applicants is a resident or national of the
United States of America, and thereby entitled to file an inter-
national application with the United States Receiving Office
(PCT Article 11(1 )(©)).

(v) The international application is not in the English
language which must be used for international applications
filed with the United States Receiving Office (PCT Article
11(1)(ii)). '

(vi) The international application does not contain an
indication that it is intended as an intemational application
(PCT Article 11(1)(iii)()).

The following defects under Article 14 must be corrected
within the time period set by the United States Receiving Office
in the invitation to correct (form PCT/RO/106) to prevent
withdrawal of the international application (PCT Rule 26.5).
The time limit for correction is fixed by the Receiving Office.
It must be reasonable under the circumstances; it cannot be less
than one month and normally not more than two months from
the date of the invitation to correct. If the correction is timely
presented, the application will not be withdrawn.

(i) Where the Receiving Office finds that the interna-
tional application is not signed (PCT Article (14)(1)(a)(i) and
PCT Rules 2, 3, 4.1(d) and 4.15). The invitation to complete
together with a copy of the unsigned Request are issued by the
Receiving Office as soon as possible after receipt of the inter-
national application (PCT Article 14(1)(b), PCT Rule 26.2 and
Administrative Instructions Section 316). The applicant must
return the copy of the Request properly signed, within the
prescribed time limit,

(ii) Where the Receiving Office finds that the interna-
tional application does not contain the name of the applicant in
the prescribed way or the prescribed indications concerning the
applicant (other than those specified in Rule 20.4(b)). These
indications include, in particular, the applicant’s address, resi-
dence and nationality (PCT Article 14(1)(a)(ii) and PCT Rules
4.4 and 4.5).

(iii) Where the Receiving Office finds that the interna-
tional application does not contain a title, that is, a title for the
claimed invention (PCT Article 14(1)(a)(iv) and PCT Rule
26.1(b)).
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- (iv) Where the Receiving Office finds that the interna-
tional application - does not contain an abstract (PCT
Article14(1)(a)(iv) and PCT Rule 26.1(b)).

(v) Where the Receiving Office finds that the interna-
tional application does not comply, to the extent provided for in
the Regulations, with the prescribed physical requirements
(PCT Article 14(1 )(a)(v) and PCT Rules 11 and 26.3). The
physical requirements are provided for in detail in PCT Rule 11.
Con.pliance with them must be checked to the extent that
compliance therewith is necessary for the purpose of reasonably
uniform international publication.

Several other defects, namely missing sheets or drawings
and defective priority information, will not cause the applica-
tion 1o become abandoned, but may effect filing and priority
dates.

(i) Where the Receiving Office finds that any of the
drawingsreferred to in the international application are, in fact,
not included in that application (PCT Article 14(2) and PCT
Rule 26.6), the time limit for furnishing such drawings is 30
days from the date on which incomplete papers were received by
the Receiving Office (PCT Rule 20.2(a)(iii)). It should be
carefully noted that when missing drawings are received within
30 days they will be entered into the application papers, how-
ever, thedate of receiptof the application and the filing date, will
be amended to reflect the date on which the missing drawings
were received. The United States Receiving Office will notify
the applicant of any missing drawings on form PCT/RO/107.
Detailed procedures in the case where drawings are missing are
set forth in Section 310 of the PCT Administrative Instructions.

(ii) Where the Receiving Office finds that sheets of the
description or claims are missing, the procedures are similar to
those in (i) above; and are set forth in detail in PCT Rule 20 and
Section 309 of the PCT Administrative Instructions.

(iii) If the Receiving Office finds that the priority claim
fails to meet the requirements of Rule 4.10(b) in that the name
of the country of filing or the date of filing of the carlier appli-
cation are missing, the priority claim is considered not to have
been made and the applicant is notified accordingly on form
PCT/RO/121 (PCT Administrative Instructions Section 302).

(iv) If the Receiving Office finds that the claimed priority
date does not fall within the period of one year preceding the
International filing date, it will invite the applicant to amend or
cancel the priority claim using form PCT/RO/110 (PCT Rule
4.10(d)). The applicant has one month 1o respond by amending
orcanceling the priority claim. If noresponse is timely received,
the Receiving Office will cancel the priority claim ex officio
(Administrative Instructions Section 314). The amendment or
cancellation of the priority claim will be acknow! .dged using
form PCT/RO/111.

PRESENTATION OF CORRECTIONS

According to the nature of the defect, the correction may be
stated in a letter only or may have to be filed in the form of a
replacement sheet or replacement sheets accompanied by a
letter (37 CFR 1.471). The details are provided for in PCT Rule
26.4. Any correction must be in the English language (PCT Rule
12.2). Astothe signature and other requirements of such letters,
see PCT Rule 92.1. The Receiving Office must inform, and
where necessary, transmit copics of replacement sheets to the
International Searching Authority.
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CONSEQUENCES OF THE CORRECTION OF DEFECTS

Where the correction is filed with the Receiving Office
within the prescribed time limit and is found acceptable, the
international application will be considered valid (PCT
Article11(2)(b)). If the correction relates 10 any of the defects
referred to in PCT Article 11(1) and 14(2), the international
filing date will be the date on which the correction was received;
if it relates only to any of the defects referred to in Article 14(1),
the intemational filing date will be the date on which the
international application was received by the Receiving Office.

CONSEQUENCES OF NOT CORRECTING DEFECTS

Where an acceptable response or correction is not filed
within the prescribed time limit, the international application:
(i) will not be treated as an international application (and,
consequently will not be accorded an international filing date)
if the defect is one of those referred to in PCT Article11(1) and
PCT Rule 20.7;

(ii) will be treated as withdrawn if the defect is one of
thosereferred to in PCT Article 14(1) and PCT Rule 26.5. In the
case of a defect of the kind referred to in PCT Article 14(2),
which remains uncorrecied, the reference to the (missing)
drawing(s) in the international application will be considered
non-existent. Missing sheets w::! iiot be entered into the appli-
cation if received after 30 days of the receipt of incomplete
papers (PCT Rule 20.2(a)(i) and PCT Administrative Instruc-
tions Section 309);

(iii) if the priority claim fails to meet the requirements of
PCT Rule 4. 10(b), the priority claim is considered not to have
been made and the applicant is notified accordingly (Adminis-
trative Instructions Section 302).

Correction of Obvious Errors in
Documents [R-2]

1845.03

PCT Rule 91
Obvicus Errers In Decument
91.1 Rectification

(a) Subject toparagraphs (b)to (g T**7), obvious errors in the intemational
application or other papers submitted by the applicant may be rectified.

(b) Errors which are due to the fact that something other than what was
obviously intended was wriiten in the intemational spplication or other paper
shall be regarded as obvious errors. The rectification itself shall be obviocus in
the sense that anyone would immediately realize that nothing else could have
been intended than what is offered as rectification,

(c) Omissions of entire elements or sheets of the international application,
even if clearly resulting from inattention, at the stage, for example, of copying
or agsembling sheets, shall not be reciifiable.

(d) Rectification may be made on the request of the applicant. The
authority having discovered what appesrs to be an obvicus erfor may invite the
applicant to present a request for rectification as provided in paragraphs () 1o
(g 9="), Rule 26.4(a) shall apply mutatis mutandis to the manner in which

rectifications shall be requested.
(e) No rectification shall be made except with the express authorization:

(i) of the receiving Office if the eror is in the request.

(ii) of the international Searching Authority if the error is in any pari of
the intemational application other than the request or in any paper submiited to
that Authority.

(iii) of the International Preliminary Examining Authority if the error
is in any par of the intemational application other than the request or in any
paper submitted to that Authority, and
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* (iv) of the Internationel Bureau if the ervor is & in aniy paper, other than the

international epplicadon or amendments or conecnons 1o ﬂm app!wauon

subrnitted to the International Bureaw. -

{) Any avthority which suthorizes or- n:fuses any tealﬁcauon shall
promptly notify the spplicant of the authorization or refusal and, in the case of
refusal, of the ressons therefor. The authority which authorizes a rectification
shall prompily notify the Intermnational Bureau accordingly. Where the suthori-
zation of the rectificution was refased, the Intemational Bureau shall,

request made by the spplicant prior to the time relevant under paragraph

&™) or (2™™) and subject to the payment of a special fee whose amount shall

ve fixed in the Administrative Instructions, publish the request for rectification
together with the intemational application. A copy of the request for rectification
shall be incloded in the communication under Article 20 where a copy of the
pamphlet is not used for that communication or, where the intemational appli-

cation is not published by virtue of Anicle64(3).
(g) The authorization for rectification referred to in paragraph (¢) shall,
subject to paragraphs (g°%), (=) or (g¥==), be effective:
(i) where it is given by the receiving Office or by the Intemational

Searching Authority , if its notification to the International Bureau reaches that

Bureau before the expiration of 17 months from the priority date;
(if) where it is given by the Intemational Preliminary Examining Author-
ity, if it is given before the establishment of the intemational preliminary
(iii) where it is given by the Intemnational Bureauy, if it is given before the

expiration of 17 months from the priority date.

>(g ¥) If the notification made under paragraph (g)(i) reaches the Intema-

tional Buresu, or if the recuification made under paragraph (g)(iii) is euthorized
by the Intemnational Bureau, after the expiration of 17 months from the priority

date but before the technical preparations for publication have been completed,

the authorization shall be incosporated in the said publication.

(g ™) Where the applicant has asked the International Bureauto publish his
imemational application before the expiration of 18 months from the priority
date, eny notificstion made under paragraph (g)(i) must reach, and any rectifi-
cation made under paragraph (g)(ii) must be authorized by, the Intemational

Buresu, in order for the authorization to be effective, notater than at the time of
the completion of the technical preparations for intemational publication.
(g Ty Where the intemnational application is not published by vinue of

Article 64(3), any notification made under paragraph (g)(i) must reach, and any

rectification made under paragraph (g)(iii) must be authorized by, the Intema-

tional Bureau, in order to be effective, not later than at the time of the

communication of the internationsl application under Article 20.<**

PCT Rule 92
Correspondence
92.1 Need for Letter and for Sigrature
(a) Any paper submiited by the applicant in the course of the intemational

procedure provided for in the Treaty and these Regulations, other than the
international application itsclf, shall, if not itself in the form of a letter, be

relates. The letier shall be signed by the applicant.

r/fuﬁrﬂpamed by a letter identifying the international application to which it
§

(b) If the requirements provided for in paragraph (2) are not complied with,
the applicant shall be informed as to the non-compliance and invited to remedy
the omission within a time Iimit fixed in the invitation. The time limit so fixed
thall be ressonsble in the circumstances; even where the time limit so fixed

expires later than the time limit applying to the fumishing of the paper (or even

if the later time Limit has already expired), it shall not be less than 10 days and

niot more than one month from the mailing of the invitation, If the omission ie
remedied within the time limit fixed in the invitation, the omission shall be
disregarded; otherwise, the spplicant shall be informed that the paper has been
disregarded.

(c) Where non-complisnce with the requirements provided for in para-

graph (a) has been overlooked and the paper taken into account in the interna-

tional procedure, the non-compliance shall be dissegarded.
92.2 Languages

(&) Subject to Rules 55. 1 and 66.9 and to paragraph (b) of this Rule, any
letter or document submitted by the applicant to the International Searching
Authority or the International Preliminary Examining Authority shall be in the

samne language as the intemational application to which it relates.
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+(b) Any letter from the spplicant w the Imemmional Searching Author-
ity or the International Preliminery Exarnining Authority may be in & language
other than that of the international application, provided the said Authority
authorizes the use of such language.

(c) [Deleteaj ;
(d) Any Jetter from the applicant to the International Bureau shall be in

English or French.
(e) Any letter or notification from the Intemational Buresu to t.he

applicant or to any national Office shall be in English or French.

92.3 Mailings by National Offices and Intergovernmental Organizations
Any document or letter emanating from or transmitted by a national

Office or an intergovemmental organization and constituting an event from the

date of which any time limit under the Treaty or these Regulations commences

1o run shall be sent by registered air mail, provided that surface mail may be

used instead of air mail in cases where susface mail normally arrives at its

destination within two days from mailing or where air mail service is not

available. ‘

92.4 Use of Telegraph, Teleprinter, Etc.

(2) Notwithstanding the provisions of Rules 11.14 and 92.1(z), but
subject to paragraph (b), below, any document (including any drawing)
subsequent to the intemational application may be sent by telegraph or
teleprinter orotherlike means of communication producing a printed or written
document. Any such document so sent shall be considered to have been
submitted in a form complying with the requirements of the gaid Rules on the
day on which it was communicated by the means mentioned ebove, provided
that, within 14 Jays after being so communicated, its contents are fumished in
that form, otherwise, the telegraphic, teleprinter or other communication shall
be considered not to have been made.

(b) Each national Office or intergovemnmental orgenization shall
promptiy notify the Intemational Bureau of any means referred to in paragraph
(2) by which it is prepared to receive documents referred to in that paragraph.
The Intemational Bureau shall publish the information so received in the
Gazette as well as information conceming the means referred to in paragraph
(a) by which the Intemational Bureau is prepared 1o receive any such document.
Paragraph (a) shall apply with respect 1o any naticnal Office or intergovern-
menta} organization only to the extent the said information has been so
published with respect 1o it. The International Bureau shall publish, from time
to time, in the Gazette, changes in the information previously published.

Obvious errors of transcription may berectified (PCT Rule
91). The Receiving Office or the International Searching Au-
thority will inform the applicant of obvious errors of transcrip-
tion using form PCT/RO/108 or PCT/ISA/216, respectively.
The form will indicate to which Authority the applicant may
request rectification of the error. In general the Receiving
Office may authorize rectification of errors in the Request only.
The International Searching Authority may authorize rectifica-
tion of errors in the description, claims, abstract or drawings.
The applicant, upon noticing an error of transcription, may
spontaneously present a request for rectification to the appro-
priate Authority. The Authority will promptly inform the appli-
cant of the authorization or the refusal to authorize the rectifi-
cation of obvious errors. The forms used by the United States
Receiving Office and the International Searching Authority for
authorization or refusal are PCT/RO/109 and PCT/ISA/217.

1845.04 Changes in Certain Indications in
the Request [R-2]

PCT Rule 92%'*
Recording of Changes In Certaln Indicatlons in the Request or
) the Demand
92%% 1 Recording of Changes by the International Bureau
(a) The Intemational Bureau shall, on the request of the applicant or the
receiving Office, record changes in the following indications appearing in the
request or demand:
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- (i) person, name, residence; nationality or eddress of the applicant,

(u) pereon; nune of sddress of the agem. the common representative or
the inventor.

(b) The International Bumu shal.l not mco:d the !eqnc:wd change if the

request for recording is received by it after the expiration:

(i) of the time limit referred to in Anicle 22(1), where Aniicle 39.1 is not
applicable with respect to any Contracting State

(i) of the time limit referred 1o in Anicle 39(1)(a), where Article 39.1
is applicable with respect to at least one Contracting State.

18¢2 The International Searching Authority
[R-2]

PCT Article 16
The Internationsl Searching Authority

(1) Intemational search shall be carried out by an Imemationsl Searching
Authority, which may be either & nationsl Officz or an imergovemmental
osganization, such as the Intemational Patert Institute, whose tasks include the
establishing of documentery search reports on prior ast with respect to inven-
tions which ere the sabject of spplications.

) U, pending the establishment of & single Intemationa! Searching
Authority, there are several Intemationsl Searching Awhorities, each seceiving
Office shall, in sccordance with the provisions of the spplicsble agreement
referred 1o in pasagraph(3)(b), specify the International Searching Authority or
Authorities competent for the gearching of internations] applications filed with
such Office.

(3)(8) International Scarching Authorities shell be appointed by the As-
sembly. Any national Office and any intergovemnmental orgenization setisfying
the requirements referred 1o in subparagraph (c) may be appointed as Intema-
tiona! Searching Authority.

(b) Appointment shall be conditional en the consent of the national
Office or intergovernmentsl orgenization to be appointed snd the conclusion of
an agreement, subject to spprovel by the Assembly, between such Office or
orgenization end the Intemstionel Buresw. The egreement shall specify the
rights end obligmions of the parties, in particular, the formal underiaking by the
said Office or orgenization to apply and observe all the common rules of
international seasch.

(c) The Regulations prescribe the minimum requirements, particulasly
&s to mangower and documentstion, which eny Office or organization must
satisfy before it can be appointed and must continue to satisfy while it remains
eppointed.

(d) Appointment shell be for e fixed period of time and may be extended
for fusther periods.

() Before the Assembly makes & decision on the appoiniment of any
nzional Office or intergovernmental orgenization, or on the extension of its
sppointment, or before it allows any such appointrent to lapse, the Assembly
shall hear the interested Office or osganization and seek the advice of the
Commitsee for Technical Cooperation referred to in Anicle 56 once that
Compmitiee has been established.

PCT Article 17
Procedure before the Internationsal Searching Authority
(1) Procedure before the Intemational Searching Authority shall be gov-
emed by the provisions of this Tresty, the Regulations, and the sgreement which
the Intemationa! Bureau shsll conclude, subject to this Treaty and the Regulis-
tiong, with the said Authority.
(2)(s) If the Intemational Searching Authority considers:

(i) that the insernational application relates 10 a cubject matter which the
Internations! Sesrching Authority is not required, under the Regulations, to
gearch, and in the particular case decides not to search, or

(i) that the description, the claims, or the drawings, fail 1o comply with
the pregcribed requirements to such an extent thet a mezningful search could not
be carried out,

the said Authority ghall so declare and shall notify the applicant and the
Intemational Bureau that no international search report will be established.

(b} If eny of the situations referred (o in subparagraph (2) is found to exist
in connection with certain claims only, the intemational search report shall so
indicate in respect of such claims, whereas, for the other claims, the said seport
shall be esteblished as provided in Anticle 18,
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-{3)e) If the Intemastions] Seerching Avthority considers thez the interna-
tmalapphcanm dounotmplywuhthereqummmofumtyofmvmumu
sex forth in the Regulations, it shall invite the spplicant to pay edditional fees.
The Intemational Searching Authority shall establish the intemetional search
reporton those parts of the iatemational spplication which relate tothe invention
first mentioned in the claims (“main invention”) and, provided the required
additional fees have been paid within the prescribed time limit, on those paris
of the iniemational spplication which relate to inventions in respect of whirh the
said fees were paid.

(b) The nationsl law of any designated Siate may provide that, where the
national Office of the State finds the invitation, referred 1o in subparagraph (a),
of the International Searching Anthority justified and where the spplicant has
not paid all additional fees, those parts of the intemational application which
consequently have not been zearched shsll, as far as effects in the State are
concemned, be considered withdrawn ualess a special fee is paid by the spplicant
to the national Office of that State.

PCT Rule 25
Rezelpt of the Search Copy by the International Searching
Authority

25.1 Notification of Receipt of the Search Copy

The International Searching Authority shall prompily notify the Intema-
tional Buresu, the applicant, and — unless the International Searching Authos-
ity is the same as the receiving Office — the receiving Office, of the fact and the
date of receipt of the search copy.

PCT Rule 35
The Competent International Searching Authority

35.1 When Only One International Searching Awthority is Competent
Each receiving Office shall, in accordance with the terms of the applicable
agreernent referred toin Article 16(3)(b), inform the Intemational Buresn which
Intemational Searching Authority is competent for the searching of the intema-
tional spplications filed with it, and the Intemations! Buresu shall promptly
publish such information.
35.2 When Several International Searching Authorities Are Competent
(e) Any veceiving Office may, in accordance with the terms of the
applicable agreement referred wo in Article 16(3)(b), specify several Intema-
tional Searching Authorities:
(i) by declaring all of them competent for any intemational application
filed with it, and leaving the choice to the applicant, or
(ii) by declaring one or more compeient for cestain kinds of intemnational
applications filed with it, and declaring one or more others competent for other
kinds of international applications filed with it, provided that, for those kinds of
intemational spplications for which several International Searching Authorities
are declared to be competent, the choice shall be left 1o the applicant.
(b) Any receiving Office availing itself of the faculty provided in para-
graph (a) shall promptly inform the Intemational Bureau, and the Intemational
Bureau shall promptly publish such information.

35 U.S.C. 362 Internatlonal Searching Authority >and Internsa-
tional Preiiminary Examining Authorlty<.

>{a)< The Pstent and Trademssk Office may act as an International
Seszrching Authority >and Intzmations! Preliminary Examining Authority<
with regpect to intemational spplications in eccordance with the terms end
conditions of an agreement which may be concluded with the Intemationsl
Bureao >, and may discharge all duties required of such Authorities, including
the collection of handling fees snd theirtranemittal tothe Intemnstional Bureau<,

>(b) The hendling fee, preliminary examination fee, end any additions!
fees due for intemational preliminary exemination shall be paid within such
time a¢ may be fixed by the Commissioner.<

37 CFR 1.413 The United States Internationsl Searching
Authority.

(a) Pursuant 10 appointment by the Assembly, the United States Patent and
Trademask Office will act as an International Searching Authority for intemna-
tional applications filed in the United States Receiving Office and in other
Receiving Offices as may be agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark Office and the Intemnational
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Bureau (PCT A 16(3)(b)) N
(b) The Patent and Trademark Ofﬁoe, wbm u:tmg 25 a0 Imemmunl
Searching Anthority, will be idemtified by the full tisle “United States Intema-

tionel Seerching Awthority” or by the sbbreviation “JSAJUS." -
{c) The mejor functions of the Internstionsl Searching Authon!y mcludc
(1) Approving or esunblithing the title end abstract;
(2) Considering the matter of unity of invention;
(3) Conduciing intemationsl and intemational-type searches and prepar-
ing intemational and intemationsl-type search reports (PCT An. 15, 17 and 18,
and PCT Rules 25, 33 to 45 and 47); and
(4) Transmining the international search report to the applicant and the
Intermnational Buresu.

TRANSMITTAL OF THE “SEARCH COPY” TO THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is transmitted by the Receiving Office to
the International Searching Authority (PCT Asticle 12(1)), the
details of the transmittal are provided in PCT Rule 23.

THE MAIN PROCEDURAL STEPS IN THE INTERNA-
TIONAL SEARCHING AUTHORITY

‘Themain procedural steps thatany intemational application
goes through in the International Searching Authority are the
following:

(i) the making of the international search (PCT Article
15), and

(ii) the preparing of the international search report (PCT
Article 18 and PCT Rule 43).

COMPETENT INTERNATIONAL SEARCHING
AUTHORITY

In respect of international applications filed with the U.S.
Receiving Office, the United States International Searching
Authority, which is the Examining Coeps of the United States
Patent and Trademark Office, and the European Patent Office
are competent to carry out the international search (PCT Article
16, PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR 1.413).

The United States Patent and Trademark Office has in-
formed the International Bureau that in addition to the United
States Patent and Trademark Office, the European Patent Office
iscompetent as an International Searching Authority for search-
ing all kinds of international applications filed in the United
States Receiving Office on and after Oct. 1, 1982. (PCT Article
16(2) and PCT Rule 35.2(a)(i).

MATTERS TO BE CONSIDERED WHEN CHOOSING AN
INTERNATIONAL SEARCHING AUTHORITY

Choosing The European Patent Office (EPO) as an Interna-
tional Searching Authority could be an advantage to United
States applicants who designate countries for European Re-
gional patent protection in PCT International applications for the
following reacs:.~.

(1) Claims may beamended according to EPO search results
before entering the European Office as a designated Office.

(2) The EPO search fee need not be paid upon entering the
European Office as a designated Office.

(3) The EPO searchresults may be available foruseina U.S.

priority application.
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(4) The EPO international search may be obtained with- -
out the need for a European Professional Representative.

(5) The European Patent Office search could provide the
U.S. applicant with the benefit of a European art search (which
may be different from his own or the USPTOQ’s search) before
it is necessary to enter the European Patent Office or other
designated Offices and usually before amendmenis t¢ the U.S.
priority application are needed.**

Some of the disadvantages that may occur due to the Eu-
ropean Patent Office making the International Search are the
following:

(1) Additional mailing time to and from the EPO Search-
ing Authority may shorten the time for applicants torespond to
various invitations from the EPO such as for comments on
abstracts and payments of additional search fees as well as for
PCT Article 19 amendments to the claims after issuance of the
International Search Report.

(2) There may be more difficulty in solving any proce-
dural problems between the applicantand the EPO than with the
USPTO due to physical distance and time differences.

1861 The European Patent Office as an
International Searching Authority [R-2]

Since October 1, 1982, the European Patent Office (EPO)
has been available as a Searching Authority for PCT applica-
tions filed in the United States Receiving Office. The choice of
Searching Authority ,either the EPO or the United StatesPatent
and Trademark Office, must be made by the applicanton filing
the International Application. The choice of Searching Author-
ity may also be indicated on Transmittal Letter form PTO-
1382.

It should be noted that the European Patent Office will not
search , by virtue of PCT Article 17(2)(a)(i), any international
application to the extent that it considers that the international
application relates to subject matter set forth in PCT Rule 39.1.
Furthermore, the European Patent Office is not equipped to
search computer programs.

The international search fee for the European Patent Office
must be paid to the United States Patent and Trademark Office
(USPTO) as a Receiving Office at the time of filing the inter-
national application. The search fee for the European Patent
Office is currently set under PCT Rule 16.1(b) at >1,080<*
United States dollars. The search fee will change as costs and
exchange rates require.** If exchange rates fluctuate signifi-
cantly, the fee may change frequently. Notice of changes will
be published in the Official Gazette shortly before the effective
date of any change.

If the European Patent Office as the International Search-
ing Authority considers that the international application does
not comply with the requirement of unity of invention as set
forth in PCT Rule 13 , the European Patent Office will invite
applicants to timely pay directly to it an additional search fee of
2,095 Deutsche Marsks for each additional invention.

A revised fee calculation sheet (form PCT/RO/101, An-
nex) having appropriate spaces to indicate the choice of Inter-
national Searching Authority has been developed so that appli-
cants may indicate which International Searching Authority is
to make the search.
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1862 The Internatlonal Search [R-Z]

PCT Artlcle ls
'l‘lle International Search »

( 1) Esch imemationsl applu:auon shall be the ubjea of mtemmoml
search.

(2) The objecuve of the mlcmauoml seazrch is discover relevent prior
an.

(3) Intemational search shall be made on the basis of the claims, with due
regard to the description end the drawings (if any).

(4) The International Searching Authority referred to in Article 16 shall
endeavor todiscover as much of the relevant prior art as its facilities permit, and
shall, in any case, consult the docurnentation specified in the Regulations.

(5) ¥ the narional law of the Coniracting Stste so pesmizs, the applicant
who files & national epplication with the national Office of or acting for such
State may, subject to the conditions provided for in such law, request that a
search similar to an intemationsl search (“intemational-type search™) be carried
out on such application.

(b) If the national law of the Contracting Stete so permits, the national
Office of or acting for such Siate may subject eny national application filed with
2 1o an intemationsl-type search.

{c) The international-type seerch shall be carried oat by the International
Searching Avthority referred to in Anticle 16 which woald be competent for an
imernationsl search if the national application were an international application
and were filed with the Office referred 1o in subparagrephs (2) end (). If the
astionsl application is in a language which the Intemstional Searching Author-
ity considers &t is not equipped to hendle, the international -tvpe search shall be
carried out on & wenslation prepared by the spplicant in & langnage prescribed
for international spplicmions and which the Internations] Sesrching Authority
bhas undestaken to eccept for imemational epplications. The naional spplication
and Use translation, when requised, shall be preszmed in the form prescribed for
intemationel epplications.

PCT Rule 33
Reievant Prior Art for the International Search
33.1 Relevass Prior Art for the International Search

(8) For the purposes of Asticle 15(2), relevant prior art shall consist of
everything which hag been made svailable to the public enywhere in the world
by means of written disclosure (including drawings and cther illustrations) and
whichiscepeble of being of assistance in detesmining thet the claimedinvention
is or is gt new and that it does or does not involve an inventive siep (ie., tha
it ig or is not obvious), provided that the making available to the public occusred
prior to the intemational filing date.

(b) When any written disclosure refers to an oral disclosure, use, exhibi-
tion, or other means whereby the contents of the written disclosure were made
availsble to the public, and such making available to the public occurred on a
date prior to the intemational filing date, the intemationsl search report shall
separately mention that fact and the date on which it occurred if the making
available to the public of the written disclosure occurred on 2 date posterior to
the international filing date.

(c) Any published application or any patent whose publication date islater
but whose filing date, or, where applicable, claimed priority date, is earlier than
the intemational filing date of the international application searched, end which
would constitute relevant prior art for the purposes of Asnicle 15(2) had it been
published prior to the intesnational filing date, shall be specially mentioned in
the internstional search report.

33.2 Fields to Be Covered by the International Search

(&) The intemational search shall cover all those technical fields, and shall
be carried out on the basis of all those search files, which may contain material
pertinent to the invention.

(b) Consequently, not only shall the ant in which the invertion is classifi-
able be searched but also analogous asts regerdiess of where classified.

(c) The question what ang are, in any given case, 1o be regarded as
znalogous shall be considered in the light of what appears to be the necessary
essential function or use of the invention and not only the specific functions
expressly indicated in the intemational application.

(d) The intemational search shall embrace all subject matter that is
generally recognized as equivalent to the subject matter of the claimed invention
for all or certain of its features, even though, in its specifics, the invention as
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described in the intemnational application is different. -
33.30rwmwnofrhclmemawnalS¢amk SRS
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regard to the description and the drawings (if any) and withi panticular emphasis
on the inventive concept towards which the claims are directed. -

{b) Insofar as possible and reasonsble, the international search shall cover
the entire subject matter to which the claims are directed or 1o which they might
ressonehly be expected to be directed after they have been amended.

PCT Rule 34
Minimum Documentation
34.1 Definition

(2} The definitions contained in Article 2(i) and (ii) shall not apply
for the grzrposes of this Rule.

(b} The documentation referred to in Article 15(4) (“minimum
docurmnentation™) shall consist of:

(i) the “national patent documents™ as specified in paragraph(c),

(i1) the published intemational (PCT) epplications, the published regional
applications for patents and inventors’ certificates, and the published regional
patents and inventors’ cenificates,

(izi) such other published items of non-patent literature as the Interna-
tional Seasching Authorities shall agree upon and which shall be published in
a list by the Intemational Bureau when agreed upon for the first time and
whenever changed.

(c) Subjectto paragraphs (d) and (e), the “nationsal patent documents” shall
be the following:

(i) the patents issued in and after 1920 by France, the former Reichepat-
emam2 of Germany, Japan, the Soviet Union, Switzerdind (in French end
German languages only), the United Kingdom, and the United States of Amer-
ice,

(ii) the patents issued by the Federal Republic of Gemany,

(iii) the patent applications, if any, published in and after 1920 in the
countries referred to in items (i) and (ii),

(iv) the inventors’ ceriificates issued by the Soviet Union,

(v) the wility cenificates issued by, and the published applications for
uiility centificates of France,

(vi)® such patents issued by, end such patent applications published in,
any other country after 1920 as are in the English, French, [o¢] German or
Spanisk langusge and in which no priority is claimed, provided that the national
Office of the imerested country soris cut these documents and places them at the
disposal of each Imemnational Searching Auwhority.

(d) Where an application is republished once (for example, and Offenle-
gungsschrift as an Auslegeschrift) or more than once, no Intemational Search-
ing Authority shall be obliged to keep all versions in its documensation;
consequently, each such Authority shall be entitled not to keep more than one
version. Farthermore, where an spplication is granted and is issued in the form
of & patent or & wility certificate (France), no Intemational Searching Auvthor-
ity shalt be obliged to keep both the application and the patent or wility
cenificate (France) in its documentation; consequently, each such Authority
shall »e emitied to keep either the application only or the patent or utility
cerntificate (France) only.

(e)® Any Intemnational Searching Authority whose officisl language, or
onie of whose official languages, is not Japanese, Russian or Spanish is entitled
not to include in its documentation those patent documents of Japan and the
Soviet Union as well as those patent documents in the Spanish language,
respectively, for which no abstracis in the English language are generally
available. English abstracis becoming generally available efter the date of entry
into force of these Regulations shall require the inclugion of the patent docu-
ments to which the abstracts refer no laier than six months efter such abstracts
become generally available. In case of the interruption of ebstracting services
in English in technical fields in which English abstracts were formerly generally
available, the Assembly shall take appropriste measures 1o provide for the
prompt restoration of such sesvices in the said fields.

(f) For the purposes of this Rule, applicstions which have only been lsid
open for public inspection are not considered published applications.

® The words printed in italics in paragraphs (c){vi) and (¢) of Rule 34.1 will became
appliceble at the same time thet the PCT will enter into force in respect of the country
which, among the Spanish-speaking countries, is the first to ratify or accede to the PCT.
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PCT Rule 36 ‘
Minimum Requirements for International Searching Authorities
36.1 Definition of Minimum Requirements
‘The minimum regoirements referred to in Anicle 16(3)(c) shall be the
following: ; S

(i) the national Office or intergovernmuental organization must have at
least 100 full-time esmployees with sufficienttechnical qualifications to carry cut
searches; '

(ii) thes Office or organization must heve in its possession at least the
minimum documentsion referred to in Rule 34, properly arranged for search
purposes;

(iii) that Office or orgenization must have a staff which is capable of
searching the required techmical fields and which has the language facilities to
understand at lesst those languages in which the minimum documentstion

referved to in Rule 34 is written or is transiated.

PCT Rule 39
Subject Matter under Article 17(2)(a)(f)

39.1 Definition

No Intemastional Searching Authority shall be required to search an
international application if, and to the extent to which, its subject matter is any
of e following:

(i) scientific and mathematicel theories,

(i5) plant or animal varieties or essentially biological processes for the
production of plants and enimals, cther than microbiological processes and the

products of such processes,
(iii) schemes, rules or methods of doing business, performing purely

mental acts or playing games,
(iv) methods for treatment of the human or animal body by surgery or

therapy, as well as disgnostic methods,

(v) mere preseszations of information,
(vi) computer programs to the cxtent that the International Searching

Authority is not equipped 1o search prior art concerning such programs.

PCT Admialstrative Instructions Sectlion 501
Corrections Submitted to the International Searching Authority
Concerning Expressions, etc., Not to be Used in the
International Application

Where the applicant submits corrections to the International Searching
Authority simed st complying with the prescription of Rule 9.1, that Authority
shall wansmit copies of such comections to the receiving Office and the

Internationsl Bureay.

The objective of the international search is to discover
relevant prior art (PCT Amticle 15(2)). “Prior art” consists of
everything which has been made available to the public any-
where in the world by means of written disclosure (including
drawings and other illustrations); it is “relevant” inrespectof the
international application if it is capable of being of assistance in
determining that the claimed invention is or is not new and that
the claimed invention does or does notinvelve an inventive step
(i .e., that it is or is not obvious), and if the making available to
the public occurred prior to the international filing date, for
further details see PCT Rule 33. The international search is made
on the basis of the claims, with due regard to the description and
the drawings (if any) contained in the international application
@CT Article 15(3)).

' DOCUMENTS SEARCHED BY THE INTERNATIONAL
SEARCHING AUTHORITY

The International Searching Authority must endeavor to
discover as much of the relevant prior art as its facilities permit
(PCT Article 15(4)), and, in any case, must consult the so-called
“minimum documentation” (PCT Rule 34).
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- CERTAIN SUBJECT MATTER NEED NOT BE
SEARCHED

No International Searching Authority is reg:iired to per-
form an interrational search where the international applica-
tion relates to any of the following subject matters:

(i) scientific and mathematical theories,

(ii) plant or animal varieties or essentially biological proc-
esses for the production of plants and animals, other than
microbiological processes and the products of such processes,

(iii) schemes, rules or methods of doing business, perform-
ing purely mental acts or playing games,

(iv) methods for treatment of the human or animal body by
surgery or therapy, as well as diagnostic methods,

(v) mere presentation of information, and

(vi) computer programs to the extent that it, the said Au-
thority is not equipped to search prior art (PCT Article
17(2)(a)(i) and PCT Rule 39).

The applicant planning to file an international application
may ve well advised not to file one if the subject matter of the
application falls into one of the above mentioned areas; if he or
she still does file, the ** International Searching Authority
may declare that it will not establish an intemational search
report. It is to be noted nevertheless that the lack of the
international search report in such case will not have, in itself,
any influence on the validity of the international application
and the latter’s processing will continue, including its commu-
nication 1o the designated Offices.

>The USPTO has declared that it will search and examine
ininternational applications ali subject matter searched and ex-
amined in U.S. national applications.<

' NO SEARCH REQUIRED IF CLAIMS ARE UUNCLEAR

If the International Searching Authority considers that the
description, the claims, or the drawings fail to comply with the
prescribed requirements to such an extent that a meaningful
search could not be carried out, it may declare that it will not
establish a search report (PCT Article 17(2)( a) (ii) and (b)).
Such declaration may also be made in respect of some of the
claims only. This may be particularly the case where the
description or the claims are unclear. The lack of the interna-
tional search report will not, in itself, have any influence on the
validity of the international application and the latier’s process-
ing will continue, including its communication to the desig-
nated Offices. Where only some of the claims are found to be
“unsearchable,” the International Searching Authority will not
search them, but will search the rest of the international appli-
cation. Any unsearched claims will be indicated in the Search
Report.

1863 The International Search Report
[R-2]

PCT Articie 18
The International Search Report
(1) The international search report shail be established within the
prescribed time limit and in the prescribed form.
(2) The international search report shell, ag soon as it has been estab-
lished, be transmitted by the Intemational Searching Authority to the applicant
and the Intemational Bureau.
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(3) Theintemationsal search report or the decleration referred toin Article
17(2)(a) shall be translated as provided inthe Regulations. The teanslations shall
be prepared by or under the responsibility of the Intemationat Bureau.

PCT Rule 37 .
Migsing or Defective Title
37.1 Lack of Title
If the international application does not contain 2 m.le. and the receiving
Office has notified the International Searching Authority that it has invited the
applicant to correct such defect, the Intemational Searchmg Authority shall
proceed with the international search unless and until it receives notification that
the szic applieation is considered withdrawn.
37.2 Extablishmens of Title
If the international application does not contain a title and the International
Searching Authority has not received 2 notification from the receiving Office to
the effect that the applicant has been invited to fumish a tide, or if the said
Authority finds that the title does not comply with Rule 4.3, it shall itself
establish a title,

PCT Rute 38
Missing Abstract

38.1 Lack of Abstract

If the intemationa] spplication does not coptain an absiract and the
receiving Office has notified the Intemstional Searching Authority that it has
invited the applicant to correct such defect, the Intemational Searching Author-
ity shall proceed with the imernational gearch unless and until it receives
nosification that the said application is considered withdrawn.
38.2 Establishmens of Abstracs

(e} If the intemational application does not contain an abstract and the
Iniemations] Searching Authority has not received a notification from the
receiving Office 10 the effect that the applicant has been invited to fumish an
abstract, or if the said Authority finds that the abstract does not comply with Rule
8, it shall ftgelf establish an abstract (in the language in which the intemnational
spplication is published). In the latter caze, it shall invite the applicant to
comment on the abstract established by it within one month from the date of the
invitation,

(b) The definitive contents of the abstract shall be determined by the
Intemational Searching Authority.

PCT Rule 43
The Internstional Searchk Report

43.1 Idensifications

The intemational search report shall identify the Intemational Searching
ALuthority which established it by indicating the name of such Authority, and the
intemnational application by indicating the intemational application number, the
name of the epplicant, the name of the receiving Office, and the intemational
filing date.
43.2 Dates

The istemational search report shell be dated and shall indicate the date

on which the intemational search was actvally completed. It shall also indicate
the filing date of any earlier applicstion whose priority is claimed.
43.3 Classification

(3) The international search repost shall contain the classification of the
subject matier at least according 1o the International Patent Classification.

(b) Such classification shall be effecied by the Intemational Searching
Authority.
43.4 Language

Every intersational search report and any declaration made under Article
17(2 ) shall be in the Janguage in which the intemational application to which
it relates is published.
43.5 Citations

(8) The intemational search report shall contain the citations of the
documents considered to be relevant.

(b) Themethod of identifying any cited document shall be regulated by the
Administeative Instructions.

(c) Citations of particular relevance shall be specially indicated.

(d) Citations which are not relevant to all the claims shall be cited in
relation to the claim or claims to which they are relevant,

() If only certain passages of the ciied document are relevent or pariicu-
lasly relevant, they shall be identified, for example, by indicating the page, the
columnn, or the lines, where the passage appears.
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43.6 Fields Searchad

(2) The intemational search mpon shall hsl the classification identifica-
tion of the fields searched. If that identification is effected on the basis of &
classification other than the Intemational Patent Classification, the Interna-
tional Searching Authority shall publish the classification used.

{b) If the intemational < zarch extended to patents, inventors” centificates,
uuluy certificates, utility models, patents or cenificates of addition, inventors'
certificates of addition, utility certificates of addition, or published applications
for any of those kinds of protection, of States, periods, or languagss, rot
included in the minimum documentation as defined in Rule 34, the intemnational
search report shall, when praciicable, identify the kinds of documents, the
States,the periods, and the languages to which it extended. For the purposes of
this paragraph, Article 2(ii) shall not apply.

43.7 Remarks Concerning Unity of Invention

If the applicant paid additional fees for the intemational search, the
intemations! search report shall so indicate. Furthermore, where the intema-
tional search was made on the main invention only (Article 17(3)(a)), the
intemational search report shall indicate what parts of the international applica-
tion were and what paris were not searched,

43.8 Signature

The imemational search report shall be signed by an authorized officer of
the Intemnational Searching Authority.
43.9 No Other Matter

The international search report shall contain no matter other than that
enumerated in Rules 33.1(b) and (c), 43.1,2,3, 5,6,7 and 8, and 44.2(a) and (b),
and the indication referred to in Asticle 17(2) (b). In particular, it shall contsin
no expressions of opinion, reasoning, arguments, or explanations.

43.10 Form

The physical requirements as to the form of the intemational search report

shall be prescribed by the Administrative Instructions.

PCT Rule 44
Transmiital of the Internatlional Search Report, Etc.
44.1 Copies of Report or Declarasion

The International Searching Authority shall, on the same day, transmit one
copy of the intemational search report or the declaration referred to in Article
17(2)(a) to the Intemational Bureau and one copy to the applicant.

44.2 Title or Abstract

(a) Subject to paragraphs (b) and (c), the international search report shall
either state that the Intemational Seasching Authority approves the title and the
abstract as submitted by the applicant or be accompanied by the text of the title
and/or abstract as established by the Intemational Searching Authority under
Rules 37 and 38.

(b} X, at the time the intemational search is completed, the time limit
allowed for the applicant to comment on any suggestion of the Intemnational
Searching Authority in respect of the abstract has not expired, the intemational
search report shsll indicate that it is incomplete 2s far as the abstrect is
concemed.

(c) As soon as the time limit referred to in paragraph (b) has expired, the
Intemnational Searching Authority shall notify the abstract approved or estab-
lished by it to the Intemational Bureau and 1o the applicant.

44.3 Copies of Cited Documents

(a) The request referred to in Article 20(3) may be presented any time
during seven years from the international filing date of the intemational
application 1o which the intemational search report relates.

(b) The Intemational Searching Authority may require that the party
(applicant or designated Office) presenting the request pay to it the cost of
preparing and mailing the copies, The level of the cost of preparing copies shall
be provided for in the agreements referred to in Article 16(3)(b) between the
Intemational Searching Authoritics and the Intemational Buresu.

(c) Any Intemational Searching Authority not wishing to send copies
direct 1o any designated Office shall send & copy to the Intemational Bureau and
the Intematicnal Bureau shall then proceed as provided in paragraphs (a) and
®).

(d) Any intemnational Searching Authority may perform the obligations
referred to in (a) to (c) through another agency responsible to it.

PCT Administrative Instructions Section 503
Method of Identifying Decuments Cited in the International
Search Report
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Identification of eny document cited in the inzernstionsl search report
referred in Rule 43.5(k) shall bemade by indicating the following elements inthe
order in which they are listed:

() In the case of any patent document (paten: documents being patents

within the meaning of Asticle 2(ii) as well as published spplications relating -

thereto: .

(i) the Office that issued the document, by the two-letier code asin Annex

(ii)the kind of document, by the appropriate symbols 22 in >the Standard
Code for Identification of Different Kinds of Patent Documents. Published in
WIPO Handbook on Patent Information and Documengation, Volume 1, Part 3,
Standards-ST.16.

(iii) the number of the document as given to it by the Office that issued it
(for Japanese patent documents the indication of the year of the reign of the
Emperor must precede the serial number of the patens document);

(iv) the name of the palentce or applicant (in capital letters, where
appropriate abbreviated);

(v) the date of publication of the cited petent document as indicated
thereon; and

(vi) where applicable, the pages, columns or lines where the relevant
passages appear, or the relevant figures of the drawings.

(The following exemple illustrates the citation of & patent document
according to paregraph (a) above:

JP, B, 50-14535 (NCR CORPORATION) 28 May 1975 (28.05.75), see
column 4, lines 3 to 27).

(b) In the Case of any Book or Other Separately Issued Publication:

(i) the name of the author;

(ii) the title (including, where applicable, the number of the edition and/or
volume);

(iii) the year of publication (when this coincides with the year of the
international application or of the priority claim, the Imtemational Searching
Authority chall endesvor to detesmine the month and, if necessary, the day of
pablication and to indicate these data in the intemnational search repor);

(iv) the name of the publisher;

(v) as far as available, the place of publication (where only the location of
the publisherappesars on the book or other sepearately issued publication, then that
location shall be indicated as the place of publication); and

(vi) where applicable, the pages, columns or lines where the relevant
passages appear, or the relevant figures of the drawings.

(Thefollowing example illusisates thecitation of 2 book or other separately
issued publicetion sccording to paragraph (b) ebove:

H. Welion, “Microwave Quantum Theory,” Volume 2, published 1973, by
Sweet and Maxwell (Londen), see pages 138 1o 192, especially pages 146 to
148.)

(c) In the case of any article published in a periodical or other serial
publicatiorn:

{i) the title of the periodical or other serial publication;

(ii) the number of the volume and the date of the issue in which the article
appears;

(iif) as far as available, the place of publication (where only the location of
the publisher appears in the periodical or other serial publication, then that
location shall be indicated as the place of publicationj;

(iv) the author 2nd the title of the article and the number of the page both
on which the article staris and ends; and

(v) where applicable, the pages, columns or lines where the relevant
pessages appear, of the relevant figures of the drawings.

(The following example illustrates the citation of an article published in a
periodical or other serisl publication according to paragraph (c) above:

IBM Technical Disclosure Bulletin, Volume 17, No. 5, issued October
1974 (Ammonk, New York), J. G. Drop, “Integrated Ciscuit Personalization at the
Module Level” see pages 1344 and 1345.)

(d) In the case of abstracts:

(i) the identification of the document containing the abstract in the manner
set forth in paragraphs (s), (b) and (c) respectively, depending upon whether the
abstract is contained in a patent document, in a book or other separately issued
publication, or in an article published in a periodical or other serial publication;

(i) in the case where the abstract is not published together with the full text
document which served as its basis, the identification of both abstract and full
text document on the basis of whatever bibliographic data may be available in
respect thereto,

(The following example illustrates the citation of an abstract according 1o
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paragraph (d) (ii) above: .
Chemical Abstracts, Volume 75, No. 20, issued 15 November

1971(15.11.71) (Columbus, Ohio, USA), D. 1. Shetulov, “Surface Effects
During Mental Fatigue,” see page 163, column |, the sbstract No. 120718k,
Fiz.-Khim. Mekh. Mater. 1971, 7(2), 7-11(Russ).)

~ PCT Administrative Instructions Section 504
Classificatlon of the Subject Matter of the International
' o Application

(a) Where the subject matter of the intemnational application is such that
classification thereof requires more than one classification symbol according
to the principles to be followed in the application of the Intemational Patent
Classification to any given patent document, the international search report
shall indicate all such symbols.

(b) Where any national classification systen: is used, the intemational
search report may indicate all the applicable classification symbols also
according to that system.

(c) Where the subject matter of the intemational application is classified
both according 1o the International Patent Classification and to any national
classification system, the international search report shall, wherever possible,
indicate the corresponding symbols of both classifications opposite each other.

PCT Administrative Instructions Section 505
Indication of Citations of Particuiar Relevance in the
International Search Report

(6) Where «ny document cited in the intemational search report is of
particular relevance, the special indication required by Rule 43.5(c) shall
consist of the letter(s) “X" and/or “Y" placed next to the citation of the said
document.

(b) Category “X" is applicable where s document is such that when taken
alone, a claimed invention cannot be considered novel or cannot be considered
to involve an inventive step.

(c) Category “Y" is applicable where a document is such that & claimed
invention cannot be considered to involve an inventive step when the document
is combined with one or more other such documents, such combination being
obvious to a person skilled in the art.

PCT Administrative Instructions Section 507
Manner of Indicating Certain Special Categories of Decuments
Cited in the International Search Report

() Where any document cited in the international search report refers to
an orel disclosure, use, exhibition, or other means referred to in Rule 33.1(b),
the separate indication required by that Rule shall consist of the letter “O"
placed next to the citation of the said document.

(b) Where any document cited in the intemational search report is a
published application or patent as defined in Rule 33.1(c), the special mention
required by that Rule shall consist of the letter “E” placed next to the citation
of the said document.

(c) Where any document cited in the intemational search report is not
considered tobe of particular relevance requiring the use of categories “X" and/
or “Y” but defines the general state of the art, it shall be indicated by the letter
“A" placed next to the citation of the said document.*

* (see III, 3.14 of the Guidelines for Intemational Search to be Carried

Out under the PCT)

(dy Where any document cited in the intemational search report is &
document whose publication date occurred earlier than the international filing
date of the international application, but later than the priority date claimed in
that application, it shall be indicated by the letter “P* next to the citation of the
said document.

(e) Where any document cited in the intemational search report is a
document whose publication date occurved after the filing date or the priority
date of the intemnational spplication and is not in conflict wih the said
spplication, but is cited for the principle or theory underlying the invention,
which may be useful for s better understanding of the invention, or is cited to
show that the reasoning or the facts underlying the invention are incorrect, it
shall be indicated by the letter “T” next to the citation of the document.

() Where in the international search report any document is cited for
reasons other than those referred to in paragraphs (a) to (e), for example:

— a document which may throw doubt on a priority claim,**

— a document cited to establish the publication date of another cita-
'im“‘
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PATENT COOPERATION TREATY
INTERNATIONAL SEARCH REPORT

Applicant's or Agent's Fite Reference '

IBENTIFICATION OF INTERNATIONAL APPLICATION CMC-123
Enternational Application Ne.: international Filing Date !
PCT/US87/88888 06 July 1987 (06.07.87)
Recelving Office ¢ Pricrity Date Claired ¥
RO/US 15 July 1986 (15.07.86)
Applicant s
Columbia Marine Corporation
!.D CERTAIN CLAINE WERE FOUND UNBEARCHABLE 1¢ (O ione on k ! ehest (71)

[ [ﬂ VHITY GF INVENTION (6 LACKING ¢ (Observations on eupplorments! sheet (2))
1t TITLE, ABBTRACT AKD FIGURE OF DRAWING

§. The loliowing indicoled neme ere appreved ee cubmitied by the applicant: ¢
3 vwe. ] avutract.

16, hins & uthaci

2. The texis eatablished by this o ¥ of the following |

] use.

g Abetract.

Keme are eel forih below:

A wind vane steering gear (10) for a sailboat (1)
comprising & bracket (11) adapted for attachment to the
bow of the sailboat for pivotally supporting a forward
rudder (12), and a wind vane (42) adjustable to different
positions by means of an actuating member (65) to control

the position of the rudder.

£ Ten of the ebatrect continued on supploments! ehaet (1)
3. o. [ The definit eomm-mmumu?ﬂmuw‘muwmunmawmmmmuWm

O form PCT/IG4/204 previovely sent (0

b. fmmnumwoumumm te concerned ge the time lavt for comments by the epplicant
deaft propored by this & uammkmtwhnmupmd’ by on the
6. 0 be published with the ebsetract ¢

Figure M0, codmmemse. [ K006 6f the Ggures.
[ sscauee the epplicon fattod o suggest 8 figure
£ pecsuse this figuse better chavecterizes the k jon. ©

Farm PCT/IGA/Z10 (firet sheat) (Foy 1886) Bee astas an scoampenying sheet
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tnterrations) Application No. PCT/US87 /888888

FURTHER INFORRATION COUTIRUED FROM THE SECOND BMEET

|

V.D GBSERVATIOND WHERE CERTAIN CLAIME WERE FOUND UNGEARCHABLE 10

Fhie internethions! eesrch repant nes rot been egiablished In respect of certpin claime under Atticls 17(2) (o) for the lolswing ressons:

1[7) cteim numbers . Beceuse they felete 1o subject matior 1 & Aot requived (0 be By this A ity, g

z{:l Clsim numbers . becsuse they relste 1o parts of the internsatione! epplicetion thet do not comply with the prescribed require-
ments 10 such an evtent that no meaningful international sparch can be carried out V2, epecifically:

Vl, GLESERVATIONS WHERE UNITY OF INVEKTION I8 LACKING 13

Thus International Searching A uthsrity found multiple i i in thig intgrastionsat ien ae¢ foll

I. Claims 1-~5 drawn to a sailboat self-steering gear.

II. Claims 6-8 drawn to a compass with an alarm to indicate

deviation from a planned course.
licent, thig internationel gaarch repor covere &R ssarchable cleime

1. Ae 8} required sdditiong! search fees were timely paid by the
of the iaternational epgheation,

2.:] As only some of the required 8dsitiona) seareh fees were tlimely p8id by the appli
{hoes claime of the internationsa! apglicetion for which {ees were paig, epecifically claims:

1, thip inta ions} seerck repor! eovers only

[ ly, thie int, tions! h vepen Is restricted lo

3] #o tequlred sddiions! sesrch fees wors timely paid by the %
168 Invantien firgl mentianed ip (he cloims; It 18 d by cleim bere:

1 f6a, the Inter I 8egrching Authonty did not

4["] #e el saarchavie claimg could be searchad withaut eflort ustitying en
nvite ot any addi | fee

Remark on Protest
D The edditional tearch fees were sccompenied by applicent’s protest.
E‘ o p acc ¢ the poy of addl i sesrch feos.

Forrn PCT/I8A/290 (supplomental shewt (2) (Maey 91886)
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INTERNATIONAL SEARCH REPORT
internetional Applicetion o PCT/USB7/88688

I. CLASBIFICATION OF BUBSECT MATTER (if severa! clasedieation symbols apply, indicete all) *

Accovgﬂ;g to iInternational Patent Classification (IPC) or to both Netona! Classification end IFC
IPC" B63H 25/02 // B63H 25/04
U.S., Cl. 114/144C

. FIELDE SEARCHED

Minimum Documentstion Searched ¢

Cleesification System | Clgssification Symbols

U.S. Cl. . 144/144C, 144R, 39

Documentetion Searched othes then Minimum Documentation
to the Extent thet such Bocurments are Incluged in the Fields Searched b

il BOCUMENTS CONGIDERED TO BE RELEVAKYT ¢

Cetegory © | Citotion of & 1, 3¢ with indication, where eppropnate, of the relevent pessages 17 [ Relevant to Cleim Mo, 1¢

Y GB,A 392,415 IVERSON 18 May 1933 (18.05.33) i 1 = §
(Note page 2, lines 4-9 for vane)

l1-3

j

Y WO, WOB83/01934 DAW 09 JSune 1983 (09,06.83) |
(Note forward rudder in Figure 5)

{

A Engineering, Vol. 216, no. 5465, 26 February

1971, Eric Twiname, "Auto-helmsmen for yachts®
pages 823 and 824. 4
A JP,A 60-166,591 MITSUBISHI, 29 August 1985
(29.08.85) 6 - 8
@ $paciat eot ies of eded doc ts: 2 “F* tater d cum |' ;" ¢ wfter the te! ione! filing d:ul
A or pror &16 8nd Not 16 | ] v
A 533:'3:?:4‘?: ?3'%" ';3&'3727',:5::'.:1.'"' 811 which 18 net :::l.l: '!'gﬂt,mdulund the princigle or theory underiying the
“E” earhar document but publiehied on or efter the inte s age o of _— s . the o .
filing aate eannot by considered novel or cennot be considered to
“L” document which may throw double on priority elawm(s) or tAvolve 8n inventive step
which is ¢ited to the publ dete of th ey @ of particular rek o el 2 .
chetion or uther gpecia! resson (&2 epecified) { be d 10 involee &n Inventive §16p whan the
G~ decument referring 1o an oral digel , uge, exhibition er dgscument (g combined with gne or more ather euch docu-
atlher means ‘Mn.'l:‘t:y.l':lch ing ebvIoue 10 & B! chilleg

“p* decumant pubhehad prior 1o (he interngtionsl fiing dete bBut
d “4* document rember of the same pstent fafiily

taier then the prionty dete cleime

V. CERTIPICATION

Date of Melling of this Internationsl Sesrch Repori S

Bute of the Actuel Comp! of the Internationsl Search ¥ |

14 October 1987 (14.10.87)

taternstions! Gesrching Authonty ¢

|
, Swpnature of Aulhon%dml'ncu 0
|

I5A/US i ephen Decatur
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Form PCT/IB4/210 (second sheet) (fey 1986) Seo notet on eccompeanying eheat
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such document shsll be indicated by the letter “L" next w the cization of
te document and the reason for citing the document shall be given.

¢* (see VI, 4.3 of the Guidelines for Insemational Sesrch to be Carvied Out
wder the BCT)

et (gee VI, 6.2 of the Guidelines for International Search to be Carried
Owt under the PCT)

(2) Where a document is & member of a patent family,**** iz ghall,
whenever feasible, be mentioned in the intemationsl search repont in sddition
to the one cited belonging as well to this family and should be preceded by the
«gn empersand (&), Members of 2 putent family may also be mentioned on 8
separate shest, provided that the family to which they belong shall be clearly
identified end that any text mater on that sheet, if not in the English language,
shall also be fumished to the International Bureau in English Trenslsticn.

(h) A document whose comtemis have not been verified by the search
examiner but are believed to be substamially identical with those of another
document which the search examiner has inspected, may be cited in the
international search report in the ebove mentioned manner indicated for patent
femily members in the first sentence of paragraph (g) *3%%*,

s0es (gee VI, 3.2 of the Guidelines for Intemational Search to be Carvied

Owe under the PCT)
#3898 (gop V], §.2 of the Guidelines for Intemational Search to be Casried

Owt under the PCT)

PCT Administrative Instruction Section 508
Manner of Indicating the Clalms to which the Documents Cited
im the International Search Report Are Relevant
The claims to which cited documents are relevant shall be indicated by
placing in the appropriste column of the international search report:
(i) where the cited docurmes is relevant 10 one claim, the number of that

dlaim; for example, (2} or (17}
(it) where the cited document is relevant to two or more cleims nnmbered
B coasecutive order, the number of the first and last claims of the series

connected by s hyphen; for example, (1-15) or (2-3);

(i) where the cited document is relevant 1o two or more claims that are
not numbered in consecutive order, the number of each claim placed in
ascending order and geparated by & comma or commas; for example (1,6) oz (1,
7. 105

(iv) where the cited document is relevant 10 more than cne series of
cleims under (ii) sbove, or o claims of both categories (ii) and (iif), sbove, the
series or individual claim numbers and series placed in ascending order using
commas 1o separate the several series, or to separate the numbers of individual
claims and each series of claims; for example (1-6,9-10, 12-15)or (1, 3-4,6,9-
11).

CONTENTS OF THE INTERNATIONAL SEARCH
REPORT

The international search report (PCT Rule 43) contains,
among other things, the citations of the documents considered
to be relevant (PCT Rule 43.5 and Administrative Instructions
Section 503), the classification of the subject matter of the
invention (PCT Rule 43.3 and Administrative Instructions Sec-
tion 504) and an indication of the fields searched (PCT Rule
43.6). Citations of particular relevance must be specially indi-
cated (Administrative Instructions Section 505); citations of
certain specific categories of documents are also indicated
(Administrative Instructions Section 507); citations which are
notrelevant toall the claims must be cited in relation to the claim
or claims to which they are relevant (Administrative Instruc-
tions Section 508); if only certain passages of the cited docu-
ment are particularly relevant, they must be identified, for
example, by indicating the page, the column or the lines, where
the passage appears. The international search report form, PCT/
ISA/210 appears in> MPEP< § 1865. It is important (o note that
an international search report must not contain any expression
of opinion, reasoning, argument or explanation of any kind

1800-57

1867

whatsoever relating to patentability.

TRANSMITTAL OF THE INTERNATIONAL SEARCH
REPORT

The United States International Searching Authority trans-
mits, on the same day, a copy of the international search report
or, where no search report is established, the declaration to that
effect, to the applicant and the International Bureau (PCTAr-
ticle 18(2) and PCT Rule 44.1). The Intcmational Bureau uses
the search report for publication and communication to the
designated Offices.

TITLE OF THE INVENTION OR ABSTRACT MISSING
OR DEFECTIVE

If the title of the invention or the abstract are missing or
defective, the International Searching Authority will establisha
proper title or abstract. When the International Searching Au-
thority finds that the abstract is defective, it will prepare a new
abstractand allow the applicant 30 days tocomment. For further
details, see PCT Rules 37, 38, and 44.2

1865 Time Limit for Establishing the
International Search Report [R-2]

PCT Rule 42
Ti.2 Limit for International Search

42.1 Time Limit for Intemational Search

The time limit for establishing the intemational search report or the
declaration referred to in Article 17(2)(g) shall be three months from the receipt
of the search copy by the Intemational Searching Authority, or nine months
from the priority date, whichever time limit expires later.

The international search report must be established within
three months from the receipt of the search copy by the Interna-
tional Searching Authority, or within nine months from the
priority date (for the definition of “priority date”, see PCT
Article 2(xi)), whichever time limit expires later (PCT Article
18(1) and PCT Rule 42).

1867 Refund of International Search Fee

37 CFR 1.446 Refund of internationsil spplication filing and
processing fees.

(a) Money paid for intemational epplicstion fees, where paid by actual
mistake or in excess, such as a payment not required by law or Treaty and its
Regulations, will be refunded.

(b} [Reserved)
(c) Refund of the supplemental search fees will be made if such refund is

determined to be warranted by the Commissioner or the Commissioner’s

designee acting under PCT Rule 40. 2(c).
(d) The intemational and scarch fees will be refunded if no intemational

filing date is accorded (PCT Rules 15.6 and 16.2).

Refund of the supplemental search fees will be made if such
refund is determined to be warranted by the Commissioner of
Patents and Trademarks or his designee acting under Rule
40.2(c).

Rev. 5, July 1987



1868

1868 Unity of Invention before the .
International Searching Authority [R-5]

‘ \ PCT Rule 40
Lack of Unity of Invention (Internationzi Search)

40.1 Invitation to Pay

The invitation to pay sdditional fees provided for in Article 17(3)(2) shall
spectl ' the reasons for which the intemationsl application is not considered s
complying with the requirement of unity of invention and shall indicate the
amount to be paid.

40.2 Additional Fees )

(2) The emount of the additional fee due for searching under Anicle
17(3)X(a) shall be determined by the competent Intemational Searching Author-
ity.

{b) The additional fee due for searching under Article 17(3)X(a) shall be
payable direct to the Intemational Searching Authority.

(c) Any spplicant may pay the sdditional fee under protest, that is,
eccompanied by s ressoned utstement 1o the effect thal the intemationsl
applicstion comgplies with the requirement of unity of invention or that the
amount of the required edditionsl fee is excessive. Such prowset shall be
examined by o three-member board or other special instance of the Intemational
Searching Authority orany competent higher authority, which, tothe extent that
it finds the prowest justified, shall order the toal or partial reimbursement to the
applicant of the sdditions] fee. On the request of the applicant, the text of both
the protest end the decision therzon shall be notified o the designated Offices
together with the international search repori. The epplicant shall submit any
translation thereof with the fumishing of the translation of the intemationsl
application required under Article 22.

(d) The three-member board, special instance or competent higher suthor-
ity, refesred to in peragraph (c), shall not comprise any person who meade the
decision which is the subject of the protest.

40.3 Time Limit

The time limit providod forin Article 17(3)(a) shall be fixed, in each case,
according to the circumstances of the case, by the Intemational Searching
Authority; it shall not be shorter thaa 15 or 30 days, respectively, depending on
whether the epplicant’s address is inthe same counltsy s orin a diffcrent country
from thet in which the Intemationsl Searching Authority is located, and it chall
nat be longer than 45 days, from the date of the invitation.

PCT Administrative Instructions Sectlon 502
Protest Agsinst Payment of Additioral Fee and Decisfon
Thereon

The Iemational Searching Authority shall transmiz to the epplicant, at
the latest together with the imemational search report, any decision which ithag
taken under Rule 40.2(c) on the protest of the applicant against the payment of
the additional fee. Atthe same time, it shall transmit to the Intemational Bureau
& copy of both the protest and the decision thereon, as well as any request by the
applicant 1o forward the texts of both the protest and the decision thereon to any
of the designated Offices.

37 CFR »1.476<* Determination of unity of invention before
the International sesrching authority.

() Before establishing the international search repor, the Intemational
Searching Authority will determine whether the intemational application com-
plies with the requirement of unity of invention ag setforth in PCT Rule 13 >(gee
$1.475(f) and §1.475.<

(b) If the Intemational Searching Authority considers that the intema-
tional spplication does not comply with the requirement of unity of invention,
it shall inform the spplicant sccordingly and invite the payment of additional
fees (note §1.445 and PCT An. 17(3)(2) and PCT Rule 40). The applicant will
be given & time period in accordance with PCT Rule 40.3 to pay the additional
fees due.

(c) In the case of non-complisnce with unity of invention and where no
additional fees are paid, the internationsl search will be performed on the
invention first mentioned (“main invention”) in the claims.

(d) Lack of unity of invention may be directly evident before considering
the claims in relation to any prior art, or after taking the prior ast into
consideration, es where & document discovered dursing the search shows the
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invention claimed in & generic or linking claim lacks novelty or is clearly
obvious, leaving two or more claims joined thereby without & common inven-
tive concept. In such e case the Intemational Searching Ant.honty may reise the
objecuon of lack of umty cf invention.

37 CFR 1. 477 Protest to lack of unity of Invention before the
International Searching Authority.

(a) If the applicant disegrees with the holding of lack of unity of invention
by the International Searching Authority, additional fees may be paid under
proiest, accompanied by & request for refund and e stalement seiting forth
reasons for disagreement or why the required additional fees are considered
excessive, or both (PCT Rule 40.2(c)).

(b) Protest under paragraph (a) of this section will be examined by the
Commisgsionerorthe Commissioner's designee. Inthe event that the applicant’s
protest is determined to be justified, the additional fees or 2 portion thereof will
be refunded.

(c) An spplicant who desires that a copy of the protest and the decision
thereon accompany the international search report whea forwarded to the
Designated Offices, may notify the Intemational Searching Authority to that
effect any time prior to the issuance of the intemational search report. Thereaf-
ter, such notification should be directed to the Intemnational Bureau (PCT Rule

40.2(c)).
THE REQUIREMENT FOR “UNITY OF INVENTION”

Any international application must relate to one invention
only or to a group of inventions so linked as to form a single
general inventive concept (PCT Article 3(4)(iii) and 17(3)(a),
PCT Rule 13.1, and 37 CFR 1.481). The construction of this
principle is laid down in PCT Rule 13.2, 13.3, and 13.4.
Observance of this requirement is checked by the International
Searching Authority and may be relevant in the national (or
regional) phase.

>The decision in Caterpillar Tractor Companyv. Commis-
sioner of Patents and Trademarks, 231 USPQ 590 (E.D. Va.
1986) held that the Patent and Trademark Office interpretation
of 37 CFR 1.141(b)(2) as applied to unity of invention determi-
nations in international applications was not in accordance with
the Patent Cooperation Treaty and its implementing regula-
tions. In the Caterpillar interational application, the USPTO
acting as an International Searching Authority, liad held lack of
unity of invention between a set of claims directed to a process
for forming a sprocket and a set of claims drawn to an apparatus
(die) for forging a sprocket. The court stated that it was an
unreasonable interpretation to say that the expression "specifi-
cally designed” as fourd in PCT Rule 13.2(ii) means that the
process and apparatus have unity of invention if they can only
be used with each other, as set forth in the Manual of Patent
Examining Procedure (MPEP) § 806.05(¢).

Therefore, when the Patent and Trademark Office consid-
ers international applications as an International Searching
Authority, as an Intemational Preliminary Examining Author-
ity, and during the national stage as a Designated or Elected
Office under 35 U.S.C. 371, PCT Rule 13.1 and 13.2 will be
followed when considering unity of invention of claims of
different categories without regard to the practice in national
applications filed under 35 U.S.C. 111. No change is made in
restriction practice in United States national applications filed
under 35 U.S.C. 111 outside the PCT. No change in practice is
being made in regard to claims of the same category of invention
either in PCT international applications or in U.S. national
applications.

Inappling PCT Rule 13.2 tointernational applications as an
International Searching Authority, an Intenational Preliminary
Examining Authority and to national stage applications under
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35U.5.C. 371, examiners should consider for unity of invention -

all the claims to different categories of invention in the applica-
tion and permit retention in the same application for searching
and/or preliminary examination, claims to the categories which
meet the requirements of any one of PCT Rule 13.2(i) to (ii).

The examiner should also permit in the same international
or national stage application the following two combinations:

(1) An independent claim for a given product and an
wxdependent claim for a process specially adapted for the
manufacture of said product.

(2) An independent claim for a given product and an
independent claim for a process of using the said product.

Ifanapplication containsacombination of categories of the
claims which do not fall within one of the combinations of PCT
Rulel3.2(i) to (iii) or additional combinations (1) or (2) above,
i.e., they claim more or less categeries of invention than permit-
ted in any one of PCT Rule 13.2(i) to (iii) or combination (1) or
(2) above, unity of invention may not be present.

Further, anindependent claim fora use in PCT Rule 13.2(i)
and combination (2) above will be construed as being limited to
a claim directed to a process of using. In determining unity of
invention under PCT Rule 13.2(i) and (iii) and combination (1)
above, under the rules, the examiner should consider the word
“specially” which appears before "adapted” to be an emphasis
word rather than a limitation. In determining unity of invention
under PCT Rulel3.2(ii), the examiner should consider the word
“specifically” which appears before "designated” to be an
emphasis word rather than a limitation.

If an application includes claims to all the categories of
invention set forth in any one of PCT Rule 13.2(1), (ii), (iii),
combinations (1) or (2) above and no additional categories of
invention are present, unity of invention may exist and no addi-
tional fees should be required or restriction requirement made,
subject to the folowing guidelines,

For example, if an application contained claims to only a
process for the manufacture of a product and claims to a use of
a product and no product claim is present, there will be Iack of
unity of invention since the provisions of Rule 13.2(i) do not
apply because claims to all categories of invention set forth in
PCT Rule 13.2(i) are not included in the application and the
process for manufacture of a product is independent of the use
of the product since neither is dependent on the other. Also, if
claims to all three categories of PCT Rule 13.2(i) were present
at the time of the first Office action in a national stage applica-
tion and ail the product claims are rejected in the first Office
action, a requirement for restriction could also be made, if
appropriate, in view of independent iniventions being in the
application without an allowable linking (product) claim.

Where claims to a category of invention in addition to those
listed in any one of PCT Rule 13.2(j), (ii), (iii) or combinations
(1)or (2) aboveare included in an application, unity of invention
may be lacking between the claims drawn to the combination of
the categories of invention set forth in any one of PCT Rule
13.2(i), (ii), (iii) orcombinations (1) or (2) above, and the claims
to the additional category of invention. For example, if an
application contains claims to a process for manufacture, claims
{0 an apparatus or means for carrying out the process and claims
1o a process of using the product manufactured, there could be
fack of unity of invention. In such a situation the examiner
should group the claims to the process for manufacture and the
claims for an apparatus or means for carrying out the process

1800-59
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because unity of these two categories exists under PCT Rule

- 13.2(i). The claims to the use of the product can be separately

grouped if the "use"” is shown to be "independent and distinct”

- -of both the "process for manufacture” and.the "apparatus or

means for carrying out the process" as provided in Chapter 800
of the Manuat of Patent Examining Procedure (MPEP),

When the claims presented to an application are directed to
several categories of invention under the rules so that more than
one paragraph of PCT Rule 13.2 and combinations (1) or (2)
above applies, the examiner should inspect the claims to see if
the categories of invention set forth in PCT Rule 13.2, para-
graphs (i), (ii), and (iii), and then combinations (1) or (2) above
are present in the application in that order. For example, if the
categories of PCT Rule 13.2(i) are found in the application, the
claims to those categories stated in PCT Rule 13.2(i) will be
considered as one invention and any claims to different catego-
ries of invention will be reviewed to determine if they are
"independent and distinct” of all the claims covered in PCT
Rule 13.2(i) in accordance with the provisions of Chapter 800
of the MPEP.

Under PCT Rule 13.2 and combinations (1) and (2) above,
unity of invention will exist where the claims are limited to one
invention in each category of invention recited. For example,
under PCT Rule 13.2(i), claims are permitted to one product,
one process of manufacturing the product and one use of the
product. If multiple products, processes of manufacture or uses
are claimed, the first invention in the category first mentioned
intheclaims should beconsidered asthe elected inventionunder
the rules. The first recited invention of each additional category
whichisrelated to the firstinvention as indicated in the previous
sentence will be considered elected. Accordingly, for example,
if mutiple products are claimed, the first recited product will be
considered to be constructively elected and if multiple proc-
esses adapted for making and/or using the product are claimed,
the first recited process will also be constructively elected. Any
additional inventions of the same category will be subject to
payment of additional fees during the international stage. In a
national stage application submitted under 35 U.S.C. 371 any
such holding by the examiner will be made in the form of a
restriction requirement. Such a restriction requirement will be
made on the basis of criteria set forth in MPEP Chapter 800.
Applicant will have the right o traverse such a restriction
requirement in the response to the Office Action.

Inventions of different categories, to have unity of inven-
tion, must be related rather than independent inventions. For
example, the product as claimed in PCT Rule 13.2(i)) and
combinations (1) and (2) above must be capable of being made
by the claimed process for manufacture or being used in the
claimed process of use, Likewise in PCT Rule 13.2(ii), the
apparatus as claimed must be capable of carrving out the
claimed process. In PCT Rule 13.2(iii), the claimed process of
manufacture must be capable of preparing the claimed product
and the claimed apparatus or means must be able to perform the
claimed process of manufacture.<

LACK OF UNITY OF INVENTION

The search fee which the applicant is required to pay is
intended to compensate the International Searching Authority
for carrying out an international search on the international
application, but only where the international application meelts
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the “requirement of unity of invention™. That means that the
international application must relate to only one invention or
must relate o a group of inventions which are so linked as to
form asingle general inventive concept (PCT Arucles 3(4)(iii)
and 17(3)(a)).

~If the International Searchmg Agthority ﬁnds that the
international application does not comply with the requirement
of unity of invention, the applicant will be invited to pay
additional search fees. The International Searching Authority
will specify the reasons for its findings and indicate the number
of additional fees to be paid (PCT Rules 40.1, 40.2(a) and (b)).
Such additional fees are payable directly to the International
Searching Authority which is conducting the search, either the
United States Patent and Trademark Office or European Patent
Office, within the time limit fixed, which must not be shorter
than 15 days, if the applicant’s address is in the same country as
the International Searching Authority; or 30 days, if applicant’s
address is in a country different than the country of the Interna-
tional Searching Authority ; and not longer than 45 days from
the date of the invitation (PCT Rule 40.3 )). The amount of the
additional search fee per additional invention charged by the
U.S. International Searching Authority is $140.00 per invention
(37 CFR 1.445(a)(3)). The additional search fee charged by the
European Patent Office as an International Searching Authority
i8 >2,095<* Dentsche Marks, payable directly to the European
Patent Office.

The International Searching Authority will establish the
international search report on those parts of international appli-
cation whichrelateto the “main invention,” that is, theinvention
or the group of inventions so linked as to form a single general
inventive concept first mentioned in the claims (PCT Asrticle 17
(3)(@)). Moreover, the international search report will be estab-
lished algo on those parts of the international application which
relate to any invention (or any group of inventions so linked as
to form a single general inventive concept) in respect of which
the applicant has paid any additional fee within the prescribed
time limits,

Any applicant may pay the additional fee under protest, that
is, accompanied by a reasoned statement to the effect that the
intemational application complies with the requirement of unity
of invention or that the amount of the required additional fee is
excessive (PCT Rule 40.2(c)). Any such protest filed with the
U.S. International Searching Authority will be examined and
decided by the Group Director (3 7CFR 1.482(b)). To theextent
that the applicant’s protest is found to be justified, total or partial
reimbursement of the additional fee will be made. On the
request of the applicant, the text of both the protest and the
decision thereon is sent to the designated Offices together with
the intemational search report (37 CFR 1.482(c)).

Where, within the prescribed time limit, the applicant does
not pay any additional fees or only pays some of the additional
fees indicated, certain parts of the international application will
consequently not be searched. The lack of an international
search report in respect of such parts of the international
application will, in itself, have no influence on the validity of the
international application and processing of the international
application will continue, both in the international and in the
national (regional) phases. Nevertheless, the U.S. national law
provides that such unsearched parts of the international applica-
tion will be considered by the United States as a designated

Office.

1870 Admlmstratlve Instructmns Annexes

[R-2]
ANNEX B
Code for identifying states and organizations

AE United Areb Emirates
AF Afghsnisian
AG Antigus and Barude
AL Albania
AOC Angola
AR Argentina
AT Austria
AU Australia
BB Barbados
BD Bangladesh
BE Belgium
BG Bulgaria
BH Bahrain
Bl Burundi
BJ Benin (Dahomey)
BN Brunei
BO Bolivis
BR Brazil
BS Bahamas
BT Bhutsn
BU Burms
BW Botswana
BY Byelorussian SSR
BZ Belize
Ca Canada
CF Central African Republic
CG Congo
CH Switzerland
CI Ivory Coast
CL Chile
M Cameroon
CN China
Co Columbia !
CR Costa Rica )
cs Czechoslovakia
Ccu Cuba
cv Cape Verde
cY Cyprus
DD German Democratic Republic (East Germany)
DE Germany, Federal Republic of (West Germany)
DI Djibouti
DK Denmark
DM Dominica
DO Dominican Republic
DZ Algeria
EC Eezador
EG Egypt
ES Spain
ET Ethiopia
FI Finland
F3 Fiji
FR France
GA Gabon
GB United Kingdom
GD Grenada
GH Ghana
GM Gambia
GN Guinea
GQ Equatorial Guines
GR Greece

GT Guatemals
GW Guine a-Bigsau
GY Guyans
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Honduras

Haiti -

Hungary

Burkina Faso (Upper Voltz)
Indonesia

Treland

Israel
India

Irag

Iren (Islamic Republic of}
Iceland

Italy

Jemaica

Jordan

Japan

Kenya

Democratic Kampuchea
Comoros

Saint Christopher and Nevis

Democratic People’s Republic of Korea (North Korea)
Kores, Republic of (South Korea)

Kuwait

Laos
Lebanon
Saint Lucia
Liechtenstein
Sri Lanka
Liberia
Lesotho
Luzembourg
Libya
Morocco
Monaco
Madagascar
Mongolia
Mauritanie
Malea
Mauritius
Maldives
Malawi
Mezxico
Malaysia
Mozambique
Niger
Nigeria
Nicaragos
Netherlands
Worway
Kepal

Neoru

WNew Zealand
Oman
Panama
Pes

Papua New Guinea
Philippines
Pakistan
Poland
Poringsl
Paraguay
Qatar
Romania
Rwands
Saudi Arabia
Solomon Islands
Seychelles
Sudan
Sweden
Singapore
Sierra Leone
San Marino
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SN. - . -Senegal: - S P
SR Suriname :

ST Sao Tome and Principe
SuU Soviet Union

sV El Salvador

sY Syria

SZ Swaziland

™ Chad

TG Togo

TH Thailand

TN Tunisia

TO Tutkey

TR Turkey

T Trinidad and Tobago

TZ Tanzania

UA Ukranian SSR

UG Uganda

us United States of America
Uy Uruguay

VA Holy See
vC Saint Vincent and the Grenadines

VE Venezuels

VN Viet Nam

vu Vanuaty

wSs Samoa

YD Democratic Yeman

YE Yemen

YU Yugoslavia

ZA South Africa

™ Zambia

ZR Zaire

W Zimbabwe

AP Industrial Property Organization for Africa (ARIPO)
EP European Patent Office (EPO)

0OA African Intellectual Property Organization (OAP])

WO Intemational Bureau of WIPQO

ANNEX C
STANDARD CODE FOR IDENTIFICATION OF DIFFERENT KINDS OF
PATENT DOCUMENTS

Introduction

1. The recommendation provides for groups of letter codes in order to
distinguish patent documents. The letter codes also facilitate the storage and
retrieval of such documents.

2. If any Office wants to amplify the information contained in the letter
code, this letter code may be optionally associated with a numerical code. The
meaning of such numerical code should then be defined by each Patent Office
availing itself of this option.

3. The code also provides for a letter for non-patent literature documents
(N) and for documents to be restricted to the internal use of Patent Offices (X)
(e.g., confidential documents, not to be disclosed outside the Office). See in this
respect also SI.1 (ICIREPAT Manual pages 4.3.1.110 4.3.1.4).

Definitions

4. For the purposes of this recommendation, the expression “patent
documents” includes patents for inventions, inventors' centificates, utility
centificates, utility models, patents or certificates of addition, inventors® certifi-
cates of addition, utility centificates of addition, plant patents and published
applications thercfor.

5. For the purposes of this recommendation, the term “entry in an official
gazette" means at Jeast one comprehensive announcement in an official gazette
regarding the making available to the public of the complete text, claims (if any)
and drawings (if any) of a patent document.

6. For the purposes of this recommmendation, the terms “publication™ and
“published” and used in the sense of making available:

(i) & patent document to the public for inspection or supplying a copy
on request

(ii) multiple copies of a patent document produced by printing or like
process
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Explanation: If, at & panicular procedural stage, a copy of the document is first
made available to the public for inspection or copying and is then, at the same
procedural stage, made aveilzble in multiple copies produced by printing or like
process, only a single publication is considered to have occuered. If, on the other
hand, multiple reproduction results from a new procedural stage, this reproduc-
tion is considered 10 be & further publication of the document, even if the texts
&l the two stages are identical.

7. According to certain national patent laws orregulations, the same patent
application may be published st various procednral stages. For the pusposes of
this rec ~mmendation, 2 publication level is defined as the level corresponding
o a procedural stage at which normally a document is published under & given
national patent law.

Recommendation

8. It is recommended that the code:

() be used for the recording of the “kind of document” in machine-
readable data carriers, such 23 80-column punched cards, magnelic tapes,
aperture cards, etc.;

(b) be used in the first page of patent documents, preferably near the
document number, if these have been published in the sense of paragraph 6;

(c) be used in eatries in official gazeues or, if all entries in & section of
the Gazette relate 1o the same kind of a document at the beginning of such a
section;

(d) be used for the ideatification of patent documents cited in “Search
Repents” and “Lists of References” in patent documents (ENID Number 56).

9. Code

The Code is subdivided into mutually exclusive groups of letters. The
groups characterize patent documnents and documents specified in paragraph 3.
Groups 1-S comprise one or several letters enabling identification of documents
pertaining w different publication levels.

Group 1 Use for primary or major series of patent docurnents
A First publication level
B Second publication level
C Third publication level
Group 2 Use for secondary series of patent documernits
E First publication level
F Second publication level
G Third publication level
Group 3 Use for further series of patent documents, as the special
requirements of each Office may be
H
I
Group 4 Use for masjor epecial types of patent documents
M Medicament patent documents
P Plant patent documents
S Design patent

Group 5 Use for utility model documents having a numbering series

other than the documents of Group 1

U First publications level

Y Secoad publication level

Z Third publication level

Group 6 Other (see paragraph 3)
N Non-patent literature documents
X Documents restsicted to the intemal use of Offices
10. It is understood that documents sesulting from a patent application

and being identified as the major series will fall under Group 1 (e.g. DT
Offenlegungaschrift, Auslegeschrift and Patentschrift). However, documents
idemified as & secondary series will fall under Group 2 (e.g., FR patent of
addition under old law, US reissue). In exceptional cases of need for & further
geries, Group 3 is reserved for such purposes (e.g., US defensive publication).
Group 4 epplies only, st present, to special documents conceming the medics-
ment patents published in France and the plant patents published in the United
Sustes of America, In any country publishing similar documents, Group 4 should
than be used.

11. As indicated in paragraph 2, the ebove leter code may optionally be
associated with s numerical code to amp lify the information represented by the
letter code. For this numerical code only digits 1 to 9 should be used. The
significance of this code will be defined by any nationel Office applying such

MANUAL OF PATENT EXAMINING PROCEDURE

12. As an appendix to this recommendation a list of pstent documents, past
and currently published, and intended to be published in the future, divided in
accordance with the code, is given.
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APPENDIX I
LIST OF PATENT DOCUMENTS, PAST AND CURRENTLY
PUBLISHED, AND INTENDED TO BE PUBLISHED IN THE FUTURE,
DIVIDED IN ACCORDANCE WITH THIS CODE

CODE: A Patent Documents Numnbered in Primary or Major Series— Firg
Publication Level
EXAMPLES:
Austria  Patent Application published in the sense of paragraph 6(i)
Belgium Brevet d'invention/Uitvindingsoctrooi
Belgium Brevet de perfectionnement/Verbeteringsoctrooi
Bulgaria Opisanie na izobretenie po patent
Canada Patent

Cubz  Patent Application published in the sense of paragraph 6(i)

Czechoslovakia Patent Application published in the sense of paragraph
6(i)

Czechoslovekia  Inventor's Certificate Applicstion published in the
sense of peragraph 6(i)

Denmark Patent Application published in the sense of peragraph 6(i)

Egypt  Patent specification

Europat Document published afier 18 months
Finland Patent Application published in the sense of paragraph 6(i)

France Brevet d’invention (old law)

France Brevet d’invention, premiere et unique publication

France Cenificat d’addition a un brevet d’invention, premiere et unigque
publication

France Cenificat d'utilite, premiere et unique publication

France Cenificat d'addition & un certificat d'utilite, et unique publication

France Demande de brevet d’invention, premiere publication

France Demande de cerntificat d'addition & un brevet d'invention,
premiere publication

France Demande de cenificat d’'utilite, premiere publication

France Demande de cenificat d'addition a un ceniificat 4'utilite, premiere

publication

German Democratic Republic  Patentschrifi (Ausschliessungspatent),
granted in accordance with paragraph 5.1
of the Patent Amendment Act of the
German Democratic Republic

German Democratic Republic Patentschrift (Wistschafispatent), granted
in accordence with paragraph 5.1 of the
Patent Amendment Act of the German
Democratic Republic

Germany, Federal Republic of Offenlegungsschrift

Hungary Patent Application published in the sense of paragraph 6(i)

India  Patent specification

Ireland  Patent specification

Ttaly Brevetto per invenzione industriale

Japan  Kokai tokkyo koho

Luxembousg Brevet d’invention

Luxembourg Cenificat d'addition a un breet d'invention
Netherlands Ter inzage gelegde oclrooisanvrage

Norway Patent Application published in the sense of paragraph 6(}
Pakistan Patent specification

PCT Pamphlet published after 18 months

Poland Opis patentovy

Romania Descrieres i nventiei

Soviet Union Opisanie izobreteniya k patentu
Soviet Union Opisanie izobreteniya k aviorskomy svidetelstvu
Spain  Patente de invencion

Sweden Patent Application published in the sense of paregraph 6(i)

code and communicated 1o the International Bureau, which will publicize this Switzeriand Auslegeschrifi/Memoire Expose/Esposto Memoriale
information. The numerical code must always be interpreted in conjunction with (Patent Application published in the sense of

the countsy code and the above etter code. paragraphs 6(i) and 6(ii) peraining to the technical
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fields for which search and examination as to novelty
aremade) . , S
Patemischrift/ Expose d’inventionEspostod’invenzione

Switzerland
(Patent published in the sense of paragraph 6(ii) and
perizining to the technical fields for which neither
search nor examination as to novelty are made)

United Kingdorn ~ Patent specification '

United Stazes Patent

Yugoslavia Patentni spis

CODE: B Patent Documents Numbered in Primary or Major Series —
Second Publication Level

Examples:

Australis Patent specification

Austria  Patentschrift

Canada Reissue

Cube  Patente de invencion

Czechoslovakia Popis vynalezu k pateniu
Czechoslovakia Popis vynalezu k amorskemu osvedceni
Denmerk Fremlaeggelsesskrift

Finland Kuulutusjulkais v — Utleggningsskrift

France Brevet d'invention, deuxieme publication del'invention

France Cenificat d"addition e un brevet d° invention, deuxieme
publication de I'invention

Framce Cenificat d'utilite, deuxieme publication del’invention

France Cenificet d'addition & un cenificat d’utilite, deuxieme publicatior:

de I'invention
German Democratic Republic  Patentschrift (Auvsschliessungspatent),
granted in accordance with paragraph 29 of
the Patent Act of the German Democratic
Republic
Patentschrift (Wirntschaftspatent), granted
in accordance with paragraph 29 of the
Patent Act of the German Democratic
Republic
Germany, Federal Republic of Auslegeschrift
Hungary Szsbadaimi leiras
Japan  Tolkyo koho
Netherlends Openbaar gemaakie octrooiaanvrage
Norway Utegningsekrift
Sweden Utlaggningsskrift
Switzerland Patentschrift/Expose d'invention/Espostodinvenzione
(Patent published in the senise of paragraph 6(ii) and
pestaining 1o the technical fields for which search and
examination as to the novelty are made)

German Democratic Republie

1800-63
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United Kingdom  Amended Patent Specification

CODE: C 'Patent Documents Numbered in Primary or Major Series —Third
Publication Level
Examples:
Denmark Patent
Finland Patentti — Patent
Germany, Federal Republic of Patentschrift
Netherlands Octrooi
Norway Patent
Sweden Patentskrift

CODE: E Patent Documnents Numbered in Secondary Series — First
Publication Level
Examples:
France Cenificat d'addition a brevet d’invention (old law)
United States Reissue

CODE: H Patent Documents Numbered in Further Series
Example:
United States Defensive publication

Statutory Invention Registration

CODE: M Medicament Patent Documents

EXAMPLES:
France Brevet special de medicament
France Addition a un brevet special de medicament

CODE: P Plant Patent Documents
Example:
United States Plant patent

CODE: U Utility Model Documents Numbered in Series Other than the
Documents of Group I — First Publication Level

Fxamples:

Germany, Federal Republic of Gebrauchsmuster

Japan  Kokai jitsuyo shinan koho

Spain  Utility Model Application published in the sense of paragraph
6(i)

CODE: Y Utility Model Documents Numbered in Series Other than the
Documents of Group I — Second Publication Level
Examples:
Japan  Jitsuyo shinan koho
Spain  Model o de utilided
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' Appendix IT
List of Patent Documents, Past and Currently Published, broken down by issuing coumry and coded in accordance with
the SL.8 Code
Kind of published patent document Asso-
Desiznation in 1a ciated
. signation in language numer-
Issuing of issuing country Translation into Identificati Letten .
country (and, if required, English fg “": code|  de
transliteration in (when needed) ot documen (when
Latin characters) defined)
Australia Unexamined complete Unexamined Patent Applica-| A
specification open to tion published in the sense
public inspection (not of paragraph 6(i)
marked on document)
Patent specification Patent published in the sense | B
of paragraph 6(ii)
Austria Aufgebot (not marked on | Document laid Patent Application published ]| A
document but indicated | open in the sense of paragraph 6(i)
as such in the Official
Gagzette)
Patentschrift Patent Patent published in the sense | B
specification of paragraph 6(i)
Belgium Brevet d’invention/ Patent of invention | Patent published in the sense | A
Uitvindingsoctrooi of paragraph 6(ii)
Brevet de perfection- Patent of Patent of improvement A
nement/ improvement published in the sense of
Vesbeteringsoctrooi paragraph 6(ii)
Brevet d'importation/ Patent of Patent of importation A
Invoeringsoctrooi importation published in the sense of
| paragraph 6(ii)
Bulgaria ONUCAH Description of Patent published in the sense | A
r%‘ gsgsmnam invention fora of paragraph 6(ii)
{Opisanie na izobretenie | patent
po patent) )
ONUCAHUE Description of Inventor's certificate A
33 ff;’%m’ ",%'E”“E {invention foran  |published in the sense of
CBHAETEJACTBO ‘author’s certificatc paragraph 6(ii)
{Opisanie na izobretenie ‘
po avtorsko svidetelstvo)
Canada Patent/Brevet Patent published in the sense | A
of paragraph 6(ii)
Reissue Patent/Brevet de Patent reissued and repub- B
redélivrance lished in the sense of
paragraph 6(ii)
Cuba Publicacién dela solicitud | Publication of the |Patent application published | A
(not marked on application . in the sense of paragraph 6(i)
document)
Patente de invencién Patent of invention | Patent published in the sense | B
of paragraph 6(ii) :
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Kind of published patent document Asso-
Designation in langua ciated
. uesignation 1a ge , numer-
Issuing of issuing country Translation into l dentificati Letter|] ")
country (and, if required, English fd ! "m: code | ode
transliterationin  |. (when needed) ot documen (when
Latin characters) defined)
Czechoslova- | Piihlaska vynilezu Application for an | Application for inventor’s A 1
kia (se Zidosti o invention asking | certificate published in the
autorské osvédéedi) for author’s sense of paragraph 6(i), in
certificate accordance with Law No. 84
of 01.11.1972
Prihlaska vynalezu Application for an | Patent application published | A 2
(se Zadosti o patent) invention asking | in the sense of paragraph 6(i},
for a patent in accordance with Law No.
No. 84 of 01.11.1972
Patentové plihlaska Patent application | Patent application published | A 5
or or in the sense or paragraph 6(i)
Prihliska vyudlezu Application for up to patent No. 149260
' invention (granted before the entry into
force of Law No. 84 of
01.11.1972)
Popis vynélezu k Description of an | Inventor’s certificate B 1
autorskému osvédéeni invention for an | published in the sense of
‘ author’s certi- paragraph 6(ii), granted in
ficate accordance with Law No. 84
of 01.11.1972
Popis vynélezu k patentu | Description of an | Patent published in the sense| B 2
invention for a of paragraph 6(ii), granted
patent in accordance with Law
No. 84 of 01.11.1972
Popis vyndlezu k Description of an | Dependant author’s certifi- B 3
autorskému osvédéeni invention for an | cate published in the sense
author’s certi- of paragraph 6(ii), granted
ficate in accordance with Law
Wo. 84 of 01.11.1972
Popis vynilezu k patentu | Description of an Dependent patent published | B 4
mmvention for a in the sense of paragraph
patent 6(ii), granted in accordance
with Law No. 84 of
01.11.1972
Patentovy spis Patent Patent published in the sense| B 5
specification of paragraph 6(ii), up to
No. 149 260, granted before
the entry into force of
Law No. 84 of 01.11.1972
Densmark Almindeling Patent application | Patent application published | A
tilgaengelig accessible to the | in the sense of paragraph 6(i)
patentansegning public
Fremlaeggelsesskrift Document laid Patent apppica!ion published | B
open after examination as to
novelty in the sense of
paragraph 6(ii)
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Kind of published patent document Asso-
Desianation inTa ciated
L signation in language numer-
Issuing of issuing country Translation into Identification Letter| . o
country (and, if required, English of d ¢ |codet  de
transliteration in {when needed) OCUImEn (wken
Latin characters) defined)
Denmark Patent Patent Patent published in the sense | C
{cont’d) of paragraph 6(ii)
Egypt e 5, ) Authority for Patent published in the sense | A
(Idarat bara’'at alikhtirah) | Patent Delivery of paragraph 6(ii)
Finland Julkiseksi tullut patent- | Patent application |Patent application published | A
tihakemus (not marked |{made accessible to |in the sense of paragraph 6(i)
on the document) the public
Kuulutusjulkaisu - | Document laid Patent application published | B
Utliggningsskrift open after examination as to
novelty in the sense of
paragraphs 6(i) and 6(ii)
Patentti-Patent Patent Patent published in the sense | C
of paragraph 6(ii)
France Demande de brevet Application for Patent application, first A |
d’invention patent of invention {publication, published in the
sense of paragraph 6(ii)
Demande de certificat Application for a | Application for a certificate | A 2
d'addition 3 un brevet centificate of addi- |of addition, first publication,
d'invention tion to & patent of |published in the sense of
invention paragraph 6(ii)
Demande de certificat Application for | Utility certificate application, | A 3
d'utilité certificate of first publication, published
utility in the sense of paragraph
6ii)
Demande de certificat Application fora | Application for a certificate | A 4
d'addition & un certificat |certificate of addi- {of addition to a utility
d'utilité tion to a certificate | certificate, first publication,
of utility published in the sense of
paragraph 6(ii)
Brevet d’invention Patent of invention | Patent, first and only publica- | A ]
tion, published in the sense
of paragraph 6(ii)
Cestificat d"addition & un | Certificate of addi- | Certificate of addition to a A 6
brevet d'invention tion ¢ a patent patent, first and only publica-
of invention tion, published in the sense
of paragraph 6(ii)
Certificat d’utilité Ceriificate of Utility cestificate, first and A 7
utility only publication, published
in the sense of
paragraph 6(ii)
i
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Kind of published patent document Asso-
Designation in Iz , ciated
) signation in language numer-
Issuing of issuing country Transiation into Identificati Letter| .
country (and, if required, English p documem: code | . i
transhiteration in (when needed) o n (when
Latin characters) defined)
France Certificat d'addition Certificate of Certificate of additiontoa A 8
{cont’d) a un certificat d’utilité additiontoa utility certificate, first
certificate of utility | and only publication,
published in the sense of
paragraph 6(ii)
Brevet d'invention Patent of invention |Patent, second publication, B }
published in the sense of
paragraph 6(ii)
Centificat d'addition & Certificate of Certificate of addition to a B 2
un brevet d'invention addition to a patent, second publication,
patent of invention | published in the sense of
paragraph 6(ii)
Cenrtificat d'utilité Certificate of Utility centificate, second B 3
utility publication. published in the
sense of paragraph 6(ii)
Certificat d'addition 8  |Certificate of Certificate of addition to a B 4
un certificat d’utilité additionto a utility certificate, second
{certificate of utility publication, published in the
! . sense of paragraph 6(ii)
Brevet d'invention ! Patent of invention | Patent (old law) published in | A
E the sense of paragraph 6(ii)
Certificat d"addition & ;Ccrtiﬁcate of Certificate of addition to a E
un brevet d’invention 1addition to a patent (old law) published in
patent of invention | the sense of paragraph 6(ii)
Brevet spécial de : Special patent Medicament patent {old law) | M
médicament 'for medicament published in the sense of
] paragraph 6(ii)
Cestificat d"addition & Certificate of Certificate of addition to a M
un brevet spécial de 'addition to a medicament patent (old law)
médicament special patent for |published in the sense of
medicament +paragraph 6(ii)
gGetman Patentschreift gPatem specifica-  {Exclusive patent. granted in | A
Democratic {Ausschiiessungs- tion (Exclusive accordance with paragraph
Republic patent) Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph 6(ii)
Patentschrift Patent specifi- industrial patent, granted in | A
{Wirtschaftpatent) cation (Economic | accordance with paragraph
; Patent) 5.1 of the Patent Amendment
Iﬁ . Act of the German Demo-
’ cratic Republic, published in
the sense of paragraph 6(ii)
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Kind of published patent document Asso-
ciated
Issuing Desi%nation in language Trand . e s
of issuing country ranslation into e ical
coLntry (and, if required, English ld::uﬂcauon code code
transliteration in (when needed) of document (when
Latin characters) defined)

German Patentschrift (Aus- Patent specifica-  |Exclusive patent granted in B
Democratic schliessungspatent) tion {Exclusive accordance with para-
Republic Patent) graph 29 of the Patent Act of
{cont’'d} the German Democratic
Repubilic, (2nd publication
after examination as to
novelty whenever this exami-
nation is effected), published
in the sense of paragraph 6(ii)

Patentschrift Patent specifica-  |Industrial patent granted in B
{Wirischaftspatent) tion (Economic accordance with para-
Patent) graph 29 of the Patent Act of
the German Democratic
Republic (2nd publication
after examination as to
novelty whenever this
examination is effected),
published in the sense of
paragraph 6(ii)

Berichtigte Patentschrift | Corrected patent | Corrected patent (Exclusive C
(Ausschliessungspatent) |specification patent) published in the sense
(Exclusive Patent) |of paragraph 6(ii)

Berichtigte Patentschrift |Corrected patent | Corrected patent (Industrial C
| (Wirtschaftspatent) specification patent) published in the sense
(Economic Patent) {of paragraph 6(ii)

Germany Offenlegungsschrift Document open  |Patent application published, ;| A
(Federa! for inspection before examination as to
Republic of) novelty, in the sense of
paragraph 6(ii)

- Ist publication A I
- 2nd publication. Modified | A 2
reprint following Al Offen-
legungsschrift or Bl Aus-

; i legeschrift ,,

%
!
i
i
i
1
[
!

- 3rd publication. Modified : A 3
reprint following A2 Offen-
legungsschrift or B2 Aus-
legeschrift

Auslegeschrift Document laid Patent application published. | B
open after examination as to
novelty, in the sense of
! paragraph 6(ii)

' - st publication. Offen- B i
legungsschrift not yet
'r |publishu:d

- 2nd publication. Normally | B 2
ifollowing an Al Offen-
legungsschrift or B1 Aus- ,
Jegeschrift :

i

i

i
I
|
;
|
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Issuing
country

Kind of published patent document

Designaiion in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into
English
(when needed)

Identification
of document

Letter
code

Asso-
ciated
numer-
ical
code
(when
defined)

Germany
(Federal
Repubilic of)
(cont’d)

Patentschrift

Gebrauchsmuster

Patent
specification

Utility model

- 3rd pubilication. Following
an A2 Offenlegungsschrift
or B2 Auslegeschrift

~ 4th publication. Following
an A3 Offenlegungsschrift
or B3 Auslegeschrift

Patent published in the sense
of paragraph 6(ii)

- lst publication. Offen-
legungsschrift and Aus-
legeschrift not published

~ 2nd publication. Modified
reprint normally following a
B1 Auslegeschrift or Cl
Patentschrift

- 3rd publication. Normally
following a B2 Auslegeschrift
and an Al Offenlegungs-
schrift or following 2 B2
Auslegeschrift with a preced-
ing B1 Auslegeschrift as well
- 4th publication. Following
a B3 Auslegeschrift or C3
Patentschrift

~ Sth publication. Following
a B4 Auslegeschrift or a

C4 Patentschrift

Utility model published in
the sense of paragraph 6(ii)

Hungary

K 6zzétett szabadalmi
bejelentés

Szabadalmi leirds

Published patent
application

Patent
specification

Patent application published
in the sense of paragraph 6(i)

Patent published in the sense
of paragraph 6(ii)

India

Patent specification

Patent pubished in the sense
of paragraph 6(ii)

freland

Patent specification

Patent published in the sense
of paragraph 6(ii)

ftaly

Brevetto per invenzione
industriale

Patent for indus-
trial invention

Patent published in the sense
of paragraph &(ii)
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Kind of published patent document Asst:’d
cia
. Designation in hnguage funer-
Issuing of issuing country Translation into Identificati Letter; )
country (and, if required, English rq "":‘ code | e
transliteration in (when needed) of documen (when
Latin charecters) defined)
Japan ~ B % K 2 G Published unexam- | Patent application published | A
. ined patent applica- { before examination as to
(Kokai tokkyo kdho) tion novelty in the sense of para-
graphs 6(i) and 6(ii).
s K 2 @ Published examined | Patent application published
patent application gfter examination as to nov-
(Tokkyo koh6) elty in the sense of para-
graphs 6(i) and 6(ii).
- Ist publication. A K6kai B i1l
tokkyo k6ho6 not published.
“T" headed the numerical
number of Tokkyo k6hé
published from 1922 to
1926.
- 2nd publication. Normally B2
following an A Kékai
tokkyo koho.
H#nReneE . Patent specification | Patent (old law) published
(Tokkyo hatsumei in _the mnsiof paragraphs
meisaisyo) 6(i) and 6(ii).
- st publication. Tokkyo Cli
k6hé not published.
- 2nd publication. Normally Ci2
following a B 1 Tokkyo
ko6hé.
HHEHRARLE Corrected patent Corrected patent published H
. ification in the sense of paragraphs
(Tokkyo shinpan spec ; "’
Seikyt kdkoku) 6(i) and 6(i).
E g £ @& Registered design Registered design application | S
(Isy6 k6h6) publication published after examination
as to novelty in the sense of
paragraphs 6(i) and 6(ii).
2BRBGE LB Published unex- Utility model application U
(Ko6kai jitsuy6 amined utility published before examina-
shinan kého) model application | tion as to novelty in the sense
of paragraphs 6(i) and 6{ii)
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Kind of published patent document m ‘
- . (91
. Designation in language | pumer-
lesuing of issuing country Trenslation into ldentification l;';‘ ical
county (and, if required, English  of document ] code
wranstiteration in (when needed) (when
Latin characters) defined)
(llpca %t B G B & @ |Published examined | Utility model spplication
contd) (Jitsuy® shinan koh8) utility model published after examination
application as (o novelty in the sense of
peragraphs 6(i) and 6(ii)
- 13t publication. U Kékai Yit
jitsuy6 shinan k6ho not
published.
“T* headed the numerical
number of Jitsuys shinan
k6as published from 1922
to 1926.
- 284 publication. Normal- Yi 2
Iy following 8 U Kékal
Jitsuy shinan k6hs,
ERBERGE Redsmodutimy'm l;“chis'tem:luttil;gyn'mci«lf
. maodel specifica lished in the sense ol
(Foroks sy chizan) paragraphs 6(:) and 6(3)
- 19t publication Jitsuyd 211
shingn k6ho not published
- 2nd publication. Normal. Z]| 2
Iy following & Y 1 Jitsuyd
ghinan k&ho.
20957 R BE BR 2% | Corvected registered | Corrected registered utility i
utility model specifi- | mode! published in the senss
(T6roku fitsuyd thinza -
shinpen ssiky? kékoku) cation of paragraphs 6(i) and 6(it).
Lusembourg | Brevet d'invention Patent of invention |Patent published in the sense | A
of pasagraph 6(ii)
Certificat §'eddition & Cestificate of Certificate of eddition 08 A
un brevet d'investion additiontoapatent |patent published in the sense
of invention of paragraph 6(ii)
Monaco Brevet &'invention Patent of invention |Patent published in the gense | A
of paragraph 6(ii)
Netherlands | Terinzagelegging Patent spplication |Patent application published | A
lsid open in the sense of pare-
graphs 6(i) and 6(ii)
Openbassrmaking Published patent  |Patent spplication published | B
epplicstion after examinstion in the sense
: of paragraphs 6(i) and 6(ii)
Ogtrooi Patent Patent publighed in the sense | C
of paragraph 6(ii)
Worany Almess Glgiengelige Patent epplication |Patent epplication published | A
patentsdkaader (ot scoessible to the  [in the sense of paragraph 6(i)
marked on the decument) |public
Utlegningsakeift Docusment laid Patent application published | B
open after enasmingtion as to
novelty in the sense of pars-
graph 6(ii)
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Kind of published patent document Asso-
S ciated
ssui Designation in language | SR S L tl‘ ‘fumer-
ssuing . of issuing country Translation into- SRR etert -l
country (and, if required, English [df;;'cﬁ:;:z? |code | e
transliteration in (when needed) 0 ' (when
Latin characters) : defined)
Norway Patent Patent Patent published in the sense | C
(cont'd) of paragraph 6(ii)
Pakistan Patent specification Patent published in the sense | A
of paragraph 6(ii)
Poland Patent application published | A
in the sense of paragraph 6(i)
Opis patentowy Description of Patent published in the sense | B
Patentu tymczasowego | patent of paragraph 6(ii)
Romania Descrierea inventiei Deséription of the | Patent published in the sense | A
invention of paragraph 6(ii)
Soviet Union ' OMMCAHHE Description of the | Patent published in the sense | A
I E“ag Eg&ﬁ%ﬂn invention for a of paragraph 6(ii)
(Opisanie izobreteniya | patent
k patentu)
AHWE Description of the | Inventor’s certificate A
! E‘*Xﬁ%%ggﬁ'&‘fy invention for an | published in the sense of
CBHAETENBCTBY author's certificate | paragraph 6(ii)
(Opisanie izobreteniya k
avtorskomu svidetelsivu)
Spain Patente de invencion Patent of Patent published in the sense | A
invention of paragraph 6(i)
Patente de introduccion | Patent of Patent of importation A
introduction published in the sense of
, paragraph 6(i)
Certificado de adicion Certificate of Certificate of addition A
addition published in the sense of
paragraph 6(1)
Soficitud de Modelo de | Application fora | Utility Model Application 3]
; Utilidad utility model published in the sense of
puragraph (i)
Modelo de Utilidad Utility Model Utility Model published in Y
the sense of paragraph 6(i)
Sweden Alimant tillgdnglig Patent application |Patent Application published | A
patentansikan accessible to the  |in the sense of paragraph (i)
public
Utldggningsskrift Document laid Patent Application published | B
open after examination as to
novelty in the sense of para-
graphs (i) and 6(ii)

Rev. §, July 1967
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Kind of published patent document Asso-
Designation in languag ) » ciated
- signation in language | e .
Issuing - of issuing country Translation into. S Letter, nuiwner
country. T DO b - Identification code | .
(and, if required, English - of docament - | code
transliteration in (when needed) S (when
Latin characters) . defined)
Sweden Patentskrift Patent document | Patent published in the sense | C
{cont’d) of paragraph 6(ii)
Switzerland Auslegeschrift/Mémoire {Document laid Patent Application published | A
Exposé/Esposto open after examination &s to.
Memoriale novelty in the sense of para-
graphs 6(i) and 6(ii), and
pertaining to the technical
fields for which examination
as to novelty is made,
issued since 1959
Patentschrifi/Exposé Patent Patent published in the sense ;| A
d'invention/Esposto specification of paragraph 6(ii) and per-
d‘invenzione taining to the technical
fields for which no examina-
tion as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent - - Patent published in the sense | B
d’invention,/Esposto specification of paragraph 6(ii) and per-
d’inventione taining to technical fields
j for which examination as 1o
noveity is made, issued since
1959
! Patentschrift/Exposé Patent Patent published in the sense | A
! d'invention/Esposto d'in- | specification of paragraph 6(ii), issued
venziene {(Main patent) from 1888 to 1959
f (Hauptpatent/Brevet
principal/Brevetto prin-
l cipale)
! Patentschrift/Exposé Patent Patent of addition published | A
| d'invention/Esposto d'in- {specification in the sense of para-
! venzione (Zusatzpatent/ |(Additional graph &ii), issued from 1907
i Brevet additionnel/Bre- |patent) to 1959
f veito addizionale)
! Patentschrift/Exposé Patent Patent of addition published | E
| d'invention/Esposto d'in- | specification in the sense of paragraph
! venzione (Zusatzpatent/ |(Additional 6(ii) in secondary series from
: Brevet additionnel/Bre- | patent) 1888 to 1907
! vetto addizionale)
| United Patent Specification Examined Patent Application | A
i Kingdom published in the sense of
: paragraph 6(ii). Grant of let-
ters Patent usually occurs
3 months after publication.

1800-73
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country

Kind of published patent document

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into
English -
{when needed)

Identification
of document

cisted
rmner-
Letter ical

(when
defined)

United
Kingdom
(cont’d)

Amended Patent
Specification

Amended Specification of &
Granted Patent published in
the sense of peragraph 6(ii)

United States

Patent
Design Patent
Reissue Patent

Defensive Publication

Defensive Publication

Defensive Publication

Plant Patent

Patent published in the sense
of paragraph 6(ii)

Patent reissued and
republished in the sense of

paragraph 6(ii)
Patent application published
without examination of

sssertion as to novelity, in
the sense of paragraph 6(i)

Patent document published
inn the sense of paragraph S:
Entry of an abstract of the
application in the Official
Gazette .

Patent document published
inthe senseof paragraph 6(ji):
Abstract of an application
published in a discrete docu-
ment form distinctively
numbered in & numerical
series unique to Defengive
Publications

Patent published in the sense
of paragraph 6(ii)

Yugoslavia

Patentni spis

Patent
specification

Accepted Patent Application
published in the sense of
paragraph 6(i)

Patent published in the sense
of paragraph 6(ii)

Rev. S, July 1987
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1872 International-Type Search [R-2]

PCT Rule 41
Esrller Search Other Than International Snrch
41.1 Obligation to Use Results; Refund of Fee
If reference has been made in the request, in the form provided for in Rule
4.11, to an international-type search carried out under the conditions set out in
Anticle 15(5) or to & search other then an intemational or international-type
sesrch, the International Searching Authority shall, 1o the extent possible, use
the results of the gaid search in esiablishing the international search report on the
intemnational spplication. The Intemational Searching Authority shall refund
the search fee, 1o the extent and under the conditions provided for in the
agreement under Anticle 15(3)(b) or in a communication addressed to and
published in the Gazetie by the Internstional Buresu, if the intemational search
report could wholly or parnly, be based on the reqults of the said search.

37 CFR 1.21 Milscelianecas fees and charges
2B eS
{e) Imermationsl-type search reports:
For prepersing an intemational type search report of an international type
search made st the time of the firit ection on the meriis in & national patent

spplication, $28.00,

37 CFR 1.104 Nature of exemination; examiner’s action. ®
&€ B &

(c) An intemnational-type gearch will be made in all national applicstions
filed on end afier June 1, 1978.

(d) Any national application may also have an intemational-type search
report prepared thereon a2 the time of the national examination on the merits,
upon specific written request therefor and payment of the intemational-type
search reportfee. See §1.21(e)for amount of fee forpreparation of intemational -
type search report
NOTE: The Patent and Trademark Office does not require that a fonmal
repmofm:mmumal type search bepmpmedm order 1o obisin a search fee
refund in & later filed intemnational

£ g0 100 )

PCT Rule 41 provides that the applicant may request in a
Iater filed international application that the report of the results
of the international-type search, i.e., a search similar to an
international search, but carried out on a NATIONAL applica-
tion (37 CFR 1.104 (c) and (d}), be used in establishing an
international search report on such international application. An
international-type search is conducted on all U.S. national
applications filed after June 1, 1978. Upon specific request, at
the time of the examination of a U.S. national application and
provided that the payment of a $28.00 international-type search
report fee has been made (37 CFR 1.21(e)), an international-
type search report form (PCT/ISA/201) will also be prepared.

1873 Amendment Under PCT Article 19
[R-2]

PCT Article 19
Amendment of the Clalms before the International Buresu

(1) The applicant shell, after having received the imernational search
seport, be entitled to one opponunity 1 amend the claims of the intemational
spplicstion by filing emendments with the Imemational Buresu within the
prescribed time limit. He may, at the same time, file a brief statement, as
provided in the Regulations, explaining the amendments and indicating any
immpact that such amendments might have on the description and the drawings.

(2) The amendments shall not gobeyond the disclosure inthe intemauonal
application s filed.

(3) i the national law of any designated State pesmits amendments to go
beyond the said disclosure, failuse 1o comply with pasagraph (2) shall have no
consequence in that State.

1800-75
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. PCT Rule 46

Amendment of Claims before the International Buresu
46.1 Time Limit :

The time limit referred to in' Article 19 shall be two months from the date
of transmittal of the intemationsl search report to the Intemational Burean and
to the applicant by the Intemational Sedarching Authority or 16 months from the
priority date, whichever time expires later, provided that any amendmentmade
under Article 19 which is received by the Intemstional Buresu after the
expiration of the applicable time limit shall be considered to have been received
by that Bureau on the last day of ths :ime limit if it resches it before the technical
preparations for intemational publication have been completed.

46.2 [Deleted]
46.3 Language of Amendments

If the international application has been filed in & language other than the
language in which it is published, any amendment made under Anticle 19 shall
be in the language of publication.

46.4 Statement

(8) The statement referred 10 in Article 19(1) shall be in the language in
which the intemational spplication is published and shall not exceed 500 words
if inthe English language orif translated into that language. The statement shall
be identified as such by & heading, preferably by using the words “Statement
under Article 19(1)" or equivalent in the language of the statement.

(b) The statement shall contain no disparaging comments on the intermna-
tional search report or the relevance of citations contained in that report. Refer-
ence to cilations, relevant to a given claim, contained in the intemnationsl search
report may be made only in connection with an amendment of thet claim.
46.5 Form of Amendments

{a) The applicant shall be required to submit & replacement sheet for every
sheet of the claims which, on account of an amendment or smendments under
Anicle 19, differs from the sheet originally filed. The lester accompanying the
replacement sheet shall draw attention to the differences between the replaced
sheets and the replacement sheets. To the extent that any amendment results in
the cancellation of an entire sheet, that amendment shall be communicatedina
letter,

(b) and {c) [Deletcd)

37 CFR 1.415 The International Bureau.

(a) The International Bureau is the World Intellectus! Property Organiza-
tion located at Genevs, Switzerland. It is the international intergovemmental
organization which acts as the coordinating body under the Treaty end the Regu-
Yations (PCT Art. 2 (xix) and 35 U.8.C. 351 (h)).

(b) The msajor functions of the International Buresu includa:

(1) Publishing of international applications and the Intemational
Gazette;

(2) Transmitting copies of interational applications 1o Designated

Offices;

(3) Storing and maintaining record copies; and

(4) Transmiuing information to authorities pertinent to the processing of
specific international applications.

PCT Administrative Instructions Section 205
Numbering and Identification of Ciaims Upon Amendment

(2) Amendments to the claims under Article 19 or Anticle 34(2)(b) may be
made either by cancelling one or more entire claims, by adding one ormorenew
claims or by amending the text of one or more of the claims as filed, All the
claims appearing on a replacement sheet shall be numbered in erabic numerals.
Where e claim is cancelled, no renumbering of the other claims shail be required,
In all cases where claims are renumbered, they shall be renumbered consecu-
tively,

(b) The applicant shall, in the letter referred to in the second and third
senences of Rule 46.5(2) or of Rule 66.8(a), indicate the differences between
the claime as filed and the clzims as amended. He shall, in paniculas, indicate
in the eaid fetter, in connection with each claim appeering in the intemational
application (it being understood that identical indications concering several
claims may be grouped), whether:

(i) the claim is unchanged;

(ii) the claim is cancelled;

(iii) the claim is new;

(iv) the clain replaces one or more claims as filed;

(v) the claim is the result of the division of a claém as filed.
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Theapplicant has one opportunity to amend the claims only
of the international application afier issuance of the Search
Report. The amendments to the claims must be filed directly
with the Intemnational Burean, usually within 2 months of the
date of mailing of the Search Report. If the amendments to the
claims are timely received by the International Bureau, such
amendments will be published as part of the pamphlet directly
following the claims as filed. Article 19 offers applicants the
opportunity to generally amend the claims before entering the
designated Offices. The national law of some designated Of-
fices grants provisional protection on the invention from the
date of publication of the claims. Therefore, some applicants
take advantage of the opportunity under Article 19 to “polish”
the claims anticipating provisional protection.

1875 International Bureau Procedures [R-2]

PCT Rule 24

Receipt of the Record Copy by the International Bureau
24.1 {Deletedy] '
24.2 Notification of Receipt of the Record Copy

() Subject to the provisions of paragraph (b}, the Intemational Bureau
shall promptly notify the epplicant, the receiving Office, the Intemational
Searching Authority, and sll designated Offices, of the fact and the date of
receipt of the record copy. The notification shall identify the international
epplication by its number, the international filing date, thenameofthe applicant,
and the name of the receiving Office, and shall indicate the filing date of any
eadlier application whose priority is claimed. The notification sent io the
applicant shall also contain the list of the designsted Offices which have been
notified under this paragraph, and shall, in respect of each designated Office,
indicate any applicable time limit under Anicle 22(3).

(b} If the record copy is received afterthe expiration of the time limit fixed
in Rule 22.3, the Intemnatione! Bureau shall promptly notify the applicint, the
receiving Office, and the Intemational Searching Awthority accordingly.

PCT Rule 28
Defects Noted by the International Burean

28.1 Noze on Certain Defecis

(a) If, in the opinion of the Intemational Bureay, the intemational appli-
cation contains any of the defects referved to in Article 14(1)(a)(D), (ii), or (v),
the Intemational Bureau shall bring such defects to the auention of the receiving
Office.

(b) The receiving Office shall, unless it disagrees with the said opinion,
proceed as provided in Anticle 14(1)(b) and Rule 26.

1877 International Publication [R-2]

PCT Avtlcie 21
International Publication

(1) The Insemnational Buresu shefl publish intemational applications.

(2¥(ey Subject 1o the exceptions provided for in subparagraph (b) and in
Anicle 64(3), the internstional publication of the internstional spplication shell
e effected promptly efter the expiration of 18 months from the priority date of
tha spplicstion.

() The spplicent may ask the Intemational Bureau to publish his
ntemstional application any time beforethe expiration of the time limit referred
w in subparagraph (g). The Intemational Buresu shall proceed accordingly, as
provided in the Regulstions.

€3) The intemational search report or the declaration referred toin Asticle
172wy shsll be published s prescribed in the Regulations.

(%) The language end form of the imemational publication and other
setails are governed by the Regulations.

(5) There shall be no intesnational publication if the international apyli-a-
uon is withdrawn or is considesed withdrawn before the technical preparations
{1 publication heve been completed.

(6) If the intemationsl application conisins expressions or drawings
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which, in the opinion of the Intemational Bureau, are contrary to morality or
public order, or if, in its opinion, the imemational application contains dispar-

aging statements as defined in the Regulations, it may cmit such expressions,

drawings, and statements, from its publicstions, indicating theplace and number
of words or drawings omited, snd fumishing, upon request, individual copies

of the passages omitted.

PCT Article 29
Effects of (he Internationgl Publication

(1) As far as the protection of sny rights of the applicant in & designated
State is concemed, the effects, m that Suate, of the intemational publication of
an internationsl application shall, subject to the provisions of paragraphs (2) to
(4), bethe same as those which the national law of the designated State provides
for the compulsory national publication of unexamined netional applications as
such.

(2) ¥ the language in which the intemational publication has been effected
is different from the langusge in which publications under the national law are
effected in the designated Siste, the said nationel law may provide tha the
effects provided for in paragraph (1) shall be appliceble only from such time as:

(i) 2 wranslation into the latter language has been published as provided
by the national law, or

(ii) a translation into the latter language has been made available to the
public, by laying open for public inspection as provided by the national law, or

(iii) a translation into the latter language has been transmined by the
applicant to the actual or prospective unauthorized userof the invention cleimed
in the interational application, or

(iv) both the acts described in (i) and (iii), or both the acts described in
(if) and (i), have taken place.

(3) The national law of eny designated State may provide that, where the
international publication has been effected, on the request of the applicant,
before the expiration of 18 months from the priority date, the effects provided
for in paragraph (1) shall be applicable only from the expiration of 18 months
from the priority date.

(4) The nationel Jaw of any designated State may provide that the effects
provided for in paragraph (1) shall be epplicable only from the date on which e
copy of the international spplication as published under Anticle 21 has been
received in the national Office of or acting for such State. The said Office shell
publish the date of receipt in its gazette as soon as possible.

PCT Rule 48
International Publication

48.1 Form

(e) The international application shall be published in the form of a
pamphlet

(b) The particulars regarding the form of the pamphlet and the method of
reproduction shall be governed by the Administrative Instructions.
48. 2 Contenss

(a) The pamphlet shall contsin:

(i) 2 standardized front page,

(ii) the description,

(iif) the claims,

(iv) the drawings, if any,

(v) subject to paragraph (g), the intemational search report or the
declaration under Article 17(2)a); the publication of the international seerch
report in the pamphiet shall, however, not be required to include the part of the
intemnational search report which containg only matter referred to in Rule 43
already appearing on the front page of the pamphlet.

(vi) eny aistement filed under Asticle 19(1), unlesr the Intemational
Burseau finds that the sistement does not comply with the provisions of Rule
46.4,

(vii ) any request for rectification refesved 1o in the third sentence of
Rule 91.1(f).

{b) Subjea to paragraph (c), the front page shall include:
(i) data vaken from the request sheet and such other date as are prescribed
by the Administeative Instructions,
(ii) a figure or figures where the intemational application containg draw-
ings, unjess Ruie 8.2(b) spplies.
(iii) the absieact; if the abstract is both in English and in encther language,
the English text shall appear first.
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) Where a declaration under Anicle 17(2)(a) has issued, the front page
shall mnsprcuously refer to that fact and need include neuhcr a drawing nor en

{d) 'Ihe ﬁgure or ﬁgures referred 0in paragraph (b)(u) shall be selected
as provided in Rule 8.2. Reproduction of such figure or figures on the front page
may bemuedueedform FTEARN

(e) If there unotenough room oa rhcfrom. pageforthetouhry of the
abatract referred to in paragraph (b)(iii), the said abstract shall appear on the
back of the front page. The same shall apply to the translation of the abstract
when such translation is required to be published under Rule 48.3(c).

(D If the claims have been amended under Anicle 19, the publication shall
contain either the full text of the claims both as filed and as amended or the full
text of the claims as filed and specify the amendments. Any statement referred
toin Anicle19(1) shall be included as well, unless the Intemational Bureau finds
that the statement does not comply with the provisions of Rule 46.4. The date
of receipt of the amended clsims by the International Bureau shall be indicated.

(g) If, at the dme of completion of the technical preparations for interna-
tional publication, the intemational search report is not yet available (for
example, because of publication on the request of the applicant s provided in
Asticles 21(2)b) and 64(3){c Xi)), the pamphlet shall contain,in place of the
international search report, an indication 1o the effect that the report was not
availsble and that either the pamphlet (then also including the international
search report) will be republished or the international search report (when it
becomes available) will be separately published.

(h) If, et the time of the completion of the technical preparations for
international publication, the time limit for amending the claims under Article
19 has not expired, the pamphlet shall refer to that fact and indicate that, should
the claims be amended under Article 19, then, prompily after such amendments,
either the pamphlet (containing the claims as amended) will be republished or
a simiement reflecting all the emendments will be published. In the Iatter case,
a2 least the front page and the clsims shall be republished and, if & statament
under Asticle 19(1) has been filed, that statement shall be published as well,
unless the Imemational Bureau finds thet the statement does not comply withthe
provisions of Rule 46.4.

() The Administrative Instructions shall determine the cases in which the
varicus alizmative refemed 10 in paragraphs (g) and (h) shall apply. Such
determinstion shell depend on the volume and complexity of the emendmenis
end/or the volume of the intemational applications and the cost factors.

48.3 Languages

(a)* If the intemational application is filed in English, French, German,
Japanese, Russian or Spanish, that application shall be published in the language
in which it wag filed.

(b)* If the international application is filed in 2 language other than
English, French, German, Japanese, Russian or Spanish, that application shall
be published in English transiation. The translation shall be prepared underthe
responsibility of the Intemational Searching Authority, which shall be obliged
tohave it ready in time to permit intemational publication by the prescribed date,
or, whese Anicle 64(3)(b) applies, to permit the communication under Article
20 by the end of the 19th month after the priority date. Notwithstanding Rule
16.1(a}, the International Searching Authority may charge a fee for the transla-
tion 1o the applicant. The International Searching Authority shall give the
applicant an opportunity to comment on the draft translation. The International
Searching Authority shall fix 2 time limit reasonable under the ciscumstances of
the case for such comments. If there is no time to take the comments of the
applicant into account before the translation is communicated or if there is a
difference of opinion between the spplicant and the said Authority as 1o the
correct translation, the applicant may send & copy of his comments, or what
remaing of them, to the Intemational Bureau and each designsted Office 1o
which the tranelation was communicated. The Intemational Bureau shall
publish the essence of the comunents together with the transiation of the
Internstionel Searching Authority or subsequently 1o the publication of such
transistion.

@ The words printed in italics will become applicable at the same time that
the PCT will enter into force inrespect of the country which, among the Spanish-
speaking countries is the first to ratify or accede to the PCT.

(c; If the intemnational application is published in a language other than
Engiish, the intemational search repon 1o the eatent that it is published under
Rule 48.2(2)(v), or the declaration seferred 1o in Anticle 17(2)(a), the title of the
invention, the abstract and any test matter pentaining to the figure or figures
accompanying the abstract shall be publiched both in that language and in
English. The translations shall be prepased under the responsibility of the
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Internationsal Bureau.

48.4 Earlier Publication on the Applicant's Requast .

(a) Where the applicant asks for publication under Arnticles 21(2)(b) end -
64(3)c X(i) and >z intemational search report, or the declaration referred to
in Article 17(2)(a), is not yet available for publication together with the .
international application, the International Buresu shall collect & special
publication fee whose amount shall be fixed in the Administrauve Instruc-
tions. o S

(b) Publication under Articles 21(2)(b) and 64(3)c)(i) shall be effected by
the Intemnational Baseau promptly after the applicant has asked for it and, where
a special fee is due under paragraph (s), after receipt of such fee.

48.5 Notification of National Publication .

Where the publication of the intemational application by the Intemational
Bureau is governed by Article 64(3)(c)(ii), the national Office concerned shall,
prompily after effecting the national publication referred 1o in the said provi-
sion, notify the International Bureau of the fact of such national publication.
48.6 Anaouncing of Certain Facts

(a) If any notificazion under Rule 29.1(a)(ii) reaches the Intemational
Bureau at a time later than that at which it was able to prevent the intemational
publication of the international application, the Intemational Bureau shall
promptly publish a notice in the Gazette reproducing the essence of such noti-
fication.

(®) [Deleted]

(c) If the international epplication or the designation of any designated
State is withdrawn under Rule 32.1, or if the priority claim iz withdrawn under
Rule 32%%.1 after the technical preparations for international publication have

been completed, this fact shall be published in the Gazente,

PCT Rule 86
The Gazette

86.1 Contents

The Gazette referred to in Article 55(4) shall contain:

(i) for each published international application, data specified by the
Administrative Instractions taken from the front page of the pamphlet published
under Rule 48, the drawing (if any) appearing on the said front page, end the
shstract,

(ii) the schedule of all fees payable to the receiving Offices, the Interna-
tional Bureau, and the International Searching and Preliminary Examining
Authorities,

(iii) notices the publication of which is required under the Treaty orthese
Regulations,

(iv) information, if and to the extent furnished to the Intemational Bureau
by the designated or elected Offices, on the question whether the requirements
provided for in Articles 22 or 39 have been complied with in respect of the
international applications designating or eleciing the Office concemed,

(v) any other useful infornmation prescribed by the Administrative In-
structions, provided access 1o such information is not prohibited under the
Treaty or these Regulations.

86.2 Languages

(a) The Gazeute shall be published in an English-langusge edition and a
French-language edition. It shall also be published in editions in any other
language, provided the cost of publication is assured through sales or subven-
tions.

(b) The Assembly inay order the publication of the Gazette in languages
other than those referred to in paragraph (a) .

86.3 Frequency

(a) Subject to peragraph (b), the Gazette shall be published once a week.

(b) For a transitional period after the entry into force of the Treaty temi-
nating upon a date fixed by the Assembly, the Gazetie may be published at such
times as the Director General considers appropriate having regard to the number
of intemational applications and the amount of other material required to be
published.

#6.4 Sale

(a) Subject to paragraph (1), the subscription and other sale prices of the
Ciazetie shall be fixed in the Adsinistrative [nstructions.

(b} For a transitional pericd after the entry into force of the Treaty termi-
nating upon a date fixed by the Assembly, the Gazette may be distsibuted on such
terms as the Director General considess appropriate having regard tothe number
of intemational applications and the amount of other material published therein.
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86.5 Title
The title of the Guzette shall be “Gazette of Intemnstional Patent Applica-
Hons ," and “Gazene des Demendes intemstionsles de brevets,™ respectively.
86.6 Fusther Details
Fusther details conceming the Gazette maybe provided for in the Admin-
istrative Instructions.

PCT Administrative Instructions Section 404
Internationai Publication Number

The International Buresu shall sssign to esch published intemational
epplice’™n an intemations] publicstion number which shell be different from
the intemations] spplication sumber. The internations] publication number
shall be used on the pamphlet and in the Gazette entry. It shall consistof the two-
letter code *“WO™ followed by & two-digit designation of the last iwo numbers
of the year of publication, e slant, and & serisl number consisting of five digits
{e.g., “WOTE 23457).

35 U.8.C. 374 Publication of International application: Effect.

The publicstion under the treaty of an intemational application shall
confer no rights and shall have no effect under this tiile other than that of a
37CFR 1.318 Notification of national publication of 2 patent based
e an (nternational application.

‘The Office will notify the Intemational Busess when 2 patent is issued on
e spplication filed under 35 U.S.C. 371, and there has been no previous
internations] publicstion.

The publication of international applications currently
occurs every other Thursday. Under Article 20 the International
Bureau sends copies of published applications to each of the
designated Offices on the day of publication. As aPCT member
country, the U.S. Patent and Trademark Office also receives
copics of all published International applications for inclusion
in the examiner search files. Also a complete set of published
International applications in numeric order by publication
number is available on microfilm in the Scientific Library.

1880 Withdrawal of International Application
or Designations [R-2]

PCT Rule 32
Withdrawsl of the International Application or of Designations
32.1 Wisthdrewals

() The sgplicent may withdraw the intemational spplication prior to the
expiretion of 20 months from the priority date except as to any designated State
in which nstional processing or examination has slready staried. He may
withdrw the designation of any designated State prior to the date on which

of examinstion may gtert in that State.

{b) Withdrawal of the designation of all designated States shall be treated
&3 withdrawel of the intemations] spplication.

(c) Withdrawel shall be effected by a signed notice from the applicant to
the Insemationsl Burean or to the receiving Office. In the cage of Rule 4.8(b),
the notice shall require the signsture of all the applicants.

(d) [Deleted]

{e} These shall be no intemational publication of the intemational appli-
cation or of the designation, es the case may be, if the notice effecting
withdrawel reaches the International Bureau before the technical preparations
for publication have been completed,

1885 Receipt of the International Application
by the Designated Offices [R-2]

BCT Articie 20
Communication to Designated Offices
(2 )(e) The intemational spplication, together with the intemational search
repont (including any indication referred to in Anicle 17(2)(b)) or the declara-
tiom referred 10 in Anticle’7(2)(s), shall be communicated to each designated
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Office, upmvuded mtheRegulanons unless thedengmtedOEﬁcewmmch
requirement in its entirety or in part.

{b) The communication ghall include the translation (as peescribed) of
the eaid report or declaration.

(2) If the claims have been smended by virtue of Aniclel$(1), the
communication shall either cuntain the full text of the caims both as filed snd
a3 anended or shall coritain the full texi of the claims as filed and specify the
amendments, and shall include the statement, if any, referred to in Anicle 19(1).

(3) At the request of the designated Office or the applicant, the Ewen.s-
tional Searching Authority shall send to the seid Office or the spplicent,
respectively, copies of the documents cited in the intemationsl search report, 28
provided in the Regulations.

BCT Rule 47
Communlcation to Designated Offices
47.1 Procedyure

(=) The communication provided forin Article 20 shall be effected by the
Intemational Bureau.

(b) Such communication shall be effected promptly after the international
publication of the internationeal application and, in any event, by the end of the
19th month after the priority date. Any amendment received by the Intemnetionsl
Boreau within the time limit under Rule 46.1 which was not included in the
communication promptly to the designated Offices by the Internationel Buresu,
and the later shall notify the applicant eccordingly.

(c) The Intemational Buresu shell send s notice to the applicant indicating
the designaied Offices to which the communication has been effected and the
date of such commumication. Such notice shall be sent on the seme day a3 the
communication. Each designated Office shall be informed separately from the
communication, sbout the sending and the date of meiling of the notice. The
nozice shall be accepted by all designated Offices as conclusive evidence that the
commumnication hes duly taken place on the date specified in the notice.

(d) Each designated Office shall, when it 30 requires, receive the intemna-
tional search reporis and the declarations referred to in Article 17(2)(s) also in
the translation refesred to in Rule 45.1.

(¢) Where any designated Office has waived the requirement provided
under Anicle 20, the copies of the documents which otherwise would have been
sent to that Office shall, at the request of thet Office or the spplicant, be sent to
the applicant at the time of the notice referved 10 in paragraph (c).

47.2 Copies

(a) The copies required for communicstion shall be prepared by the
Intemnational Bureau.

(b) They ghall be in sheets of A4 size.

(c) Except to the extent that any designated Office notifies the Interne-
tional Bureau otherwise, copies of the pamphlet under Rule 48 may be used for
the purposes of the communication of the intemstional application under Article
20.

47.3 Languages

The international application communicated under Article 20 shall be in
the Ianguage in which it is pablished provided that if that language is differem
from the language in which it was filed it shall, on the request of the designated
Office, be commmicated in either or both of these languages.

37 CFR 1.414 The United States >Psatent and Trademark Office
as a< Designated Office >or Elected Office<.

(2) The United States Patentand Trademark Office will act as & Designated
Office >or Elected Office< for intemational applications in which the United
States of America has been designsted >or elected< &8 a State in which petent
protection is desired.

(b) The >United States< Patent and Trudemark Office, when acting ns &
Designated Office >or Elected Office< during intemnationsl processing will be
identified by the full title “United States Designated Office” or by the abbrevis-
tion “DO/US" >or by the full title “United States Elected Office” or by the
abbreviation “EO/US"<.

{¢) The major functions of the United States Designated Office >or
Elecied Office< in respect to intemational applications in which the United
States of America has been degignated >or elected<, include:

(1) Receiving various notifications throughout the intemationel
stage; >»and<

(2) Accepting for * national >stage< ¥ examination intemationsl
applications which satisfy the requirements of 35 U.S.C. 371 v.9®
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The. Imzmanonal Burean’ commumcates a copy of the
intornational application to each designated Office, except the
United States Patent and Trademark Office where that Office is.
not only a designated Office but was also the Receiving Office
@B5US.C. 371(@a)). “The copy is prepared by the International
Bureau and it is accompanied by a copy of any amendments to
the claims, and a copy of the international search report or the
declaration by the International Searching Authority to the
effect that no international search report will be established
(PCT Article 20(1)(=) and (2) and PCT Rules 47.1(a) and 47.2).
The International Bureau also sends a notice to the applicant
(form PCT/IB/308) informing him or her of those Offices to
which it has sent the copies and the date on which they were sent
(PCT Rule 47.1(c)).

The International Bureau effects the said communication
of the imternational application to the designated Offices
promptly after publication.

The applicant may, if he or she so desires, transmit, or ask
the International Bureau to transmit, at any time, a copy of the
international application to any designated Office. Further de-
tails may be found in PCT Aurticle 13 and PCT Rule 31. Itisto
be noted that any transmittal of this kind does not in the absence
of an express request from the applicant, entitle the designated
Office to start processing the international application in that
Office. At the express request of the applicant, however, any
designated Office may start processing or examining the inter-
national application earlier (PCT Article 23(2)).

1887 Entry into the National (or Regional)
Phase Before the Designated Offices [R-2]

PCT Article 22
Copy, Transiation, and Fee, to Designated Offices

(?) The spplicant shall fumish s copy of the intemational application
(umless the communication provided for in Anicle 20 hag already taken place)
end s translation thereof (as prescribed), and pay the national fee (if any), to each
designated Office not later than & the expiration of 20 months from the priority
date. Where the national law of the designated State requires the indication of
the narme of end other prescribed data conceming the inventor but allows that
thege indications be fumished st 2 time later then that of the filing of & national
epplication, the icant ghall, unless they were contsined in the request,
fumish the seid indications to the national Office of or acting for that State not
later then at the exgirstion of 20 months from the priority date.

(2) Where the Intemational Searching Authorily makee 2 declaration,
under Article 17(2)(a), that no intemnstional search report will beestabliched, the
timelimit for peiforming the acts referred to in paragraph (1) of this Anticle shall
be the same ag .2t provided for in paragraph (7).

(3) Any national law may, for performing the acs referved to in paragraphs
(1) or (2}, fix tirne limits which expire later than the time limit provided for in

those parsgraphs.

PCT Article 23
Delaying of Natlonal Procedure
(1) No designated Office shall process or examine the ntemational
spplication prior to the expiration of the applicable time limit under Arnicle 22.
(2) Notwithstanding the provisions of paragraph (1), any designated
Office may, on the expreds request of the applicant, process or examine the
internations! application &t any time.

PCT Article 24
Possibie Loss of Effect In Designated States
(1) Subject, in case (if) below, to the provisions of Anticle 25, the effect of
the international applicetion provided for in Anicle 11(3) shall cease in any
designated State with the same consequences as the withdrawal of any national
spplication in that Stste:
(i) if the applicant withdraws his intermnational application or the desig-
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nation of that State; et
(ii) if the interaational upphcauon is eonmdered withdrawn by virtve of
Anicles 12(3), 14(1)(b), 14(3)(a), or14(4); or if the designation of that State is
consldemd withdrawn by vinue of Article 14(3)b), . -
*(iit) if the epplicant fails to pert'onn the acts referred (o m Amele 22
within the epplicable time limit.
@) Notwnhmdmg ‘the provisions of pmlgnph (1), any designated
Office may maintain the effect provided for in Article 11(3) evis where suck
effect is not required to be maintained by virtue of Anicle 25(2).

PCT Article 26
Opporteaity to Correct Before Deslgnated Offices
No designated Office shall reject an internavional spplication on the
grounds of non-compliznce with the requirements of this Tresty and the
Regulations without first giving the applicant the opportunity 1o comect the said
application to the extent and according tothe procedure provided by the national
law for the same or comparable situations in respect of national spplications.

PCT Artlcle 27
National Requirements

{1) No national law shall require compliance with requiremenis relating
to the form or contents of the international application different from or
additional 1o those which are provided for in this Treaty and the Regulations.

(2) The provisions of paragraph (1) neither affect the application of the
provisions of Article 7(2) nor preclude any national law from requiring, oucethe
processing of the internationsl application has staried in the designated Office,
the furnishing:

(i) when the applicent is a legal entity, of the name of an officer entitled
to represent such fegal entity.

(ii) of documents nce part of the international applicetion but which
constitute proof of sllegations or statements made in that spplication, including
the confirmation of the intemational application by the signature of the applicant
when that application, as filed, was signed by his representative or sgent.

(3) Where the applicant, for the purposes of any designated State, is not
qualified according 1o the national law of that State to file & national application
because he is not the inventor, the international spplication mey be rejecied by
the designated Office.

(4) Where the national law provides, in respect of the form or contents of
national applications, forrequirements which, from the viewpoint of spplicants,
are more favorable than the requirements provided for by this Treaty and the
Regulations in respect of internstional applicstions, the nations] Office, the
couris and any other competent organs of or acting for the designated State may
apply the former requiremnents, instead of the latter requirements, to inteme-
tional applications, except where the applicant insists that the requirements
provided for by this Treaty and the Regulations be applied to his internationel
application.

(5) Nothing in this Treaty and the Regulations is intended to be construed
as prescribing anything that would limit the freedom of each Contracting State
to prescribe such substantive conditions of patentability as it desires. In
particular, any provision in this Treaty and the Regulations conceming the
definition of prior an is exclusively for the purposes of the intemational
procedure and, consequently, any Contracting State is free 1o epply, when
determining the patentability of an invention claimed in an international
application, the criteria of its national law in respect of prior est and other
conditions of patentability not constituting reguirements as to the form and
contents of applications.

(6) The national law may require that the applicant fumish evidence in
respect of any substantive condition of patentability prescribed by such law.

(7) Any receiving Office or, once the processing of the intemnational
application has started in the designated Office, that Office may apply the
national lew as far as it relates to any requirement that the spplicant be
represented by an agent having the right to represent applicants before the said
Office and/or that the applicant have an address in the designated Stte for the
purpose of receiving notifications.

(8) Nothing in this Treaty and the Regulations is intended to be construed
as limiting the freedom of any Contracting State to apply measures deemed
necessary for the preservation of its national security or to limit, for the
protection of the general economic interests of that State, the right of its own
residents or nationals to file intemnational applications.
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PCT Articie 28
A-endnent of the Claims, the Description, and the Drawlngs,
- before Designated Offices = =

(l)The apphcanuhaﬂbegwenthe opponunity to smend the claims, the
description, and ths drawings, before each designsted Office within the pre-
scribed time limit. No designated Office shall grant a pasent, or refuse the grant
of a petent, before such timme limit has expired exceg: with the express consent
of the epplicent.

(Z)Themu\dmmshlllnotgobeyuﬂmedudowrem the intemationsl
application a5 filed unless the national law of the designated State permits them
1o go beyond the said disclosure.

{3) The amendmens shall be in accordance with the national law of the
designated State in all respects not provided for in this Treaty and the Regula-
LLone.

(4) Where the designated Office requires & irenslation of the intemational
spplication, the amendments shall be in the langusge of the translation.

PCT Rule 4%
Copy, Translation and Fee uader Articie 22
49.1 Notification

(e) Any Contracting State requiring the fumishing of a translation or the
peyment of s national fee, orboth, under Anicle 22, shall notify the Interational
Berean of:

(i) the langusges from which and the language into which it requires
tramsistion,
(i) the amourt of the naionsl fee.

(%) Any Contracting State not requiring the fumishing, under Anicle 22,
by the spplicant of & copy of the internationz! epplicstion (even though the
communicstion of the copy of the intemnations! epplication by the Intemnational
Bureau under Rule 47 has not teken place by the expirstion of the time limit
spplicable vnder Anicle 22) thall notify the Intemetional Bareaw accordingly.

(&™) Any Contracting State which, pursuant to Anicle 24(2), mainteins,
if it is & designated State, the effect provided for in Article 11(3) even though a
copy of the intemational spplication is not fumished by the applicant by the
expiration of the time limit applicable under Asticle 22 shall notify the
Intemational Buresu nccordmgly

®) notification received by the Intemational Bureau under para-
graphs (e), (8™ or (a™) shall be prompily publiched by the Intemational Bureau
in the Gazette,

(c} If the requiremnents unders paragraph () change later, such changes
shall be notified by the Contracting State to the Intemnational Bureau and that
Bureas thall promptly publish the actification in the Gazene, If the change
means thettrandlation is required into s language which, beforethe change, was
namqaimd,m&ehmguhanbeeﬁ%cﬁveonly with respect to intemational
spplications filed lster than two months after the publication of the notification
in the Gazette. Otherwise, the effective date of any change shall be determined
by the Contracting State.

49.2 Larguages

The langusge intov which translation may be required must be an official
language of the designated Office. If there are several of such languages, no
translation may be required if the intemational spplication is in one of them. If
theve are several official languages and a translation must be fumished, the
applicant may choose any of those langusges. Notwithstanding the foregoing
provisions of this paragraph, if there are several official languages but the
national lew prescribes the use of one such languagefor foreigners , a translation
into that langusge may be required.

49.3 Statements Under Article 19; Indications Under Rule 13%.4

For the purposes of Anicle 22 end the present Rule, any statement made
under Anticle 19(1) and eny indication fumished under Rule 13°.4 shall, subject
1o Rule 49.5(c) and (b), be considered part of the intemational application.
49.4 Use of Nasional Form

No applicant shall be required to use a national form when performing the
acts referred to in Asticle 22.

49.5 Contenss of and Physical Requirements for the Translation

(a) For the purposes of Anicle 22, the translation of the intemational
epplication shall contain the description, the claims, any text matter of the
drawings snd the abstract. If required by the designated Office, the translation
shall also, subject 1o peragraphs (b) and (c),

(i) comtain the request,
(ii) if the clsims have been amended under Article 19,contain both the
claims as filed end the claims as amended, and
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(b) Any deslgmled Off‘ ice reqmnng :he fumuhmg of 2 translauen of the

the applicants. ’mefonnandeonmoﬂbetequmfonn in the lsnguage of the
translatica shall not be different from those of the request imder Rules 3 2ad 4;

inparicular, the request form in the language of the translation shall not agk for-
sny informsation that is not in the request as filed. The use of the request form in
the language of the translation shall be optional. .

(c)Whetemeapphcmtdldno!fumuh almulauon of eny mwmenmude
under Aride 19(1), the designated Office may disregard such statemern.

(@) K any drawing containg text matier, the translation of thai text meiter
shsll be famished either in the form of a copy of the originsl drawing with the
translation pasied on the original text matter or in the form: of s drawing executed
anew.

(e) Any designated Office requiring under paragraph (g) the furnishing of
& copy of the drawings shall, where the applicant failed to fumish such copy
within the time limit epplicable under Arlicle 22,

(i) invite the applicant to furnish such copy within a time limit which shall
be ressonsble under the circumstances and shall be fixed in the invitstion, or

(i1) disregard the seid drawing if such invitation, on Februgry 3, 1984 isnot
compatible with the national law applied by that Office and as long as it
continues to be not compatible with that law.

() The expression “Fig.” does not require translation into any language.

{g) Where any copy of the drawings or any drawing executed enew which
has been furmnished under paragraph (d) or (€) does not comply with the physical
requiremnents referred to in Rule 11, the designated Office may invite the
applicars to comrect any defect within & time limit which shall be reasonsble
undes the ciscomnances and shall be fixed in the invitation.

(b) Where the spplicent did not fumish & translation of any indication
fusniched under Rule 13 .4, the designaied Office shall invite the applicant to
fumish such trenslation, if it deems it to be necessary, within a time 1imit which
shall be reagonsble under the circumstances and shall be fixed in the invitation,

(i) Information on any requirement and practice of designated Offices
under the second sentence of paregraph (g) shall be published by the Intems-
tional Buregu in the Gazetie.

(§) No designated Office shall require that the translation of the interna-
tional epplication comply with physical requirements other than those pre-
scribed for the international application as filed.

PCT Rule 50
Faculty Under Article 22(3)
50.1 Exercise of Faculty

(8) Any Contracting State allowing 2 time limitexpiring later than the time
limiss provided for in Anicle 22(1) oz (2) shall notify the Intemational Buresu
of the tirne limits so fixed.

(b) Any notificstion received by the Intemationel Bureau under paragraph
(2) shall be promptly published by the Intemational Buresu in the Gazette.

() Notifications conceming the shortening of the previously fixed time
limit shall be effective in relation to intemational applications filed after the
expiration of three months computed from the date on which the notification was
published by the Intemational Bureau.

(d) Noificetions conceming the lengthening of the previously fixed time
limit shali become effective upon publication by the Intemational Bureau in the
Gazeue in respect of international applications pending at the time or filed after
the date of such publication, or, if the Contracting State effecting the notification
fixes some later date, as from the latier date.

PCT Rule 52
Amendment of the Claims, the Description, and the Drawings,
before Designated Offices
52.1 Time Limit
(2) In any designated State in which processing or exsmination starts
without special request, the applicant shall if he so wishes, exercise the right
under Anicle 28 within one month from the fulfiliment of the requirements
under Anticle 22, provided that, if the communication under Rule 47.1 has not
been effected by the expirstion of the time limit applicable under Anicle 22, he
shall exercise the said right not later than four months afier such expiration date,
In eis.er case, the epplicant may exercise the said right at any other time if so
permitied by the national law of the said State.
{b) In any designated State in which the national lsw provides that
examination starts only on specisl request, the time limit within or the time st
which the applicant may exercise the right under Anticle 28 shall be the same as
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that provided by the national law for the filing of smendments in the case of the

examination, on special request, of nationsl applications, provided that such
time limit shall not expire prior to, or such time shall not come before, the

expiration of the time limit appliceble under paragraph (a).

In order that his application may be processed by the
Office (national or regional) which grants (or refuses the grant
of ) a national (or regional) patent, the applicant must, subject to
the exceptions stated in this paragraph, do the following things:

(i) The applicant must pay the national fee to each desig-
nated Office not later than at the expiration of 20 months from
the priority date (PCT) Article 22(1)), unless more time is
allowed by the designated Office.

(ii) Depending on the language of the international applica-
tion, the applicant may have to furnish a translation of the
international application to the designated Office. The prepara-
tion of the translation is the applicant’s responsibility. The
translation must reach the designated Office not later than at the
expiration of 20 months from the priority date (PCT Article
22(1) and 35 US.C. 371 (cX2)). Where the applicant has
amended the claims by filing amendments with the Interna-
tional Bureau, he will have to furnish the translation also of the
original claims, and if he has filed a statement explaining the
amendments, a translation of that statement into the same
language as that into which the international application is
tzanslated must be attached to the translation of the international
application (PCT Article 28(4) and PCT Rules 49.1(a)(i) and
49.2).

(iii) Where the International Bureau has not yet communi-
cated a copy of the international application to the designated
Office, the applicant must furnish a copy of the international
application (that is, a copy in its original language) to the
designated Office not later than at the expiration of 20 months
from the priority date. The applicant will receive form PCT/IB/
308 from the International Bureau indicating the date of mailing
of the communications as well as the designated Offices to
which the communication of copies was effected (PCT Rule
47.1(c)).

(iv) In respect of certain designated Offices, the applicant
must furnish, if it is not already contained in the “Request” part
of the international application, the name and certain other data
concerning the inventor (PCT Articles 4 (1)(v) and 4(4)).

A summaary of requirements for each of the designated
Offices is contained in Vol. II of the PCT Applicant’s Guide,
published by the International Bureau and available to U.S.
applicants from Pergamon International Information Corpcra-
tion, 1340 Old Chain Bridge Road, McLean, Virginia 22101,
Teleprinter address: 90-1811, Telephone (703) 442-0900.

AMENDMENT OF THE INTERNATIONAL
APPLICATION IN THE “NATIONAL PHASE”

Theapplicant is permitted to amend the claims, the descrip-
tion and the drawings before the designated Offices. Any such
amendments must be submitted within the given time limit,
generally within one month of the payment of the national fees
and the furnishing of a translation, if necessary (PCT Article 28
and PCT Rule 52). ‘The amendments must not go beyond the
disclosure in the international application as filed except where
the law of the designated State permits them to go beyond the
said disclosure, The amendments must be in accordance with
the law of the designated State in all respects not provided for in
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the PCT. The amendments must be presented in the language of:
the translation of the intemnational application, if a translation

1889 Representation Before the Designated
Office

Any designated Office may, once the processing of the
international application has started in that Office, apply the
national (regional) law as far as it relates to any requirement that
the applicant be represented by an agent having the right to
represent applicants before the said Office and/or that the
applicanthave an address in the designated State for the purpose
of receiving notifications (PCT Article 27(7)).

1890 Requirements To Enter National Stage in
United States of America [R-2]

35 US.C. 371 Nstionsa! stage: Commencement

(8) Receipt from the Intemastional Bureau of copies of international
applications with any amendmenis to the claims, *international search reports,
>and intemational preliminary examination repons including any annexes
thereto< may be required in the case of * intemational applications designating
>or eleciing<the United States.

(b) Subject to subsection (f) of this section, the national stage shall
commence with the expiration of the applicable time limit under arnticle 22 (1)
or (2) >, or under article 39(1)(a)< of the treaty.

(c) The applicant shall file in the Patent and Trademark Office —

(1) the national fee prescribed under section 376(a }(4) of this part;

(2) a copy of the intemnational application , unless not required under
subsection (g) of this section or already communicated by the International
Bureau, and a transiation into the English language of the intemational applica-
tion, if it was filed in another language,

(3)amendments, if any, tothe claims in the international application, made
underasticle 19 of the treaty, unless such amendments have been communicated
to the Patent and Trademark Office by the Iniemational Bureau, end a transle-
tion into the English language if such amendments were mede in another
langusge;

(4)an oath or declasation of the inventor (or other person authorized under
chapter 11 of this title) complying with the requirements of section 115 of this
tisle and with regulstions prescribed for oaths or declarations of applicants®>;<

(5) & translation into the English language of any annexes 10 the intema-
tional preliminary examination repon, if such annexes were made in another
language.<

(d) The requirement with respect to the national fee referred to in
subsection (c)(1), the transiation referred to in subsection (c)(2), and the cath or
declaration referred to in subsection (c}(4) of this section shall be complied with
by the date of the commencement of the national siege or by such later time as
may be fixed by the Commissioner. The copy of the intemational application
referved to in subsection (c)(2) shall be submitted by the date of the commence-
ment of the national stage. Failure to comply with these requirernents shall be
regarded as abandonment of the application by the parties thereof, unless it be
shown to the gatisfaction of the Commissioner that such failure to comply was
unavoidable. The payment of a surchasge may be required as & condition of
accepting the national fee referred to in subsection (c)(1) or the oath or
declaration referred to in subsection (c)(4) of this section if these requirements
are not met by the date of the commencement of the national stage. The
requirements of subsection (c)(3) of this section shall be complied with by the
date of the commencement of the national stage end failure to do so shall be
regarded es s cancellation of the amendments to the claims in the intemational
application made under article 19 of the treaty. >The requirement of subsection
(cX5) shall be compiied with at such time as may be fixed by the Commissioner
and failure to do so thall be regarded as cancellation of the amendments made
under article 34(2)(b) of the treaty.<

(e) After an intemational application has entered the national stage, no
patent may be granted or refused thereon before the expiration of the appliczble
time limit under asticle 28 >or anicle 41< of the treaty, except with the express
consent of the applicant. The applicant may present amendments to the speci-
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fication, claima, md dnwmgs of the spplication afier the muaml suge has
commenced. -

(f) Atthe express request of the apphcant the nauonal sugc of pmoess-
ing may be commenced at any time at which the application is in order for such
purpose and the applicable requirements of subaecum (c) o( thu sccuon have
been complied with. o

3§ U.S.C. 372 National stage: Requirements and procedure.

(2) All questions of substance and, within the scope of the reguirements of
thetreaty and Regulations, procedure in an intemational spplication designating
the United States shall be determined as in the case of national applications
regulay.y filed in the Patent and Trademark Office.

(b) In case of intemational applications designating bu not originating in,
the United States - -

(1) the Commissioner may cause 1o be reexamined questions relating to
form and contents of the application in accordance with the requirements of the
treaty end the Regulations;

(2) the Commissioner may cause the question of unity of invention to be
reexamined under section 121 of this title, within the scope of the requirements
of the treaty and the Regulations.

(3) the Commissioner may r=quire a verification of the wranslation of the
inemational application or any other document pertaining to the application if
the application or other document was filed in 2 language other than English,

37 CFR 1.491 Entry into the natioral stage.

An intemationel application enters the national stage when the applicant
has filed the documents and fees required by 35 U.S.C. 371(c) within the periods
set in §1.494 or §1.495.

37 CFR 1.492 National stage fees.

The following fees and charges for intemational applications entering the
national stege under 35 U.S.C. 371 are established by the Commissioner under
35Us8.LC.976:

(a) The basic national fee:

(1} Where an intemnational preliminary examination fee
as set forth in §1.482 has been paid on the international application to the
United Siustes Patent and Trademark Office:

By & small entity (§1.9(0)) .cveovrvvnivreirannas $150.00
By other than a small entity

(2) Where no intemetionsl preliminary exeminstion fee
a¢ set forth in §1.482 has been paid to the United States Petent and Trade-
mark Office, but an internations] search fee 88 set forth in §1.445(a)(2) has been
paid on the intemetionsl application to the United States Patent and Trademark
Office as an International Searching Authority:

By a small entity (§1.9(£)) .ccovervvvrerenccnn $170.00
By ather than & small entity .........c.c.r... $340.00

(3) Where no international preliminary examination fee as set forth
in §1.482 hag been paid and no international search fee 25 set forth in
§1.445(a)(2y has been paid on the internationzl application to the United States
Patent and Trademark Office:

By a simall entity (§1.9(6)) ccvcevvvervcrrvanne 5225.00
By other then a emall entity .........c..ce... $450.00

(4) Where the intemational preliminary exsmination fee a¢ set forth in
§1.482 has been peid to the United States Patent snd Trademark Office and the
intemational preliminary examination report states that the criteria of novelty,
inventive step (non-obvicusness), and industrisl applicability, as defined in
PCT Aniele 33(1) to (4) have been satisfied for all the claims presented in the
application emering the national stage (see §1.4961h)):

By a small entity (§1.9(f3) ...coeevernn. $25.00
By other than a small entity ..........cc...... $50.00

(b) In addition to the basic national fee, for filing or later presentation of
each independent claim in excess of 3:
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- By a small entity (§1.9(D)) viionsersuareerna $17.00 .
Byothenhmasmnllenmy .................. $34.00 . .

(c)In addmon tothe banc nauoml fee. for ﬁlmg or later. pmcmuum of
each clsim (whether independent or dependent) in excess of 20 (Note tha
§1.75(c) indicates how mult’ple dependent claims are considered for fee calcu-

lation purposes.):

By a small entity (§1.9()) ...oocoovernrerveconns
By other than a small entity

(d) In addition 1o the basic national fee, if the application
contains, or is amended 1o contain, a multiple dependent claim(s), per spplics-
tion:

By & small entity (§1.9(6)) «.ovecvverrecre wereee $55.00
By other then a small entity ...........couen.. $110.00

( If the edditionsl fees required by paragrephs (b), (c) and (d) are not
paid on presentation of the clsims for which the additionel fees are due,
they must be paid or the claims cancelled by amendment, prior to the
expiration of the time period set for response by the Office in any notice of
fee deficiency.)

(e) Sarcharge for filing the basic national fee or cath or declaration later
then 20 months from the priority date pursuant to §1.494(c) or later than 30
months from the priority dater pursuant to §1.455(c):

By a small entity (§1.9(f)) $55.00
By other than 2 small entity ........c.ccerenee. $110.00

() For filing an English translation of an intemationsl spplication later
than 20 monthe after the priority date (§1.494(c)) or for filing sn English
trenslation of the international application or of sny ennsxes to the intemnational
preliminary examination report later than 30 months efter the priority daie
(§1.495(c) and (e)) $26.00

(35 U.S.C. 6,376)

37 CFR1.494 Entering the uationsi stage In the United States of
America as & Degigrated Office.

() Where no Demand has been filed with en appropriate Intemational
Preliminary Examining Authority by the expiration of 19 months from the
priority date (see §1.495), the applicant must fulfill the requirements of PCT
Anrticle 22 and 35 U.S.C. 371 within the time periods set forth in parsgrephs (b)
and (c) of this section in order to prevent the sbandonment of the intemationsl
application a¢ to the Unites States of Americe. International applications for
which those requirements are timely fulfilled will enter the national stege end
obtain an examination as to the patentability of the invention in the Unites States
of America.

(b) The applicant shall fumish to the United States Patent and Trademark
Office not later than the expiration of 20 months from: the priority date -

(1) a copy of the international application, unless it has been previously
communicated by the Intemational Bureau orunless it was originally filed inthe
United States Patent end Tredemark Office;

(2) atranslation of the intemational application into the English language,
if it was originally filed in another language;

(3) the basic national fee (see §1.492(a)); and

(4) an oath or declaration of the inventor (see §1.497),

(c) The applicent may furnish any required English translation of the
intemational spplication, the basic national fee and the oath or declaration of the
inventor after 20 months but not later than the expiration of 22 months from the
priority date. The payment of the processing fee set forth in §1.492(f) is required
for acceptance of an English translation later then the expiration of 20 months
after the priority date. The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic national fee or the oath or decleration of the
inventor later than the expiration of 20 monihs after the priority date.

(d) A copy of any amendments to the claims made under PCT Anticle 19,
and atranslation of those amendments into English, if they were made in enother
language, must be fumished not later than the expiration of 20 months from the
priority date. Amendments under PCT Anticle 19 which are not received by the
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explration of 20 months from the priority date will be considered o be cancelled.

(o) Verification of the wansistion of the international spplication or eny
other document pertainding 1o en intemational application may be required
where it is considered mecessary, if the international spplication or other
document wes filed in 2 Iinguage other than English.

() The documents snd fees submitted under paragraphs (b) and (¢) of this
section must be cleardy identified as a submission o enter the national stage
under35U.S.C. 371, otherwise the submission will be considered asbeing made
under 35 U.S.C.111.

(g) Thetimelimits set om in paragraphs (b), (c) and (d) of this section may
not be extended pursuant w §1.136 or otherwise.

(h) An intemseional application becomes abandcned as to the United
Siates 20months from the priority date if & copy of the: international application
is not communicated to the Patent and Trademark Office prior 1o 20 months
from the priosity date where the United States has been designated but not
elected prior to 19 months from the priority date. If & copy of the intemational
application is communicsted within 20 months to the Patent end Tredemark
Office, an internsationsl epplication will become abandoned es to the United
States 22 months from the priority date if the required English translation(s),
fees and oath or declasation under 35 U.S.C. 371(c) are nt filed within 22

moaths from the priority dste.

37 CFR 1.495 Entering the national stage In the Unlted States of
Americs as an Elected Office

(2) Where & Demand has been filed with an appropriate Intemational
Preliminary Examining Authority and not withdrawn by the expiration of 19
months from the priority date, the spplicant must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in paragraphs (b) and (¢) of this
section in ordes to prevent the esbandonment of the internstional epplication as
to the Unites States of Americs. Intemational applications for which those
requirements are tmely fulfilled will enter the national stage and obtain an
examingtion s to the patentsbility of the invention in the Unites State of
America.

() The epplicant shall fusnish to the United States Patent and Trademark
Office not later than the expiration of 30 months from the priority date-

(1) & copy of the imernations] spplicetion, unless it hes been previously
comnnmicated by the International Buresu orunless it was originally filedinthe
United States Patent and Trademark Office;

(2) a trensiation of the intesmational application into the English language,
if it wes originally file in another language;

(3) the basic national fee (sze §1.492(s)); and

(4} en oath or declaration of the inventor (see §1.497).

(c) The applicant may fumich any required English translstion of the
international spplicstion, the basic national fee and the oath or declaration of the
inventor efier 30 months bz nok later than the expiration of 32 months from the
priority date. The payment of the processing fee set forth in §1.492(f) is required
for acceptance of an English tsenslation later than the expiration of 30 months
after the priority date. The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor later than the expiration of 30 months afier 1he priosity date.

(d) A copy of any amendments tothe claims made under PCT Anticle 19,
end s translation of those amendments into English, if they weremade in another
langusge, must be fumnished not later than the expiration of 30 months from the
priority date. Amendments under PCT Anicle 19 which are not received by the
expirstion of 30 months from the priority date will be considered to be cancelled.

(¢} A translation into English of eny anmexes to the intemational
prdeliminary examinstion report, if the annexeg were mede in anotherlangusge,
must be fumished not later than the expiration of 30 months from the priosity
date. Translations of the annexes which are not recieved by the expiration of 30
months from the priority date may be submitted within 32 months from the
priority date sccompanied by the processing fee set forth in §1.492(f). Transis-
tions of the ennexes which are not timely received will be considered 10 be
cancelled.

(fVerification of the transiation of the intemational application or any
other document peraining o en intemational application may be required
where it is considered necessary, if the international application or other
document was filed in 2 language other than English.

(g) The documents submitsed under paragraphs (b) and (c) of this section
must be clearly identified 25 a submission to enter the national stage under 35
U.S.C. 371, otherwise the submission will be considered as being made under
35US8.C111.
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(g) The time limits set out in paregriphs (b), (c); (d) end () of this section”
may not be extended pursuant 10.§1.136 or otherwise.

(h) An imemnational application becomes abandoned ag to the United
States 30 monthe from the priority date if & copy of the mlenuumnlappbuuon
is not communic ated to the Patent and Trademark Office prior to 30 months
from the priority date and a Demand for Intemational Preliminary Examination
which elected the United Siates of Amencahasbeenﬁlcdpnoﬂotheexpmuon
of 19 months from the priority date. If a copy of the intemations spplication it
communicated within 30 months to the Patent and Trademark Office, an
internazional application will become abandoned as to the United States 32
months from the priority date if the required English translation(s), fees end oath
or declaration under 35 U.S.C. 371(c) are not filed within 32 months from the
priority date.

37 CFR 1.456 Esxamination of fnternstional applications in the
natlonsil stage

() Intemational applicasions which have complied with the requiremnents
of 35 U.S.C. 371 (c) will be taken up for action based on the dste on which such
requirements were met. However, unless an express request forearly processing
has been filedunder 35 U.S.C. 371(f), noaction may be taken prior to one month
afier entry into the national stage.

(b) A national stage application filed under 35 U.S.C. 371 may have paid
therein the basic nationsl fee eg set forth in §1.492(a)}(4) if it conteins, or is
amended to contain, &t the time of entry into the national stage, only claims
which have been indicated in an intemational preliminary examination report
prepared by the United States Patent and Trademark Office as satisfying the
criteria of PCT Article 33(1)-(4) as to novelty, inventive step and industrial
applicability. Such national stage applications in which the basic national fee as
set forth in §1.492(e)}(4) has been paid may be amended subsequent to the date
of entry into the national stage only to the exient necessary to eliminste
objections as to form or to cencel rejected claims. Such national stage applica-
tions in which the basic nationsl fee as set forth in §1.492(a)(4) has been puid
will be tzken up out of order.

37 CFR 1.497 Oasth or declaration under 35 U.S.C. 371(c)(4).
(2) When an applicent of an internationsl epplication, if the inveator,
desires to enter the national stage under 35 U.S.C. 371 pursuant to §1.494 or
§1.495, he or she must file an oath or declaration in eccordance with §1.63.
(b) If the intemational spplication was mede as provided in §1.422, 1.423
or 1.425, the applicant shall state his orher relationship to the inventor sad, upon
information and belief, the facts which the inventor is required by §1.63 to state.

The United States national stage commencement require-
ments are set forth in 35 U.S.C. 371 and 372. In order to retain
the international filing date and enter the national stage in the
United States, and unless the international application was filed
in the United States Receiving Office or was already received
from the International Bureau, the applicant, who must be the
inventor for the United States (35 U.S.C. 373), must timely file
in the Patent and Trademark Office (37 CFR 1.61) the following
items:

(i) a copy of the intemational application and a English
ranslation thereof, if necessary,

(ii) Amendments to the claims under PCT Article 19 which
were made before the International Bureau, if any, and an
English translation thereof, if necessary,

(iii) an oath or declaration of the inventor (37 CFR 1.70)
Aand

(iv) the national filing fee (35 U.S.C. 376(4) and 37 CFR
1.402(a)). Theapplicantmustsubmitacopy of the international
application, if ithas not been communicated by the International
Bureauw, not later than the expiration of 20 months from the
priority date to avoid abandonment of the application (35
U.S.C.371(d) and PCT Article 22). The filing fee and oath or
declaration may be submitied between 20 and 22 months from
the priority date if accompanied with the surcharge, If the filing
fee, oath or declaration, and any required surcharge are not filed
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by the expiration of 22 months from the priority date, the

application is abandoned. If any required English translation of

the internationat application is not filed within 20 months from
the pnonty date, it must be filed within 22 months from the

priority date along with the processing fee (37 CFR 1.492(f)) in-

order to prevent abandonment of the international apphcauon
At 20 months the applicant may also file copies of the prior art
cited in the Search Report. After filing, the applicant has the
right to amend the application before the designated Office
withi.: one month after entry into the national stage. The
amendment may affect the description, claims and drawings,
butmay notadd new matter. It should be noted that the time limit
of 20 months from the priority date applies irrespective of
whether the international search report is available,

Entry into the national stage may also occur earlier at the
express request of the applicant under the provisions of 35
U.S.C. 371(f). In order that earlier entry into the national stage
may take place, the applicable requirementsof 35U.S.C.371(c)
must be received by the United States Patent and Trademark
Office. Requirements suchas the Search Report and any amend-
ments 1o the claims must be submitted promptly after they are
made available, if not submitted with the other requirements of
35U.8.C. 371(c).

EARLY PROCESSING OF APPLICATION AT THE U.S.
NATIONAL STAGE

National stage processing in the United States Patent and
Trademark Office will normally not begin until after the expi-
ration of the applicable time limit under PCT Article 22 (35
U.S.C. 371(b)).

This is true even if the applicant fulfills the requirements of
35U.S.C. 371(c), paragraphs (1), (2), and (4) to obtain an early
prior art date under 35 U.S.C. 102{e) well before the expiration
of the above mentioned time limit.

Applicants may, however, expressly request early process-
ing at any time after the applicable requirements of 35 U.S.C.
371(c) have been complied with. If a proper express request for
early processing is received, the international application will
promptly beassigned anational serial number and be forwarded
for examination,

PRIOR ART STATEMENT REQUIREMENT FOR
UNITED STATES

If the United States of America is designated, an informa-
tion disclosure statement under 37 CFR 1.97 and 1.98 should be
filed at the time of entering the national stage (35 U.S.C. 371 (b)
or(f)) or within three months thereafter. For purposes of 37 CFR
1.97(a) the date of entry into the national stage is considered to
be “the time of filing the application”.

UNITED STATES DRAWING REQUIREMENTS

When the nature of the subject matter of the invention
admits of illustration by the drawing and the applicant has not
furnished such a drawing, the Commissioncr of Patents and
Trademarks may require the submission of such a drawing
within a time period of not less than two months from the
sending of anotice to the applicant (35 U.S.C. 113 and 37 CFR
1.81 and 1.83). Accordingly, whenever filing international
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applications which designate the United States; applicants may
wish to routinely furnish a drawing with each application in
which the sabject matter “admits of illustration by a dmwmg"
even though the drawing is not deemed necessary for the
understanding of the i 1"venuon o _

1892 Filing of Continuation or Continuation-
in-part Application During Pendency of
International Application Designating

the United States [R- 2]

It is possible w file a U.S. national application under 35
U.S.C. 111 dwring the pendency (prior to the abandonment) of
an international application which designates the United States
without completing the requirements for entering the national
stage under 35 U.S.C. 371(c). The ability to take such action is
based on provisions of the United States patent law, 35 U.S.C.
363 provides that “An international application designating the
United States shall have the effect from its international filing
date under article 11 of the treaty, of a national application for
patent regularly filed in the Patent and Trademark Office...”. 35
U.S.C. 371(d) indicates that failure to timely comply with the
requirements of 35 U.S.C. 371(c) “shall be regarded as aban-
donment by the parties thereof...”, It is therefore clear that an
international application which designates the United States has
the effect of a pending U.8. application from the international
application filing date until i\s abandonment as to the United
States. The first sentence of 35 U.S.C. 365(c) specifically
provides that “In accordance with the conditions and require-
ments of section 120 of this ttle,... a national application shalil
be entitled to the benefit of the filing date of a prior international
application designating the United States.” The condition of 35
U.S.C. 120 relating to the time of filing requires the later
application to be “filed before the patenting or abandonment of
or termination of proceedings on the first application...” (em-
phasis added). The filing of a continuation or continuation-in-
part application of an international application may be useful to
patent applicants where the oath or declaration required by 35
U.S.C. 371(c)<s cannot be filed within 22 months from the
priority date as required by 37 CFR 1.61(b). An applicant filing
an application under 35 U.S.C. 111 may obtain additional time
to file the oati: or declaration under 37 CFR 1.53(d) and
1.136(a).

A Continuing application under 35 U.S.C. 365(c) and 120
must be filed before the abandonment or patenting of the prior
application.

37 CFR 1.494 Entering the natlonal stage in the Unlted States of
Amerlca ag a Designated Office.
srshsheshee

(h) An intemnational application becomes sbandoned as to the United
States 20 months frem the priority date if a copy of the intemational application
is not communicated w the Patent and Trademark Office prior 1o 20 months
from the priority date where the United States has been designated but not
clected prior to 19 months from the priority date. If a copy of the intemational
application is communicated within 20 months to the Patent and Trademark
Office, an intemat:onal application will become abandoned as to the United
States 22 months {zxn the priority date if the required English translation(s),
fees and oath or declaration under 35 U.S.C. 371(c) are not filed within 22
months from the pricrity date.
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37 CFR 1.495 Entering the national siage in the United States of

America a8 an Elected Office ..
. ) o LT Lo A C T ’

. (DAn international spplication becomes abandoned as to the United States
30 months from the priority date if 2 copy of the intemational spplication is not
communicated to the Paters and Trademark Office priorto 30 months from the
prionty date and a Demand for International Preliminary Examination which
elected the United States of America has been filed prior to the expiration of 19
months from the priority date. If & copy of the international epplication is
communicated within 30 months to the Patent and Trademark Office, an
intemational application will become abandoned as 1o the United States 32
monthsfrom the priority date if the required English translation(s), fees and oath
Ot‘de_clarauon under 35 U.S.C. 371(c) are not filed within 32 months from the
priority date.

1895 Review Under PCT Article 25 [R-2]

PCT Article 25
Review by Designated Offices

. (1Xa) Where the receiving Office has refused 1o accord an intemational
ﬁl'mg date or has declared that the intemational application is considered
withdrawn, or where the Intemational Bureau has made a findin g under Atticle
12(3), the Intemational Bureau shall promptly send, at the request of the
applicant, copies of any document in the file to any of the designated Offices
named by the spplicant.

. () Where the receiving Office has declared that the designation of any
given State is considered withdrawn, the Internstional Buresu shall prompily
lcnfl. at the request of the spplicant, copies of any document in the file to the
national Office of such State.

(c) The request under subparagraphs (a) or (b) shall be presented within
the prescribed time limit,

(2)(=) Subject 1o the provisions of subparagraph (b), each designated
Office shall, provided that the national fee (if any) has been paid and the
appropriate translation (as prescribed) has been fumished within the prescribed
time limit, decide whether the refusal, declaration, or finding, referred 1o in
paragraph (1) was justified under the provisions of this Treaty and the Regula-
uons, and, if it finds that the refusel or declaration was the result of en ervor or
omission on the part of the receiving Office or that the finding was the result of
&n emor or omission on the part of the Intemational Bureau, it shall, as far as
effects in the State of the designated Office are concemed, treat the intenational
application as if such error or omission had not occusred.

_ () Where the record copy hes reached the International Bureau after the
expiration ?f the time limit prescribed under Anticle 12(3) on account of any
Emor oramission on the part of the applicant, the provisions of subparagraph (a)
shall apply only under the circumstances refesred 1o in Article 48(2).

3s U-S.(;. 366 Withdrawn international appiication

. Subject tosection 367 of this part, if an intemational application designat-
ing the United States is withdrawn or considered withdrawn, either generally or
&s 1o the United States, under the conditions of the treaty and the Regulations,
before the applicant has complied with the applicable requirements prescribed
by section 371(c) of this part, the designation of the United States shall have no
effect afier the date of withdrawal and shall be considered as not having been
made, unless a claim for benefit of  prior filing date undes section 365(c) of this
section was made in 8 national application, or an intemational epplication
designating the United States, filed before the date of such withdrawal How-
ever, such withdrawn intemational applicationmay serve asthe basisfora claim
of priority under section 365 (a) and (b) of this pan, if it designated & country
other than the United States,

35 U .8.C. 367 Actions of other authorities: Review
(8) Where a Receiving Office other than the Patent and Trademark Office
h“‘fefu{edlo eccord an intemational filing date to an intemational application
designating the United States or where it has held such application to be
wnydmwn either generally or as to the United States, the applicant may request
review Of_' thc matter by the Comrmissioner, on compliance with the requirements
of a_nd within the time limits specified by the treaty and the Regulations. Such
review may result in 8 determination that such applicstion be considered as
pending in the national stage.
. (b) The review under subsection (&) of this section, subject to the same
requirements and conditions, may alsobe requested in those instances where an
international application designsting the United States is considered withdrawn

1800-85

_due to a finding by the International Buresu under Article 12(3) of the treaty. *: &

PCT Article 25 and 35 U.S.C. 367 provide for review by the

. United States Designated Office of decisions by another Re- - -
‘ceiving Office (1) refusing to granta filing date or (2) withdraw-

ing the international application or the designation of the United
States of America.

'1896' Effect of U.S. Patent Issued on an Inter-

national Application

PCT Article 46
Incorrect Transiation of the International Application ;
If, because of an incorrect translation of the intemational application, the
scope of any patent granted on that application exceeds the scope of the
international application in its original language, the competent aothorities of
the Contracting State concerned may accordingly and retroactively limit the
scope of the patent, and declare it null and void to the extent that its scope has
exceeded the scope of the intemational application in its original language.

35 U.8.C. 375 Patent issued on International spplication: Effect

(2) A patent may be issued by the Commissioner baged on an international
application designating the United States, in sccordance with the provisions of
this vie. Subject to seetion102(e) of this title, such patent shall have the force
and effect of & patent issued on & national application filed under the provisions
of chapier 11 of this title.

(b) Where due to an incorrect transiation the scope of a patent granted on
an international application designating the United States, which was not
originally filed in the English language, exceeds the scope of the intemational
application in its original language, a8 court of competent jurisdiction may
retroactively limit the scope of the patent, by declaring it unenforcesble to the
extent that it exceeds the scope of the international application in its original
language.

A patentissued onan infernational application has the same
force and effect as a patent issued op a national application
except that a court may retroactively limit the scope of a patent
if it is too broad because of an incorrect translation, 35
U.S.C.375.

1897 Filing and Prior Art Effect in United
States of America [R-2]

35 U.S.C. 363 International appiication designating the United

States: Effect

An intemnational application designating the United States shall have the
effect, from its intemational filing date under article 11 of the treaty, of a national
application for patent regularly filed in the Patent and Trademark Office except
as otherwise provided in section 102(e) of this title,

37 CFR 1.53 Serial number, filing dste, and compietion of

gpplication.
s$v 8¢

() The filing date of an intemationel application designating the United
States of America shall be treated as the filing date in the United States of
America under PCT Article 11(3), except as provided in 35 U.S.C. 102(e).

The prior art effect under 35 U.S.C. 102(e) begins on the
date the applicant has fulfilled the requirements of 35 U.S.C.
371(c)1), (2) and (4). These requirements are that the national
filing fee, a copy of the international application and a verified
English translation thereof, if it was filed in another language,
and an oath or declaration be filed in the United States Patentand
Trademark Office. The international application also becomes
prior art when it is published promptly after the expiration of 18
months from the priority date, or earlier at applicant’s request.

Rev. §, July 1087
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1898.01 International Preliminary
Examination [R-5]

MANUAL OF PATENT EXAMINING PROCEDURE

thean Opmxon which is usually 2 months from the date of

The response may mclude amendments to the specification,
which fer.

e:examiner: dunng the:time. limit- for re-

recm'd in Lhe:mtemauanal apphcauon L

ustbe forwarded to PCT Central before the
onths ftom the priority date of the intema-

mailing the Written Opinion, Thé time limit cannotbeé extended. !

sponse 1o the Wnttm Opxmon. All intorviews must be made of

' cemplem' Intornational Preliminary Ex- .

EXAMINATION PROCEDURE

The International Preliminary Exarination is to be carried
out in accordance with PCT Aurticle 34 and PCT Rule 66. After
the Demand is checked for compliance with PCT Rules 53 - 55,
57 and 58, the first step of the examiner is to study the descrip-
tion, the drawings (if any), and the claims of the international
application and the documents describing the prior art as cited
in the International Search Report.

A Written Opinion must be prepared if the examiner;

1. considers that the international application has any of the
defects described in PCT Article 34(4) concerning subject
matter which is not required to be examined or which is unclear
or inadequately supported,

2. considers that the report should be negative with respect
to any of the claims because of a lack of novelty, inventive step
(non-cbviousness) or industrial applicability as described in
PCT Article 33(2) - (4),

3. notices any defects in the form or contents of the inter-
national application,

4. considers that any amendment goes beyond the disclo-
sure in the international application as originally filed, or

S. wishes to make an observation on the clarity of the
claims, the description, the drawings or to the question whether
thezcilaims are fully supported by the description (PCT Rule
66.2).

The Written Opinion is prepared on form PCT/IPEA/408 (o

notify applicant of the defects found in the international appli-

cation. The examiner is further required to fully state thereasons
for his or her opiaion (PCT Rule 66.2(b)) and invite a written
reply, with amendments where appropriate (PCT Rule 66.2(c))
normally setting a two month time limit for the reply.

The applicant may respond to the invitation by making
amendments or, if applicant disagrees with the opinion of the
examiner, by submitting arguments, as the case may be, or both.

The U.S. Rules of Practice pertaining to international pre-
liminary examination of international applications permit a
second Written Opinion in those cases where sufficient time is
available. Normally only one Written Opinion will be issued.
Any response received after the expiration of the time limit set
for response to a Written Opinion will not be considered in pre-
paring the International Preliminary Examination Report.

If the applicant does not respond to the Written Opinion
within the set time period, the Intemational Preliminary Exami-
nation Report will be prepared after expiration of the time limit
and sufficient time to have any response clear the Mail Room.

If after initial examination of the international application,
there is no negative statement or comment to be made, then only
the International Preliminary Examination Report will be pre-
pared without a Written Opinion having been issued.
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PATENT COOPERATION TREATY . .

1898.01(a) Provisions of Agreement with the
International Bureau to serve as an Interna-
tional Searching and Prellmmary Examination

Authorlty [R 5]

A copy of the Agreement appears in MPEP §1804

PCT Article 32
The Interasaticral Prellminary Exemining Authority

(l) Interationsl preliminasry exmmination shell be camied out by the
Preliminary Examining Authority

(2) In the caee of demends referred to in Amcle31(2)(a),v.he receiving
Office, and, in the case of demands referred toin Article 31(2)(b), the Aseembly,
shell, in sccordance with the spplicable agreement between the interesied
Itemational Preliminary Exemining Authority or Authorities snd the Imema-
tional Bureau, specify the Irtemstionsl Preliminary Exemining Awmhority or
Authorities competent for the preliminary examination.

(3) The provisions of Anicle 16(3) shell apply, mutatis mutandis, in
respect of the Imernational Preliminary Examining Authorities.

BCT Article 34
Procedure before the [uternationat Preliminery Examining
Authority

(1) Procedure before the Intemational Preliminsry Examining Authority
dhell be govemed by the provisioas of this Treaty, the Regulations, end the
agreement which the Infernationsl Buresu shall conclude, subject to this Treaty
and the Regulations, with the said Authority.

asée®

37 CFR 1.416 The United States Imternational Preliminary
Ezamining Authority

(&) Pursuant to appointment by the Assembly, the United States Patent end
Trademark Office will act as an Intemational Preliminesy Exemining Authority
for intemational epplications filed in the United States Receiving Office and in
other Receiving Offices 88 mey be agreed upon by the Commissioner, in
wecordanice with agreement betwesn the Patent and Trademark Office and the
Imesmations] Buresn.

() The United States Paters end Trademark Office, when acting as an
Inernational Preliminary Examining Authority, will be identified by the full
title “United States Internationsl Preliminacy Examining Authority” or by the
ahbrevistion “IPEASUS.”

() The major functions of the Intemastional Preliminary Exsmining
Authority include:

(?) Receiving and checking for defects in the Demand;

(2) Collecting the handling fee for the Iitemnational Buresn and the
preliminary examination fee for the United States Intemational Preliminary
Ezsmining Authority;

(3) Informing applicant of receipt of the Demand;

(4) Considering the maiter of unity of invention;

(5) Providing en imemational preliminary examination repoet which is 8
non-binding opinion on the questions whether the claimed invention appesrs to
be novel, to invelve inventive siep (1o be non-obvious), and to be industrislly
eppliceble; and

(6) Tranemining the inemational preliminary exeminstion report 10
epplicans and the Intemational Buresu.

An agreement has been concluded between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau under which the USPTO agrees (o serve as an
international Preliminary Examining Authority for those appli-
cations filed in the USPTO as a Receiving Office and for those
international applications filed in other receiving Offices for
which the USPTO has served as an Intemnational Searching

1800-87

1898.01(b)(1),

Authority. - o5

The agreement is provnded for in PCT Amcles 32(2) & (3).;
and34(l).andeCTRules583 59.1,63.1, 72.1, 754, and
717.1(8). Authority is givenin 35 U.S.C. 361(c), 362(a) & (b)and
in 364(a). 37 CI'R 1.416(a) and PCT Administrative Instruction
§ 103(c) are also relevant.

1898.01(b) Preparation for filing of Demand
{R-5]

37 CFR 1.4806 Demand for internstions! prellminary examination.

() On the ﬁ.lmg of 8 Demand snd paymeat of the fees for intemational
preliminary examination (§1.482), the intemational lmhaum shall be the
subject of &n intemationsl preliminary examination. The examina-
tion fee (§1.482(a) 1)) and the handling fee (§1.482(b)) shall be due st the time
of filing of the Demand.

(b) The Demand shall be mede on a standardized printed form. Copies of
the printed Demand forms are available from the Patent snd Trademerk Office.
Letters requesting printed forms should be marked “Box PCT™.

(¢) If the Demand is made prior to the expirstion of the 19th month from
the priority date and the United States of Americs is elecied, the provisions of
§1.495 shall apply rather than §1.494.

(d) Withdrawal of a proper Demand will not entitle spplicent to & refund
of the preliminary examination fee or handling fee.

The Demand should be filed on PCT Form PCT/IPEA/401
along with the fee calculation sheet. These forms may be
obtained free of charge by requesting them by writing to the
United States Patent and Trademark Office, Box PCT, Wash-
ington D.C. 20231 or by telephone by calling (703) 5§57-2003.

1898.01(b)(1) Amendments filed with Demand
[R-5]

PCT Rule 66
Procedure before the Internationat Preliminary Examining

Autkority
(I 1111

66.8 Form of Amendments

() The epplicant shall be required to submit & replacement sheet forevery
sheet of the intemational spplication which, on account of an umendment,
differs from the sheet originally filed. The letier accompanying the replacement
sheets shall draw attention othe differences between the replaced sheets and the
replacement sheets. Tothe extent that any amendment regulis inthe cancellation
of en entire sheet, that amendment shall be communicated in o legter.

(&) [Deleted]

66.9 Language of Amendments

If the inzernational application has been filed in a language other than the
language in which it is published, any amendment, as well as any lester referred
to in Rule 66.8(a), shall be submitted in the language of publicstion.

PCT Administrative Instructions Section 602
Amendments under Rule 66.8(n)

(a) The Intemnstional Preliminary Examining Authority shall indelibly
mark, so asto admit of direct reproduction in any of the manners set forth in Rule
11.2(a), in the upper right-hand comer of each replecement sheet submiited
under Rule 66.8(s), the intemnational application number and the date on which
it was received and, in the middle of the bottom margin, the words “SUBSTI-
TUTE SHEET" or their equivalent in the languege of publication of the
internstional application. It shall keep in its files any replaced sheet, the leuter
accompanying the replacement sheet or sheets, and any letter referred to in the
last sentence of Rule 66.8(a)

(6) Section 311(b)(iii) shall apply when one or mom sheets are added
vnder Rule 66.8(2)

Rev. §, July 1987



1898.01(b)(2)

37 CFR 1.48% Amendments by applicant durlng International -
prellminary examlnatlon. . oo T
. The spplicant may make smeridments at the time of filing of the Demand
#nd within the time limit set by the Intemational Preliminary Examining
Authority for response (o the writien opinion. Any such amendments must -
(1) be made by submiuing & replacemen: sheet for every sheet of the
epplication which differs from the sheet it replaces unless an entire sheet i
cancelledand .
(2) include & description of how the replacement sheet differs fromi the re-
placed sheet. If an amendment cancels an entire sheet of the intemational
#p~lication, that smendment shall be communicated in a letter.

Amendments may be filed with the Demand if desired to
place the application claims in better condition for international
preliminary examination. Suchamendments, however, may not
include new matter and must be accompanied with adescription
of how the replacement sheet differs from the replaced sheet.

1898.01(b)(2) Applicant’s Right to file a
Demand [R-§]

PCT Articie 31
Demand for Internationaf Preliminary Examinstion
CoesE
(2)(s) Any spplicant who is & resident or national, as defined in the
Regulmions, of a Contracting State bound by Chapeer II, and whose interna-
tianal epplication has been filed with the receiving Office of or acting for such
Stste, may make a demand for iemational preliminary examination

$EO6H

PCT Rule 54
The Applicant Entitied to Meke & Demand

54.1 Residence and Nationslity

The residence or nationality of the spplicant shall, for the purposes o
Anicle 31(2), be determined according to Rules 18.1 and 18.2.
54.2 Several Applicents: Seme for All Elected States

If ald the applicants are spplicants for the purposes of all elected States, the
right to meke s demand under Article 31(2) ghall exist if a2 least one of them is

(i) & resident ornational of s Contracting State bound by Chapter H and the
internationsl spplication has been filed as provided in Anticle 31(2X8), or

(i} & person entitled o make 8 demand under Aricle 31(2)(b) and the
imemational spplication hss been filed as provided in the decision of the
Aseombly.
54.3 Several Applicants: Differers for Different Elected States

(&) For the purposes of different elected Siates, different applicants may
be indicated, provided thas, in respect of each elected State, at least one of the
spplicants indicated for the pusposes of that State is

(i) & resident ornational of a Contracting State bound by Chapter I and the
intemations] spplication has been filed as provided in Article 31(2)(a), or

(i) & person entitled 10 make & demand under Article 31(2)(b) and the
intemational spplication has been filed as provided in the decision of the
Assemnbly.

(5) [Deleted]
54.6 Applicant Not Entitled to Make a Demand or an Election

(8) I the applicant does not have the right or, in the case of several
epplicants, if none of them has the right 1o make 8 demand under Anicle 31(2),
the demand ehall be coasidered not to have been submiued.

(b) I the requirement under Rule 54.3(s) is not fulfilled in respect of any
elected State, the election of that State shall be considered not to have been

made.

At least one applicant must be a resident or national of a
state bound by Chapter II for each Elected State. If such is not
the case the election of such a state will be considered as not
having been made. If no applicant has the right to filea Demand,
the Demand is considered as not having been submited.

Rev. 5, July 1987
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1898.01(b)(3) States which may be Elected -
L s , [Fl;s] L R

PCT Arxticle 31

Demand for International Preliminary Examination
ShyhR

(4)n) The demand shall indicate the Contracting Siate or Stases in which
the applicant intends to use the results of the inteationsal preliminary exami-
nation (“elected States”). Additional Contracting States may be elected later.
Election may relste only to Contracting States already designated under Article
4.

(t) Applicants referred 10 in peragraph (2){s) may elect any Contmcting
State bound by Chapter IL Applicants refesved to in parsgraph (2)(b) meay elect
only such Contracting States bound by Chapter Il as have declared that they are
prepared to be elected by such applicants.

L]

Only PCT member states which have ratified or acceded to
Chapter 1T and which were designated in the Request may be
elected under Chapter 1. The Assembly has taken no action to
allow persons who are residents or nationals of a State not party
to the PCT or not bound by Chapter II to make & Demand under
Article 31(2)(b). At the present time ali PCT member States
except Denmark, Norway, Lichentenstein, Republic of Korea
(South Korea), and Switzerland are members of Chapter Il and
may be elected.

1898.01(b)(4) Agent’s Right to Act [R-§]

Any agent entitled to practice before the receiving Office
where the iniernational application was filed may represent the
applicant before the international authorities, PCT Article 49.

If for any reason. th2 examiner needs to question the right
of an attorney or ageni 0 practice before the International Pre-
liminary Examining Authority, the USPTO roster of registered
attorneys and agents should be consulted. If the international
application was filed with a Receiving Office other than the
United States, Form PCT/IPEA/410 may be used to ask the Re-
ceiving Office with which the international application was
filed, whether the agent named in the international application
has the right to practice before that Office.

The PCT Article and Regulation governing the right to
practice are Article 49 and Rule 83.

1898.01(¢) Filing of Demand [R-5]

PCT Article 31
Demand fer Internationatl Prellminary Examination

(1) On the demand of the applicant, his intemational spplication shall be
the subject of sn intemational preliminery exsmination as provided in the

following provisions and the Regulations.
L1311

(3) The demand for intemaiional preliminary examinstion shall be made
separately from the intemational spplication. The demand shall contzin the
prescribed particulars and shall be in the prescribed language and form.

LLd 12

(6)(a) The demand shall be submitted to the competent Intemstional

Preliminary Examining Authority referred to in Article 32.

sReEh
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- PATENT COOPERATION TREATY -

PATENT CCO*ERATION TREATY
DEMAND
UNDER ARTICLE 33 OF THE PATENT COOPERATION TREATY:
THE UNDERSIGRED REQUESTS THAT THE INTEENATIONAL APPLICATION SPECIFIED BELOW

BE THE SUBJECT OF INTERNATIONAL PRELIMINARY EXAMINATION
ACCORDING TO THE PATEWT COOPERATION TREATY

1898.01(¢c)- .

Appliunl's_or Agent's File
Box Ne. I IDENTIFICATION OF THE INTERNATIONAL APPLICATION ’gﬁéﬂﬂl‘;g"'“ by applicant if desired):

Internstiona! Application No. International Filing Date (Earliest) Priority Date

BCT/US87/86888 06 July 1987 (06.07.87) 15 July 1986 (15.07.)86)

Title of Invention

Self-Steering Gear for Sailboats

Bex Ne. 1 APPLICANT(S). Furher appli ere indicsted on & continuation sheet D

Name ord address. inctuding poste) code gnd couniry:

Columbia Marine Corporation
100 Front Street

Annapolisg, Maryland 20726
United States of America

State of netionality Us Seate of residence *: Us
Telephone number Teiegraphuc Teleprinter
lincluding arce code) 3] 56553122 agdress eddress;

Weme end sddress, including postel code and country.

Joneg, Jdohn Paul

200 shady Grove Road
Davidsonville, Maryland 20720
United States of America

State of nationality State of residence °:
Us

Us

Bog Ng, IIf AGENT OR COMMON REPRESENTATIVE (IF ANY): ADDRESS FOR NOTIFICATIONS (IN CERTAIN

CASES)
The following ¢ agent of p
15 E has been appointed esrhier and sepresents the epplicant ziso for inter 1 prel 2ry ex tion

2. D is hereby appointed gnd any esrlier appointment of as sgent is hiereby revoked

3 D is ereby appointed, mn eddition 10 the agentis) eppassied eariter, for the procedure before the internatione! Preliminary
Ezsmining Authority

Rame and addresy, inctuding postal code and country 1f the space below 15 used instead for an

address for notifications, check here
Adamg, John Q.
Adams, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820
United States of America

Telephone number - - Teiegraphic Telepninter
(including area code) 301-577-7777 ageress nadr'e’ss ¢

O

© f the State of recsdence 5 not sndicated, it will be assumed that it i3 the seme as the State indicated in the address.

Form PCT/IPE A/401 (fisst sheet) (July 1987) See noies on sccompanying sheet

OMB Ho. 0651-0021
Expiration Date 12/89

1800-89
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Sheet number ... 3. PCT/US87/88888
Bex Neo. IV DECLARATIOR CONCERNIRG AMENDMENTS OF THE CLAIMS

Applicant wishes internstions] prelisnigary exeminstion to s promptly co the besis of the claims

[3 as fted (amendments uader Anicle 19 have aot been mude and will not be mads)
D &s emended under Article 19
D ez epecified on the etiached theet

BOX Ne.V ELECTION OF STATES

The following designeted $States ere hereby elected (plesse check the applicable bezes):

Eeglonal Petent
EP E Potent: AT Austris, BE Belgium, DE Germany (Federal Republic of), FR France,
[ £# Eaensen § Kengdom T Ty LU Luxembourg. NL Netheriands SE Swrden. 0
esd say oiher Contracting Stzte of the Eurcpean Patent Conventics ehich tas become party (o the PCT (including Chapier 11
theress) or bouvad by Chapter I of the PCT sher the issuance of this sheet (specify oo dotted line):

.................................. R R R N TR R R TR R R TR R I PP

D Oh OA/PT Patent: Benin, Cameroon, Centre! Africen Republic, Chag, Congo, Gabon, Mali, Mauritanis, Senegal, Togo,
e84 eny other member State of OAPI which bas become parnty to the PCT (imcluding Chepier 1] thereof) sfier the issuance of

this sheat.
Natlons) Patent
[} AT Austcia [[] & stiLaoke
[ au Austratia [[] w Luxembours
[(] BB Barbados [} mc Monaco
[] 86 Buigaris [[] M6 Madagascas
[ BR Brazit [[] mMw Malswi
@ DE Germany (Federa! Republic of) D NL Netherlands
[H F Fisland [[] #o Romanis
D GB United Kingdom D 6D Sudan
D HU Hungery D 8E Sweden
(%] o Japan [[] 8u Soviet Union
D EP Democratic People’s Republic of Kores m U8 United States of Americe

Sgue reserved for elecung States which heve become pariy to the PCT (ineluding Chepter 11 thereof) or bound by Chapter 11 of the PCT
afier the igsuance of this sheel:

............................................................................................................

Boz Ne. VI  SIGNATURE

}vfm s

John Adams

(The foliowing 16 to be filled in by the Internsticas! Preliminary Exsmining Authonty)

1 Bute of sctuel seceip) of DEMAND:

2 Adjusted date of receipt of DEMAND due to CORRECTIONS under Rule 60 1(b)-

Form PCT/IPE A/401 ¢last sheet) (July §1987) See moies on accompanying sheet ‘

Rev. §, July 1967 1800-90




- -~ PATENT COOPERATION TREATY:

ROTES TO THE DEMAND FORM (PCT/IPEA/401)

These Notes are intended to give some information concern-
iag internationsl preliminary examination under Chapter Il of the
PCT and to facilitate the filling in of the present form. For guthen-
tic information, see the text of the Patent Cooperation Tresty and
the texts of the Regulations and the Administrative Inistructions
under that Treaty. In case of discrepancy between these Notes and
the zaid texts, the latter are applicable. For more detailed informe-
tion, sze also the PCT Applicant’s Galde, & publication of WIPO.

“Article™ refers to Articles of the Treaty, “Rule” refers to
Rules of the Regulations and “Section® refers to Sections of the
Administrative Ingiructions.

GAPORTANT GENERAL INFORMATION

@he May Féle s Demand (Article 312K8))? A demand (for
imtermational prefiminary examinstion) may ounly be filed by an
epplicant who is a nationsl or resident of 8 PCT Contracting State
which is bound by Chapter Il of the PCT furthermore, the interna-
tionial epplication must have been filed with the receiving Office of,
o7 acting for, such Siste, Where there are several applicants, at least
one of themn must quslify for the purposes of each elecied State
(Rule 5¢.3(s)).

Where Must the Demand De Flifed (Arnticle 31(6Xa))? The
demand must be filed with the International Preliminary Examin-
ing Authority (SPEA). The receiving Office with which the interns-
tional application was filed will, upon request, give information
about the competent IPEA (or see Aanex C of the PCT Appli-
cant's Guide, Volume I). If severa) IPEAs are eompesent, the ap-
plicant hes the choice and the demand mus be filed with (and the
fees mus be paid wo) the IPEA chosen by the applicant,

Viee Mast Gie Demand be Filed (Anicle 39(1))? The
demend must be filed before the expiration of 19 meaths lrom the
pefertty date in crdes 1o extend the time [imi for entering the natio-
ol phase of the PCT procedure from 20 t5 30 months from the pri-
otity date. Wernlag: if the demand is filed later, the nationsl phase
will not be delayed in respect of the elected States and the appli-
cant mus enter the national phase before the expiration of the
me limi¢ applicable under Article 22 (which is usually 20 months
from the priority date).

I Which Lasguage Must the Demand be Filed (Rule 55.1)?
The demand must be filed in the language of the intemational ap-
plication if that language is English. French, German, Jgpanese
or Russian; otherwise, the demand must be filed in English.

What Is the of Corvespendence (Rules66.9 and 92.2,
Section 104)?  Anyletterfrom the applicent tothe IPEA must be
in the same language esthe international application to which it re-
tutes. However, the IPEA may suthorize the use of enother lan-
gusge fos letters which do not contain or relste (o smendments of
the internationa! epplication, whereas amendments end latiers se-
Iating thereto must be in the language of publication. Any let-
teg from the epplicant 10 the International Buresy must be in the
same language &s the internationa!l application if that language is
Euglish or French; otheswise, it mus: be in English or French, st
the choice of the applicant.

Whilch Foes Mant be Pold s8d When (Rules 57 and 58)7 At
the time the demand is submitted, the applicant raust pay

(i} the preliminssy exeminstios fee, and
(i) the handling fee.

For details concerning the payment of those fees, see the Fee Cal-
culation Sheet.

NOAES 70 BOX Ne. |

deutification of the Internations) Application (Rule $3.6);
‘The internationsl epplication number mus: be indicated in Box
Ko. I. Where the demand is filed at a time when the international
application number has not yet been natified by the receiving OF-
fice, the name of that Office must be indicated instead of the inter-
nstional spplication number.

Internstions] Filag Dete ead Priscky Date (Section 110):
They must be indicated by the arabic number of the day, the
name of the month and the arabic number of the year; afier or
below such indication, the date should be repested in perenthe-
sis by indicating it by two-digit arabic nusnerals each for the
number of the day, for the number of the mon' '3 and for the last
two numbers of the yesr, e.g., 10 June 1986 (10.06.86). Where the
internations! application claims the priority of several earlier ap-
plications, the filing date of the earliest epphication whose prior-
ity is claimed muss be indicated as the priority date.

KOTES TO BOXZ Ne. I

Agplicent(s) (Rule 53.4): Make here the relevant indics-
tions as eppegring in Boxes Nos. H and 11 of the REQUEST (Form
PCT/RO/101) The Netesiothe REQUEST apply masaris mutandis.

if different applicants for different designated States are indi-
cated in the REQUEST pari of the international spplication, indi-
cate only the names of the applicants for the States elected in Box
No. V (no indication of the States for which a person is applicant
must be made, because those indications have been made in the
REQUEST). If there are more than two applicants, make the re-
quired indications on the “continustion sheet.”

MOTES TO BOX No, I

Agest or Common Represenistive (Rule $3.5). The first
check-bex must be marked where the epplicant is already repre-
sented by an agent or where a common representative has
been appointed. The second check-box must be marked where
the applicant was not represented in the earlier stages of the
PCT procedure and now wants to be represented by an agent be-
fore the IPE 4, o7 where the applicant wes represented in the earli-
er stages of the PCT procedure but wants to change the agent for
the procedure before the IPEA. The thisd heck-box must be
matked where the applicant wants to be represented by an gd-
ditional agent eppointed only for the procedure before the
IPEA withaut revocation of any earlier eppointment; please
nole that in the latter case all notifications issued by the IPEA
will be gddressed only to that edditional agent. Where the sec-
ond or the third check-box Is marked and the applicant does
not sign himself the demand, & separate power of sttorney
must be filed with the lnternational Bureau of WIPO or with
the receiving Office (Rule $0.3(b)).

Address fae Netifications (Rule 4.4(d)):  1fnosgent hasbeen
appointed, a special address for the sending of notifications 10 the
applicant may be indicated in Box No. fl] instead of the name and
address of &n agent. That address must be different from the
address given in Box No. Il and the special check-box must be
marked. If an sgent has been eppointed, notifications will be
sent 1o his eddress.

NOTES TO BOX Ne. IV

Dedlarstive Ameadments of the Clalms (Rules
62.2,66.1 and 69 1(b)):  Marking of the appropriate check-box
is recomniended, as it will help the IPEA to know immediately
to which claims the international preliminary examination must
be directzd. intemstional preliminary exzminstion can only
slant once this is clear.

It is recalled thet any emendment to the clzims under Article
19 or eny dectasation that the epplicant does not intend tefile such
smendmenits, ere gequired (o be filed with the International
Bureau. That Buresu will promptly trasemit any amendment or
declaration to the IPEA. The internstions! preliminary examina.
tion can start when the IPEA has received from the Intemational
Bureau such amendments or such declaration or & notice thet no
amendments have been filed in the prescribed time limit.

in case the demeand for internations! preliminary examina.
tion has already been submitted, the applicant must, if he subse-
quently files amendments under Article 19 with the International
Buresu , file at the same time s copy of such amendments with the

PEA.

The third of the three check-boxes relates to amendments
under Rule 65.1. Those amendments must be fited with the IPEA.
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1898.01(c)

Rev. §, July 1987



1898.01(c)

Rev. 5, July 1987

MANUAL OF PATENT EXAMINING PROCEDURE

NOTES TO BOX Ne. V

Election of Sistes (Rule 53.7):  Only States which are bound
by Chapter I of the PCT azd which have been designated at the
time of filing the international application (in the REQUEST) can
be elected. The election is effected by marking the applicable
check-box. The kind of protection or treatment desired follows the
indication made in the REQUEST pan of the international appli-
cation. If 2 Eerepesn patent s desired and only some of the Con-
tracting States of the European Patent Convention have been des-
ignated for a European patent in the REQUEST part of the in-
ternational application. the names of the other such States must
be struck oul. Switzerland and Liechtenstein are not bound by
Chapter I¥ and cannot be elected; however, if they have been
designated in the REQUEST parn of the international applica-
tion for & European patent together with at least ofnie other
Contracting State of the European Patent Conventioa, the time
fimit under PCT Article 39(1) applies elso with respect to those

07/1987

two States if the other State has been elected before the expira-
tion of 19 months from the priority date. Further States which
sre, 21 the time of publication of these Notes, not bound by
Chapter Il aad cannot be elected are; Denmark, Norway end
the Republic of Korea. Warnlng: if Sapan is elected and the in-
ternational spplication was filed in a langusge other than Japi.-
nese, & trenslation into Japanese of the international application
must be furnished to the Japanese Patent Office within 20
months from the priority date.

KOTES TO BOX Ne. VI

Signstere (Rule $3.8): The demand must be signed by the
applicant or by his agent. If the demand is not signed by (all) the
applicant(s), 2 power of attorney signed by (all) the applicant(s)
must be filed with the International Bureau of WIPO ar with the
receiving Office, unless the agent has previously been appointed.

1800-92
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FEE CALCULATION SHEET
ANNEX TO THE DEMAND FOR INTERNATIONAL PRELIMINARY EXAMINATION

APPLICANT For use by
IPEA

Columbia Marine Corporation

INTERRATIONAL APPLICATION NUMBER DATE STAMP OF THE IPEA

PCT/US87/88888

§370.00 P

. PRELIMINARY EXAMINATION FEE.............coviviiiiiiiiiiiennn

. HANDLING FEE

by

Indicate the amount fized i the Schedule of Fees. .. .vvovv........ 1815000

Regeat the amount indicsted in Boxr by by

if she Soviet Union basbees @lected. ..oovvnvernverrnonernenanes

Add the amount (if any) entered ip Box h; to the smount
entered in Box b and enter the tozal in Box H. $150.00 H
This figure 15 the serount of the HANDLING 21 -

315 TOTAL OF PRESCRIBED FEES SUBMITIED OR TO BE CHARGED TO
BEPOSIT ACCOUNT

%g% ihf amoufits entered in Boxes P and H, and entes the (otal in the
THIS HGUR.E 1§ THE TOTAL AMOUNT OF THE PRESCRIBED
FEES SUBMITIED OR TO BE CHARGED TO THE DEPOSIT $520.00

ACCOUNT ovverreeeriecrierrrecrenennnnenas B P
JOTAL

THE APPLICANT MAY PAY THE PRESCRIBED FEES BY CHEQUE, POSTAL MONEY ORDER, BANK

DRAFT, CASH, REVENUE STAMPS, COUPONS, ETC. PAYMENT SHOULD BE MADE IN THE PRE-
CCRIBED CURRENCY TO THE [ACCOUNT OF. ACCOUNT INDICATED BELOW OF, ORDER OF| THE
ENTERNATIONAL PRELIMINARY EXAMINING AUTHORITY. PAYMENT MAY ALSO BE MADE BY
AUTHORIZATION TO CHARGE A DEPOSIT ACCOUNT AT THE INTERNATIONAL PRELIMINARY
EXAMINING AUTHORITY IF THE LATTIER HAS 4 DEPOSIT ACCOUNT SYSTEM.

BEPOSIT ACCOUNT AUTHORIZATION
The IPEA/ {§S  is bereby sutborized (o chagge the total fees indicated above 1o my deposit account.

& Twe 1PEA/ US _ is beseBy sutharized to chasge avy deficiency or credit any overpayment in the toisl fees indicated
gbove 10 my deposit sccount.

99-1111 10 _February 1988 ' )Hm L
Deumu Aceoust Number Date Signature John Adams
Form PCT/IPEAI6DL (ABaoex) (Suly 158T) See RoiCE 0O Feverse side

1800-93 Rev. §, July 1987
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PCT Rule 53
The Demand

53.1 Form
(e) The demand shall be made on & printed form.
(b)Coplelofpnmzdfm shallbcﬁlmuhedfreeofchngebythe
receiving Offices to the applicants.
(c} ‘The particulars of the fosms shall be prescribed by the Administrative

$3.2 Contents

(&) The demsnd shall coatain:

(i) a petition,

(if) indications concerning the epplicant and the agent if there is an agent,

(ifi) indications conceming the intemational application to which it
relaes,

{iv) eleciion of States.

(b) The demsand ehall be signed.
53.3 The Petition

The petition shall be to the following effect and shall preferably be worded
5 follows: “Demand under Anicle 31 of the Patent Cooperation Treaty: The
undersigned requests that the internationsl spplicstion specified below be the
subject of intemational preliminary examination sccording to the Patent Coop-
eraticn Treaty.”
53.4 The Applicant

4s to the indicstions conceming the spplicent, Rules 4.4 and 4.16 shall
apply, end Rule 4.5 shell epply mutatis mutandis,
53.5 The Agent

i en agent is designmed, Rules 4.4, 4.7, and 4.16 shall apply, and Rule 4.8
shall apply mutatis mutsndis.
$3.6 fdensification of the lmnmuaml Agplication

The intemational chall be identified by the neme of the
receiving Office with which the intemnational application was filed, the name
end eddress of the applicant, the title of the invention, and, where the interna-
ticnal filing dete end the intemationsl spplication number are known o the
spplicent, thet date and thet eumber.
$3.7 Election of States

The demand ehall neme, among the designated States, ot lesst one Con-
racting State bound by Chapter I of the Treaty as elected State.
§3.8 Signature

‘The demand shall be signed by the spplicant.

PCT Rule 55
Languages (International Preliminary Examination)

55.1 The Demand

The demand shall be in the language of the international application or, if
the intemnstionsl application has been filed in a language other than the language
i which it is published, in the language of publication.

PCT Rule 59
The Competent International Preliminary Examining Authority

49.1 Demands under Article 31(2){(a)

For demands made under Asticle 31(2)(a), each Contracting State bound
by the provisions of Chapter I chall, in accordance with the terms of the
spplicable agreement refesved (o in Asticle 32(2) and (3), inform the Intema-
tional Bureas which Internationsl Preliminary Examining Authority is or which
Intemations] Preliminary Examining Avthorities are competent for the intema-
tiongl preliminary exsminmion of intemationdl applicstions filed with its
nuticnal Office, of, in the case provided for in Rule 19.1(b), with the nationa!
Office of another State or an intergovernmentsal organization acting for the
former Office, and the Intemational Bureau shell promptly publish such
information. Where severs! International Preliminary Examining Authorities
are competent, the provisions of Rule 35.2 shall spply mutatis mutandis.

59.2 Demands under Article 31(2)(5)

As to demands under Article 31(2)(b), the Assembly, in specifying the
Imtemnsgionsl Preliminery Examining Awthority competent for intemationsl
applications filed with 2 national Office which is en International Preliminary
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Examining Authority, shall give preference to thet Authority; if the naticnal
Office is not an Intemnational Preliminary Examining Authority, the Assembly
shell give preference to the Intemations! Preliminary Examining Authority
recommended by that Office.

~ PCT Rule 63
Minimum Reguirements for International Preliminary
Examining Authorltles

63.1 Definition of Minimum Requirements

The minimum requirements referred to in Anicle 32(3) shall be the
following:

(i) the national Office or intergovernmental organization must have st
least 100 full-time employees with sufficient technical qualifications to carry
out examinations;

(ii) that Office or organization must have at its resdy disposal at least the
minimum documentation referred to in Rule 34, properly arranged for exami-
nation purposes;

(isi) that Office or organization must have & siaff which is capable of
examining in the required technical fields and which has the language facilities
to understand at least those languages in which the minimum docunentation
referred to in Rule 34 is wrinten or wranslated.

37 CFR 1.8 Certificate of Malllng

(a) Except in the cases enumerated below, papers and fees required to be
filed in the Patent snd Trademark Office within a set period of tiree will be
considered timely filed if:

(1) They are addressed to the Commissioner of Patents and Trademarks,
Washington, D.C. 20231, and deposited with the U.S. Postal Service with
sufficient postage as first class mail prior to expiration of the set period; and

(2) They also include & centificate for each paper or fee stating the date
of deposit. The person signing the certificate should have reasonsble basis o
expect that the correspondence would be mailed on or before the date indicated.
The aciuel date of receipt of the paper or fee will be nsed for ell other purposes.
This procedure does not apply to the following:

* % %

(xi) Thefiling of intemational epplications forpatentand

all papers and fees relating thereto.
¢ % % &%

Applicants should mail the demand and appropriate fees di-
rectly to the Intemational Preliminary Examining Authority
they desire to prepare the international preliminary examination
report. U.S. applicants who have had the international search
prepared by the European Patent Office may also request the
European Patent Office to act as the International Preliminary
Examining Authority. The use of the European Patent Office as
an International Preliminary Examining Authority by United
States applicants is further limited to 500 international applica-
tions a year for the first 3 years that Chapter Il is in effect for the
United States. Applicants should consult the USPTO Official
Gazette or the PCT Branch for the latest information as to the
number of Demands that have been filed in the European Patent
Office,

Demands filed in the European Patent Cffice should be
addressed to:

European Patent Office
Erhardstrasse 27

8000 Munich 2,

Federal Republic of Germany.

Demands direcied to the United States Patent and
Trademark Office should be addressed to:
United States Patent and Trademark Office
Box PCT
Washington, D.C. 20231.
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The ExpressMail™ provisions of 37 CFR 1.10may be
used 1o file a Demand under Chapterﬂ in the USPTO. -
All Demands filed in the USPTO must be in the

English language.

1898.01(c)(1) Preliminary Examination Fees
[R-§]

PCT Artleie 31
Demsnd for International Preliminsry Examination
BEEES
(5) The demand shall be subject 10 the payment of the prescribed fees
within the prescribed time limit.

Ll L L]

PCT Rule 57
The Handling Fee
51.1 Requiresment to Pay

(e) Each demand for preliminary examination shall be subject to the
payment of & fee for the benefit of the Intemnationsl Bureau (“hendling fee™) to
be collected by the Intemational Preliminary Examining Authority 1o which the
demand is submited.

(b) Where, because of later election or elections, the intemational prelimi-
Bary examinslion report must, in spplicstion of Article 36(2), be translated by
the Iivemnational Bureau into one or more additional languages, a “supplement
to the handling fee” ghall be collected by the International Bureau.

§7.2 Amounis of the Handling Fee and the Supplement to the Handling Fee

(2) The emount of the handling fee is as set om inthe Schedule of Fees. The
amourt payeble in any pasticuler case shall be the amount as so set out, increased
by 83 many times the same amount as the sumber of languages into which the
intemnstional preliminary examinstion report must, in application of Agicle
36(2), be wenslsted by the International Buresu.

(b) The amount of the supgplement to the handling fee is as set out in the
Schedule of Fees. The amount payablein any perticular case shall be the amount
assoset o, multiplied by thermmberof additional langusgesreferredtoinRule
§7.1().

(c) The amount of the headling fee shall be established, for each Intems-
tionsl Preliminery Examining Authority which, under Rule 57.3(c), prescribes
the payment of the handling fee in s cusrency or currencies other than the Swiss
currency, by the Director General efter consulistion with that Authority and &z
the cusvency ot cusrencies prescribed by thus Awhority (“prescribed currency™).
The amount in esch prescribed cusvency shall be the eguivalent, in round figures,
of the amount of the handling fee in Swiss corrency set out in the Schedule of
Fees. Theamounts in the prescribed cusrencies shall be publishedin the Gazeue.

(d) Where the amount of the handling fee set out in the Schedule of Fees
is changed, the corresponding amounts in the prescribed currencies shail be
applied from the same date as the amount set out in the amended Schedule of
Fees.

(e) Where the exchange rate between Swiss currency end any prescribed
currency becomes diffesent from the exchange rate last applied, the Direczor
Genegal shall establish the new smount in the prescsibed cusrency sccording 1o
direciives given by the Assembly. The newly established amount shall become
spplicable two months after its publicetion in the Gazette, provided that the
interested Imtemationsl Preliminesy Examining Authority and the Direcior
Genersl msy agree on 8 dste falling during the said two-snonth period in which
case the amount shall become applicable for thet Authority from that date,
57.3 Time and Mode of Paymant

(&) The handling fee shall be due &t the time the demand is submitied.

(b) Ay supplement to the hendling fee shall be due a1 the time the later
election is submitied.

{c) The handling fee shall be payable in the currency or currencies
prescribed by the Iuemational Preliminary Examining Authority to which the
demand ie submisied, it being undersiood that, when transferred by that
Auhority to the Intemational Bureau, it shall be freely convertible into Swiss
CUCTEnCY.

(d) Any supplement to the handling fee shall be payable in Swiss currency.
57.4 Failure to Pay (Handling Fee)

(e} Where the handling fee is not paid as required, the Intemations!
Preliminary Exemining Authority shall invite the applicant o pay the fee within

1800-95
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cae month from the date of the invitation.. -~ -

(®) K the spplicant complies with the invitation wuhmmcon&momh time
Himnit, the handling fee shall be considered as if it had been paid on the due date.

(c) If the applicamt does mot comply with the invitation within the
prescribed time limit, the demand shell be considered as if it hed not been
wobmitted.

575 Failure to Pay (Supplement to the Handling Fee)

(2) Where the supplement to the handling fee is ot paid as required, the
Intemational Boresu shall invite the applicant to pay the supplement within one
maonth from the date of the invitation.

{b)If the epplicant complies with the invitation within the one-month time
limit, the supplement tothe handling fee shall be considered as if it had been paid
on the due date.

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the later election shall be considered as if it had not been
submitted.

57.6 Refurd

In no case shall the handling fee, or the supplement to the handling fee, be

refunded.

PCT Rule 58
The Preliminary Exemination Fee

§8.1 Right 1o Ask for a Fee

(2) Bach Intemational Preliminary Exemining Authority may require that
the applicant pay a fee (“preliminary examination fee") for its benefit for
carrying out the intemational preliminary examination and for performing all
other tasks entrusted to Intemational Preliminary Examining Awthorities under
the Treaty and these Regulations.

(b) The amount and the due date of the preliminary examination fee, if any,
shall be fixed by the Intemetional Preliminary Examining Authority, provided
that the ssid due date shall not be earlier than the due date of the handling fee.

(c) The preliminary examination fee shall be payable direcdy to the
Intemationel Preliminary Examining Authority. Where the Authosity is &
nationel Office, it shall be payable in the currency prescribed by that Office, end
where the Authority is an intergovemmental orgenization, it shall be peyable in
the cusrency of the State in which the intergovemnmental organization is located
or in any other currenicy which is freely convertible into the currency of the said
State.

58.2 Failure to Pay

(a) Where the preliminary examination fee fixed by the International
Preliminary Examining Authority under Rule 58.1(b)} is not paid as required
wnderthat Rule, the International Preliminary Examining Authority shall invite
the applicant to pay the fee or the missing part thereof within one month from
the date of the invitation.

(b) If the applicant complies with the invitation within the prescribed time
limit, the preliminary examination fee will be considered as if it had been paid
on the due date.

{c) If the applicant does not comply with the invitation within the
prescribed time limit, the demand shall be considered as if it had not been
submitied.

58.3 Refund

The Intemational Preliminary Examining Authority shall inform the
International Bureau of the extent, if any, to which, and the conditions, if any,
under which, they will refund any amount paid a3 a preliminary examination fee
whese the demand is considered as if it had noi been submilted, and the
Intemational Bureau shall promply publish such information.

37 CFR 1.482 International prefiminary examination fees.
(a) The following fees and charges for intemationr ! preliminary examina-
tion are established by the Commissioner under the authority of 35 U.S.C. 376:
(1) A preliminary examination fee is due on filing the Demand:

() Where en intemationsl search fee 23 set forth in §1.445(a)(2) has
been paid on the intemational application o the United States Patem and
Trademark Office as an Intemational Searching Authority, a preliminary
EX2MUNBUON TEC OF vuevvrirerimiiiiiinnrecirerieeecrvciserrsssasestssrassarsasssssessssssses $370.00

(i) Where the Intemnational Searching Authority for the intema-
tional application was an authosity other then the United Siates Patent and
Trademerk Office, a preliminary examination fee of ..........coocvernvrrenn $570.00

(2) An additional preliminary examination fee when required, per addi-
tional invention:
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(i) Wheve s supplemental search fee as set forth in §1.445(e)(3) has
been peid on the intemations! spplication to the United Seates Pateat and
Tredemerk Offics as an International Searching Authority ...............$125.00

(ii) Where the Inemstions] Searching Awthority for the intema-
tional application was en suthority other than the United States Patent and
Trademark Office $150.00

(b) The handling fee is due on filing the Demand. Any necessery supple-
ment to the handling fee shall be paid directly 1o the International Bureau.
(35 U.S.C. 6, 376)

1898.01(d) Correction of Defects in the
Demand [R-§]

PCT Rule 60
Certaln Defects In the Demand or Election
60.1 Defects in the Demand

(=) the demand doesnot comply with the requiresnents specified in Rules
53 and 55, the Intemational Preliminary Examining Awhority shall invite the
applicant to correct the defects within one month from the date of the invitation.

(b) If the applicant complies with the invitation within th ¢ prescribed time
limit, the demand shall be considered as if it had been recuived on the actus!
filing date, providedthat the demand as submitted contat:cd at least one election
end permitted the intemationsl application to be identified; otheswise, the
demand ehall be considered as if it had been received on the date on which the
Internations] Preliminary Examining Authority receives the correction.

{c) I the spplicant does not comply with the invitslion within the
prescribed time limit, the demand shell be considered 85 if it had not been
submitted.

(8) If the defect is noticed by the International Bureau, it shall bring the
defect to the steation of the Intemationsl Preliminery Examining Authority,
which shall then proceed as provided in paragraphe (2) to (c).

0.2 Defecss in Later Elections

() If the later election does not comply with the requirements of Rule 56,
the Inteenaticnal Bureau shell invite e epplicant to correct the defects within
one mouath from the dste of the invitation.

(B} If the applicant complies with the invitation within the prescribed time
limnit, the lster election shall be considered as if ithad been received on the actual
filing date. nrovidzd that the later election 2¢ submitted contained at least one
election and penmitted the irternational application 1o be idergified; atherwise,
the Ister election shall be considered as if it had been received on the date on
which the Iternationa’ Buress receives the correction.

(c) If the spplicent does not comply with the iavitation within the
prescribed time limit, the later election shall be considered as if it had not been
submitted.

Defects in the Demand may be correcied. The type of
correction determines whether the filing date of the Demand
must be changed.

1898.01(e) Processing of Fees [R-5]

Fees for Chapter II procedure are processed promptly after
receipt and checked for completeness, If the fees are insuffi-
cient, the applicant is notified so that the required additional
amounts may be promptly paid.

1898.01(f) Preparation of Office Records [R-§]

The Patent and Trademark Office maintains status and
focation information concerning intemational applications
before it on the “Patent Application Location and Monitoring”
(PALM) system. In addition, various other forms are used to
control financial and formality data..
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1898.01(g). Not‘i‘:ﬁca‘tﬁioﬁ to ;Iﬁternational
.- Bureau of Demand [R-§]

PCT Artlcle 31
Demard for Interpational Prellminary Examinztion
S

(7) Each elecied Office shall be notified of its election.

PCT Rule 61
Notification of the Demand and Elections
61.1 Notifications to the International Bureau, the Applicant, and the Interna-
tional Preliminary Examining Authority

(2) The International Preliminary Exemining Authority shall indicatc on
the demand the date of receipt or, where applicable, the date referred o in Rule
60.1(b). The iniemational Preliminary Examining Authority shall promptly
send the demand to the Inlernational Bereau, and shall prepare and keep & copy
in its files.

(b} The International Preliminary Examining Authority shall promptly
inform the applicant in writing the date of receipt of the demand. Where the
demand has been congidered under Rules 54.4(a), 57.4(c), 58.2(c) or 60.1(c) as
if it had not been submitted or where an election has been considered under Rule
54.4(b) as if it had not been made, the Intemational Preliminary Examining
Authority shall notify the applicant and the Internationa! Bureau accordingly.

(c) The Intemational Bureau shall promptly notify the International
Preliminary Examining Auvthority and the applicant of the receipt, end the date
of receipt, of any later election. Thas date shall be the actual date of receipt by
the Intemnstionsl Bureau or, where spplicable, the dste referred to in Rule
60,2(b). Where the later election has been considered under Rules 57.5(c) or
60.2(c) as if it had not been submitted, the International Bureau shall notify the

applicant accordingly.
Seste

The PCT Division promptly notifies the International
Bureau and the applicant of the filing of any Demand. The
International Bureau in turn notifies each elected Office of their
election and also notifies the applicant that such notification has
been made.

1898.01(h) Priority Document and Translation
thereof [R-5]

PCT Rule 66
Procedure before the Internationa! Pretiminary Examining
Authorlty
SE85
66.7 Priority Document

{2) If the International Preliminary Examining Authority needs a copy of
the application whose priority is claimed in the intemational application, the
International Bureau shall, on request, promptly fumish such copy. If that copy
isnot fumished to the Internations! Preliminary Examining Authority because
the epplica-t failed to comply with the requirements of Rule 17.1, the interma-
tional preliminary examination report may be established as if the priority had
not been claimed.

(b) X the apnlication whose priority is claimed in the intemationsl
application is in 8 language other then the language or one of the languages of
the Intemationsi Preliminary Examining Authority, thet Authority may invite
the applicant to fumish a translation in the said language or one of the said
languages within twomonths from the the date of the invitation. If the translstion
isnot furnished within thet time fimit, the intemational preliminary examination
report may be established as if the priority had not been claimed.

LD 11 L4

A copy of the priority document is required by the Interna-
tional Preliminary Examining Authority, and a translation
thereof, if the priority document is in a language which is notan
acceptable language of the International Preliminary Examin-
ing Authority.
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1898.01(i) Processing Amendments filed under
Article 19 [R-5]

PCT Rule 62 .
Copy for the International Prelimirary Examining Authority
62.1 [Deéleted] .
62.2 Amendments -

() Any smendment filed under Anticle 19 shall be prompily trensmiited
by the Intemational Bureau (o the Intemstionsl Preliminary Exsmining Author-
ity. If, atthe time of filing such amendments, s demand for intemational prelimi-
nary examination hag already been submitted, the applicent shall, #t the same
time as he files the amendments with the International Bureau, also file a copy
of such amendments with the Intemational Preliminary Examining Authority.

(b) i the timne lieniz for filing amendments under Anticle 19 (see Rule 46.1)
has expired without the applicant’s having filed amendments under that Article,
oz if the spplicant has declared that he does not wish to make smendments under
that Asticle, the Intemational Burezu shall notify the Intemstionsl Preliminary
Examining Authority accordingly.

The receipt of a copy of the amendment under Article
19 or the statement that no amendment under Article 19 will be
made starts the examination before the International Prelimi-
nary Examining Authority.

1898.01(j) Transmittal of Demand to the Exam-
ining Corps [R-§]

PCT Administrative Instructions Section 60§
Flie to be used for Internationsl Preliminsry Examination

Wheze the Intemationel Preliminary Examining Authority is pat of the
same national Office or intergovemmental organization as the International
Searching Authority, the seme file shall serve the purposes of intemational
search end international preliminary examination.

When the PCT Division has finished processing of the
papersand fees filed with a complete Demand, acopy of the De-
mand and other papers are forwarded to the appropriate exam-
ining group for examination.The documents will be placed in
the “Search Copy” file wrapper when forwarded to the exam-

ining corps.
1898.01(k) Later Election of States {R-5]

PCT Article 31
Demand for Internationzl Prellminary Examination
BEGee

(6)(b) Any lates election shall be submitied to the Intemational Bureau.
SHEe8

PCT Rule 56
Later Elections

56.1Elections Submitted Later Than the Demand

The election of States not named in the dernand shall be effected by &
notice signed and submitted by the applicant, snd shall identify the intemational
spplication end the demand,
56.2 Identification of the International Application

The intemnaticnal application shall be identified as provided in Rule 53.6.
56.3 Identification of the Demand

The demand shall be identified by the date on which it was submitted and
by the name of the International Preliminary Examining Authority to which it
wag submilted.
56.4 Form of Later Elections

1800-97
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Thelater election shall preferably be made on 8 printed form femiched free
of charge 10 applicents. If it is not mede on such & form, it shall preferably be
worded as follows: “In relation to the intemational application filed with...on
- under No. ... by .. (apphmm) (and the demand for intemational pmhmmaty ‘
exsmination sebmitted ont .. 0 ... ), the undersigned’ elecis the followmg :
additionsl Swate(s) under Amcle 31 of the Patent Cooperation Treaty: .. '
56.5 Language of Later Elections

The later election shall be in the langusge of the demand.

Applicants may, after filing of the Demand, iater, but still
within 19 months of the priority date, =!cct additional States
which have been previously designated and obtain the benefit of
delaying the national stage until 30 months after the priority date
in the additional elected States. AHl such later elections must be
filed directly with the International Bureau, If additional trans-
lations are required due to the requirements of the additional
States elected, the supplement to the handling fee must also be
paid directly to the International Bureau,

1898.02(a) Determination if International
Preliminary Examination is
Required and Possible [R-5]

PCT Articie 34
Procedure before the International Preliminery Examlining
Authority
[ 2271
(4)(a) If the Interstional Preliinary Examining Authority comsiders
(i) that the intemational application relates 1o & subject matter on
which the International Preliminary Examining Authority is not required,
under the Regulations, to carry out an intemational preliminery examina-
tion, and in the particular case decides not to carry out such examination,
or
(ii) that the description, the claims, orthe drawings, sre so unclear,
or the claims are so inadequately supported by the descriprion, that no
meszningful opinion can be formed on the novelty, inventive siep (non-
obviousness), or industrisl applicability, of the clsimed invention,
the said authority shall not go into the questions referred 1o in Anticle 33(1) and
shall inform the applicant of this opinion and the reasons therefor.
(®) If any of the situations referred to in subparagraph () is found to exist
in, or in connection with, certain claims only, the provisions of that subpara-
graph shall apply only to the said claims.

PCT Rule 67
Subject Matter under Articie 34(4)(2)(1)

67.1 Definition
No Intemational Preliminary Examining Authority shall be required to
carry out &n international preliminary examination on an intemational applica-
tion if, and to the extent to which, its subject matter is any of the following:
(i) scientific and mathematicsl theories,
(ii) plant or animal varieties or essentially biological processes for
the production of plants or animals, other than microbiological processes and

the products of such processes,
(iii) schemes, rules or methods of doing business, performing purely

mental acts or playing games,
(iv) methods of treatment of the human or animal body by surgery

or therapy, as well as diagnostic methods,

(v) merse presentation of information,

(vi) computer programs to the extent that the International Prelimi-
nery Examining Authority is not equipped to carry out an intemational prelimi-
nary examination conceming such programs.

There are instances where international preliminary exami-
nation is not required becanse of the nature of the subject matter
claimed or because the claims are so indefinite that no examina-
tion is possible. Such instances should seldom occur, especially
since most problems of this nature would have already been
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discovered and indicated at the time of the international search.

If itis found that certain claims of an international applica-
ticn relate o subject matter for which no International Prelimi-
nary Examination is required, on Form PCI'/[PEA/408 check
the first unnumbered box under box 2. Discretion is given as to
that subject matter under PCT Rule 67 which may be excluded
from International Preliminary Examination. It should bz note<d
that subject matter which is normally examined under U.S. na-
tional procedure should also be examined as an International
Pr-fiminary Examining Authority.

Citeck the second and third unnumbered boxes under box
It of Form PCT/IPEA/408, respectively, if it is found that the
description, claims or drawings are so unclear, or the claims are

so inadequately supported by the description that no opinion
could be formed as to the novelty, inventive step (non-obvious-
ness) and industrial applicability of the claimed invention.

Feorm paragraph 18.06

Clelms (lnventions) for whick no International Search Report
wilt be lssued

Claim {1} directed 1o an invention which has not been previously

searched by an International Searching Authority. Consequently, these claims
sre 2w congidered for imtemational preliminary examination. Note: 37 CFR
1.4%4(c}.

EXAMINER NOTE:

This paregraph must be included when one or more of the claimed
invertions hes not been the subject of en Intemational Search Repon by a
coempetent Intemationsl Searching Authority.

Ferm poeregraph 18.11

¥ame snd Nember of Exeminer ¢o be Contacted.

Any inquisy conceming this communication should be directed to

{1] & telephone number 703-{2]

EXAMINER NOTE:

1. This pergraph should be used ot the end of ol requirements for unity
of irvention.

2. In bracket (11, the examiner who prepared the requirement for lack of
urity of mvention.

3. In bracket [3] insert the telephone number of the exeminer identified at
[z

1898.02(b) Unity of Invention before the
International Preliminary
Examining Authority [R-5}

PCT Article 34
Procedure before the International Preliminary Examining
Authority
P22 474
(3)(a) If the Imemationsl Preliminary Examining Authority considers that
the imsemational applicstion does not comply with the requirement of unity of
invention as setfonh in the Regulations, it may invite the applicant, at his option,
1 regisict the claims 60 a8 to comply with the requirement or 1o pay additional

fees.
VLG Y

(c) If the applicant does not comply with the invitation referred to in
subparagreph (8) within the prescribed time limit, the Intemational Preliminary
Esamining Authority shall esteblish an international preliminsry examination
report on those parts of the intemational application which relate 1o what appears
10 b the main invention and shall indicste the relevant facts in the said report.
The national law of anv elected State may provide, where its national Office
finds the invitstion of the Intemational Preliminary Exsmining Authority
jusufied, those pans of the intemational application which do not relate 1o the
main invemion shall, as far as effects in that State are concemed, be considered
withdsswn unless 8 special fee is paid by the applicant to that Office.

pESuY
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‘ .+ ‘PCT Rule 68 L
Lack or Unlty of Invention (Internatlonal Prellmlnary
Examlnntlon)
68.1 No Invitation to Restict or Pay v

Where the Intemnationsl Preliminary Examining Authority finds thet the
requirernent of unity of invention i€ not complied with and chooses not to invite
the applicant to restrict the claims orto pay additional fees, it shall establizh the
intemnational preliminary examination report, subject to Article 34(4)(d), in
respect of the entire intemational application, but shall indicate, in the said
report, thet, in its opinion, the requirement of wnity of inve=:jsn ig noz falfilled
and shall specify the reasons for which the intemationsl epplication i3 not con-
sidered s complying with the requirement of unity of invention,

68.2 Invitation to Restrict or Pay

Where the Intemnational Preliminary Examining Authority finds that the
requirement of unity of invention is not complied with and chooses to invite the
applicant, at his option, 1o restrict the claims or pay sdditional fees, it shall
specify at least one possibility of reswiction which, in the opinion of the
Intemational Preliminary Examining Authority, would be in compliance with
the applicable requirement, and specify the amount of the additional fees end the
reasons for which the intemstionel application is not considered as complying
with the requirement of unity of invention, It shell, at the same time, fix 8 time
limit, with regard to the circumstances of the case, for complying with the
invitation: soch time limit shall not be shoster than one month, and it shall not
be longer than two months, from the date of the invitation.

68.3 Additional Fees

(a) The amount of the additional fee due for intemational preliminary
examinstion under Article 34(3)a) shall be determined by the competent
International Preliminary Examining Authority.

(b) The additional fee due for international preliminary examination under
Aricle 34(3)(s) shall be payable direct to the Intemational Preliminary Exam-
ining Authority.

(¢} Any applicant mey pay the sdditionsl fee under protest, that is,
accompanied by a reasoned statement to the efiect that the intemational
application complies with the requirement of unity of invention or that the
amount of the required sdditionel fee is excessive. Such protest shall be exam-
ined by a three-member board or other specia! instance of the Intemational
Preliminary Examining Authority, or any competent higher suthority, which, to
the extent that it finds the protest justified, shall order the totsl or paniel
reimbursement 1o the applicant of the edditional fee. On the request of the
applicant, the text of both the protest end the decision thereon shall be notified
tothe elected Offices as an annex to the intemnational preliminary examination

(d) The three-memberboard, special instance or competent higher suthor-
ity, referred 10 in paragraph (c), shall not comprise any person who made the
decision which is the subject of the protest.

68.4 Procedwre in the Cases of Insufficient Restriction of the Claims

If the applicant restricis the claims but not sufficiently to comply with the
requiremnent of unity of invention, the Intemnational Preliminary Examining
Authority shall proceed as provided in Anticle 34(3)(c).*

68.5 Mairn Invention

In case of doubt which invention is the main invention for the
purposes of Article 34(3)(c), the invention first mentioned in the claims shall be
considesed the main invention.

37 CFR 1.487 Unlty of Invention before the International
Preliminary Examinlng Authority.

(a) An intemnations! application before the International Preliminary
Examining Authority will be considered 1o have unity of invention if the claims
are in accordance with PCT Rule 13 (see §1.475(f)).

(b) An international application containing claims to different categories
of invention will be congidered to have unity of invention if the claims are drawn
only to one of the combinations of categories as set forth in PCT Rule 13.2 (see
£1.475(1)) or to the combination of (1) a product and a process for the
manufacture of said product or (2) a product and a process of use of said product.
If an application containg claims to more or less than one of the combinations
of categories of invention set forth in PCT Rule 13.2 (see §1.475(0) or a
combination set forth in paragraphs (b)Y1) or (2) of this section, unity of
invention may not be present.

(c) If an intemational application contains claims 10 a category of inven-
tion in addition o those categories included in any one of the combinations
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specified in paragruph (b) of this section, lack of unity of invention may be held
betwesn the categories included in the combinstion end the clsims to the
additional category of invention.

(d) Unity of invention will exist where the clzims are hmued 1o one of the
combinetions of categories set forth in PCT Rule 13.2 (see §1.475() or &
combination set forth in paragraphs (bX1) or (2) of this section. If multiple
products, proces ses of manafacture oruses are dlaimed, the first invention of the
category first mentioned in the claims of the spplication and the first recited in-
vention of each of the other categories relued thereio will be considered as the
inventions to be examined. Any such holding by the examiner will be made of
record as & holding of lack of unity of invention.

() The inventions recited by the claims of different categories must be
velsted rather than independent inventions.

37 CFR 1.488 Determination of unity of Ievention before the
International Prellminary Examining Authority.

(s) Before entablishing sny written opinion or the intemational prelimi-
nary examination repost, the Internations] Preliminary Examining Amhomy
will determine whether the intemational spplication complies with the require-
ment of unity of invertion as set forth in §1.487.

(B) If the Internationa! Preliminary Examining Authority considers that
dwmmumd-pphuuondoelmcmp!ywahthe requirernent of unity of
invention, it may:

(1) Issue & written opinion andfor aa intemastional preliminary
examinstion repost, inrespect of the entire intemational spplication and indi-
caie that unity of invension is lacking and specify the reasons therefor without
extending en invitstion to restrict or pay additionsl fees. No intemational
preliminary exsminstion will be conducted o inventions not previously
gearched by en Intemational Searching Authority.

(2) Invite the spplicant to restrict the claims or pay additional fees,
pointing out the catsgories of the invention fomnd, within & set time limit which
will not be entended. No intemationsl preliminary examinstion will be con-
ducted on inventions not previcusly searched by an Intemutionsl Preliminary
Exemining Authority, or

(3) If applicant fails to resrict the clsims or pay additional fees
within the time limit set for response, the Intemational Preliminery Examining
Authority will issue s written opinion end/or establish an intemational prelimi-
nary exsmination seport on the main invention and shall indicare the relevant
facts in the said report. In case of any doulxt s to which inver, m is the main
invention, the invention first mentioned in the claims and pr - iously searched
by an Intemnational Sesrching Authority shall be considered .7 e main invention.

{¢) Lack of unity of invention may be directly evider.: sefore considering
the claims in relation to any prior ast, or afier taking the pr.or art into considera-
tion,, as where & document discovered during the search thows the invention
clsimed in s generic or linking claim lacks novelty or is cles dy obvious, leaving
two ormore claims joined thereby without s common inventive concept. Insuch
8 cage the Internationsl Preliminary Exemining Authority may reise the objec-
tioa of lack of unity of invention.

The examiner will usually begin the preliminary examina-
tion by checking the intemational application for unity of
invention. The international preliminary examination will only
be directed to inventions which have been searched by the
International Searching Authority. All claims directed to inven-
tions which have not been searched by the International Search-
ing Authority will not be considered by the International Pre-
liminary Examining Authority. If the examiner in the Interna-
tional Preliminary Examining Authority finds lack of unity of
invention in the claims to be examined, an invitation is prepared
and sent to the applicant requesting the payment of additional
fees or the restriction of the claims on Form PCT/IPEA/40S.
Such an invitation will include the identification of what the
examiner considers to be the “main invention” which will be
searched if no additional fees are paid or no restriction is made
by the applicant.

The procedure before the International Preliminary Exam-
ining Authority regarding lack of unity of invention is governed
by PCT Article 34(3)(a) through (c), PCT Rule 68 (see also PCT
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Rule 70.13),and 37CFR 1.487 and 1.488. Itshould benoted that
in mostinstances Iack of unity of invention will have beennoted
and reported upon by the International Searching Authority
which will have drawn up an International Search Reponbased
on those parts of the international application relating to the
invention, or unified linked group of inventions, first mentioned
in the claims (“main invention™). If the applicani has paid
additional search fees, additional inventions would also have
been searched. No international prelimin:y examination will
be conducted on inventions not previously searched by an
International Searching Authority (37 CFR 1.488(b)(2)).

Unity of invention must be addressed within 7 days from
the date the PCT application is charged to the Examining Group
from PCT Central. This simply means that a determination must
be made as to whether ornot the international application relaies
to one invention or to a group of inventions so linked as o form
a single general inventive concept.

If it is determined that the international application does
meet the requirements for unity of invention and no additional
fees will be requested, the international application must be
returned to the PCT Docket Clezk in the Examining Group so
that an indication to that effect may be made on the PALM Sys-
tem which monitors deadlines such as the deadline for checking
unity of invention.

If the examiner determines that unity of invention is lack-
ing, there are two options:

1. The examiner may conduct an international prelimi-
nary examination covering all the claimed, previously searched
inventions and indicate that unity of invention is lacking and
specify the reasons therefor without extending an invitation to
restrict or pay additional fees (PCT Rule 68.1), or

2. The examiner may invite the applicant o restrict the
claims, so as to comply with the requirement, or pay additional
fees, pointing out the categories of invention found. The invita-
tion to restrict or pay additional fees shall state the reasons for
which the international application is considered as notcomply-
ing with the requirement of unity of invention. (PCT Rule 68.2).
Inventions not previously searched will not be considered or
included in the invitation.

The written opinion, if any, and the International Prelimi-
nary Examination Report must be established on all inventions
for which examination fees have been paid.

If the applicant fails to respond to the invitation o restrict
the claims or pay additional examination fees due to lack of
unity of invention, the Written Opinion and Report must be
established on the claimsdirected to whatappearsto be the main
invention, (PCT Article 34(3)(c). The main invention, in case of
doubt, is the first claimed invention for which an International
Search Report has been issued by the International Searching
Authority. The main invention, as viewed by the examiner, must
be set forth on form PCT/IPEA/40S.

Whether or not the question of unity of invention has been
raised by the International Searching Authority, it may be
considered by the examiner when serving as an authorized
officer of the International Preliminary Examining Authority.
In the examiner’s consideration all documents cited by the Inter-
national Searching Authority should be taken into account and
any additional relevant documents considered. However, there
arecasesof lack of unity of invention, where, compared with the
procedure of inviting the applicant to restrict the international
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application or pay additional fees (PCT Rule 68.2), no or little
additional effortis involved in establishing the Written Opinion
and the International Preliminary Examination Report for the
entire international application. Then reasons of economy may
make it advisable for the examiner to use the option referred to
in PCT Rulé 68.1 by choosing not to invite the applicant to
restrict the claims or to pay additional fees.

" Unity of invention is defined by PCT Rule 13 which sets
forth several combinations of related categories of invention
that may be included in an international application and still
coi"ply with the unity of invention requirement.

1898.62(b)(1) Preparation of Invitation
Concerning Unity [R-5]

Notes on Completing “Invitation to restrict or pay addi-
tional fees”, Form PCT/IPEA/405

This form is used to invite the applicant, at his or her option,
10 restrict the claims to comply with the requirements of unity
of invention or, to pay additional examination fees. In addition,
the examiner mustexplain the reasons why the intemnational ap-
plication is not considered to comply with the requirement of
unity of invention. The examiner must also specify, on Form
PCT/IPEA/40S, at least one group or groups of claims which, if
elected, would comply with the requirement for unity of inven-
tion.

The following identifying informationistobe placedonthe
top of the first page of Form PCT/IPEA/405:

- this is usually the

amney saddress taken from the file wrapper by the typist.

Appli ; nt’s File Refe ¢ - this is the
4pphcant s or agent ] apphcauan reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand Fm'm PCT/IPEA/401

ional Ant ‘ \ber - this is the 14 digit PCT
apphcamn senal number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand Form PCT/IPEA/401.

‘ mal Filing Date - this is the filing date printzd on
themtemauonal apphcauon file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the internation2] application file wrapper and may also
be found in box IT of the Demand, Forsa PCT/IPEA/401.

INVITATION

In the space provided, after the first paragraph on form
PCT/IPEA/40S, the examiner should identify the Jisclosed
inventions by claim numerals or drawing figure numerals, as
appropriate, and indicate which disclosed inventions are so
linked as to form a single general inventive concept, thereby
complying with the requirement of unity of invention. For
example, claims to different categories of invention such as a
product, claims to a process specifically adapted for the manu-
facture of the product and a claim for a use of the product would
be considered related inventions which comply with the unity of
invention requirement, whereas a claim to an apparatus for
making the product in the same application would be considered
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-a second invention for which'additional fees would be required.

The reasons for holding that unity of mvenuon 1s laclung must
be specified.

Inthe space provxded after the third paragraph at the bottom
of the first page, the examiner should specify the main invention
and claims directed tnereto which will be examined. if the
applicant fails to restrict or pay additional fees. The main
invention, in case of doubt, is the first claimed ‘invention or
related invention before the International Preliminary Examin-
ing Authority for which a search fee has been paid and an Inter-
national Search Report has been prepared.

In the space provided, after the first paragraph of the second
page of form PCT/IPEA/40S, the examiner indicates the inven-
tion or groups of inventions which are so linked as to form a
single general inventive concept, thereby meeting the require-
ment of unity of invention. This is normally arestatementof the
inventions identified in the space provided, after the first para-
graph on page 1 of form PCT/IPEA/405.

In the space at the end of the second paragraph of page 2 of
form PCT/IPEA/405, the examiner should indicate the total
amount of additional fees required for examination of all
claimed inventions.

In the third paragraph printed on page 2, the time limit for
respons¢ is set according to PCT Rule 68.2, normally a one
month time limit should be set. No extensions of time are
permitted.

Since the space provided on form PCT/IPEA/405 is lim-
ited, supplemental attachment sheets, supplied by the examiner,
with reference back to the specific section, should be incorpo-
rated whenever necessary. L

AUTHORIZED OFFICER

Form PCT/IPEA/405 must be signed by an examiner with
ar least partial signatory authority.

TELEPHONIC RESTRICTION PRACTICE

Telephone practice may be used in certain cases to allow
applicants to elect an invention to be examined or to pay
additional fees. Additional fees may be charged to a deposit
account using the telephone practice only if:

1) The Demand for International Preliminary Examination
included an authorization to charge additional fees to a deposit
account,

2) Applicant or the legal representative or agent orally
agrees to charge the additional fees to the account, and

3) A complete record of the telephone conversation is
included with the Written Opinion including:

a) Examiner’s name;

b) Authorizing attorney’s name;

¢) Date of conversation;

d) Invention elected and/or inventions for which addi-
tional fees paid; and

¢) Deposit account number and amount 1o be charged.

If applicant or the legal representative or agent refuses to
either restrict the claims to one invention or authorize payment
of additional fees, form PCT/IPEA/405 should be prepared and
mailed to applicant.
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o 7 UNITED STATES
TO INTERNATICHAL PRELBAINARY EXAMINING AUTHORITY (PEALS)
John Adams
Adamsg, Baker and Charlie
1200 Marina Drive INVITATION TO RESTRICT OR PAY
Baltimore, Maryland 20820 ADDITIONAL FEES

issmed prsmms w PCT Anicle 34 (3)(s) and Rule 68.2
DATE OF MAILING by te Imermnations] Preliminary

Inscribe NAME and ADDRESS of the AGENT and if Bammining Authosity
there is 80 sgers, of the APPLICANT APPLICANTS OR AGENTS FILE REFERENCE
Vs et CHC=123
{DENTIFICATION OF THE INTERNATIONAL APPLICATION
Tntemational Application No. Ttemasont] Filg Date
PCT/USB7/68888 06 July 1987 (06.07.87)
Applicars (Narme)
Columbia Marine Corporation

INVITATION

This Iaternational Preliminary examining Authority considers that the
above-identified international application does nct comply with the
rejuirement of unity of inventionfl) for the following reasons:

Group I, Claims 1-5, 9 and 10, drawn to & sailboat self-
steering gear.

Group II, Claims 6-8, drawn to a compass with an alarm to
indicate deviation from a desired course.

The claims of these two groups are directed to different
inventions which are not so linked as to form a single
general inventive concept. The inventions are not linked in
operation and perform completely different operations.

CONSEQUENTLY THE APPLICANT IS HEREBY GIVEN THE OFTION OF RESTRICTING
THE CLAIMS OR PAYING ADDITIONAL FEES.

If the epplicant does nect exercise the optior, t<he International
Preliminary Examining Autherity will establish the international
preliminary examination repcrt on those parts cf the international
application indicated below which, imn the cpinion of this
International Preliminazy Examining Authority, appear to relate to the
main invention. (Specify)

Claims 1-5, 9 and 10.

(Invitatior certirued on the fcliowing page)

FORM PCTIPE MECUS (eruey 16BS) S$00 AOWBH ON rever 90 WEY
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por/usp7/RRRAK

~ INVITATION TO RESTRICT OR PAY ADDITIONAL CEES (continued)

If the applicant opts to restrict the claims, this International
Preliminary Examining Authority suggeste below restriction
possibilities whieh in its opinion would be in compliance with the
requirement of unity of invention. (specify)

Group I, Claims 1-5, 9 and 10
Group II, Claims 6-8

Jf the applicant opts to pay additional fees, this International
Preliminary Examining Authority will establish the international
preliminary examinaticn report eon the other parts of the international
application only Lf, and to the extent to which, additional fees are
pa by the applicant. The tetal amount of the additicnal fees
hes1%5. 60"

THE APPLICANT IS HEREBY INVITED TO RESTRICT THE CLAIMS OR TO PAY THE
RMOUNT OF ADLDITIONAL FEES WITHIN QNG —— (MONTHS) 4BAY¥6)- "ROM THE DATE
OF MAILING INDICATEZ ABOVE. The payment of any additional fee may be

made under protess '’
Computation of the time limit starts on the day following the date of

mailing of the present invitation. Within this time limit either the
payment or the restriction has to be made to this International

Preliminary Examining Authority.

payment should be made by check, postal money order, or bank draft,

also be made by authcerization to charge a Patent and Trademark Cffice
deposit account.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Auhonzed Officer

Washington, D.C. 20231

Addsess Only: . o
Comanissioner of Pasents end Trademerks -
Steph®n Decatur - Primary Examinpr

| T———
CORI PCIMPESANS () (Jamuary 1065)
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Form paragraph 18.01

Permissible Combinations

In the examination of intemational appllcauons filed ender the Patent
Cooperution Treaty, PCT Rule 13.1 states that the intemational application shall
mlaetoonemvemmonlyonoa group of inventions wlmkedaxtcfonn @
single general invertive ",

PCT Rule 13.2 indicates lhu this shall be construed as permitting , in
pasticuler, one of the following three possible combinstions of the claimed

() & product, a process specifically adagpred for the masmfactire of seid
product and & use of said product, or

. (2)aprocess, and an apparatus or means specifically designed for carrying

cut said process, or

(3) a product, a process specially adapted for the manufacture of said
product and en epparetus or means specifically designed for carrying out the

Addisionslly, current United States Patens and Trademark Office restric-
tion practice permits the following combinations of the clsimed invention:

(4) & product, and & process specifically adapted for the manufacture of
said product, and

(5) & product, and a use of the said product, as where ssid use as claimed
cannot be praciiced with another materially differens prodoce.

EXAMINER NOTE:

1.This paragraph ruu be used as the beginning peragraph of a separate
sheet holding of lack of ueity of invention involving different categories of
invention. On the first page of Form PCY/IPEA/40S insert the notation “See
attached sheet” snd proceed using these form peragrephs. However, the main
imvention should be indicated on the botiom of the form PCT/IPEA/405.

Form porsgraph 18.02

Invitation te restrict

This epplication contains the following inventions or groups of inventions
which ere not so linked a3 1o form 8 single inventive concept. In order for &l
inventions to be examined, the appropriste additional examination fees must be

id.
EXAMINER NOTE:
1.This is the heading thet should be used in all holdings of lack of Unity

of Invention.

Ferm paragroph 18.03
Grouplngs of invention
Group{1], Claim [2] .drawn to [3].

EXAMINER NOTE:
1. In bracket [ 1], place sequential Roman numerals 1o identify the group-

mgs.

2. In brackes [2], place the appropriate clsim number(s).

3. In bracket [3], define the invention or groups of inveation(s) so linked
s to form @ single general inventive concept.

Form paragraph 18.04
Reagons for holdling & Iack of Unity of Invention
Theinverzions listed a5 Groups [1] donot meet the requirements for Unity
of Invention for the following reasons: {2}

EXAMINER NOTE:

1. In bracket [1], list the Roman numerals that identify the groupings of

2, This paragraph follows the listing of the Groups of invention end should
be completed at [2) with 8 thorough and concise explenation as to why there is
a lack of unity of invention between the groups.

Form peragraphk 18.07

Telephione Election - Single Invention

During & telephonic requirement for election, on [1] applicant’s represen-
tative, [2], elecied the invention of Group (3] for examination.

Ko edditional examinstion fees were suthorized and only one invention
was elected,

EXAMINER NOTE:

1. In bracket [1), insest the date the election was made.

1800-103
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2. In bracket [2], insert the riame of applicant's Tepresentative. ~
3.1n bracket [3), insert the Roman numeral identifying the elected inven::
tion. ) E

Form paragrap: 18.08
" "Telephone Election - Multlp!e Inventions
Duringa :elephomc rcquuemem forelection, on[1], :ppllcam s Tepresen-
tative, {2], elected the inventions of Groups {3} for examinstion.
Applicant’s representative also anthorized the charging to the Deposit
Account for payment of additional examination fees totaling $[4] for the
examination of said inventions. The additional examination fees have been

charged 10 Deposit Account Mumber [S].

EXAMINER NOTE:

1. In bracket [1], insert the date the election was made

2. In bracket {2], insert the name of applicant’s representaiive

3. In bracket {3], insert the Roman numeral identifying the elected
inventions.

4. In bracket [4], inseri the amount of the additional fees for the examina-
tion of the additional invention(s).

5. In bracket [5), insert the Deposit Account Number.

Form paragraph 18.09

Notice of Right to Protest Telephone Practlice in Written
Opinion

Applicant stands advised that there is no right toprotest the holding of Iack
of unity of invention for any group of invemion(s) for which no additional
examination fees has been paid. Any protest 1o the holding of lack of unity of
invention or the amount of the additional fee required must be filed no later than
the filing of & response to the Written Opinicn.

EXAMINER NOTE:
1. This paragraph must be included in the record of a telephone election

made in 2 Written Opinion.

Form paragraph 18.10

Kotice of Right to Protest Telephone Practice, No Written
Oplelor

Applicant stands advised that there is no right 10 protest the

holding of leck of unity of invention for any group of invention(s) for which
no additional examination fees has been paid. Any protest to the holding of
lack of unity of invention or the amount of the additional fee required must
be filed no later than one month from the date of this leuter,

EXAMINER NOTE:
1. This peragraph must be included in the record of a telephone election

made in a separate letter.

1898.02(c) Response to Invitation Concerning
Lack of Unity of Invention [R-5)

PCT Administrative Instructions Section 603
Transmittal of Protest Agalnst Payment of Additlonai Fee and
Declsion Thereon

The Intemational Preliminary Examining Authority shall transmit to the
applicant, at the latest together with the intemational preliminsry examination
report, eny decision which it has taken under Rule 68.3(c) on the protest of the
applicant against payment of the additional fee. At the same time, it ghall
transmit to the International Bureau a copy of both the protest and the decision
thereon, as well as any request by the applicant to forward the texts of both the
protest and the decision thereon to any of the elected Offices.

37 CFR 1.489 Protest to fack of unity of invention before the
fnternational Preliminary Fxamining Authority

(a) If the spplicant disagrees with the holding of lack of unity of invention
by the Intemational Preliminary Examining Authority, additional fecs may be
paid under protest, accompanied by a request for refund and a sistement setting
forth reascns for disagreement or why the required additional fees are consid-
ered cxcessive, or both,

(b) Protest under paragraph (a) of this section will be examined by the
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1898.02(d).

ConunmmmmcCommunma’sdenznee.Imheevemlhmheappham
pmtems determined 1o be justified, the additional fees or a portion thereof will
be refunded.

(c) An applicant who desires that a copy of the protest and the decision
thereon accompany the intemnationsl preliminaty examination repont when
forwarded 1o the Elecied Offices, mey notify the Intemstional Preliminary
EummmgAmhomytothucﬂeamyumcpnorwtheusumceofﬂwmm-
tional preliminary examination report. Theresfter, such notification should be
directed to the Intemationsal Bureas.

Applicant may respond by paying some or all additional
fees or by restricting the claims to one invention, If applicant
makes no reply within the set time limit, the intemational
preliminary examination will proceed on the basis of the main
invention only.

If applicant has paid an additional fee or fees, a protest to
the holding of lack of unity of invention may be filed with the
International Preliminary Examining Authority.

NOTIFICATION OF DECISION ON PROTEST

Form PCT/IPEA/420 is used by the Group Director to
inform the applicant of the decision regarding applicant’s pro-
test on the payment of additional fees conceming unity of
invention.

The following identifying information must be placed on
the top of the ﬁrst page of Form PCT/IPEA/420:

- ysually the attorney’s address taken

from mtematmnal apphcanen file w'apper
g O e e - this is the

amslwam Wf agem s apphcaucm reference (or docket number)
which is composed of either letiers or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of me Demami an PCTAPEA/40L.

ernational Anplication Number - thisis the l4dlgltPCT
appbcm senal number as stamped and typed on the intemna-
tional application file wrapper and may also be found on the first
page of the Demand , Form PCT/IPEA/401.

ernation g Date - this is the filing date printed on
dwmmaumal appiwaucm file wrapper and may also be found
on the ﬁrst page of the Demand, Form PCT/IPEA/401.

- this is the first named applicant as set

forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

NOTIFICATION

The Group Director checks the appropriate box, i.e., 1.a.,
1.b. or 2. If box 2 is checked, a clear and concise explanation as
to wiiy the protest concerning the unity of invention was found
to be unjustified must be given.

Since the space is limited, supplemental attachment
sheet(s) should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/420 must be signed by a Group
Director.
1898.02(d) Notation of errors and informalities
by the Examiner [R-§]
Rev. 5, July 1987

MANUAL OF PATENT EXAMINING PROCEDURE

PCT Administrative Instructions Section 607
Rectificatlons under Rule 91.1
Whem the Intemstionsl Preliminary Examining Aul.honty suthorizes &
rectificstion under Rule $1.1, Rule 70.16 and Section 602 shall applynudam
mstandis,

Although the examiner is not responsible for discovering
errors in the international application, if any errors come (o the
attention of the examiner, they should be noted and called (o the
applicant’s aitention. Notatior:: 1s to obvious eirurs (see PCT
Rule 91) should be called to the applicant’s attention by using
PCT form PCT/IPEA/411 or 423.

If the applicant requests correction of any obvious errors in
the international applicaticn or in any paper submitied to the
International Preliminary Examining Authority, other than in
the request, any accepiable correction should be authorized by
using Form PCT/IPEA/412.

INVITATION TO REQUEST RECTIFICATION OR
CORRECTION

The procedure governing the rectification of obvious errors
are PCT Rules 91.1(d) and 26.4(a) which state that:

The request for rectification which the applicant is invited
to make must be submitted in a letter. The rectification may be
stated in that letterif it is of such anature that it can be transferred
from the letter to the international application without adversely
affecting the clarity and direct reproducibility of the sheeton to
which the rectification is to be transferred; ctherwise, the appli-
cant is required to submit a replacement sheet embodying the
rectification and the letter containing the request for rectifica-
tion mugt draw attention to the differences between the replaced
sheet and the replacement sheet.

Defects that are not obvious errors may be called to
applicant’s atiention by using form PCT/IPEA/408 or 423,

The following identifying information is tobe placed onthe
top of the first Ppage of Form PCT/IPEA/411 or 423:

- usually the attorney’s address taken
from the front of the mr.emanonal application file wrapper.

- this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401,

i icati - this is the 14 digitPCT

International Application Number
application serial number as siamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand , Form PCT/IPEA/401.

- this is the filing date printed on
theinternational application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

A ant (Name) - this is the first named applicant as set
forth on the mtemauonal application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

INVITATION

Theexaminer may invite applicant to rectify obvious errors
which do not impede the examination of the PCT application.
Applicant is notified of the obvious errors by checking the first
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box and supplying a photocopy of the obvious errors or check-
ing the second box and clearly describing the obvxous errors in
the space provided.

Since the space provndzd is limited, supplemental
attachment sheet(s) should be incorporated whenever neces-
sary.

The examiner then must complete the section of the Form
which notifies applicant where the Request for Rectification
should be submitted. This will be the USPTO if the errorisina
partof the international application other than the request which
has been submitted to the International Preliminary Examining
Authority. See PCT Rule 91.1(¢). This should be indicated by
checking the last box.

AUTHORIZED OFFICER

Forms PCT/IPEA/411 and 423 must be signed by an
examiner having at least partial signatory authority.

In the large rectangle on the form, the examiner should
clearly set forth the deficiency.

Since the space is limited, supplemental sheet(s), supplied
by the examiner, should be incorporated whenever necessary.
The examiner should check the appropriate box to indicate the
type of deficiency in the papers.

The time limit for response is set in the last paragraph
(which is in capital letters). Applicant is given 30 days, or less
depending on the time remaining to complete the International
Preliminary Examination Report.

Ferm paragraph 18.28
Drawinge objected to, Correction requested
The drawings are objected to because [1]. Correction is requesied.

Form paragraph 18.29

Subject matter admits of Hllustration

The subject matier of this application edmits of illustretion by drawing to
facilizste undersianding of the inveation. Applicant is required under PCT
Agticle T(1) 1o fumish a drawing.

Form paragreph 18.30

Ameadment containing New Matter

The emendsment of [1] is obiected w under PCT Article 34(2)(b) because
i inmtroduces matter into the epplication that goes beyond the disclosure as
criginally filed. The added material which is not supported by the original dis-
closure is as follows: [2]

Under PCT Rule 70.2(c), the intemational application is being weated as
if the entire smendment had not been made.

EXAMINER NOTE:

1. An emendmen: that ettempts to add new matterto any of the drawings,
specification or claims in effect voids the entire amendment, and the intema-
tional epplication ig in effect trested as if the emendment had never been
gubmisted.

Form parsgreph 18.33

Improper Multiple dependent clalms

Claim {1] objected to under PCT Rule 6.4(s) as being in improper
dependent form becsuse smultiple dependent cleim (2]. Accordingly, claim {3]
next being examined for novelty, inventive step and industrial spplicability.

EXAMINER NOTE:

i. In bracket (2], insest “should refer to other claims in the aliernstive

auly.”, andfor “cannot depend from any other multiple dependent claim.”
1898.02(d)(1) Rectification [R-5]

1800-105

1868.03(a)

NOTIFICATION OF DECISION CONCERNING RE-
QUEST FOR RECTIFICATION

The rectification of obvious errors is govemed by PCT
Rules 21.1(b)-th) and 66.5.
The following identifying information is tobe placedonthe
top of the first Ppage of Form PCT/IPEA/412:
- usually the attorney's address taken
from the front of the mtemauonal application file wrapper.

- this is the
cpplicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

i jcati - this is the 14 digit PCT

application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

- this is the filing date printed on
the international application file wrapper and may also be found
on the ﬁrst page of the Demand, Form PCT/IPEA/401.

- this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCI‘/IPEA/401.

NOTIFICATION

The examiner after fully considering applicant’s Reguest
for Rectification of an obvious error, will notify applicant of the
action taken on Form PCT/IPEA/412. Since the space provided
is limited, supplemental sheet(s) should be incorporated when-
ever necessary.

The last box, indicating that this rectification with any at-
tachment has been sent to the International Bureau, is checked
when the Request for Rectification has been approved or ap-
proved in part. This box is not checked when the Request for
Rectification has been refused.

AUTHORIZED OFFICER

Form PCT/IPEA/412 must be signed by an examiner
having at least partial signatory authority.

1898.03(a) Preparation of the Written Opinion
[R-5]

PCT Article 34
Procedure before the Internaticnal Preliminary Examinlag
Authority
GOBEs

(2X(c) The applicant shell receive at least one wrilten opinion from the
International Preliminary Examining Authority unless such Authority consid-
ers that all of the following conditions ere fuifilled:

(i) the invention satisfies the crileria set forth in Anticle 33(1),

(ii) the intemational application complies with the reguirements of this
Tresty and the Regulations in so fer as checked by thes Authority,

(iif) no observations are intended to be made under Anticle 35(2), last

senience.
LT
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. .+ PCT Rule 66
Procedure hel‘ore the Inlernallonal Prelimlnary Examlnlng
C T A uthority e

66.1 Basis of the International Preliminary Examination

‘Before theinternational preliminary examination starts, the spplicant may
make amendments according to Article 34(2)(b) and the international prelimi-
nary examinstion shell initially be directed to the dlaims, the description, snd the
drawings, as conmned in the international application at the time the intema-

tional afy examingtion starts.
66.2 Firss Written Opinion of the International Preliminary Examining
Authority

(e) ¥ the Internmional Preliminary Examining Arthoriv

@) considers that the intemmational applicatic.: has eny of the defects
described in Anicle 34(4),

() considers that the interational preliminary exa.mmauon report
should be negative in respect of any of the claims because the invention claimed
therein does not appesr to be navel, does not appesr i involve an invertive step
(does not appear to benon-obvious), or does not sppesr to be industrially

(&ii) notices that there is some defers in the form or contents of the
itemational application under the Treaty or these Regulations,

(iv) considers that sny emendment goes beyond the disclosure in the
international epplication as filed, or

(v} wishes to sccompany the irtemationa! preliminary exmmanm
report by observations on the clarity of the claims, the description, end the
dmviny. or the question whether the claims are fully supporied by the

ﬁmmdlmhauyshdlnoufychupplmmmrdmglym writing. Where
the naticnal law of the national Office acting a2 Intemnational Preliminary
Exemining Authority does not allow multiple dependent claims to be drafied in
a manmer different from that provided for in the second and third sentences of
Rule 6.4(e}, the Intemational Preliminary Examining Authority may, in case of
failure 10 use thet menners of claiming, epply Article 34(4)(b). In such csse, it
thall notify the spplicant accordingly in writing.

(&) The notification shall fully state the reasons for the opinion of the
International Preliminaty Exenining Awthority.

(¢} The noificstion shall invite the spplicant 10 submit 2 writen reply
togeiher, where iate, with emendments.

(&) The noificstion shall fix s time limiz for the reply. The tire limit shall
be ressonable under the cirenmstances. It shall normally be twomonths afier the
date of notification. In no case shall it be shorter than one month efter the g2id
date. It shall be a1 least two months afier the seid date where the intemnasional
search seport is transmitted af the sume lime a3 the notification. In no case shall
it be more than three months after the said date.

L2222
37 CFR 1.484 Conrduct of international preliminary examination

(2} An intemationz] preliminary examination will be conducted to forma-
late @ non-binding opinion as o whether the clsimed invention has novelty,
involves an inventive siep (is non-obvions) and is industsially applicable.

(b) Ko international preliminary examination repont will be esieblished
priot to issusnce of an intemational search report.

(¢} No internasional preliminesy cxamination report will be conducted on
inventions not previcusly searched by an Intemational Searching Authority.

{d) The Intemationsl Preliminary Examining Authority will establish 2
written opinion if any defect exists or if the claimed invention lacks novelty,
inventive step or industrial sppiicability and will set a non-extendable time limit
in the written opinion for the epplicant to respond.

{e} If no written opinion under paragraph (d) of this section is necessary,
or after any written opinion and the response thereto or the expiration of the time
tismit for responge to such written opinion, an intemationsl preliminary exami-
ngtion report will be established by the Imemations] Preliminary Examining
Autherity. One copy will be submitted to the International Bureau and one copy
will be submitied to the spplicant.

(£} An spplicant will be permitted a persomal or telephone interview with
the examiner, which must be conducted during the non-extendable time limit for
respunse by the applicant to 8 wrilten opinion. Additional interviews may be
conducted where the examines determines that such additional interviews may
be helpful in sdvancing the intemational preliminary examination procedure. A
sumemary of eny such personal or telephone interview must be filed by the
spolicant as 8 pant of the response tothe written apinion or, if applicant files no
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respanse, b be made of mooni in the ﬁlebymeexlmmer o

1 the examiner:’ o B
1. considers that the international apphcatxon has any
of the defects described in PCT Article 34(4);

- 2. considers that the report should be negatwe with
respect to any of the claims because of a lack of movelty,
inventive step (non-obvxousness) or mdustnal applicability;

~ 3. notices any defects in the form or contents of the
international application under the PCT;
4. considers that any amendment goes beyond the
disclosure in the international application as originally filed; or
5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to question whether the
claims are fully supported by the description;

The applicant must be notified on Form PCT/IPEA/408 of
the defects found in the application. The examiner is further re-
quiredto fully state the reasons for his or her opinion (PCT Rule
66.2(b)) and invite a written reply, with amendments where ap-
propriate (PCT Rule 66.2(c) setting two or three months tune
Limit for the reply.

WRITTEN OPINION

The following identifying information is placed on the first
page of the Wntten Opinion Form PCT/IPEA/408,
-usually the attomey’s address taken

from the international application file wrapper.
jcant. .s..Fi - this is the

apphcant s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

i icati - thisis the 14 digit PCT

Intemational Application Number
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.
International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.
Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/4CI.
Receiving Office - this is the Office with which the appli-
cation was first filed, identified on the first page of the Demand
as RO/US, RO/BR for Brazil, RO/BB for Barbados, etc. This
will usually be the United States Receiving Office identified as

RO/US.

jori - this is the date of an earlier
application of which the priority is claimed under PCT Rule
4.10. This information is typed on the intemnational application
file wrapper and can be found in Box VI of the Request Form
PCT/RO/101.

WRITTEN OPINION

The examiner should insert the words " first” or "second" ,
as the case may be, in the space provided in the box below the
notation WRITTEN OPINION,
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ITEM I. BASIS OF OPINION

Applicant has two opportunities to amend the international
application prior to international preliminary examination.
Under PCT Article 19 the applicant is entitled to one opportu-
nity to amend the claims of the intemational application by
filing amendments with the International Bureau within two
months of the mailing of the International Search Report.
Applicant is also permitted to make amendments before the
International Preliminary Examining Authority under PCT
Article 34(2)(b) and PCT Rule 66.1. Howeve, thisright is lim-
ited to the time of the filing of the Demand for Intemational Pre-
liminary Examination by 37 CFR 1.485.

In item I, the first box is checked if the international appli-
cation remains as originally filed, i.e., with no amendments.

The second, third and/or fourth boxes are checked, as ap-
propriate, if the application has been amended under PCT
Article 19 and/or PCT Rule 66.1 and the U.S. rules. Verify any
changes to the international application in the spaces provided.
Proceed with the examination and the preparation of the Written
Opinion of the application as amended.

Che:* :he last box in Iiem I if it has been determined that
any amendment goes beyond the disclosure in the international
application as originally filed (contains “new matter”) and
proceed to establish the Written: Opinion as if the amendment
had not been made. The Written Opinion should also indicate in
Paragraph V the reasons why the amendment goes beyond the
original disclosure. (Rule 70.1(c)).

ITEM II. NON-ESTABLISHMENT OF OPINION
ON NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY

Item I, of Form PCT/IPEA/408, is intended to cover the
situation where claims of an application are so defective that the
question of novelty, inventive step (non-cbviousness) and in-
dustrial applicability cannot be considered. This should seldom
Occur.

Check box 1 if all claims of an application are so defective

that no meaningful examination can be performed as to the
novelty, inventive step (non-obviousness) and industrial appli-
cability.
Check box 2 where only some of the claims of an applica-
tion are defective and cannot be examined as to novelty, inven-
tive step (non-obviousness) and industrial applicability or
where there has been no international search for the only
invention cusrently claimed in the international application.

Theremaining unnumbered boxes in Item Il are forindicat-
ing those claims which have specific defects under PCT Rules,
such as PCT Rules 6.4, 66.2(a)(v), and/for 67.1.

For example, check the first unnumbered box under
box 2 if it is found that certain claims of an international
application relate 1o subject matter for which no examination on
the meritsisrequired. Any subject matter thatis examined under
the U.S. national procedure should also be examined in interna-
tional applications

Check the second and third unnumbered boxes, respec-
tively, if it is found that the description, claims or drawings are
90 unclear, or the claims are so inadequately supported by the
description, that no full opinion can be formed as to novelty,

1800-107
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inventive step or indusirial applicability of the claimed inven-
tion (PCT Rule 66.2(a)(v)). When box 1 or 2 of item II is
checked, reasons why no examination was given must be given

.- underitems V or VI of Form PCT/IPEA/408.

Form paragraph 18.25
Indefinite claims
Claim {1] objected to as indefinite under PCT Articie 6 for lack of

clarity. [2]

EXAMINER NOTE:

1. This form is analogous to & 35 U.S.C.112, second paragraph rejection.
However, remember in an intemnational application undergoing International
Preliminary Exszmination, that the claims are never rejecied nor is the patents-
bility or lack thereof discnssed.

2. In bracket [2] explein the lack of clarity.

Form paragraph 18.26
Claims not supported by the disclosure
Claim [1] objected 1o under PCT Anicle 6 because it is not fully
supported by the disclogure. [2)
EXAMINER NOTE:
1. In brackes {2] explzin the deficiency in the disclosure.

Form paragreph 18.27
Inadegquate description
The description of the inveation does not satisfy PCT Article S inthas
the invention man be disclosed in & manner sufficiently clear and compleie to
be carried oot by & person skilled in the art. {1]
EXAMINER NOTE:
1. In brackez [1] explain why the description is not clear and complete.

ITEM IIl. NEGATIVE STATEMENT IN REGARD
TO NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY OF CLAIMS

In Item III, the examiner must list in summary form those
claims that do not meet the criteria of novelty (N), inventive step
(1IS) and/or industrial applicability (IA).

An example of this paragraph is as follows:

Claims 1 and § (no N)
Claims 1 to 10 (no IS)
Claims 11 and 12 (no IA).

ITEM EV. CITATIONS AND EXPLANATIONS IN
REGARD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY OF THE CLALMS

Item IV is the facus of the Written Opinion. All claims
without fatal defects are treated on the merits in Item IV as to
novelty, inventive step (non-obviousness) and industrial appli-
cability.

The treatment of claims in Item IV is similar in format toan
Office action in aregular U.S. national patent application except
that the words “rejection” and “patentability” are never used in
a Written Opinion. On the international level, all Written
Opinions are non-binding and a patent does not issue; what does
issue is an International Preliminary Examination Report
(IPER), which is non-binding on the Elected States.

Examiner statements in Item IV can be positive and/or
negative. If, for example, claims define over the prior art and
mect the test of novelty, inventive step (non-obvipusness) and
industrial applicability, a simple statement to this effect is
sufficient. If on the other hand it is the opinion of the examiner
that some or all claims lack novelty, inventive step and/or
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hdams, Baker and Charlie
1200 Marina Drive
ie M 20820
Baltimore, Maryland WRITTEN OPINION

ismand gurmant o PCT Rules 66.2M e 66.4 (o)

DATE OF MAILING by e kaerustiona) Preliminury

Inscrite NAME aad ADDRESS of the AGENT mox! if Exsmizing Auhority
theve 6 5O sga, of te APPLICANT
IDENTIFICATION OF THE INTERNATIONAL APPUCATION
Ttemagions! Appicuion No. Baemanional
PCT/USB7 /86E8SE 06 July 1987 (06.07.87)
¥ hpplcami (name)
Columbia Marine Corporation
RO/US 15 July 1986 (15.07.86)

WRITTEN OPINION

Hithfzefe?nce to the above-identified international application,this coenstitutes
the 1T858 £irst, etc.) written opinion by this International Preliminary

Examining Autherity.

I. BRSIS OF OPINION

The examination is being carried out on the following application documents:
the application documents as filed

descziption, pages 1-20 s &8 originally filed
description, pag ¢ £iled with your letter of
elaim(s) 1-8 , a8 originally filed
claimis)2. 80G 10~~~ filed with your letter of 15 _February 1

dravings, sheet/fig. lml . .. . + 88 OFiginally filed
drawings, sheet/fig, ., £iled with your letter of
This cpinion has been established as if the amendments indicated on the extra
sheet have not been made, zince, for the reasons indicated, they have been
considered to go beyond the disclosure as f£iled,

B3 J0

O

-

11.%0% ESTABLISHMENT OF OPINION ON ROVELTY, INVERTIVE STEP ARD
IHDUSTRIAL APPLICABILITY

The gquestfion whether the claimed inventlon appears to be novel, to involve an
inventive step (to be non-obvious), and to be imdustrially applicable will not
for the reasons indicated below be gone into in respect of:

1. B‘rhe above-identifled international application.
2. flclaims Wos. _gag _ (specify particular claims).
[ £0F Mbich no additional fees have heen paid to the IPEA

the following subject rrat:et('*” which does not require an international
preliminary examination. (specify)

The descziption, elaims, or drawings (indicate particular elements) og
6850 CLEIME HOB pmcmmcmmeeee BE€ 80 URclear that ne meaningful opinion

eould be formed!3d)

‘rhe claims, or sald claims Kog are so inadequately supported
by the description that no meaningful opinioen could be formed (3!

FOus BETIPELIB Brt Peal) UALAITY VB Bez R o Iveres Olde
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o ] PCT/LUSRT/RABAR '
‘lll’ WRITTEN OPINION (contirued)

I1I. NEGATIVE STATEMENT IN REGARD TO MOVELTY, INVENTIVE STEP AND INDUSTRIAL
RPPLICABILITY OF CLAIMS )

The statement under Article 35 (2) should be negative in respect of
the claims indicated below, The criteria not gatisified in zespect of
such claims are indizated by the letter abbreviation: N (for Novelty):
1S (for Inventive Step); and IA ({for Industrial Applicaebility). -

Claim 1, No ¥

Claims 2 to 4, No 1S

Iv. CITATIONS AND EYPLANATIONS IK REGRRD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIRL APPLIZABILITY OF CLAIMS

No. of Claim / Relevent Supporting Documents Cited / Explanation

Claim 1 lacks novelty under PCT Article 33(2) as being antici-~
pated by the patent to KNOOS.

Clazims 2 and 3 lack an inventive step under PCT Article 33(3)
as being obvious over IVERSEN in view of DAW. To mount the
device of IVERSEN in a posgition forward of the keel as taught
by DAW would not involve an inventive step.

Claims 4, 5, 2 and 10 meet the criteria set forth in PCT

Article 33(2)-(4)
New Citation

UsS, &, 4,366,767 ENOOS 04 January 1983 (04.01.83), See figure 1.

FORES PLTIPEI MO8 (seoond sha) (Jenury 1685 Boa neise on revere g 050

1800-109 Rev. 5, July 1987
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PCT/USB7/88888

WRITTEN OPINION (continued)
V.  CEZRTAIN DEFECTS IN THE INTERNATIONAL APPLICATION

The following defects in the form or contents of the above-identified
international applicaticn under the Treaty or the Regulations have
been noted.

Page 5, line 8, "victor® should be "vector®.

In figure 2 of the drawings, the lead line for reference
numeral 6 should be directed to the tiller rather than to
the boom.

VI. CERTAIN OBSERVATIONS OW THE INTERNATIONAL APPLICATION

Tne following observations on the clarity of the claims, description,
anc drawings or on the question whether the claims are fully supported
by the description, are notified:

VII. INVITETION

ARFPLICANT IS INVITED TO SUBMIT A WRITTEN REPLY ACCOMPANIED, WHERE APPRO~
FRIATE, BY AMENDMENTS'® WITHIN_EWC __ WMONTHS/ ______ DAYS OF THE DATE
GF MAILING INDICATED ON THE FIRST SHEET.

Any incuiry concerning this communication should be directed
to Stephen Decatur at telephone number 703-557-3310.

The time limit for response to a Written Opinion will not be
extended, 37 CFR 1.484(4). Any response received after the
expiration of the time limit set in the Written Opinion will
not be considered in preparing the International Preliminary
Examination Report.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Addsess Only: Authorized Officer
Commigsionez of Paenis end Trademarks Sﬂ?—ﬁb« W
Box PCT . :
Washingion, D.C. ATTN: PEAUS | Stephen Decatur - Primary Examznér

FORM PCTIPEAA08 (e shael) (Januaty 1085)

Rev. §, July 1967 1800-110
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industrial applicability, specific reasons for the opinion em-
ploymg PCT form paragraphs must be given similar to those
used in U.S. national applications.

Form paragraphs o be used by the examiners appear in the
relevant sections of this Manual. All examiners are expected to
use excluswely the PCT form pamgraphs in appropnate situ-
ations in formulating any negative statements listed in Item IV.
See MPEP §§ 1898.03(2)(2) and (3).

Since the space provided in Itern IV on Form PCT/IPEA/
408 is limited, supplemental sheets typed on plain white paper,
with reference back to Item IV should be incorporated into the
Written Opinion whenever necessary.

Examiners are encouraged to indicate any amendments
which applicant could present which would avoid a negative
statement in the International Preliminary Examination Report.

All iniernational applications where an examination has
been demanded should be searched by the examiner at least to
the point of bring the previous search up to date. Prior art
discovered in a re-search and applied in an Item IV statement
must be made of record in Item IV. Prior art already cited on the
International Search Report need not again be cited on the Writ-
ten Opinion or International Preliminary Examination Report.
The subseguently discovered prior art is to be cited in compli-
ance with PCT Rule 43.5 and Administrative Instructions Sec-
tion 503 using the same citation form:at used on the International
Search Report. See M.P.E.P. §1853. See § 1893.03(a)(1) for
definition of prior art to be consider=d.

Form paragraph 18.32
Clalms that meet test of novelty, inventive step and industrial

applicability
Claim [1] meets the criteria set owt in PCT Anticle 33(2)-(4).

EXAMINER NOTE:
1. This form paragraph is used in Ttem IV of form PCT/IPEA/408 to

indicate those claims that define over the prior art.

ITEM V. CERTAIN DEFECTS IN THE
INTERNATIONAL APPLICATION

In Irem V, defects in the form and content of the interna-
tional application are identified.
Examples of defects that would be listed in Item V are:
1. Informalities such as misplaced and/or omitted
drawing numerals, misspelled words, grammatical errors, etc.
2. An amendment to the drawings, description or
claims not filed with the Demand, unless it is an amendment (o
theclaims under PCT Article 19 which wastimely filed with the
International Bureau or in response to a Vritten Opinion.
3. Improper multiple-dependent claims (PCT Rule
6.4).
4. Defects detected by the PCT Branch that are trans-
mitted with the application to the examiner for inclusion in Item

V.

Form paragraph 16.31

Disclosure objected to, Minor informaiities

The disclosure is objected 10 because of the following informalities: [1].
Appropriate correction is requested.

EXAMINER NOTE:
1. This form paragraph is used in Item V of Form PCI/IPEA/408 10 point

out minor informalities in the disclosure,

1800-111
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ITEM VI. CERTAIN.OBSERVATIONS ON THE
INTERNATIONAL APPLICATION -

- Tn Item VI, the examiner notifies the applicant of observa-
tions made as to the clarity of the claims, the description, the
drawings or on the question whether the claims are fully
supported by the description.

If the claims, the description or the drawings are so unclear,
or the claims are so inadequately supported by the description,
that no meaningful opinion can be formed on the question of
novelty, inventive step (non-obviousness) or industrial applica-
bility, the applicant is so informed in Item VI (PCT Article
34(4)(a)(ii). Reasons for the examiner’s opinion that the claims,
description and drawings, efc., lack clarity must also be pro-
vided.

Ifthe above situation is found toexist in certain claimsonly,
the provisions of PCT Article 34(4)(ii) shall apply to those
claims only.

If the lack of clarity of the claims, the description, or the
drawings is of such a nature that it is possible to form a
meaningful opinion on the claimed subject matter, then it is
required that the examiner consider the claims and render a
Written Opinion on novelty, inventive step, and industrial
applicability in Item IV of Form PCT/IPEA/408.

Since the claims of an international application are not sub-
ject to a rejection on either art or indefiniteness consistent with
U.S. practice, observations by the examiner with regard to
clarity of the claims, the description and the drawings will be
treated in the form of an objection in the Written Opinion in Item
VL

ITEM VII INVITATION

Item VII is an invitation by the International Preliminary
Examining Authority (IPEA) to applicant to reply to the
examiner’s Written Opinion. A two month time limit (o respond
to the Written Opinion should normally be set, although a 3
month time limit may be set where the time limit for reply ends
prior to the expiration of 25 months from the priority date.

Form paragraph 18.35
Name and telephone number of examiner to be contacted

Any inquiry conceming this communication should be directed 1o
{1] at telephone number 703-[2].

EXAMINER NOTE:
1. This paragraph should be inserted in the “INVITATION", Tiem VII of

all Written Gpinions.
2. In bracket [1], the examiner to be contacted first is the examiner who

prepared the Written Opinion.

Form paragraph 18.36 must be employed in Item VII of
every Written Opinion.

Form paragraph 18.36
No extensions of time limit to respond to the Writien Opinion
The time limit set for response to a Written Opinion may not be
extended, 37 CFR 1.484(d). Any response received afier the expiration of the
time limit set in the Written Opinion will not be considered in preparing the
Intemnational Preliminary Examination Report.
EXAMINER NOTE

AUTHORIZED OFFICER
Rev. §, July 1987
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Every Wriiten Opmlon must be signed by an examiner
having at least partial signatory authority.

The first document prepared by the examiner in most
international applications during the international preliminary
examination proceedings will be the Written Opinion. Only in
those international applications where all the formal matters are
proper and the claims are directed to inventions which have
novelty, inventive step and industrial applicability will an
international preliminary examination report be established
without a Written Opinion having be issued first.

1898.03(a)(1) Prior Art under Chapter II
[R-5]

BCT Article 33
The Internationaf Prellminary Examination

GuEes

(6) The intemational preliminary examination ehall take into considers-
tion all the docurnents cited in the interationel search report. It may tske into
considesation eny additional documnents considered to be rlevent in the pariicu-
lsr case.

PCT Rule 64
Prior Art for Internatlonal Prefiminary Examination

64.1 Priow Art

() For the purposes of Anicle 33(2) and (3), everything made available
to the public anywhere in the world by means of written disclosure (11-luding
drewings end other illusteations) shall be considered prior ant provided that such
maeking available occurred prior to the relevant date.

(b) For the purposes of peragraph (z), the relevant date will be:

(i} subjectioitem (ii), the ineernational filing date of the intemational
spplication under international preliminary examinstion;

(ii) where the itemational application under international prelimi-
oary examination validly claims the priority of an earlier applicstion, the filing
date of such earlier spplicetion.

64.2 Non-Written Dizclosure

In cases where the making available tothe public occurred by means of an
oral disclogsure, uge, exhibition or other non-wrilten means (“non-written
disclosure™) before the relevant date as defined in Rule 64.1(b) and the date of
such non-written disclosure is indicated in & written disclosure which has been
made available to the public after the relevant date, the non-wrilten disclosure
shall not be considered pare of the prior an for the purposes of Anticle 33(2) and
(3). Nevestheless, the international preliminary examination seport shall call
attention to such non-written disclosurein the manner provided forin Rule 70.9.
64.3 Certain Published Documents

In cases where any application or any patent which would constitute prior
ant for the purposes of Anticle 33(2) and (3) had it been published prior to the
relevent date referred to in Rule 64.1 was published, as such, after the relevant
dste but was filed easlier than the relevant date or claimed the priority of an
earlier spplication which had been filed prior tothe relevant dute, such published
application or patent shall not be considered part of the prior ant for the purposes
of Anticle 33(2) and (3). Nevestheless, the international preliminasy examina-
tion feport shall call stiention to such application or patent in the menner
provided for in Rule 70.10.

The relevant date for the purpose of considering prior an is defined in PCT
Rule 64.1(b) es the intermational filing date or, where the international applica-
tion containg a valid claim for priosity, that date of priority.

In cases where any application or eny patent which would constitute prior
art forthe purpose of intemational preliminary examination as tothe noveliy and
inventive step (non-obvicusness) was published on or after the relevant date of
the international application under consideration but was filed earlier than the
relevant date or claimed the priority of an earlier application which was filed
prior to the relevant date, the published application or patent is not to be consid-
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everd pant of the prior ant for the purpoge of iniemationsl preliminary examine-
tiom &3 to novelty and inventive step. Nevertheless, these documents are to be
listed on Form PCT/IPEA/409 under the heading "CERTAIN PUBLISHED

DOCUMENTS". |
1898.03(a)(2) Novelty under Chapter II [R-S]

Novelty is defined in PCT Article 33(2).

PCT Articie 33
The Internaztionat Preliminary Examination
L2 2] 1
{2) For the purposes of the intemnational preliminary examination, s
claimed invention shell be considered novel if it is not anticipated by the prior
ar as defined in the Regulations.
L Ll 1
FPorm paragraph 18.21
Novelty
Claim [ 1] lack(s) novelty under PCT Ariicle 33(2) as being [2] by
{31
EXAMINER NOTE:
1. This form paragreph is the equivalent of 8 35 U.S.C.102 rejection.
2. In bracket {2], insert “clearly anticipated", or insent “anticipated” snd
add en explanation at the end of the paragraph.
3. In bracket {3), insest the prior art relied upon.

1898.03(a)(3) Inventive Step under Chapter II
[R-5]

Inventive step is defined in PCT Article 33(3)

PCT Artlcle 33
The Internatlonat Preliminsry Examination
sOLEw
(3) For purposes of the intemations] preliminary examination, a
claimed invention shall be considered to involve an inventive step if, having
regard to the prior ant as defined in the Regulations, it is not, at the prescribed

relevant date, obvious to 8 person skilled in the art.
SEkG e

PCT Rule 65
Inventive Step or Non-Obviousness
65.1 Approach to Prior Art

For the purposes of Article 33(3), the international preliminary exemina-
tion shall take into consideration the relation of any particular claim to the prior
ert as a whole. It shall take into consideration the claim’s relationnot only 1o in-
dividual documents or paris thereof tsken separately but also its relation to
combinations of such documents or parts of documents, where such combina-
tiong gre obvious to e person skilled in the ast.

65.2 Relevant Date

For the purposes of Ariicle 33(3), the relevant date for the consideration
of inventive step (non-obviousness) is the daie prescribed in Rule 64.1.
Form paragraph 18.22

Inventive Step (non-obviougness)

Claim [1] lack(s) an inventive step under PCT Anicle 33(3) as
being obvious over [2].

EXAMINER NOTE:

1. This form paragraph is used when the claim(s) are rendered obvious in
view of the prior ant.

2. In bracket {2), insert the prior an relied upon and explain how it is
applied to the clsimed subject matier. If the prior art applied is a combination
of references, explain how they are obviously combined to show lack of inven-
tive step.

Form paragraph 18.23
Inventive Step (ebviousness), further explansation
Claim [1}lecks an inventive stepunder PCT Anicle 33(3) as obvious
over [2] in view of [3] as applied in the above paragraph, further in view of [4].
EXAMINER NOTE:
1. See the EXAMINER NOTE in paragraph 18.22 above.

1800-112
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1898.03(a)(4) Industrial Applicabillty under
Chapter XI [R-5]

Indusmal apphcabmty is defined in PCT Article 33(4)

PCT Article 33
The International Preliminary Examination

L0 2

(4) For the purposes of the international preliminary examinetion, &
cleimned invention shall be considered industrially applicable if, according toits
nuiure, canbemade or used (in the technological sense) in eny kind of industry.
“Industry” ehall be undzrstood in its broadest sente, ¢ in the Peris Convention
for the Protection of Indastriel Property.

SeEEE

Form paragraph 18.24

Industrisl epplicability

Claim [1] lsck(s) industrial spplicability es defined by PCT Anicle

33¢4). (2}

EXAMINER NOTE:

1. This form peragraph is used when the claim(s) define en invemtion that
camnot be made or used (in the technological sense) in eny kind of indusiry.

%, In bracket [ 2], idemify the appropriste basis for siating that the claims
lack industrial spolicabiity.

1898.03(b) Response to the Written Opinion
{R-5]

PCT Article 34
Procedure before the Internationsl Preliminary Examining
Authority
L0 1y
(2)(2) The applicant shall have & right to comumunicate orally end in
writing with the International iminary Exemining Authority.

(&) The applicant shall have 8 right 1o emend the claims, the
description, and the drawings, in the prescribed menner end within the pre-
scribed time limit, before the intemational preliminary exsminstion report is
enighlished. The emendment shell Bot go beyond the disclosure in the intema-
tional spplicmion as filed.

Yeeee

(4) The spplicant msy respond to the written opinion.

LeeHG

PCT Rule 66
Procedure befare the Internationsl Preliminary Ezamining
Authorlty
L2

66.3 Formal Response to the International Preliminary Emnunmg Awthority

() The epplicant may respond to the invitation referred to in Rule 66.2(c)

of the Intemations] Preliminery Exemining Awhority by meking emendments

oz - if be disagrees with the opinion of thet Authority - by subminting arguments,
86 the case msy be, or do both.

() Any responge chall be subminied directly 1o the International Prelimi-
nary Examining Authority.

Ll Pl

66.5 Amendment

Any change, ather then the rectification of cbvicus ervors, in the claims,
the desesigtion, or the drawings, including cancellnion of claims, omission of
paasages in the description, or omission of certein drawings, shall be considered
o amendment.
66.6 Informal Communication with the Applicars

The Internstional Preliminasy Examining Authority may, 8t any time,
communicate informally, over the telephone, in writing, or through personal
ingesviews, with the spplicant. The seid Authority shall, & its discretion, decide
whether it wishes to grant more then one personal intzrview if so requested by
the spplicent, or whether iz wishes to reply to any informal written communics-
tion from the applicant.

Ll 24 2

1800-113
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66.8 Form of Amendmants o

(a)mapphcmuhanbeleqmmdwnﬂmnuephccmm:heetformxy
lheetofthemtemuomlapplmm which, on account of an emendment,
differs from the sheet originally filed. . The letter accompanying the replacement
sheets shall diaw attention tothe differeaces between the replaced sheets andthe
!ephcement sheetr, Tothe extent thet sny smnendment sesults in the cancellation
of an emire sheet, thut amendiment shlll be communicated in & letter.

(b) [Deleted)
66.9 Language of Amendments

If the internstional applicaticn has been filed in & language other than the
lsngusge in which it is published, any smendment, as well &3 any letter referred
1o in Rule 66.8(s), shall be submitted in the languege of publication.

37 CFR 1.485 Amendments by spplicant during international
preliminary examinsatlon.

The applicant may make smendments at the tire of filing of the
Demand and within the time limit set by the Internationa) Preliminary Examin-
ing Authority for response to any written opinion. Any such emendments

raust -
(1) be made by submitting & replacement sheet for each sheet of the

application which differs from the sheet it replaces unless an entire sheet is

cancelled and
(2) includs & description of how the replecemens sheet diffess from the

replaced sheet.
If an emendment cancels an entire sheet of the international applicstion,
that amendment shell be commiunicated in 8 letter,

 RESPONSE OF APPLICANT TO THE WRITTEN
OPINION

All amendments in response to a Written Opinion must be
received within the time limit set for response in order to be
considered in the International Preliminary Examination Re-
port. 37 CFR 1.484(d) does not allow for extensions of time to
respond to a Written Opinion, therefore, any amendment re-
ceived after the time limit is treated as if the amendment had not
been made.

Any change, other than the rectification of obvious errors
in theclaims, the description, or the drawings, including the can-
cellation of claims, omission of passages in the description or
omission of certain drawings, will be considered an amendment
(PCTRule 66.5). The Patent and Trademark Office whenacting
as the International Preliminary Examining Authority will not
accept any non-English applications or amendments.

Any amendments to the claims, the description and the
drawings in response to a Written Opinion must (1) be made by
submitting areplacement sheet forevery sheet of the application
which differs from the sheet it replaces unless an entire sheet is
cancelled and (2) include a description of how the replacement
sheet differs from the replaced sheet in accordance with PCT
Rule 66.8.

In the particular case where the amendment cancels claims,
passages in the description or certain drawings resulting in the
canceliation of an entire sheet, the amendment must be submit-
ted in the form of a leiter cancelling the sheet (PCT Rule
66.8(2)).

Replacement sheets must be in typed form.

Any paper submitted by the applicant, if not in: the form of
aletter, must be accompanied by a letter signed by the applicant
or agent (PCT Rule 92.1).

The examiner should make sure that amendments filed in
accordance with the PCT, which are necessary to correct any
deficiencies notified to the applicant, do not go beyond the
disclosure of the international application as filed, thus violating
PCT Ariicle 34(2)(b). In other words, no amendment should
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contain mattor that cannot be substantiated by the application as
originally filed. In a situation where new matter isintroduced by
amendment in response to a Written Opinion, the International
Preliminary Examnanon Report will be established as if the
amendment had not been made, and the report should so
indicate. It shall also indicate the reasons why the amendment
goes beyond the disclosure (PCT Rule 70.2(c)).

INTERVIEWS

The examiner or applicant may, during the time limit for
response to the Written Opinion, request a telephone or personal
interview. Only one interview is a matter of right, whether by
telephone orin person. Additional interviews may be authorized
by the examiner in a particular international application where
such additional interview may be helpful to advancing the
international preliminary examination procedure.

All interviews of substance must be made of record by
using USPTO Form PTOL.-413.

If the applicant desires 1o respond to the Written Opinion,
such response must be filed within the time limit set for
response. No extensions to the time limit will be considered or
granted. If notimely response isreceived from the applicant, the
international preliminary examinationreport will be established
by the examiner, treating each claim substantially as it was
treated in the Written Opinion.

The applicant may respond to the invitation referred to in
Rule 66.2(c) by making amendments or, if the applicant dis-
agrees with the opinion of the authority, by submitting argu-
ments, as the case may be, or both (PCT Rule 66.3).

The United States rules pertaining to international prelimi-
nary examination of international applications provide for a
second Written Opinion if time permits.

If applicant does not respond to the Written Opinion, the
International Preliminary Examination Report will be prepared
in time for forwarding to PCT Central in finished form by 27
months from the priority date.

Anyresponse toa Written Opinion that isreceived after the
expiration of the set time period is not timely and will notbecon-
stdered in preparing the International Preliminary Examination
Report (IPER).

1898.04(a) Preparation of the International
Preliminary Examination Report [R-5]

PCT Article 35
The International Preliminary Examination Report

(f) The intemational preliminary examination report shall be established
within the prescribed time limit and in the prescribed form.

(2) The imemational preliminary examinstion report shall not contain zay
sistement on the question whether the claimed invention is or seems to be
patentable or uapatentable according to any national law. It shall state, subject
to the provisions of paragreaph (3), in relstion to esch claim, whether the claim
appesrs to satify the criteria of novelty, inventive siep (non-obviousness), and
industrial epplicability, as defined for the purposes of the international prelimi-
nary examination in Article 33(1) 1o (4). The statement shall be saccompanied by
the citation of the documents believed to suppont the stated conclusion with such
explanations as the circumstances of the case may require. The sistement shail
also be accompanied by such other observation a5 the Regulations provide for.

(3)s) I, st the time of esteblishing the intemational preliminary exami-
nation report, the International Preliminary Examining Authority considess that
any of the situations referred to in Article 34(4)(a) exists, that report shall stste
this opinion and the reasons therefor. It shall not contain any gsiement as
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providedin peragraph (2
+ (B) If & situstion under Asticle 34(4)(b) is found 1o exist, the intema-

tmnal prehmnmy exammmomeport shall, in relstiontothe clsims in questioa,
contain the sistement as provided in subparagriph (a), wheress, in relationto the
other clmms. it shall contsin t.he statement as pm\uded in pnngnph 2).

PCT Rule 10
The International Prellmlnnry Examination Report
701 Dtﬁnum o

For the purposes of this Rule, “repon™ shall mean international prelimi-
nary examinztion report.

70.2 Basis of the Report

(a)Ifd)edamhavebeenamended.lhercponshnllumeonmechum
as amended.

(&) If, pursuant to Rule 66.7(z) or (b), the report is established as if the
priority had not been claimed, the report shall so indicate.

(c) If the Intemational Preliminary Examining Authority coasiders that
any amendmert goes beyond the disclosure in the intemations] applicstion as
filed, the report shall be established as if such amendment had not been made,
and the repert shall so indicate, It shall also indicate the reasons why it considers
that the amendment goes beyond the zaid disclosure.

70.3 Identification

The report shall identify the Internationel Preliminary Examining Author-
ity which eswblished it by indicating the name of the Authority, and the
international spplication, by indicating the intemationsl application number,
the name of the applicant, the name of the receiving Office, and the international
filing date.

70.4 Dates

The report chall indicate:

(i) the date on which the demand was subemnitted, and

(i) the date of the report; that date shall be the date on which the
report is completed.

70.5 Classification

(a) The repon shall repeat the claesification given under Rule 43.3 if the
Intemnational Preliminery Examining Authority egrees with the classificstion.

(b) Otherwise, the International Preliminary Exemining Authority shall
indicate in the report the clagsification, at least eccording to the Intemnational
Petent Classification, which it considers correct.

70.6 Statemens wunder Article 35(2)

(2) The satement refesred to in Anticle 35(2) shall consist of the words
“YES” or “NO” or their equivalent in the langusge of the report, or some
appropriste sign provided forin the Administrative Instructions, and shall be ac-
companied by the citations, explenations and observations, if eny, referred to in
the last sentence of Asicle 35(2).

(b) If any of the three criteria refegved 10 in Asticle 35(2) (that is, novelty,
inventive step (non-obvicusness), industrial applicebility) is not satisfied, the
statement shell be negative. If, in such & case, sny of the criteris, taken
separately, is satisfied, the report shall specify the criterion or criteria so
satisfied.

70.7 Citasions wnder Article 35(2)

(2) The repost shall cite the documents considered to be relevant for
supporiing the statements made under Arnticle 35(2).

(b) The provisions of Rule 43.5(b) and (c) shall apply also to the repori.
70.8 Explanations under Article 35(2)

The Adminisrative Instructions shall contsin guidelines for cases in
which the explanstions referred 10in Article 35(2) should or should not be given
and the form of such explanations. Such guidelines shall be based onthe follow-
ing principles:

(i) explenations shall be given whenever the statement in relation to
any claim is negative;

(ii) explanation shsll be given whenever the siatement is positive
unless the resson for citing any document is easy to imagine on the basis of
consuliation of the cited document;

(iif) generally, explanations shall be given if the case provided for
in the last senmence of Rule 70.6(b) obizins.

709 Nor-Written Disclosures

Any non-written disclosure referred to in the report by virue of Rule §4.2
shall be memioned by indicating its kind, the date on which the written
digclosure referring to the non-written disclosure was made aveilable to the
public, and the date on which the non-written disclosure occurred in public.
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70.10 Certgin Published Documents
Any published spplication or patent referred to in the report by virtue of
Rule 64.3 shell be mentioned as such and shell be sccompanied by an indication

of the date of publication, of its filing date, snd its claimed priority date (if eny).

Invespect of the pricrity date of eny such documient, the report may indicate that,
in the opinion of the Internations] Preliminary Examining Awhority, such date
hag not been validly claimed.
T0.11 Mention of Amendments

If, before the Intemnaticnsl Preliminary Examining Authority, amend-
ments have been made, this fact shall be indicated in the report. Where any
smendment has resulted in the cancellation of an entire sheet, this fact shall also
be specified in the report.
T70.12 Mention of Certain Defects

Ifthe Intemaional Preliminary Examining Authority considers that, at the
time it preperes the repost:

(i) the internstions! spplication contains any of the defects referred
to in Rule 66.2(s){iii), it shall include this opinion and the ressons therefor in
the report;

(ii) the international application calls for any of the observations
referred to in Rule 66.2(a)(v}, it may include this opinion in the report end, if it
does, it ehall elso indicate in the report the reasons for each opinion,

T0.13 Remarks Concernirng Unity of Invention

If the upplicant peid additional fees for the intemational preliminary
exarmination, or if the intemarional application or the intemational preliminary
examinstion was restricted mnder Asiicle 34(3), the report shall so indicate.
Furthermore, where the internstional preliminasy examination was carried out
an redricied claims (Anicle 34(3)e), or the main invention only (Article
34(3)(c)), the report shall indicate what parts of the intemnationsl spplication
were and what pans were not the subject of intemnational preliminsry examina-
tion,
70.14 Signatize

The repon ¢hall be signed by an authorized officer of the Intemational
Preliminary Exemining Authority.
70.15 Form

The physical requirements as to form of the report shall be prescribed by
the Administrative Instrucrions,
T70.16 Arnexes of the Report

If the claims, the description, or the drawings, were amended before the
Intemnations! Preliminsry Examining Authority, each replacement sheet under
Rule 66.8(s) shall be ennered to the repart. Replacemens sheets superseded by
later ¢ sheets &nd Jetters under Rule 66.8(a) shall not be annexed.
70.17 Languages of the Report and the Annexes

(8) The report snd any annex shell be in the lengusge in which the
international applicstion to which they relate is published,

(b) [Deleted]

Administrative Instructions Section 604
Gufdelines for Ezplanations Contained in the International
Preliminary Examination Report

Explanations undes Rule 70.8 shall clearly point cut to which of the three
criteria referred to in Article 35(2), taken separately, any cited document is
spplicable snd shall cleasly describe, with reference 1o the cited documents, the
reasons supposting the conclusion that any of the said criteria is or iz not
satisfied.

After examination of the international application, if
there are no negative statements and/or negative comments for
Form PCT/IPEA/408, then the only statement that will issue
from the International Preliminary Examining Authority will be
the Intemational Preliminary Examination Report (IPER).

The International Preliminary Examination Repor: is
established on PCT form PCT/IPEA/409.

ESTABLISHMENT OF THE INTERNATIONAL
PRELIMINARY EXAMINATION REPORT

Forms PTO/IPEA/409

1800-115

1 -1898.04(a)

The following identifying information will be placed on the
first page of the International Preliminary Examination Report,

- Form PCI‘/IPEA /409 and Transmittal Letter PCT/IPEA/416:

1i - usually the attorney’s address taken
from the front of the mtemauonal application file wrapper.
- this is the

applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refes-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

i icati - this is the 14 digit PCT

Iniemational Application Number
application serial number as stamped and typed on the intemna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

- this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Regeiving Office - this is the Office with which the interna-
tional application was filed, identified on the first page of the
Demand as RO/US, RO/BR, RO/BB, etc. This will normally be
the United States Receiving Office, identified as RO/US.

Priority Date Claimed - this is the date of an earlier appli-
cation of which the priority is claimed under PCT Rule 4.10.
This information is typed on the international application file
wrapper and can be found in Box VI of the Request (Form PCT/
RO/101).

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

BASIS OF REPORT

The International Preliminary Examination Report will be
established on the basis of any amendments, rectifications,
priority and/or unity of invention holdings and shall answer the
questions concerning novelty, inventive step and industrial
applicability for each of the claims under examination.

Amendments and/or rectifications

In completing form PCT/IPEA/409, the examiner should
first indicate any amendments and/or rectifications of obvious
errors taken into account in establishing the International Pre-
liminary Examination Report. The amendments and/or rectifi-
cations should be indicated by references to the dates on which
the amendments and/or rectifications were file<l. Amendments
and/or rectifications filed but not taken into account in the
establishment of the Report (e.g., an amendment not taken into
account because the amendment went beyond the disclosure of
the international application as filed or a rectification thatis not
considered to be merely a correction of an obvious error) are
then indicated separately. The replacement sheets (but not
replacement sheets superseded by later replacement sheets) or
letters cancelling sheets under PCT Rule 66.8(a) are included as
an annex to the Report,

The final Report package when sent to the PCT Branch for
mailing must include copies of all amendments and rectifica-
tions entered and any cover letters to those amendments.
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UNITED STATES
ITO INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY (PEA/S)
John Adams
2damg, Baker and Charlie
1200 Marina Drive
. NOTIFICATION OF TRANSMITTAL OF
Baltimore, Maryland 20820 INTERNATIONAL PRELIMINARY EXAMINATION REPORT
issued pursusnt o PCT Rale 71,1
DATE OF MAILING by the Iotemational Prelininary
Inscrfe NAME snd ADDRESS of the AGENT and if Exsenining Auhority
thiere i 0 sgem, of the APPLICANT APPLICANTS OR AGENT'S FILE REFERENCE
CMC=123

IDENTIFICATION OF THE INTERNATIONAL APPLICATION

Imemmional Applicszion Mo. Iveenpmiorsl Filing Date
PCT/US87/68888 06 July 1987 (06.07.87)
I Appiicant (Namic)

Columbia Marine Corporation

NOTIFICATION

The applicant is hereby notified that this International Preliminary
Examining Authority transmits herewith the international preliminary
examination zeport and its annexes, L{f any, established on the al~ve-

{dentified international application.

The attenticn of the applicant is drawn to the reminder contalned in
form PCT/IE/332, which he received from the Intermational Bureau,
eoncerning the time limits within which he must perform certain acts
before each elected Office.

A copy ¢f the report and its annexes, if any, has this same day also
been trensmitted to the International Bureau.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Addsess Only: huhorized Offices
Commisgioner of Paicrts end Traderarks m 0 B e
Washington, D . ] . :
ehingion, D.C. 20031 ATIN. IPEAD Stephen Decatur =Primary Examjiner

FORM PCT/BEA618 (Janvary 1685,
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PATENT COOPERATION TREATY
INTERNATIONAL PRELIAINARY EXAMINATION REPORT
beplicante or Agerts Fie Raference
HOENTIRCATION CF THE INTERNATIONAL ADPLICATION CMe-123
usrationsl Applcuion No. tnmasional Fling D
PCT/US87/88888 06 July 1987 (06.07.87)
Fecaiving Officn Priory Oaia Claimad
RO/US 15 July 1986 (15.07.86)
Agplicent (Naa)
Columbia Marine Corporation

GASIB OF REPORT

Authortry In resse of Sre cigima, S deacrigion mmmnmmmnm-m»mmm
e[ Tris reporthes boen estbished on te basis of the blowng epphcaion docLMeNts:

O ¢ meesion documens sa fled

68 descrosonpeges 1=20 es originally fied
dancrpon, peges ko it your bomes of
gerpton,peges . .. . Bad with your leter of
GescTEON08E Glod vt your tatr of
aav{s) 1.7 N W— asoignalyfles
camis) 9 and 10 tedwnyownwer 15 _February 1988
carnis) Al=13 sedwibyourisawel 14 _Auguet 1988
carnis) e Slod wit you leter of
O coerge.nrny 1=4 a8 originally Hled
drpwrep. vonhy. Biod with yous latier of

6 [ Theamendmenss resess in 6w cancsliaton of b lolowrg 6eot: pages 21 and 22

mmmmnmwnm-m

2. PRIORMY?

a. Thigregontvas been estblohed ag no prodiy hes been caimed dus 1o 1w iure B kamieh within fhe prescibed tme it the requested:
[ eopyof ewetrber appicatonw 260 pricsily has boen ciaimad.

[ wansiston ol 6w eaflar application whoes proty has bish daimed,

6.€  This sepont nes been establiohad @ i 6o priarily has Ben amed tue 10 the fact at 18 priceily claim has been found Invalid.
Thus, for 6o purpoes of 11is report, e namatons) Bing dae ndcaisd above 8 contidensd B be the Rievan da®.

1. BMENDVENTS ANDIOR FECTFICATIONE' * - The emandmens wvi/or rectifications mede befor Vs insmatonal Preliminasy Exemining

e This regort has boen esttblshed 88 If o amendments vvicated on 11 exire eheel have not been made, ende, iy 1he reesons indicated,

'MWMUQmmmmumlvrmdNurmmmanboﬂmemmdoﬁmswimm
the €m0 brit aogtable under PCT Arddie 39(1).

Eorm PCTIPEAKGS (fre! oon) (Sepwary 1980)
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2
Pee— PCT/USB7/88888

BASE QF REPOAT Cordrunt)
3. URETY OF INVENTION ? Ve biernedieng epplication does el camply with ¥ rguirernent of unity of invantion.

a  Ihrespone tB en Pniien B i o pay eddional teee be apglicars has:
1 resticesd the clirma.
[ peid esdione toss.

[0 peid additensl fees undsr promer. Where requstied by e epplicare, 9w tee of he prowest Wgether with he desision sien hareon
e annaned 1 Gig rpar.

& neither conwictnd nor paid eddnonad foss.

b No invitetion hes been issued. The opinion of tia Inemationsl Prelevirary Eamrnining Authorty I that the inarmadional spglication
@06 et comply with Bw reguirement of unity of invention for the fxfiowing reabens. (6pecify)

Congeoueriy, s inlowng parts of te inernations) epplication wer 58 abpe of nemational preliminay examinglion
5 eatbhshing s ragort

2 wipes.
0 e pers relatng © 0w resdicd s, SetindamsNae________ .
CE i pars rotatrg o tsa main inventon, anle cims hos,_3 ¢ 5 &nd 9 to 13,

4. HON-ESTABLISHMENT OF REPORT ON QUESTUONS OF NOVELTY BOENTIVE ETEP OR INDUSTRIAL APPLICABILITY?

The questions of whethar (e ciaimed invenion eppears © be novel, © Pwoive &) FVertve §@p of 12 b6 industrally applicable have ot for
€18 reasons ndicaled been gene B R regpeci ol

e[ theeweinemsons eppheation

b7 caimsNos
fior the (olowieg NASONS:

{7 Sedinematonsl epplicaion,or saidclaimetion, ______relats © e loliowing subject mener which dose ratreguine n
vematonal prelminary Guasminglion. {specdiy)

T3 The cescription, caima, or Grawings (INGCE ol element) or emd Bams Nes.__________ 676 80 Uncieer et ro Meaningful
Opirisn coust be formed.

] Eom,ammm. @0 60 NGSeGUEN GuERIYG by 1o descriplion al ne meeninglul 6piion coud

Gaid clairne Hos e dependent dlaims 6nd Bse net drefiad m Becordance with o second end third sertnces of PCT

Ruds 6.46(8).

s:mmmwmuwma-m1w Gan raten On SIBARENYEG Shasl
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Page..3 PCT/US87/88888

CLABSIRCATION OF SUBJECT MATTER (4 soviral clessifioetion symbsis epply, Indicate ell)®

Aocurdigg v insmagonal Passrs ClassiScadon (PC) or 1 both Nasonsl Classificaiion and 1°C
IPC* B 63 B 25/02 // B 63 H 25/04
U.S. Cl. 114/144C

REASOMED STATEMENT AS TO CLAKS UEETRIO CRITERIA OF HOVELTY (), BIVENTIVE
S50 BDNBTRIAL APPLICABILITY AP AND CITATIONSY moug"umm-m o
GUPPORTENG GUCH CTATEMENT

CLAM | STATEMENT
NUVEER | (CRITERW) CITATIONS AND EXPLANATIONS

4,5, | Yes(N)| Claims 4, 5, 9 and 10 meet the criteria of PCT
9,10 | Yes(IS] Article 33(1) because the combination claimed
ves (In] consisting of a sailboat with & rudder positicon«
ed forward of the keel and a wind controlled
vane electronically connecting the forward
rudder and the wind vane to maintain course
direction within 2 degrees of the desired
course is not shown in the prior art.

Hew citation
UsS, A, 1,846,458 ROBINSON, 23 February 1932,
(23.02.32) (See figures 2 and 4)

1l= |Yes(N) Claims 11-13 lack an inventive step under PCT
13  |Yes(Ia)! Article 33(3) as being obvious over DAW in view
Mo (Is) of ROBINSON. To control the forward rudder of
pDaw with & wind vane located at the opposite
end of the sailbcat as in ROBINSON would not
involve an inventive step.

Form PCTIPEALD (oovdrudinn ehesl (Jaruesy 18886 Gue roims GR ELODNRENING thest
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*=4-  per/uss7/8sses
NON-WHITTEN CIBCLOBURES ®
Kind € Non Writion Disciosusre Dt of Wrlton Daclogurs efaning o he Dase of Non Whitien Disclosurs

CERTAM FUBLISHED BOCUMENTS®

AppleetonPaient De of Publication Filling Date

Pricrity Dase (Valid Claim)

mmmummmmmn&“

Tha ieligeing delecas i Be o or aruis o G epralnng spgicasen have been nowd,

Page 5, line 8, ®victor® should be ®vector”.

boom.

In figure 2 of the drawings, the lead line for reference
numeral 6 should be directed to the tiller rather than the

CERTAN OEBERVATIONS ON THE INTERMATIONAL APPLICATION 2

By 610 deecipion have been rowd.

The foliowing cheervatons on e ey of T claime, deacriplion, and Grawings & on the Guastion whather the deing ere hully supportad

CEATIFICATION

Oete Demand Submitiad

Dam of Complation of 60 Insmations Prelimingry Examinetien Report
10 February 1988 (10.02.88) 10 October 1988 (10.10.88)

{ntgrnasona Prelminasy Enamining Authorty Signanze of Auhortzed

IPEA/US Stepﬁén Decatur-Primary Examin%r

Fam PCTAPEAMOD (1t shesf) (Janussy $CE5)
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Priority

. IftheReportisestablished asif the priority clazm contained
n the Request of the international application had not been
made, it shall so indicate. This will occur in the event that the
applicant has failed to comply with the invitation to furnish
cither (1) a copy of the earlier application whose priority has
been claimed, or (2) a translation of the earlier application,
where the priority claim has been found invalid (PCT Rule 17),
or where the priority claim has been withdrawn.

Unity of Invention

If the applicant has paid additional fees or has restricted the
claims in response to an invitation to do so or if the applicant has
failed to respond to the invitation to pay additional fees or
restrict the claims, the Intemnational Preliminary Examination
Report shall so indicate. The examiner should place the indica-
tiongon Boxes 3(a) and (b) of the supplemental sheet, indicating

(a) the claims have been restricted,

(b) additional fees have been paid without protest

(c) additional fees have been paid by the applicant
under protest

(d) the applicant has neither restricted the claims nor
paid additional fees

(e) the examiner was of the opinion that the interna
tional application did notcomply with the requirement
of unity of invention but decided not to issue an invita
tion to restrict the claims or pay additional fees.

In addition, if the examiner is examining less than all the
claims, the examiner must indicate on Box 3(c) which parts of
the international application were, and which parts were not, the
subject of international preliminary examination.

In the case where additional fees were paid under protest,
the text of the protest, together with the decision thereon, must
be annexed to the Report if the applicant has so requested.

Where an indication has been given under item (€) above,
the examiner must aiso specify the reasons for which the
international application was not considered as complying with
the requirement of unity of invention.

NON-ESTABLISHMENT OF REPORT REGARDING ALL
OR PART OF THE APPLICATION ON QUESTICNS OF
NOVELTY, INVENTIVE STEP OR INDUSTRIAL
APPLICABILITY

Indications that a Report has not been established on the
questions of novelty, inventive step or industrial applicability,
either as to some claims or as to all claims, are given in item 4
on the su tal sheet of the Report. The examiner must
specify that the Report has not been established because:

(a) the application relates to subject matter which does not
require international preliminary examination;

(b) the description, claims or drawings are so unclear that
no meaningful opinion could be formed;

(c) the claims are so inadequately supported by the descrip-
tion that no meaningful opinion could be formed.

Where the Repost has not been established in relation to
centain claims only, the claims affected must be specified.

1800-121
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CLASSIFICATION OF SUBJECT MATTER

. The classification of the subject matter shall be either (1)
that given by the International Searching Authority under PCT
Rule 43.3, if thc examiner agrees with such classification, or (2)
shall be that which the examiner considers to be correct, if the
examiner does not agree with that classification. Both the
International Patent Classification (JPC) and the U.S. classifica-
tion should be given. This classification is placed on the top of
the Continuation Sheet.

REASONED STATEMENT AS TO CLAIMS MEETING
CRITERIA OF NOVELTY, INVENTIVE STEP, AND IN-
DUSTRIAL APPLICABILITY AND CITATIONS AND
EXPLANATIONS SUPPORTING SUCH STATEMENT

The examiner must indicate on the Continuation Sheet
whether each claim appears to satisfy the criteria of novelty,
inventive siep (non-obviousness) and industrial applicability by
placing the words “YES” or “NO” in the column labeled
“Statement”/(Criteria). The determination or statement should
be made on each of the three criteria taken separately. The
determination as toany criteria should be negative if the criteria
as to the particular claim is not satisfied. The examiner should
always cite documents believed to support any negative deter-
mination as to novelty and inventive step. Any negative holding
astolack of industrial applicability mustbe fully explained. The
citation of documents should be in accordance with Administra-
tive Instructions Section 503.

Explanations should clearly indicate, with reference to the
cited documents, the reasons supporting the conclusions that
any of the said criteria is or is not satisfied, unless the statement
is positive and the reason for citing any document is easy to
understand when consulting the document. If only certain
passages of the cited documents are relevant, the examiner
should identify them, for example, by indicating the page, col-
umn or the lines where such passages appear.

NON-WRITTEN DISCLOSURES AND/OR
CERTAIN PUBLISHED DOCUMENTS

If the examiner has discovered or the Interational Search
Report has cited, a relevant document which refers to a non-
written disclosure, and the document was only published on or
after the relevant date of the international application, the
examiner must indicate at the top of the last sheet of the
Intemnational Preliminary Examination Report:

(i) the date on which the document was made available
to the public;

(ii) the date on which the non-written public disclosure
occurred.

The examiner should also identify any published applica-
tion or patent and should provide for each such published
application or patent the following indications:

(i) its date of publication;
(ii) its filing date, and its claimed priority date (if any);

The Report may also indicate that, in the opinion of the
Intemnational Preliminary Examining Authority, the priority
date of the document cited has not been validly claimed (PCT

Rule 64.3).
Guidelines explaining to the examiner the manner of indi-
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becited in the Intemanonal Ptehzmnary Exa:mnauon Reportas
well as the manner of indicating the claims to which the
documents cited in such Report are relevant are set forth in Ad-
mmlsu-atwe Insuucuan Section 507(c) (@), and (e). -

CERTAIN DEFECTS IN THE INTERNATIONAL
APPLICATION AND OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

If, in the opinion of the examiner, defects exist in the form
or conients of the international application, the clarity of the
claims, the description, and the drawings, or the question
whether the claims are fully supported by the description hasnot
been suitably solved at the prescribed time limit for establishing
the Intemational Preliminary Examination Report, the exam-
iner may include this opinion in the Report and if included, must
also indicate the reasons therefor.

CERTIFICATION

When completing the certification of the Report, the exam-
iner must indicate the date on which the Demand for Interna-
tional Preliminary Examination was submitied and the date on
which the examiner completed the Report and the name of the
International Preliminary Examining Authority.

These last mentioned items may either be completed when
including the other data or when completing the certification.
Every International Preliminary Examination Report must be
signed by a Primary Examiner.

1898.04(c) Time Limit for Preparing Report
(R-§]

PCT Rule 69
Time Limft for Iaternstionst Preliminasry Examinetion

69.1 Time Limit for International Preliminary Examination

(2) The time limi2 for establishing the internationsl preliminsry examing-
tion seport shall be:

(i) 28 months from the priority date if the demand was filed prior to
the expiraticn of 19 momhs from the priority daze;

(ii) nine months from the start of the intemational preliminary
examination if the demand was filed after the expiration of 19 months from the
priority date.

(b) International preliminary examination shall stert upon receipt, by the
International Preliminary Examining Auwthority:

(i) under Rule 62.2(a}, of the claims ag emended under Anicle 19,01

(i) under Rule 62.2(b), of anctice from the Intemationel Buresu that
nio amendments under Article 19 have been filed within the prescribed time
lisnit or that the spplicant has declared thas e does not wish to make such
smendments, or

(iii) of a notice, afier the intemnational search repost is in the
possession of the Intemations] Preliminery Examining Authority, from the
applicent expressing the wish that the intermnationad preliminary examination
should start end be direcied to the clsims as specified in such aotice, of

(iv) of 8 notice of the declaration by the Intemationsl Sesrching
Authority thet no intemational search report will be established (Article
17(2)(a)).

(c) If the competent Intemational Preliminary Exemining Authority is part
of the seme nistionsl Office or intergovemmental ceganization as the competent
Intemational Searching Authority, the intemational preliminary examinstion
may, if the Intemetional Preliminary Examining Auwhority so wishes, stast st the
same time as the intemationsd search. In such & case, the intemational prelimi-
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nery examination report shall be established, notwithstanding the provisions of
parsgraph (8), no lster then six months afier the expiration of the time limit
allowed under Asticle 19 for amending the claims.

1898.04(d) Trausnii"t_tial of the International
~ Preliminary Examining Report [R-5]

PCT Article 36
Transmittal, Trendlation, and Communication, of the
Internstionat Preliminary Exsmination Report

(1) The intemational preliminary examination repost, together with the
prescribed annexes, shall be transmitted to the applicant and to the Intemational

Bureau.
e

FCT Rule 71
Transmlitial of the Internationsal Preliminary Examinstlion

Report

71.1 Recipients

The Intemational Preliminary Exemining Authority shail, on the same
day, trensmit one copy of the intemational preliminary examination report and
its annexes, if any, to the Imemational Bureau, and one copy to the agplicant.
71.2 Copies of Cited Documents

(2) The request ender Asticle 36(4) may be presemted any time during
seven years from the internationsl filing date of the intemational application 1o
which the report relates.

(b) The Intemational Preliminary Examining Authority msy require that
the party (applicant or elecied Office) presenting the request pay to it the cost
of preparing and mailing the copies. The level of the cost of preparing copies
sghall be provided for in the agreements referred 1o in Anicle 32(2) between the
Intemnations! Preliminary Exsamining Auvthorities and the Intemationsl Buresu,

(c) Any Imemational Preliminary Exemining Authority not wishing to
send copies direct 1o any elected Office chall send @ copy to the Intemnational
Bureau and the Intemationsl Baresu shall then proceed e provided in pare-
graphs (2) and (b).

(d) Asy Intemationa] Preliminasy Exemining Authority may pedform the
obligations refesved 1o in (2) to (c) through another sgency responsible 1o it.

Thefollowing identifying information will be placed on the
top of the first page of Form PCT/IPEA/416:
icant” 's Fi - this is the

applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

i icati - this isthe 14 digit PCT

Internagional Application Nymber
applicazion serial number as stamped and typed on the applica-
tion file wrapper and may also be found on the first page of the

Demand, Form PCT/IPEA/401.
- this is the filing date prinied on

International Filing Date
the application file wrapper and may also be found on the first

page of the Demand, Form PCT/IPEA/401.
- this ig the first named applicant as set

Applicant (Name)
forth on the application file wrapper and may alsc be found in
box II of the Demand, Form PCT/IPEA/401.

AUTHORIZED OFFICER

Form PCT/IPEA/416 must be signed by a primary exam-
iner.
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1898.04(e) Translations [R-5]

PCT Article 36
Transmitial, Translation, and Communication, of the
Internationel Prellminary Examination Report
eeees

(2)(w) The intemational preliminary examination report and its sznexes
ehall be translated into the prescribed languages.

() Any translation of the said repost shall be prepared by or under the
responsibility of the Intemational Bureso, whereas eny translation of the eaid
ammexes shall be prepared by the spplicant.

REXER

PCT Reule 72
Transiation of the International Preiiminary Examination
Report

Te.1 Languages

(e) Any elected State may require that the intemnational
examinmion repor, extablished inany lsngnage otherthen the official language,
amddwdﬁculhnguagu,dmmﬂomu be translsted into English,
French, German, Jspuncse, Russisn, or

m)wmmmmumwmmmm
which dhell publish it in the Gazelte,
T2.2 Copiss of Transtations for the Applicant

‘The Imernutional Buresu shell trensmis & copy of esch translation of the
internations] preliminsry exemination report to the applicant & the same time
8 i communicates such transistion to the iserested elected Office or Offices.
723 Observations on the Translation

‘The applicant mey make wrilten observetions on what, in his opinion, are
errors of trndlaiion of the intemamions] preliminery examination report end
ghall sead e copy of any uch cheesvation to each of the interested elecied OF-
fices and 8 copy to the Intemationsl Borese.

1898.04(f) Confidential Nature of the Report
[R-§]

PCT Article 38
Ceufidential Nature of the International Prellminary
Ezemination

(1) Neither the femational Buresn nor the Intemations] Prelininary
Ezsmining Authority ehell, unless requested or suthorized by the spplicent,
sllow access within the mesning, end with the proviso, of Article 30(4) 1o the
file of the itesnationsel preliminary exemination by any person or euthorizy at
eny time, except by the elected Offices once the intemationsl preliminary
exgmination report has been established.

(2) Subject to the provisions of peragraph (1) and Articles 36(1} and (3)
and 37(3)(b), veither the Internstional Buresn nor the Intemnstionsl Preliminary
Enenining Authority shall, unless requested or suthorized by the spplicant, give
informetion on the issuance or non-iseusnce of an international preliminary
enuminaion report and on the withdrewel or noawithdrawel of the demand or

of eny election,

1898.05(a) Withdrawal of Demand or Election
[R-§]

PCT Articie 37
Withdrawal of Demand or Election

(13 The spplicamt may withdraw gny or eff elections.

(2) If the election of afl elected Staes is withdrawn, the demand shall be
congidered withdravwn.

(3¥(a) Any withdrawel shall be notified to the Intemational Buresu.

(b} The elecied Office concerned end the Intemational Preliminary
Examining Authority concerned shall be notified accordingly by the Intemna-
tional Buress.

{4)(») Subject 1o the provisions of subparagraph (b), withdrawal of the

1800-123
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demand or of the election of a Contrecting State shall, unless the national law
oﬁhuSmcpmvndcsod)erwue.beeonndemdwbewxﬂadmwd ofl.hemteml
tional spplication a3 far a5 that State is concerned. '

(b) Withdrawal of the demend or of the election chell not be considered
to be withdrawal of the intemationel application if such withdrawal is effected
prior o theexpiration of the applicible time limit under Anicle 22; however, eny
Contracting State may provide in its nationel law that the aforesaid shell apply
only if its national Office has received, within the ssid time limit, & copy of the
international epplication, together with & trenslation (as prescribed), and the
national fee.

PCT Rule 75
Withdrawsl of the Demand, or of Electlons

75.1 Withdrawals

(a) Withdeawal of the Demand or all the elections may be effected
prior to the expiration of 30 months from the priority date except 26 to any
elected State in which national processing or exemination has already siaried.
Withdrawal of the election of any elected State may be effected priortothedate
on which examination and processing may start in that Swute.

(b) Withdrawal shall be effected by a signed notice from the epplicant to
the Intemational Buresu. In the case of Rule 4.8(b), the notice shall require the
signature of all the spplicants.

75.2 and 75.2 [Delesed]
T5.4 Faculty under Article 37(4)(b)

(a) Any Contracting State wishing to take advantsge of the faculty
provided for in Anicle 37(4)(b) shall notify the Intemnations! Buresn in writing

(b) The notification under paragraph (s) ehell be prompely publiched by
the Intemnationsl Bureau in the Gazette, and shell have effect in respect of
intemational applications filed more than one month afier the publication date
of the relevant issue of the Gazette.

Admlnistrative Instructions Section 606
Cancetllatlon of Elections

The Intemational Preliminary Examining Authority shall, if the election
is in the demend, cancel ex officio the election of any Stste which is not 8
designated State or which is not bound by Chepter I of the Tresty, shall enclose
thet election within square brackets, shall entsr, in the margin, the words
“CANCELLED EX OFFICIO BY IPEA" or their equivelent in the Ianguage of
publication of the internetional spplication, and shall notify the applicant sc-
cordingly.

Any withdrawal of the demand or any election must be
sent to the International Bureau.

1898.06(a) Receipt of Notice of Election by the
Patent and Trademark Office [R-5]

PCT Rule 61
Notificatlon of the Demand and Electlon
L2021
61.2 Natification to the Elected Offices

(2) The notification provided for in Article 31(7) shall be effected by the
Intemational Busesy.

(b) The notificstion shall indicate the number end filing date of the
intemational spplication, the name of the epplicant, the name of the receiving
Offiice, the filing date of the application whose priority ie claimed (where
priority is claimed), the date of receipt by the Intemationel Preliminary Exem-
ining Authority of the demand, end - in the case of lster elections - the date of
reczipt by the Intemational Buresu of the later election.

(c) The nictification shall be gent to the elected Office prompily afier the
expiration of the 18th month from the priority dste, of, if the intemstional
preliminary exsmination report is communicated esrlier, then, at the geme time
as the communication of that report. Elections effected afier such notification
shall be notified promptly after they have been effecied.

61.3 Information for the Applicant

The Intemational Buresu shall inform the applicant in writing thet it has
effecied the notificstion referred to in Rule 61.2. Al the same time, it shall
indicate to him, in respect of each elected State, any epplicable time limis under
Asticle 39(1)(b).

Rev. §, July 1987
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“All notices of election are réceived by the PCT Division
from the International Bureau. The PCT Division prepares the
appropriate records of the. elecuon and places the paper in
storage with the communicated copy of the mternauonal apph-
canon u’*ul the nanoml stage is. entered

1898. 06(b) Recelpt of the International
Preliminary Examination Report from
the International Bureau [R-5]

PCT Article 36
Tranemittal, Translation, and Communication, of the
Internationzi Preilminary Exemination Eepeort

L2244

(3)(e) The international preliminary examination report, together with its
wranslution (as prescribed) end its annexes (in the original language), shall be
communicated by the Internationsal Bureau to each elected Office.

Tt -
PCT Rule 73
Communlication of the International Preliminary Examination
Report
73.1 Preparation of Capies
The Intemstional Buresu shall prepare the copies of the documents to be
communicated under Asticle 36(3)(a).

73.2 Time Limit for Communication
The communication provided for in Anticle 36(3)(a) shall be effected as

prompily as possible.

The International Burean will forward to the Patent and
Trademark Office copies of all International Preliminary Ex-
amination Reporis in international applications in which the
United States of America has been elected. The Reports are
processed by the PCT Division and are forwarded for national
processing when the requirements for entering the national
stage have been fulfilled.

1898.07(a) Entering the National Stage under
Chapter II [R-5]

PCT Article 36
Transmittal, Translation, and Communication, of the
International Preliminary Examination Report
SHBkGE
(3)(b) The prescribed translation of the annexes shall be transmitted
within the prescribed time limnit by the applicant 10 the elected Office.

L2227

PCT Article 39
Copy, Translation, aud Fee, to Elected Offices

(1)(a) If the election of any Contracting State has been effected priortothe
enpiration of the 19th month from the priosity date, the provisions of Article 22
shall not apply 10 such State and the spplicant shall furnish a copy of the
intemational gpplication (unless the commiunication under Article 20 hes
ready taken place) end a translation thereof (as prescribed), and pay the
nusional fee (if any), to each elecied Office not Iater than at the expiration of 30
months from the priority date.

(b) Any nationsl faw may, for performing the acts refesred to in subpara-
graph (a), fix time limits which expire later than the time limit provided for in
that subparagraph.

(2) The effect provided for in Arnticle 11(3) shall cease in the elected State
with the seme consequences as the withdrawal of any national application in that
State if the spplicant fails to perfonm the acts referred to in paragraph (1)(a)
within the time limit applicable under paragraph (1)(a) or (b}

Rev. §, July 1967
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(3) Any elected Office may maintain' the effect provided for in“Asticle
11(3) even where the applicent does not comply with the requirements provided
for in paragraph (1)(a) or (6). . o

. PCTRele74

Translation of Annexes of the lnternatlonal Prellmlnary

Examination Report and Transmitta) Thereof

74.1 Contents of Translation and Time Llnul for Transmittal Tlureof

Where the fumishing of a lmnslauon of the intemational application is
required by the elected Office under Anticle 39(1), the applicant shall, wethin the
time limit applicable under Anticle 36(1), transmit a translation of any replace-
ment sheet referred to in Rule 70.16 which is annexed o the intemational
preliminary examination report. The same time limit shall apply where the fur-
nishing of & translation of the international application to the elected Office
must, because of a declaration made under Article 64(2)(a)(i), be effected within
the time limit applicable under Article 22.

The statutory requirements for entering the national stage
in the United States are set forth in 35 U.S.C. 371.

>37 CFR 1.495 Entering the natlonal stage in the United States
of Amerlcs as an Elected Office

(a) Where &8 Demand has been filed with an sppropriste International
Preliminary Examining Awthority and not withdrewn by the expiration of 19
months from the priority date, the applicent must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in paragraph (b) and (c) of this
section in order 1o preveat the sbandonment of the intemationsl application as
to the Unites States of America. Intemational applications for which those
requirements are timely fulfilled will enter the national stage and obtain an
examination as to the patentability of the invention in the Unites State of Amer-
ica.

(b) The spplicant shall furnish to the United States Patent end Trademark
Office not later than the expiration of 30 months from the priority date

(1) a copy of the intemational application, unless it has bzen previously
communicated by the International Bureau orunless it was originally filed inthe
United Ststes Patent and Trademark Office;

(2) a translation of the intemational application into the English langusge,
if it was originally file in anctner language;

(3) the basic nationa fee (see §1.492(s)); and

(4) an oath or declaration of the inventor (see §1.497).

(c) The applicant may fumish any required English trenslation of the
intemational application, the basic national fee and the oath or declaration of the
inventor after 30 months but not later than the expiration of 32 months from the
priority date. The payment of the processing fee set forth in §1.492(f) is required
for acceptance of an English translation later than the expiration of 30 months
after the priority date. The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor later than the expiration of 30 months after the priority date.

(d) A copy of any amendments to the claims made under PCT Anticle 19,
and a translation of those amendments into English, if they were made in another
language, must be furnished not later than the expiration of 30 months from the
priority date. Amendments under PCT Anticle 19 which are not received by the
expiration of 30 months from the priority date will be considered to be cancelled.

() A transiation into English of any annexes to the intemational prelimi-
nary examination report, if the annexes were made in another langusge, must be
furnished notlaterthan the expiration of 30months from the priority date. Trans-
lations of the annexes which are not received by the expiration of 30 moaths
from the priosity date may be submitted within 32 months from the priority date
accompanied by the processing fee set forth in §1.492(f). Translations of the
anneses which are not timely received will be considered to be cancelied.

(e) Verification of the transiation of the intemational application or any
other document pertaining to an international application may be required
where it is considered necessary, if the intemational applicatior. or other docu-
ment was filed in a language other than English.

(f) The documents submiued under paragraphs (b) and (c) of this section
must be clearly idemified as a submission 10 enter the national stage under 35
U.S.C. 371, otherwise the submission will be considered as being made under
35US.C.111.

(g) Thetime limits set out in paragraphs (b), (¢), (d) and (e) of this section
may not be extended pursvant to §1.136 or otherwige.
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raay fixt be extended pursuent to §1.136 ce ctherwise. . . -

ﬁ)Ammmuonalapﬂwmbecm:bnndonedn wmeUmtedSuus
BOmmdufmmthepnomydnelfloopy&xhcmtcmauonalapphcauonumt
comsaumnicated to the Patent and Trademard Office prior to 30 months from the
priority date and & Demand for Intemstionsl Preliminary Examination which
elected the United States of Americs has been filed prior io the expiration of 19
mendhs from the priority date. If a copy of the intemationsl application is com-
municaled within 30 months to the Pates and Tredemark Office, an interna-
tional applicstion will become shandoned as to the United States 32 moaths
from the priority date if the required Englich uanslation(s), fees and oath or
declarstion under 35 U.S.C. 371(c) are not filed within 32 months from the
priozity date.<

>1.497 Qath or declaration vnder 35 U.S.C. 371(c)(4).

(z) When an applicant of an intemastional application, if the inventor,
desires to enter the national stage under 3§ U.S.C. 371 purmant 10 §1.494 or
§1.495, he or she must file &+ sath or declaration in accordance with §1.63.

) If the intemnationsl ag)hcaum was mede as providedin §1.422, 1.423
or 1.425, the applicant shall state his orher relstionship to the inventor and, upon
information and belief, the facts which the iventor is required by §1.63 to
agie.<

See also MPEP § 1890 for fees and explanation of require-
ments.

1898.07(b) National Stage Amendments [R-5]

L ]

PCT Article 41
Amendment of the Clalme, the Description, and the Drawings,
before Elected Offices

(1) The applicant shall be given the cpportunity to emend the claims, the

iption, end the drawings, before each elecied Office within the prescribed
tme limie. Ko elected Office shell grant & patem, or refuse the grant of a patent,
before such time limit has expired, excepe with the express consent of the
epplicant.

(2) The amendments shall not go beyond the disclosure in the international
applicstion es filed, unless the national law of the clected State permits them to
go beyond the seid disclosure.

(3) The smendments shall be in accordance with the national law of the
elected Siate in all respects notpmvzdedfozm this Tresty and the Regulations.

(4 Where en elected Office requires a translation of the internationel
application, the emendments shall be in the language of the translation.

PCT Articie §2
Results of Natlonel Examiration in Elected Offices
Ko elected Office receiving the inzemational preliminary examination
seport may require that the applicant fumish copies, or information on the
contents, of any papers connected with the examination relating to the same
international spplication in any other elected Office.

PCT Rule 76
Copy, Transiation and Fee under Article 39(1); Transiation of
Priority Document

76.%, 76.2 end 76.3 [Deletedf
76.4 Time Limit for Translation of Priority Document

The gpplicant shall not be required to fumish 1o any elected Office 2
cesified iranslation of the priority dacument before the expiration of the
applicable time limit under Anticle 39.
76.5 Application of Rules 22.1(g), 49 and 51%°

Rales 22.1(g), 49 and S1bis shall apply, provided that:

(i) eny refesence in the said Rules to the designated Office or to the
designated Stae shall be consirued as a reference to the elected Office or to the
elected State, respectively;

(ii) any refesence in the said Rules to Anicle 22 shall be construed
as a reference to Asticle 39(1).

(iif) the words “international applications filed” in Rule 49.1(c) shall
be replaced by the words “a demand submited.”

PCT Rule 77
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Faculty under Article 39(1)(b)
71.1 Exercise of Faculty . :
. (e) Any Contrscting State allowmg aume hmnexpmng htenhamhetune
hmttpmv:deo foria Amcle 39(1)(-) shell notify the Imemauonal Bumu of the
time limit so fixed. ‘

(b) Any notification received by the Intemational Bureau underpangmph
(a) shall be prompily published by the International Buresn in the Geazete.

(c) Notification conceming the shortening of the previously fixed time
limit shall be effective in relation to demands submiited after the expiration of
three months computed from the date on which the notification was published
by the International Buresu,

(d) Natification concerning the lengthening of the previously fixed time
limit shall become effective upon publication by the Intemationsl Burexu in the
Gazette in respect of demands pending at the time or submiited afier the date of
such publication, or, if the Contracting State effecting the notification fixes
some Jater date, as from the latter date.

PCT Rule 78
Amendment of the Clalms, the Degcription, and the Drawings,
before Elected Offices
78.1 Tirne Limis Where Election I's Effected prior to Expiration of 19 Months
Jrom Priority Date.

(8) Where the election of any Contracting State is effected prior to the
expiration of the 19th month from the priority date, the applicant shall, if he so
wishes, exercise the right under Article 41 after the transmiital of the interna-
tional preliminary examination report under Article 36(1 Yhas been effected and
before the time limit epplicable under Article 39 expires, provided that, if the
said transmiftal hes not taken place by the expiration of the time limit applicable
under Arnticle 39, he shall exercise the said right not later than on such expirstion
date. In either case, the applicant may exercise the seid right at any time if so
permitted by the national law of the said State.

(b) In any elected State in which the national law provides that the
examination starts only on special request, the national law may provide that the
time Jimit within orthe time at which the applicant may exercige the right under
Anicle 41 shall, where the election of any Contracting State is effecied prior to
the expiration of the 19th month from the priority date, be the same &s that
provided by the national law for the filing of amendments in the case of the
examination, on special request, of national applications, provided that such
time limit shall not expire prior to, or such time shall not come before, the
expiration of the time limit applicable under Article 39,

78.2 Time Limit Where Election Is Effected after Expiration of 19 Months from

Priority Date

Where the election of any Contracting State has been effected after the
expiration of the 19th month from the priority date and the applicant wishes to
make amendments under Article 41, the time limit for making amendments
under Asticle 28 shall apply.
78.3 Utility Madels

The provisions of Rules 6.5 and 13.5 shall apply, mutatis mutandis, before
elected Offices. If the.slection was made before the expiration of the 19th month
from the priority date, the reference to the time limit applicable under Article 22
is replaced by a reference to the time limit applicable under Article 39.

Under §§ 1.494 and 1.495, applicants must indicate on all
application papers filed for entry into the national stage in the
United States under 35 U.S.C. 371 that the filing is being made
under 35 U.S.C. 371. Otherwise the application papers will be
treated under 35 US.C. 111.

37 CFR 1.492(a)(4) and 1.496(b) provide for a substan-
tially reduced national fee and special procedure, respectively,
where the application has satisfied the requirements of novelty,
inventive step (non-obviousness) and industrial applicability
before the United States International Preliminary Examining
Authority as to the identical claims which are in the application
at the national stage in the Patent and Trademark Office.
Amendments during subsequent prosecution will only be per-
mitted in response to an examiner's rejections or objections.
Thus, no new claims are permitted. Therefore, most of such
cases will require little or no prosecution to satisfy the require-
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ments for patontability.

The Patent and Trademark Office considers the interna-
tional application pending as to the United States where it has
been designated until the 22nd month from the priority date and
0o Demand for International Preliminary Examination has been
filed prior to the expiration of the 19th month from the priority
date and pending until the 32nd month from the priority date if
a Demand for Intemnational Preliminary Examination which
elected the United States of America has been filed prior to the
expiration of the 19th month from the priority date, provided
that a copy of the international application has been communi-
cated to the Patent and Trademark Office within 20 or 30 months
of the priority date respectively. If a copy of the international
application has not been communicated to the Patent and
Trademark Office within the 20 or 30 month period, respec-
tively, the international application becomes abandoned as to
the United States 20 or 30 months from the priority date
respectively. These periods have been placed in the rules as
paragraph (h) of §1.494 and as paragraph (i) of § 1.495. A
continuing application under 35 U.S.C. 365(c) and 120 may be
filed anytime during the pendency of the international applica-
tion,

1898.07(c) Unity of Invention during the
National Stage [R-§]
37 CFR 1.499 Unity of invention during the national stage.

(e) An internations! spplication which has entered the national sisge by
meeting the requirements of 35 U.S.C. 371 will be considered to have unity of
imvention if the cleims are in sccordance with PCT Rule 13 (see §1.475(0).

(b} An epplicstion in the national stage conlsining claime to different
categories of invention will be considered to haveuaity of invention if the claims

are drawn only 10 one of the cambinations as set forth in PCT Rule 13.2 (sce

§1.475(1)) or 1o the combination of

(1) & product end a process for the mennfacture of said product or

(2} & product end e process of use of said product.
¥ an spplication containg cleims 1o more or less then one of the combinations
of categories of invemion set forth in PCT Rule 13.2 (see §1.475(H) or
combingtion ses forth in peragraphs (b)(1) and (2) of this section, unity of
invention may not be present.

(c) If an application in the nstional stage containg claims to 8 category of
invention in eddition tothose categories included in eny one of the combinstions
specified in paragraph (b) of this section, lack of unity of Invention may beheld
beiween the categories included in the combination and the claims to the addi-
tionel estegory of invention.

(d} Unity of invemion will exist in an spplication in the national stage
where the claims ave limited 1o one of the combinations of categories set forth
in PCT Rule 13.2 (see §1.475(f)) or 8 combination set forth in paragraphs (bX(1)
or (2) of this section. If multiple products, processes of manufacture oruses are
claimed, the firet invenzion of the category first mentioned in the claims of the
sgplicstion end the firs recited invention of each of the other categories related
thereto will be considered as the elected invention to be examined. Anv such
bolding of an election by the examiner will be made in the form of & restniction
requirement which confirme the election made by the presentstion of claims.
Such a restsiction requirement would be made on the baesis of whether the
inventions are independent and distinet. Applicant has the rightto traverse such
8 restriction requirement in the response to the Office sction in which the
election ie indicated.

(e} The inventions recited by the claims of different categories must be
related rether then independent inventions,

(£) If the examiner finds that s national stage spplication lacks unity of
invention, the examiner may in an Office sction require the applicant in the
response to that Office action to elect the invention to which the claims sheli be
restricted, this official action being called & requirement for restriction. Such
requirement may be made before any action on the merits but may be made at
any time before the final action at the discretion of the examiner. Review of any
such requirement is provided under §§1.143 and 1.144.

Rev. 5, July 1987
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Theunity of invention practice setforth in PCT Rule 13 will
be appiied in natonal stage applications entered under 35
U.S.C. 371 bacanse 35 U.S.C. 372(b) provxdes that, "The
Commissioner may cause the question of unity of invention to
be reexamined under section 121 of this title, within the scope
of the requirements of the treaty and the Regulations.” How-
ever, continuing applications filed under 35 U.S.C, 111 of the
international applications under the provisions of 3§ U S.C.
365(c) will be subject to the same restriction practice as other
United States national applications filed under 35 U.S.C. 111.
Where several inventions have been searched in the parent inter-
national application, the examination of such inventions in a
continuing national application may not be burdensome and the
examiner may consider all the inventions in such an application
without making a restriction requirement.

See aslo MPEP § 1868 for explanation of Unity of Inven-
tion requirements.

1898.08(a) National Stage Processing [R-§]

PCT Artlcie 33
The Internstlonal Preliminary Examination
BHESS

(5) The criteria described above mesely serve the purposes of international
preliminary examinstion. Any Contracting State msy apply asdditional or
different criteria for the purpose of deciding whether, in that State, the claimed
invertion is patentable or not.

(6) The international preliminary examination shall take into considers-
tion all the documents cited in the international search report. It may ke imo
considesstion any additionsl documents congidered 1o be relevant in the panticn-
ler case.

PCT Article 40
Delaying of Natlonsl Examination and Gther processing
(1) If the election of any Contracting State has been effected priorto
the expiration of the 19th month from the priority date, the provisions of Article
23 shall not gpply to such State and the national Office of or scting for thes State
shall not proceed, subject to the provisions of paragraph (2), to the examinstion
and otherprocesging of the international application priorto the expiration of the
applicable time limit under Article 39.
(2) Notwithstanding the provisions of paregraph {!), ény elecied Office
may, o the express sequest of the spplicant, proceed to the exsmination and
other processing of the international epplication at any time.

>37 CFR 1.496 Examination of international applications In the
national stage

(&) Intemational applications which have complied with the requirements
of 35 U.S.C. 371(c) will be taken up for action based on the date on which such
requirements were met. However, unless an express request for early processing
hasbeen filed under 35 U.S.C. 371(f), no sctionmay be taken priorto one month
after entry into the national siage.

(b) A netional stage application filed under 35 U.S.C. 371 may have paid
therein the batic national fee as set forth in §1.492(a)(4) if it comains, or is
smended to contain, st the time of entey into the nationsl stage, only claims
which have been indicated in an intemational preliminary examination report
prepared by the United States Patent and Tredemark Office as satisfying the
criteris of PCT Anticle 33(1)-(4) as to novelty, inventive step and industrial
applicability. Such national stage spplications in which the basic national fee 85
set forth in §1.492(e)(4) has been paid may be amended subsequent to the date
of entry into the nstionsl siege only to the extent necessary to eliminste
objections as to form or to cancel rejected claims. Such nationsl stage applica-
tions in which the basic national fee g get forth in §1.492(a)(4) has been paid
will be taken up out of order.<

The unity of invention practice set forth in PCT Rule 13 will
be applied in national stage applications under 35 U.S.C. 371
because 35 U.S.C. 372(b)(2) provides that, "The Commissioner
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may cause the question of unity of invention to be reexamined
under section 121 of this title, within the scope of the require-
ments of the treaty and the Regulations.” However, continuing
applications filed under 35 U.S.C. 111 of international applica-
tions under the provisions of 35 U.S.C. 365(c) will be subject to
the same restriction as other national applications filed under 35
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U.S.C. 111. However, it is noted that where several inventions
have been searched in the parent international application, the
examination of such inventions in a continuing national appli-
cation may not be burdensome and the examiner may consider
all the inventions in such an application without making a
restriction requirement.
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