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601 Content of Provisional and
Nonprovisional Applications [R—2]

35 U.S.C. 111 Application
(a) IN GENERAL.—

(1) WRITTEN APPLICATION.—An application for patent
shall be made, or authorized to be made, by the inventor, except as
otherwise provided in this title, in writing to the Commissioner.

(2) CONTENTS.—Such application shall include—

(A)  aspecification as prescribed by section 112 of this title;

(B)  adrawing as prescribed by section 113 of this title; and

(C)  anoathbythe applicant as prescribed by section 115 of
this title.

(3) FEE AND OATH.—The application must be accompanied
by the fee required by law. The fee and oath may be submitted after the
specificationand any required drawing arc submitted, within such period
and under such conditions, including the payment of a surcharge, asmay
be prescribed by the Commissioner.

(4) FAILURE TO SUBMIT.—Upon failure to submit the fee
andoathwithinsuch prescribed period, the applicationshall be regarded
as abandoned, unless it is shown to the satisfaction of the Commissioner
that the delay in submitting the fee and oath was unavoidable or
unintentional. The fifing date of an application shalibe the date on which
the specification and any required drawing are received in the Patent and
Trademark Office.

(b) PROVISIONAL APPLICATION.—

(1) AUTHORIZATION.—A provisional application for patent
shali be made or authorized to be made by the inventor, except as
otherwise provided in this title, in writing to the Commissioner. Such
application shall include—

(A)  a specification as prescribed by the first paragraph of
section 112 of this title; and
B) a drawing as prescribed by section 113 of this title.

(2) CLAIM.—A claim, as required by the second through fifth
paragraphs of section 112, shall not be required in a provisional
application,

(3) FEE.—(A) The application must be accompanied by the fee
required by law.

(B) The fec maybe submitted after the specificationandany
required drawing are submitted, within such period and
under such conditions, including the payment of a
surcharge, as may be prescribed by the Commissioner.
© Upon failure to submit the fee within such prescribed
period, the application shail be regarded as abandoned,
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- unlessitis shown to the satisfaction of the Commission- -
er that the delay in. submlttm g the fee was unavondable
or unmtentlonal

(4) FILING DATE.—The’ ﬁlmg date of a provxsnonal applnca- _
tion shall be the date on which the specnf' ication.and any reguired draw-
ing are received in the Patent and Trademark Office. .

(5) ABANDONMENT—The provisional application shall be
regarded as abandoned -12 months after the:filing -date of such .
apphcatlon and shall not be subject to revnval thereafter. -

'(6) OTHER BASIS FOR PROVISIONAL APPLICATION —
Subject to all the conditions in this subsection and section 119(e) of this-
title, and as prescribed by the Comshissioner, an application for patent -
filed under subsection (a) may be treated asa provnsmnal application for
patent.

(7) NORIGHTOF PRIORITY OR BENEFIT OFEARLIEST
FILING DATE.—A provisional application shall not be entitled to the
right of priority of any other application under section 119 or 365(a) of
this title or to the benefit of an earlier filing date in the United States
under section 120, 121, or 365(c) of this title.

(8) * >APPLICABLE< PROVISIONS.—The provisions of
this title relating to applications for patent shall apply to provi-
sional applications for patent, except as otherwise provided, and ex-
cept that provisional applications for patent shall not be subject
to sections 115, 131, 135, and 157 of this title.

37 CFR 1.51. General requisites of an application.
(a) Applications for patents must be made to the Commissioner
of Patents and Trademarks.

(1) A complete application filed under § 1.53(b)(1) comprises:

(i) A specification, including a claim or claims, see §§ 1.71 to
1.77;

(ii) An oath or declaration, see §§ 1.63 and 1.68;

(iif) Drawings, when necessary, see §§ 1.81 to 1.85; and

(iv) The prescribed filing fee, see § 1.16.

(2) A complete provisional application filed under § 1.53(b)(2)
comprises:

(i) A cover sheet identifying:

(A) The application as a provisional application,

(B) The name or names of the inventor or inventors, (see § 1.41),

(C) The residence of each named inventor,

(D) The title of the invention,

(E) The nameand registration number of the attorney oragent (if
applicable),

(F) The docket number used by the person filing the application
to identify the application (if applicable),

(G) The correspondence address, and

(I) The name of the U.S. Government agency and Government
contract number (if the invention was made by an agency of the U.S.
Government or under a contract with an agency of the U.S. Govern-
ment);

(ii) A specification ag prescribed by 35 U.8.C, 112, first para-
graph, see § 1.71;

(iif) Drawings, when necessary, sce §4 1.81 to 1.85; and

(iv) The prescribed filing fee, see § 1.16.

(b) Applicants are encouraged to file an information disclosure
statement in nonprovisional applications. See §§ 1.97 and 1.98. No
information disclosure statement may be filed in a provisional applica-
tion.

(c) Applicants maydesire and are permitted tofilewith, or in, the
application or authorization to charge, at any time during the pendency

600 - 2




PARTS, FORM, AND CONTENT OF APPLICATION

of the application, any fees required under any of §§ 116 to 1.18toa :

deposit account established and maintained in accordance with §1.25.

GUIDELINES FOR DRAFTING
A NONPROVISIONAL PATENT
APPLICATION UNDER 35 U.S.C. 111(a)

The following guidelines illustrate the preferred
layout and content of patent applications filed under
35U.S.C. 111(a). These guidelines are suggested for the
applicant’s use.

Arrangement and Contents of the Specification

The following order of arrangement is preferable in
framing the specification and, except for the title of the
invention, each of the lettered items should be preceded
by the headings indicated.

(a) Title of the Invention.

(b) Cross—References to Related Applications (if
any).

(c) Statement as to Rights to Inventions Made Un-
der Federally Sponsored Research and Development (if
any).

(d) Background of the Invention.

1. Field of the Invention.
2. Description of Related Art Including Information
Disclosed Under 37 CFR 1.97 and 37 CFR 1.98.

(e) Summary of the Invention.

(f) Brief Description of the Drawing.

(g) Description of the Preferred Embodiment(s).

(h) Claim(s).

(i) Abstract of the Disclosure (on a separate page).

Content

(a) Title of the Invention: (See 37 CFR 1.72(a).) The
title of the invention should be placed at the top of the
first page of the specification. It should be brief but tech-
nically accurate and descriptive preferably from two to
seven words.

(b) Cross—References to Related Applications: (See
37 CFR 1,78 and MPEP § 201.11.)

(c) Statement as to Rights to Inventions Made Under
Federally Sponsored Research and Development (if any):
(See MPEP § 310).

(d) Background of the Invention: The specification
should set forth the Background of the Invention in two
parts:
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(1) Field of the Invention: A statement of the field
of art to which the invention pertains. This statement

- may include a paraphrasing of the applicable U.S. patent

classification definitions. The statement should be di-

 rected to the subject matter of the .claimed invention.

This item may also be titled “Technical Field”.

(2) Description of the Related Art Including Infor-
mation Disclosed Under 37 CFR 1.97 and 1.98: A para-
graph(s) describing to the extent practical the informa-
tion known to the applicant, including references to spe-
cific documents where appropriate. Where applicable,
the problems involved in the information disclosed
which are solved by the applicant’s invention, should be
indicated. This item may also be titled “Background In-
formation”. '

(e) Summary of the Invention: A brief summary or
general statement of the invention as set forth in 37 CFR
1.73. The summary is separate and distinct from the ab-
stract and is directed toward the invention rather than
the disclosure as a whole. The summary may point out
the advantages of the invention or how it solves problems
previously existent in the art (and preferably indicated in
the Background of the Invention). In chemical cases the
summary should point out in general terms the utility of
the invention. If possible, the nature and gist of the in-
vention or the inventive concept should be set forth. Ob-
jects of the invention should be treated briefly and only
to the extent that they contribute to an understanding of
the invention. This item may also be titled “Disclosure of
Invention.”

(f) Brief Description of the Drawing(s): A reference to
and brief description of each Figure in the drawing(s) as
set forth in 37 CFR 1.74. ’

(g) Description of the Preferred Embodiment(s): A de-
scription of the preferred embodiment(s) of the inven-
tion as required in 37 CFR 1.71. The description should
be as short and specific as is necessary to adequately and
accurately describe the invention. This item may also be
titled “Best Mode for Carrying Qut the Invention”.

Where elements or groups of elements, compounds,
and processes, which are conventional and generally
widely known in the field to which the invention pertains,
form a part of the invention described and their exact na-
ture or type is not necessary for an understanding and
use of the invention by a person skilled in the art, they
should not be described in detail. However, where par-
ticularly complicated subject matter is involved or where
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the elements, comp'ounds, Of processes may not be com-

monly or widely known in the field, the specification
should refer to another patent or readily available publi-
cation which adequately describes the subject matter.

(h)Claim(s): (See 37 CFR 1.75) A claim may be typed
with the various elements subdivided in paragraph form.
There may be plural indentations to further segregate
subcombinations or related steps.

Reference characters corresponding to elements re-
cited in the detailed description and the drawings may be
used in conjunction with the recitation of the same ele-
ment or group of elements in the claims. The reference
characters, however, should be enclosed within paren-
theses so as to avoid confusion with other numbers or
characters which may appear in the claims. The use of
reference characters is to be considered as having no
effect on the scope of the claims.

Claims should preferably be arranged in order of
scope so that the first claim presented is the broadest.
Where separate species are claimed, the claims of like
species should be grouped together where possible and
physically separated by drawing a line between claims or
groups of claims. (Both of these provisions may not be
practical or possible where several species claims depend
from the same generic claim.) Similarly, product and
process claims should be separately grouped. Such ar-
rangements are for the purpose of facilitating classifica-
tion and examination.

The form of claim required in 37 CFR 1.75(e) is par-
ticularly adapted for the description of improvement—
type inventions. Such a claim is to be considered a com-
bination claim and should be drafted with this thought in
mind.

In drafting claims in accordance with 37 CFR 1.75(e),
the preamble is to be considered to positively and clearly
include all the elements or steps recited therein as a part
of the claimed combination.

(i) Abstract of the Disclosure: (See 37 CFR 1.72(b)
and MPEP § 608.01(b).)

Oath or Declaration

(See 37 CFR 1.63, 1.68, and 1.69.) Where one or
more previously filed foreign applications are cited or
mentioned in the oath or declaration, complete identify-
ing data, including the application or serial number as
well as the country and date of filing, should be provided.
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' GUIDELINES FOR DRAFTING
A PROVISIONAL APPLICATION
UNDbR 35 u. S C. 111(b)

A provisional apphcanon should preferably con-
form to the arrangement guldelmes for nonprov1sxonal .

applications. The specification must, however, comply -
with the first paragraph of 35 U. S.C. 112 and refer to

drawings, where necessary for an understanding of the
invention. Unlike an application filed under 35 US.C.
111(a), a provisional application does not need claims.
Furthermore, no oath or declaration is required. See
MPEP § 201.04(b). ‘

A cover sheet providing identifying information is
required for a complete provisional application. In ac-
cordance with 37 CFR 1.51(a)(2)(i) the cover sheet must
state that it is for a provisional application, it must iden-
tify and give the residence of the inventor or inventors,
and it must give a title of the invention. The cover sheet
must also give the name and registration number of the
attorney or agent (if applicable), the docket number
used by the person filing the application (if applicable)
and the correspondence address. If there is a govern-
mental interest, the cover sheet must include a statement
as to rights to inventions made under Federally spon-
sored research and development (See MPEP § 310).
37 CFR 1.51(a)(2)(i)(H) requires the name of the Gov-
ernment agency and the contract number, if the inven-
tion was developed by or while under contract with an
agency of the U.S. Government.

Unlike applications filed under 35 U.S.C. 111(a),
provisional applications should not include an informa-
tion disclosure statement. Since no substantive examina-
tion is made, such statements are unnecessary. The Of-
fice will not accept an information disclosure statement
in a provisional application. Any such statement re-
ceived, will be returned or disposed of at the conve-
nience of the Office.

This cover sheet information enables the Office to
prepare & proper filing receipt and provides the Applica-
tion Processing Division with most of the information
needed to process the provisional application. See
MPEP § 201.04(b) for a sample cover sheet.

THE APPLICATION

The specification must be filed in or translated into
the English language and must be legibly typewritten,
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written, or printed in permanent ink or its equivalent
in quality. See 37 CFR 1,52 and MPEP § 608.01.

The parts of the application may be included in a
single document.

Determination of completeness of an application is
covered in MPEP § 506 and § 601.01 > — § 601.01(g)<.

The elements of the application are secured together
in a file wrapper, bearing appropriate identifying data
including the application number and filing date (MPEP
§ 717).

Note

Provisional applications, MPEP § 201.04(b).

Division applications, MPEP § 201.06.

Continuation applications, MPEP § 201.07.

Reissue applications, MPEP § 1401.

Design applications, MPEP Chapter 1500.

Plant applications, MPEP Chapter 1600.

Reexamination, MPEP Chapter 2200.

A model, exhibit, or specimen is not required as
part of the application as filed, although it may be re-
quired in the prosecution of the application (37 CFR
1.91-1.93, MPEP § 608.03).

37 CFR 1.59. Papers of applicaiion with filing date not returned.

Papers in an application which has received a filing date
pursuant to § 1.53 will not be returned for any purpose whatever. If
applicants have not preserved copies of the papers, the Office will
furnish copies at the usual cost of any application in which either the
required basic filing fee (§ 1.16) or the processing and retention fee
{§ 1.21(1)) has been paid. See § 1.618 for return of unauthorized and
improper papers in interferences.

See, however, MPEP § 201.14(c) and § 604.04(a).

All applicants are requested to include a preliminary
classification on newly filed patent applications. The
preliminary classification, preferably class and subclass
designations, should be identified in the upper right—
hand corner of the letter of transmittal accompanying
the application papers, for example “Proposed Class 2,
subclass 129.”

601.01 Complete Application [R—2]

37 CFR 1.53. Serial number, filing date, and completion of ap-
plication.

(a) Any application for a patent received in the Patent and
Trademark Office will be assigned an application number for identifica-
tion purposes.

(b)(1) The filing date of an application for patent filed under this
section, except for a provisional application, is the date on which: a
specification containing a description pursuant to § 1.71 and at least one

600 -5
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. claimi pursuant to § 1 75 and: any drawmg requnred by §1 81(a) are ﬁledk ~
- inthe Patentand 'Ilrademark Officein the name of the actual mventor or -

inventors asrequired by §1.41. Nonew matter maybe mtroduced intoan -

" application after its filing date (§ 1.118). If all the names of the actual :

inventor or inventors are not supplied when the specifi catlon and any
required drawing are filed, the application will not be given a filing date
earlier than the date uponwhich the names are suppliedunless a petition
with the fee set forth in § 1.17(i) is filed which sets forth the reasons the -
delay in supplying the names should be excused. A continuation or
divisional application (filed under the conditions specified in 35 U.S.C.
120 or 121 and § 1.78(a)) may be filed under this section; § 1.60 or § 1.62.
A continuation—in—part application may be filed under this section or
§ 1.62. :
(2) The filing date of a provisional application is the date on
which: aspecificationas prescribed by 35U.S.C. 112, first paragraph; and
any drawing required by § 1.81(a), are filed in the Patent and Trademark
Office in the name of the actual inventor or inventors as required by
§ 1.41. No amendment, other than to make the provisional application
comply with all applicable regulations, may be made to the provisional
application after the filing date of the provisional application. If alt the
names of the actual inventor or inventors are not supplied when the
specification and any required drawing are filed, the provisional
application will not be given a filing date earlier than the date upon
which the names are supplied unless a petition with the fee set forth
in § 1.17(q) is filed which sets forth the reasons the delay in sup-
plying the names should be excused.

(i) A provisional application must also include a cover sheet
identifying the application as a provisional application. Otherwise, the
application will be treated as an application filed under § 1.53(b)(1).

(ii) An application for patent filed under § 1.53(b)(1) may be
treated as a provisional application and be accorded the original filing
date provided that a petition requesting the conversion, with the fee set
forth in § 1.17(q), is filed prior to the earlier of the abandonment of the
§ 1.53(b)(1) application, the payment of the issue fee, the expiration of
12 montbhs after the filing date of the § 1.53(b)(1) application, or the
filing of a request for a statutory invention registration under § 1.293.
The grant of any such petition will not entitle applicant to a refund of
the fees which were properly paid in the application filed under
§ 1.53(b)(1).

(iii) A provisional application shall not be entitled to the right
of priority under § 1.55 or 35 U.S.C. 119 or 365(a) or to the benefit of
an earlier filing date under § 1.78 or 35 U.S.C. 120, 121 or 365(c) of
any other appliication. No claim for priority under § 1.78(a)(3) may
be made in a design application based on a provisional application.
No request under § 1.293 for a statutory invention registration
may be filed in a provisional application. The requirements of
§8 1.821-1.825 regarding application disclosures containing nucleo-
tide and/or amino acid sequences are not mandatory for provi-
sional applications.

(c) If any application is filed without the specification, drawing
or name, or names, of the actual inventor or inventors required by

paragraph (b)(1) or (b)(2) of this section, applicant will be so notified

and given a time period within which to submit the omitted specifica-
tion, drawing, name, or names, of the actual inventor, or inventors,
in order to obtain a filing date as of the date of filing of such submis-
sion. A copy of the “Notice of Incomplete Application” form noti-
fying the applicant should accompany any response thereto submitted
to the Office. If the omission is not corrected within the time period
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601.01(a)

set, the application will be retumed or otherwise‘disposed of; the fee,
if submitted, will be refunded less the handling fee set forth in
§ 1.21(n). Any request for review of a refusal to accord an applica-
tion a filing date must be by way of a petition accompanied by the fee
set forth in § 1.17(i), if the application was filed under § 1.53(b)(1),
or by the fee set forth in § 1.17(q), if the application was filed
under § 1.53(b)(2).

(d)(1) If an application which has been accorded a filing date
pursuant to paragraph (b)(1) of this section does not include the
appropriate filing fee or an oath or declaration by the applicant,
applicant will be so notified, if a correspondence address has been
provided and given a period of time within which to file the fee, oath,
ordeclaration and to pay the surcharge assetforthin § 1.16(e)inorderto
prevent abandonment of the application. A copy of the “Notice to
File Missing Paris” form maiied to applicant should accompany any
response thereto submitted to the Office. If the required filing fee
is not timely paid, or if the processing and retention fee set forth
in § 1.21(f) is not paid within one year of the date of mailing of the
notification required by this paragraph, the application will be dis-
posed of. No copies will be provided or certified by the Office
of an application which has been disposed of or in which neither
the required basic filing fee nor the processing and retention fee
has been paid. The notification pursuant to this paragraph may
be made simultaneously with any notification pursuant to para-
graph (c) of this section. If no correspondence address is included
in the application, applicant has two months from the filing date
to file the basic filing fee, oath or declaration and to pay the sur-
charge as set forth in § 1.16{e) in order to prevent abandonment
of the application; or, if nio basic filing fee has been paid, one year
from the filing date to pay the processing and retention fee set forth
in § 1.21(1) to prevent disposal of the application.

(2) If a provisional application which has been accorded a fil-
ing date pursuant to paragraph (b)(2) of this section does not include
the appropriate filing fee or the cover sheet required by § 1.51(a)(2),
applicant will be so notified if a correspondence address has been
provided and givea a period of time within which to file the fee, cover
sheet and to pay the surcharge as set forth in § 1.16(1) in order to pre-
vent abandonment of the application. A copy of the "Notice to File
Missing Parts” form mailed to applicant should accompany any re-
sponse thereto submitted to the Office. If the required filing fee is
not timely paid, the application will be disposed of. No copies will
be provided or certified by the Office of an application which has
been disposed of or in which the required tasic filing fee has not been
paid. The notification pursuant to this paragraph may be made
simultaneously with any notification pursuant to paragraph (c) of
this section. If no correspondence address is included in the applica-
tion, applicant has two months from the filing date to file the basic
filing fec, cover sheet and to pay the surcharge as set forth in §
1.16(1) in order to prevent abandonment of the application.

(e)(1) An application for a patent filed vnder paragraph (b)(1)
of thig section will not be placed upon the files for examination until
all its required parts, complying with the rules relating thereto, are
received, except that certain minor informalitics may be waived sub-
ject to subsequent correction whenever required.

(2) A provisional application for a patent filed under para-
graph (b)(2) of this section will not be placed upon the files for
examination and will become abandoned no later than twelve months
after its filing date pursuant to 35 U.S.C. 111(b)(1).
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37 CFR 1.53 relates to application numberé, filing -
dates, and completion of applications. 37 CFR 1.53(a)

.indicates that an application number is assigned to any

filed application for identification purposes, even if the
application is incomplete or informal. The remaining
sections of 37 CFR 1.53 treat nonprovisional applica-
tions filed under 35 U.S.C. 111(a) separately from provi-
sional applications filed under 35 U.S.C. 111(b).

** >601.01(a) Nonprovisional Applications
Filed Under 35 U.S.C.
111(a) [R—-2]<

37 CFR 1.53(b)(1) provides that a filing date is as-
signed to a nonprovisional application as of the date a
specification containing a description and claim and any
* >necessary< drawing and the names of all inventors
are filed in the Patent and Trademark Office. Failure to
meet any of the requirements in 37 CFR 1.53(b)(1) will
result in the application being denied a filing date. The
filing date to be accorded such an application is the date
on which all of the requirements of 37 CFR 1.53(b)(1)
are met. Although the filing fee and oath or declaration
can be submitted later, no amendments can be made to
the specification or drawings which will introduce new
matter. This practice is authorized by 35 U.S.C. 111 as
amended by Pub. L. 97-247. 37 CFR 1.53(c) provides
for notifying applicant of any application incomplete be-
cause the specification or drawing is missing and giving
the applicant a time period to correct any omission. Ap-
plicant will also be notified if all the inventors are.not
named, such as by the use of “et al.” If the omission is not
corrected within the time period given, the application
will be returned or otherwise disposed of and a handling
fee set forth in 37 CFR 1.21(n) will be retained from any
refund of a filing fee. 37 CFR 1.53(d)(1) provides that,
where a filing date has been assigned to a filed specifica-
tion and drawing, the applicant will be notified if a corre-
spondence address has been provided and be given a pe-
riod of time in which to file the missing fee, oath, or dec-
laration and to pay the surcharge due in order to prevent
abandonment of the application. The time period usually
set is 1 month from the date of notification by the Patent
and Trademark Office, but in no case less than 2 months
after the date of filing of the application. This time period
is subject to the provisions of 37 CFR 1.136(a).

If the required basic filing fee is not timely paid, or
the processing and retention fee set forth in 37 CFR
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1.21(1) is not paid within 1 year of the date of mailing of
the notification, the application will be disposed of. No
copies will be provided or certified by the Office of an ap-
plication which has been disposed of or in which neither
the required basic filing fee nor the processing and reten-
tion fee has been paid. The notification under 37 CFR
1.53(d)(1) may be made simultaneously with any notifi-
cation pursuant to paragraph (c) of 37 CFR 1.53. If no
correspondence address is included in the application,
applicant has 2 months from the filing date to file the fee,
oath or declaration and to pay the surcharge as set forth
in 37 CFR 1.16(e) in order to prevent abandonment
of the application or one year from the filing date to pay
the processing and retention fee set forth in 37 CFR
1.21(1) to prevent disposal of the application. 37 CFR
1.53(e)(1) indicates that a patent application will not be
forwarded for examination on the merits until all re-
quired parts have been received. 37 CFR 1.53(f) indi-
cates that international applications filed under the Pat-
ent Cooperation Treaty which designate the United
States of America are considered to have a United States
filing date under PCT Article 11(3), except as provided
in 35 U.S.C. 102(e), on the date the requirements of
PCT Article 11(1) (i) to (iii) are met.

Effective February 27, 1983, in accordance with the
provisions of 35 U.S.C. 111 and 37 CFR 1.53(b)(1), a fil-
ing date is granted to an application for patent, which in-
cludes at least a specification containing a description
pursuant to 37 CFR 1.71 and at least one clain: pursuant
to 37 CFR 1.75, and any drawing referred to in the speci-
fication or required by 37 CFR 1.81(a), which is filed in
the Patent and Trademark Office and which names the
actual inventor or inventors pursuant to 37 CFR 1.41(a).
If an application which has been accorded a filing date
does not include the appropriate filing fee or oath or dec-
laration, applicant will be so notified and given a period
of time within which to file the missing parts to complete
the application and to pay the surcharge as set forth in
37 CFR 1.16(e) in order to prevent abandonment of the
application.

Applicants should submit a copy of the notice(s) to
file missing parts and the notice(s) of incomplete ap-
plications with the response submitted to the Patent and
Trademark Office. Applicants should also include the
application serial number on all correspondence to the
Office. These measures will aid the Office in matching
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papers to applications, thereby expediting the process-
ing of applications. ; . ‘

In order for the Office to so notify the applicant, a
correspondence address must also be provided in the ap-
plication. The address may be different from the Post
Office address of the applicant. For example, the address
of applicant’s registered attorney or agent may be used
as the correspondence address. If applicant fails to pro-
vide the Office with a correspondence address, the
Office will be unable to provide applicant with notifica-
tion to complete the application and to pay the surcharge
as set forth in 37 CFR 1.16(e). . In such a case, applicant
will be considered to have constructive notice as of the
filing date that the application must be completed within
2 months from the filing date before abandonment oc-
curs per 37 CFR 1.53(d)(1). This time period may be ex-
tended pursuant to 37 CFR 1.136.

The oath or declaration filed in response to such a no-
tice under 37 CFR 1.53(d)(1) must be executed by the in-
ventors named on filing unless a petition for correction
of inventorship complying with 37 CFR 1.48 is filed with-
in the time period set.

The oath or declaration filed in response to such a no-
tice must identify the specification and any amendment
filed with the specification which is intended to be part of
the original disclosure. If an amendment is filed with the
oath or declaration filed after the filing date of the ap-
plication, it may be identified in the oath or declaration
but may not include new matter. No new matter may be
included after the filing date of the application. See
MPEP § 608.04(b). If the oath or declaration improper-
ly refers to an amendment containing new matter, a sup-
plemental oath or declaration will be required pursuant
to 37 CFR 1.67(b), deleting the reference to the amend-
ment containing new matter. If an amendment is filed on
the same day that the application filed under 37 CFR
1.53(b)(1) is filed and is referred to in the original oath or
declaration filed with or after the application, it consti-
tutes a part of the original application papers and the
question of new matter is not considered. Similarly, if the
application papers are altered prior to execution of the
oath or declaration and the filing of the application, new
matter is not a consideration since the alteration is con-
sidered as part of the original disclosure.

An amendment which adds additional disclosure
filed with a request for a continuation—in-part applica-
tion under 37 CFR 1.62 is automatically considered a
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part of the original disclosure of the application by virtue
of the rule. Therefore, the oath or declaration filed in
such an application must identify the amendment adding
additional disclosure as one of the papers which the in-
ventor(s) has “reviewed and understands” in order to
comply with 37 CFR 1.63. If the original oath or declara-
tion submitted in a continuation—in—part application
filed under 37 CFR 1.62 does not contain a reference to
the amendment filed with the request for an application
under 37 CFR 1.62, the examiner must require a supple-
mental oath or declaration referring to the amendment.

37 CFR 1.63 requires that an oath or declaration
identify the specification to which it is directed. The dec-
laration form suggested by the Office includes spaces for
filling in the names of the inventors, title of invention,
application number, filing date, foreign priority applica-
tion information and United States priority application
information. While this information should be provided,
it is not essential that all of these spaces be filled in in or-
der to adequately identify the specification in com-
pliance with 37 CFR 1.63(a)(2).

The following combinations of information supplied
in an oath or declaration filed on the application filing
date with a specification are acceptable as minimums for
identifying a specification and compliance with any one
of the items below will be accepted as complying with
identification requirement of 37 CFR 1.63:

(1) name of inventor(s), and reference to an at-
tached specification which is both attached to the oath or
declaration at the time of execution and submitted with
the oath or declaration on filing;

(2) name of inventor(s), and attorney docket num-
ber which was on the specification as filed; or

(3) name of inventor(s), and title which was on the
specification as filed.

Filing dates are now granted on applications filed
without an oath or declaration in compliance with
37 CFR 1.63, the oath or declaration being filed later
with a surcharge. The following combinations of infor-
mation supplied in an oath or declaration filed after the
filed date are acceptable as minimums for identifying a
specification and compliance with any one of the items
below will be accepted as complying with the identifica-
tion requirement of 37 CFR 1.63:

(1) name of inventor(s), and application number
(consisting of the series code and the serial number; e.g.,
08/123,456);
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2) name of mventor(s), serial number and filing
date;

(3) name of inventor(s) and attorney docket num-
ber which was on the specification as filed;

(4) name of inventor(s), title which was on the spec-

.ification as filed and filing date;

(5) name of inventor(s), title which was on the spec-
ification as filed and reference to an attached specnﬁca-
tion which is both attached to the oath or declaration at
the time of execution and submitted with the oath or dec-
laration; or

(6) name of inventor(s), title which was on the spec- -
ification as filed and accompanied by a cover letter accu-
rately identifying the application for which it was in-
tended by either the application number (consisting of
the series code and the serial number; e.g., 08/123,456),
or serial number and filing date. Absent any state-
ment(s) to contrary, it will be presumed that the applica-
tion filed in the PTO is the application which the inven-
tor(s) executed by signing the oath or declaration.

Any specification that is filed attached to an oath or
declaration on a date later than the application filing
date will not be compared with the specification sub-
mitted on filing. Absent any statement(s) to the contrary,
the “attached” specification will be presumed to be a
copy of the specification and any amendments thereto
which were filed in the Office in order to obtain a filing
date for the application.

Any variance from the above guidelines will only be
considered upon the filing of a petition for waiver of the
rules under 37CFR 1.183 accompanied by a petition fee
(37 CER 1.17(h)).

Further an oath or declaration attached to a cover let-
ter referencing an incorrect application may not become
associated with the correct application and, therefore,
could result in the abandonment of the correct applica-
tion.

Supplemental oaths or declarations in accordance
with 37 CFR 1.67 will be required in applications in
which the oaths or declarations are not in compliance
with the other requirements of 37 CFR 1.63 but contain
sufficient information to identify the specifications to
which they apply as detailed above.

A copy, such as a photocopy or facsimile transmis-
sion, of an originally executed oath or declaration is ac-
ceptable and may be filed (see MPEP § 502.01). In the
event that a copy of the original is filed, the original
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should be retained as evidence of authenticity. If a ques-
tion of authenticity arises, the Patent and Trademark Of-
fice may require submission of the original. See 37 CFR
1.4(d)(2).

See MPEP § 1896 for the identification requirements
for a declaration filed in a U.S. national stage application
filed under 35 U.S.C. 371.

The periods of time within which applicant must
complete the application may be extended under the
provisions of 37 CFR 1.136. Applications which are not
completed in a timely manner will be abandoned.

** >601.01(b) Provisional Applications Filed
Under 35 U.S.C.
111(h) [R—2]<

A provisional application will be given a filing date in
accordance with 37 CFR 1.53(b)(2) as of the date the
written description, any necessary drawings and the
names of all inventors are filed in the Office. The filing
date requirements for a provisional application set forth
in paragraph (b)(2) parallel the requirements set forth in
paragraph (b)(1), except that no claim is required.
Amendments, other than those required to make the
provisional application comply with applicable regula-
tions, are not permitted after the filing date of the provi-
sional application.

When the specification, drawing, or name or names
of the actual inventors are omitted, 37 CFR 1.53(c) re-
quires that the applicant be notified and given a time pe-
riod in whicl to submit the missing element to complete
the filing. The filing date will become the date of the
completed submission. If the omission is not provided
within the prescribed time, the application will be re-
turned or otherwise disposed of and any fee submitted
will be refunded less the handling fee set forth in 37 CFR
1.21(n). '

37 CFR 1.53(b)(2)(i) requires all provisional ap-
plications be filed with a cover sheet identifying the ap-
plication as a provisional application. The Office will
treat an application as having been filed under para-
graph (b)(1), unless the application is clearly identified
as a provisional application. A provisional application,
which is identified as such, but which does not have a
complete cover sheet as required by 37 CFR
1.51(b)(2)(i) will be treated as a provisional application.
However, the complete cover sheet and a surcharge will

600 — 9

601.01(d)

be required to be submitted at a later date in confor-
mance with 37 CFR 1.53(d)(2).

When the provisional application does not have a
complete cover sheet or the appropriate fee, the appli-
cant will be notified pursuant to 37 CFR 1.53(d)(2) and
given a time period in which to provide the necessary fee
or cover sheet and to pay the surcharge as set forth in
37 CFR 1.16(}) in order to prevent abandonment of
the application. The time period will usually be set at
1 month from the date of notification, but in no case less
than 2 months from the filing date of the application.
This time period is subject to the provisions of 37 CFR
1.136(a). If the filing fee is not timely paid, the provi-
sional application will be disposed of. In this case, no
copies will be provided or certified by the Office. If no
correspondence address has been provided, applicant
has 2 months from the filing date to file the basic filing
fee, cover sheet, and to pay the surcharge as set forth in
37 CFR 1.16(1) in order to prevent abandonment of the
provisional application.

Section 1.53(c) requires that any request for review
of a refusal to accord an application a filing date be made
by way of a petition accompanied by the fee set forth in
37 CFR 1.17(q) (see MPEP § 506.02).

** »601.01(c) Conversion to a Provisional
Application [R—2] <

An application filed under 37 CFR 1.53(b)(1) may
be converted to a provisional application in accordance
with the procedure described in 37 CFR 1.53(b)(2)(ii).
The procedure requires the filing of a petition request-
ing the conversion and the petition fee set forth in
37 CFR 1.17(q). Filing of the petition in the application
is required prior to the abandonment of the 37 CFR
1.53(b)(1)application, the payment of the issue fee, the
expiration of 12 months after the filing date of the
37 CFR 1.53 (b)(1) application, or the filing of a request
for a statutory invention registration under 37 CFR
1.293, whichever event is earlier. The grant of any such
petition does not entitle applicant to a refund of the fees
properly paid in the application filed under 37 CFR
1.53(b)(1).

>601.01(d) Application Filed Without All
Pages of Specification [R—2]

The Initial Application Examination Division re-
views application papers to determine whether all of the
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pages of specification are present in the application. If
the application is filed without all of the page(s) of the
specification, but containing something that can be
construed as a written description, at least one drawing

figure, if necessary under 35 U.S.C. 113 (first sentence), -

the names of all the inventors, and, in a nonprovisional
application, at least one claim, the Initial Application
Examination Division will mail a “Notice of Omitted
Items” indicating that the application papers so depos-
ited have been accorded a filing date, but are lacking
some page(s) of the specification.

The mailing of a “Notice of Omitted Items” will per-
mit the applicant to either: (1) promptly establish prior
receipt in the PTO of the page(s) at issue (generally by
way of a date—~stamped postcard receipt (MPEP § 503));
or (2) promptly submit the omitted page(s) in a
nonprovisional application and accept the date of such
submission as the application filing date. An applicant
asserting that the page(s) was in fact deposited in the
PTO with the application papers must, within 2 months
from the date of the “Notice of Omitted Item(s)”, file a
petition under 37 CFR 1.53(c) with the petition fee set
forth in 37 CFR 1.17(i) (37 CFR 1.17(q) for a provi-
sional application), along with evidence of such deposit
(37 CFR 1.181(f)). The petition fee will be refunded if
it is determined that the page(s) was in fact received by
the PTO with the application papers deposited on filing.
An applicant desiring to submit the omitted page(s) ina
nonprovisional application and accept the date of such
submission as the application filing date must, within 2
months from the date of the “Notice of Omitted
Item(s)”, file any omitted page(s) with an oath or decla-
ration in compliance with 37 CFR 1.63 and 1.64 refer-
ring to such page(s) and a petition under 37 CFR 1.182
with the petition fee set forth in 37 CFR 1.17(h), re-
questing the later filing date (37 CFR 1.181(f).

An applicant willing to accept the application as de-
posited in the PTO need not respond to the “Notice of
Omitted Items,” and the failure to file a petition under
37 CFR 1.53(c) or 37 CFR 1.182 (and the required peti-
tion fee) as discussed above within 2 months of the date
of the “Notice of Omitted Item(s)” (37 CFR 1.181(f))
will be treated as constructive acceptance by applicant of
the application as deposited in the PTO. Amendment of
the specification is required in a nonprovisional applica-
tion to renumber the pages consecutively and cancel any
incomplete sentences caused by the absence of the
omitted page(s). Such amendment should be by way of
preliminary amendment submitted prior to the first Of-
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fice action to avoid delays in the prosecution of the ap-
plication. o ' :

If the application does not contain anything that can
be construed as a written description, the Initial Applica-
tion Examination Division will mail a Notice of Incom-
plete Application (PTO—-1123) indicating that the ap-
plication lacks the specification required by 35 U.S.C.
112. Applicant may file a petition under 37 CFR 1.53(c)
with the petition fee set forth in 37 CFR 1.17(i) (37 CFR
1.17(q) for a provisional application), asserting that:
(1) the missing specification was submitted; or (2) the
application papers as deposited contain an adequate
written description under 35 U.S.C. 112. The petition
under 37 CFR 1.53(c) must be accompanied by sufficient
evidence (37 CFR 1.181(b)) to establish applicant’s en-
titlement to the requested filing date (e.g., a date—
stamped postcard receipt (MPEP § 503) to establish
prior receipt in the PTO of the missing specification).
Alternatively, applicant may submit the omitted specifi-
cation, including at least one claim in a nonprovisional
application, accompanied by an oath or declaration in
compliance with 37 CFR 1.63 and 1.64 referring to the
specification being submitted and accept the date of such
submission as the application filing date.

Original claims form part of the original disclosure
and provide their own written description. See In re
Anderson, 471 E2d 1237, 176 USPQ 331 (CCPA 1973).
As such, an application that contains at least one claim,
but does not contain anything which can be construed as
a written description of such claim(s), would be unusual.

In instances in which a “Notice of Incomplete Ap-
plication” has been mailed, further action by applicant is
necessary for the application to be accorded a filing date.
As such, the application will be retained in the Initial Ap-
plication Examination Division to await such action.
Unless applicant either completes the application or
files a petition under 37 CFR 1.53(c) with the petition
fee set forth in 37 CFR 1.17(i) or 1.17(q), within the pe-
riod set in the “Notice of Incomplete Application,” the
application will be processed as an incomplete applica-
tion under 37 CFR 1.53(c).

In instances in which a “Notice of Omitted Items” has
been mailed, the application will be retained in the Ini-
tial Application Examination Division for a period of 2
months from the mailing date of “Notice of Omitted
Items” to permit applicant to either: (1) establish prior
receipt in the PTO of the page(s) or drawing(s) at issue;
or (2) promptly submit the omitted page(s) or draw-
ing(s) in a nonprovisional application and accept the
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date of such submission as the application filing date. As
an applicant may, but is not required to, respond to such
a “Notice of Omitted Items,” extensions of time under
37 CFR 1.136 will pot be applicable to this two—month
time period.

Unless applicant tlmely files a petition under 37 CFR
1.53(c) or 1.182 with the required petition fee, the ap-
plication will maintain the filing date as of the date of de-
posit of the application papers in the PTO, and the origi-
nal application papers (i.e., the original disclosure of the
invention) will include only those application papers
present in the PTO on the date of deposit.
Nonprovisional applications that are complete under
37 CFR 1.51(a)(1) will then be forwarded to the ap-
propriate examining group for examination of the ap-
plication. Provisional applications that are complete un-
der 37 CFR 1.51(a)(2) will then be forwarded to Files
Repository. The current practice for treating applica-
tions that are not complete under 37 CFR 1.51(a) will re-
main unchanged (37 CFR 1.53(d)).

Any petition under 37 CFR 1.53(c) or 1.182 not filed
within the two-month period set in the “Notice of
Omitted Item(s)” may be dismissed as untimely.
37 CFR 1.181(f). Under the adopted procedure, the
PTO may strictly adhere to the two—month period set
forth in 37 CFR 1.181(f), and dismiss as untimely any
petition not filed within the two—month period. This
strict adherence to the two—month period set forth in
37 CFR 1.181(f) is justified as such applications will now
be forwarded for examination at the end of the two—
month period. It is further justified in instances in which
applicant seeks to submit the omitted page(s) or draw-
ing(s) in a nonprovisional and request the date of such
submission as the application filing date as: (1) accord-
ing the application a filing date later than the date of de-
posit may affect the date of expiration of any patent issu-
ing on the application due to the changes to 35 U.S.C.
154 containcd in Public Law 103-465, § 532, 108 Stat.
4809 (1994); and (2) the filing of a continuation—in—
part application is a sufficiently equivalent mechanism
for adding additional subject matter to avoid the loss of
patent rights.

The submission of omitted page(s) or drawing(s) in a
nonprovisional application and acceptance of the date of
such submission as the application filing date is tanta-
mount to simply filing a new application. Thus, appli-
cants should consider filing a new application as an alter-
native to submitting a petition under 37 CFR 1.182
(with the petition fee under 37 CFR 1.17(h)) with any
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omltted page(s) or drawmg(s) which is a cost effectlve :
alternative in instances in which a nonpmv1s1onal ap-

plication is deposited without filing fees. Likewise, in

view of the relatively low filing fee for provisional ap-
plications, and the PTO’s desire to minimize the process-
ing of provisional applications, the PTO will not grant
petitions under 37 CFR 1.182 to accept omitted page(s)
or drawing(s) and accord an application filing date as of
the date of such submission in provisional applications.
The applicant should simply file a new completed provi-
sional application. <

>601.01(e) Nonpi'ovisional Application Filed
Without At Least One Claim [R-2]

35 U.S.C. 111(a)(2) requires that an application for
patent include, inter alia, “a specification as prescribed
by section 112 of this title,” and 35 U.S.C. 111(a)(4) pro-
vides that the “filing date of an application shall be the
date on which the specification and any required draw-
ing are received in the Patent and Trademark Office.”
35 U.S.C. 112, first paragraph, provides, in part, that
“[t]he specification shall contain a written description of
the invention,” and 35 U.S.C. 112, second paragraph,
provides that “[t]he specification shall conclude with one
or more claims particularly pointing out and distinctly
claiming the subject matter which the applicant regards
as his invention.” Also, the Court.of Appeals for the
Federal Circuit stated in Litton Systems, Inc. v. Whirlpool
Cormp.:

Both statute, 35 U.S.C. 111 [(a)], and federal regula-
tions, 37 CFR 1.51 [(a)(1)], make clear the require-
ment that an application for a patent must include . . .
a specification and claims. . . . The omission of any
one of these component parts makes a patent ap-
plication incomplete and thus not entitled to a filing
date.

728 F2d 1423, 1437, 221 USPQ 97, 105 (Fed. Cir.
1984)(citing Gearon v. United States, 121 E.Supp 652, 654,
101 USPQ 460, 461 (Ct. Cl. 1954), cert. denied, 348 U.S,
942, 104 USPQ 409 (1955))(emphasis in the original).
Therefore, in an application filed under 35 U.S.C.
111(a), a claim is a statutory requirement for according a
filing date to the application. 35 U.S.C. 162 and 171
make 35 U.S.C. 112 applicable to plant and design ap-
plications, and 35 U.S.C. 162 specifically requires the
specification in a plant patent application to contain a
claim. 35 U.S.C. 111(b)(2), however, provides that ”[a]
claim, as required by the second through fifth para-
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graphs of section 112, shall not be required in a provi-
sional application.” Thus, with the exception of provi-
sional applications filed under 35 U.S.C. 111(b), any ap-
plication filed without at least one claim is incomplete
and not entitled to a filing date.

If a nonprovisional application does not contain at
least one claim, a “Notice of Incomplete Application”
will be mailed to the applicant(s) indicating that no filing
date has been granted and setting a period for submitting
a claim. The filing date will be the date of receipt of at
least one claim. See In re Mattson, 208 USPQ 168
(Comm’r Pat. 1980). An oath or declaration in com-
pliance with 37 CFR 1.63 and 1.64 referring to the claim
being submitted is also required.

As 37 CFR 1.53(b)(2)(ii) permits the conversion of
an application filed under 35 U.S.C. 111(a) to an ap-
plication under 35 U.S.C. 111(b), an applicant in an ap-
plication, other than for a design patent, filed under
35 US.C. 111(a) on or after June 8, 1995, without at
least one claim has the alternative of filing a petition un-
der 37 CFR 1.53(b)(2)(ii) to convert such application
into an application under 35 U.S.C. 111(b), which does
not require a claim to be entitled to its date of deposit as
a filing date. Such a petition, however, must be filed
prior to the expiration of 12 months after the date of de-
posit of the application under 35 U.S.C. 111(a), and
comply with the other requirements of 37 CFR
1.53(b)(2)(ii). See MPEP § 601.01(c).

The treatment of an application subsequent to the
mailing of a "Notice of Incomplete Application” is dis-
cussed in MPEP § 601.01(d).<

>601.01(f) Applications Filed Without
Drawings [R—2]

35 U.S.C. 111(a)(2)(B) and 35 U.S.C. 111(b)(2)(B)
each provide, in part, that an “application shall include . .
. a drawing as prescribed by section 113 of this title’” and
35 U.S.C. 111(a)(4) and 35 U.S.C. 111(b)(4) each pro-
vide, in part, that the “filing date . . . shall be the date on
which. .. any required drawing are received in the Patent
and Trademark Office.” 35 U.S.C. 113 (first sentence)
in turn provides that an “applicant shall furnish a draw-
ing where necessary for the understanding of the subject
matter sought to be patented.”

Applications filed without drawings are initially in-
spected to determine whether a drawing is referred to in
the specification, and if not, whether a drawing is neces-
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sary for the under_Stan'ding of the invention. 35 U.S.C.
113 (first sentence). ' , ; ,

It has been PTO practice to treat an application that
contains at least one process or method claim as an ap-
plication for which a drawing is not necessary for an un-
derstanding of the invention under 35 U.S.C. 113 (first
sentence). The same practice has been followed in com-
position applications. Other situations in which draw-
ings are usually not considered necessary for the under-
standing of the invention under 35 U.S.C. 113 (first sen-
tence) are:

I. Coated articles or products: where the invention
resides solely in coating or impregnating a conventional
sheet (e.g., paper or cloth, or an article of known and con-
ventional character with a particular composition), un-
less significant details of structure or arrangement are
involved in the article claims;

I1. Articles made from a particular material or com-
position: where the invention consists in making an ar-
ticle of a particular material or composition, unless sig-
nificant details of structure or arrangement are involved
in the article claims;

III. Laminated structures: where the claimed inven-
tion involves only laminations of sheets (and coatings) of
specified material unless significant details of structure
or arrangement (other than the mere order of the layers)
are involved in the article claims; or

IV. Articles, apparatus, or systems where sole distin-
guishing feature is presence of a particular material: where
the invention resides solely in the use of a particular ma-
terial in an otherwise old article, apparatus or system re-
cited broadly in the claims, for example:

a. A hydraulic system distinguished solely by the
use therein of a particular hydraulic fluid;

b. Packaged sutures wherein the structure and ar-
rangement of the package are conventional and the only
distinguishing feature is the use of a particular material.

A nonprovisional application having at least one
claim, or a provisional application having at least some
disclosure, directed to the subject matter discussed
above for which a drawing is usually not considered es-
sential for a filing date, not describing drawing figures in
the specification, and filed without drawings will simply
be processed for examination, so long as the application
contains something that can be construed as a written de-
scription and the names of all the inventors. A
nonprovisional application having at least one claim, or a

600 -~ 12
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MANUAL OF PATENT EXAMINING PROCEDURE

rected to the subject matter discussed above for which a
drawing is usually not considered essential for a filing
date, describing drawing figure(s) in the specification,
but filed without drawings will be treated as an applica-
tion filed without all of the drawing figures referred to in
the specification as discussed in MPEP § 601.01(g), so
long as the application contains something that can be
construed as a written description and the names of all
the inventors. In a situation in which the appropriate ex-
amining group determines that drawings are necessary
under 35 U.S.C. 113 (first sentence) the filing date issue
will be reconsidered by the PTO. The application will be
returned to Initial Application Examination Division for
mailing of a “Notice of Incomplete Application.”

If a nonprovisional application does not have at least
one claim directed to the subject matter discussed above
for which a drawing is usually not considered essential
for a filing date, or a provisional application does not
have at least some disclosure directed to the subject mat-
ter discussed above for which a drawing is usually not
considered essential for a filing date, and is filed without
drawings, the Initial Application Examination Division
will mail a “Notice of Incomplete Application” indicat-
ing that the application lacks drawings and that
35 U.S.C. 113 (first sentence) requires a drawing where
necessary for the understanding of the subject matter
sought to be patented.

Applicant may file a petition under 37 CFR 1.53(c)
with the petition fee set forth in 37 CFR 1.17(i)
(37 CFR 1.17(q) for a provisional application), assert-
ing that (1) the drawing(s) at issue was submitted, or
(2) the drawing(s) is not necessary under 35 U.S.C. 113
(first sentence) for a filing date. The petition must be ac-
companied by sufficient evidence to establish applicant’s
entitlement to the requested filing date (e.g., a date—
stamped postcard receipt (MPEP § 503) to establish
prior receipt in the PTO of the drawing(s) at issue). Al-
ternatively, applicant may submit drawing(s) accompa-
nied by an oath or declaration in compliance with
37 CFR 1.63 and 1.64 referring to the drawing(s) being
submitted and accept the date of such submission as the
application filing date.

In design applications, the Initial Application Ex-
amination Division will mail a “Notice of Incomplete
Application” indicating that the application lacks the
drawings required under 35 U.S.C. 113 (first sentence).
The applicant may: (1) promptly file a petition under
37 CFR 1.53(c) with the petition fee set forth in 37 CFR
1.17(i), asserting that the missing drawing(s) was sub-

Rev. 2, July 1996
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mitted; or (2) promptly submit drawing(s) accompanied

‘by an oath or declaration in compliance _'With'37 CFR 1.63
. and 1.64 and accept the date of such submission as the

application filing date. 37 CFR 1.154(a) provides that
the claim in a design application “shall be in formal terms
to the ornamental design for the article (specifying
name) as shown, or as shown and described.” As such,
petitions under 37 CFR 1.53(c) asserting that drawings
are unnecessary under 35 U.S.C. 113 (first sentence) for
a filing date in a design application will not be found per-
suasive.

The treatment of an application subsequent to the
mailing of a “Notice of Incomplete Application” is dis-
cussed in MPEP § 601.01(d).<

>601.01(g) Applications Filed Without All
Figures of Drawings [R—2]

The Initial Application Examination Division re-
views application papers to determine whether all of the
figures of the drawings that are mentioned in the specifi-
cation are present in the application. If the application is
filed without all of the drawing figure(s) referred to in
the specification, and the application contains some-
thing that can be construed as a written description, at
least one drawing, if necessary under 35 U.S.C. 113
(first sentence), the names of all the inventors, and, in a
nonprovisional application, at least one claim, the Initial
Application Examination Division will mail a “Notice of
Onmitted Item(s)” indicating that the application papers
so deposited have been accorded a filing date, but are
lacking some of the figures of drawings described in the
specification.

The mailing of a “Notice of Omitted Item(s)” will
permit the applicant to either: (1) promptly establish
prior receipt in the PTO of the drawing(s) at issue (gen-
erally by way of a date—stamped postcard receipt
(MPEP § 503)); or (2) promptly submit the omitted
drawing(s) in a nonprovisional application and accept
the date of such submission as the application filing date.
An applicant asserting that the drawing(s) was in fact de-
posited in the PTO with the application papers must,
within 2 months from the date of the “Notice of Omitted
Item(s),” file a petition under 37 CFR 1.53(c) with the
petition fee set forth in 37 CFR 1.17(i) and 37 CFR
1.17(q) for a provisional application), along with evi-
dence of such deposit (37 CFR 1.181(f)). The petition
fee will be refunded if it is determined that the draw-
ing(s) was in fact received by the PTO with the applica-
tion papers deposited on filing. An applicant desiring to

600 — 14



. :tron and accept the date of such subrmssmn as the ap

: pllcatlon filing. date must w1thm2months frorn the dat‘
of the “Notice of Omrtted Item(s)” file' any omrtted;,‘
. drawmg(s) with an ‘oath or declaratlon in complrance‘;:

with 37 CFR 1.63 and 1.64 referrmg to su

and a petrtron under 37 CFR 1:182 w1th the petxtron feefi

set forth in 37 CFR 1. 17(h), requestmg the later flllng‘; s o ;.

date (37 CFR 1L181(H). -

“An applrcant willing to accept the applrcatlon as de-”i ; '

posited in the PTO need not respond to the “Notice of -
Onmitted Item(s),” and the failure to file a petition under

37 CFR 1.53(c) or 37 CFR 1.182 with the required peti-
tion fee as discussed above within 2 months of the date of
the “Notice of Omitted Item(s)” (37 CFR 1.181(f)) will
be treated as constructive acceptance by applicant of the
application as deposited in the PTO. Amendment of the
specification is required in a nonprovisional application
to cancel all references to the omitted drawing, both in
the brief and detailed descriptions of the drawings and
including any reference numerals shown only in the
omitted drawings. In addition, a separate letter is re-
quired in a nonprovisional application to renumber the
drawing figures consecutively (showing the proposed
changes in red ink), if necessary, and amendment of the
specification is required to correct the references to the
drawing figures to correspond with any relabelled draw-
ing figures, both in the brief and detailed descriptions of
the drawings. Such amendment and correction to the
drawing figures, if necessary, should be by way of prelim-

600 -~ 15

: lowmg pages “Notxce to File aMrssmg'Parts of Apphca-hai, ;‘

tion — Filing Date Granted” Form PT 0—1533 “Notlce -

to File Missing Parts of Apphcatlon - 'No Flllng Date,” L
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Form PTO-1123; and “Notice of Incomplete Appllca-;‘ ‘
tion Filed Pursuant to 37 CFR 1.60,” Form PTO~1534;
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37 CFR 1.60 Filing Date Granted” Form PTO-1607;
“Notice to File Missing Parts of Applrcatlon Filed Under
37 CFR 1.60, No Filing Date,” >Form< PTO~1608;
“Notice of Improper FWC Filing under 37 CFR 1.62, No
Filing Date Granted,” >Form< PTO~457 >; “Notice
of Omitted Item(s),” Form PTQ--1669; “Notice of

Omitted Item(s) in a Provisional Application Filed Un- L

der 37 CFR 1.53(b)(2),” Form PTO-1672.<
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. f' \ unmtn I‘I'ATES mmm DF GOMMEHGE
) atent and Trademearic Offices :
\ j Addr.mn WMBSIUI\%RCOF PA;!:?.‘NTS AND TRADEMAHKB
gl uthk\qmn WG @08 ;
APPLICATION NuMEER | FILING DATE I FIRBT NAMED APPLICANT : i . ATTY, DOOKET NO/TVTLE
DATE ANK.-ED:

NOTICE TO FILE MISSING PARTS OF APPLICATION
FILING DATE GRANTED

Am Application Number and Filing Date have been assigned to this application. However, the items indicated
below ave missing. The required items and fees identified below muest be timely submitied ALONG WITH
THE PAYMENT OF 4 SURCHARGE for items 1 and 8 G only of $. ... ._for large entities or
for small entities who have filed a verified statement clabming such status. The surcharge is set forth in

$
37 CFR 1.16(e).

if alf required items on this form are filed within the periocd set below, the total amount owed by appliicant as a O large
entity, (J small entity (verified statement filed), is §

Applicant is given ONE MONTH FROM THE DATE OF THIS LETTER, OR TWO MONTHS FROM THE
FILIMNG DDATE of this application, WIHICHEVER IS LATER, within which to file all reguired items and pay any fees
required above to avoid abandonment. Extensions of time mey be olwalned by filing a pettion accompanied by the
extension fee under the provisions of 37 CFR 1.136(a).

i. 3 The statutory basic filing fee is: (J missing [ insufflicient. Applicant ag a [ large entity O small
entity, must submit § to complete the basic filing fee.

2. 00 Additional claim fees of § a6 a [ large entity, [Jesmall entity, including any
reguired multiple dependent claim fee, are required. Applicant must submit the additional claim
fees or cancel the additional claime for which feee are due.

8. O The oath or declaration:
2 i mrigsing.
O does not cover itemns omitted at time of execution.

An cath or declaration in compliance with 37 CFR 1.63, identifying the application by the above
Application Number and Filing Date is required.

4. O The cath or declaration does not identify the application to which it appliea. An oath or declaration
in compliance with 37 CFR 1.63, identifying the application by the above Application Number and
Filing Deate, is required.

8. O The signature to the oath or declaration is: [ miesing: U] a reproduction; [ by & person other than
the inventor or a person qualified under 37 CPR 1.42, 1.43, or 1.47. & properly eigned oath or
declaration in compliance with 37 CFR 1.63, identifying the application by the above Application
Number and Filing Date, is required.

6. O The zignature of the following joint inventor(s) is missing from the cath or declaration:

4An oath or declaration listing the mames of all inventors and gsigned by
the omitted inventor(s), identifying this application by the above Application Number and Filing
Date, is required.

7. O The application was filed in a language other than English. Applicant must file a verifiad English

translation of the application and afeeof$__ .. __under 37 CFR 1.17(k), unless this fee has
already been paid.
8.3 A% processing fee is required for returned checks. (87 CFR 1.21(m)).

9. 11 Your filing receipt was mailed in error because check was returned without payment.
10. 1 The application does not comply with the Sequence Rules. Sea attached Notice to Comply with
Sequence Rules 37 CFR 1.821-1.828.
11. 1 Other.
Direct the response to Box Missing Parts and refer any questions to the Customer Service Center at (703) 308—1202.

A copy of this notice MUST be retvrned with the response.

FORM PTO-1533 (Rev. 11-94)

Rev. 2, July 1996 600 - 16

e



 PARTS, FORM, AND CONTENT OF APPLICATION.

601.01()

| APPLICATION N | ’ TOATE ]

DATE ‘IIAII.ED':

NOTICE TO FILE MISSING PARTS OF APPLICATION

NC FILING DATE
(Buclosurs o Form PTO-1123)

quuimd itenne 1-9 balow SHOULD be filed, with any items required on the “Notice of Ineomplabe
pplication” enclosed with this form. The ﬁh date of this application will be the date of receipt of the

itoms reguired on the “Notice of Ineo lete 8— ic ation. If iterns 1 and 3-8 below are submxthd after the

filing dete, THE PAYMENT O UﬁCHAR large entities o fov

entities who have filed & vm.'limd statement 87 CFR 1.27 cluiming such status will al-o bea mquired.
(37 CER 1.16(e)).
}'ho total amount owed by applicant as & [ lerge entity [ emall entity (verified statement filed) is

1.0 The statutory basie filing fee is: [Jmissing [ insufficient. Applicent sz & O large entity D sxsall
entity must submit ... to complets the basic ﬂl.ingpfoe.

2. 0 Additional claim fecs of § as a ) large entity, [0 small entity, including any
required multiple d nt claim fee, are uired. Applicant must submit the additional claim
fees or cancel € tionel claime for which fees are due.

8.0 Thw cath ov declaration:

) is missing.

O does not cover items reguired on “Notice of Incomplate Application.”
An oath or declaration in compliance with 37 CFR 1.69, referring to the above Application
Number and Receipt Dats, ia required.

4. 0 'I.‘ho cath or decleration does not identi h plicatmn to which it a) gglwu. An oath or declaration
with 37 CFR 1.68, identi npplieation by the above Application Number and

compliance
Receipt Dute, ia reguived,

6. [} The signature to the oath or declaration is: [0 misain g‘ 0 & rep rodwction' [wm] by & pergon other thamn
the inventor or & person quaelified under 87 CFR 1.4%, 1.43, or 1 47, ipmper & signed cath or
%actl;riatian 3 complionce with 37 CFR 1.63, refamng to the above Appl umber and Recsipt

ate, ie required.

€. [ The signature of the foﬂowing Joint inventor(s) is miseing from the oath or declaration:
. oath or decleration slgnad by the omitted inventor(s), identifying
this application by the above Application Numt pt Date, is reqguired. ;
7.3 AS PR ing foo is required for returned checks. (37 CFR 1.21(m)).

8. [J The application d y with the Sequonce Rules. See attached Notice To Comply with
Rules 37 CFR 1. 821-1 B25.

9. 3 Other:

Direct tha responae and any quastiona about thia notice to, Attention: Application Processing Divmion,
Special g and Corx

A copy of this notice MUST be returned with the response.

bLpyplication Proceasing Division
(708) 808-120%

FOR BT830 (REV. 120D
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PARTS, FORM, AND CONTENT OF APPLICATION

oot

/" \ URITED STATES DEPARTMENT OF COMMERCE
by « | Patent and Trademeric 8@os . 0 - 07

Lridreans: COMMIBBIONER OF PATENTS AND TRALEMAIIKS
AN cj ; ‘Washington, D.C. 20831 . -~ 5 o

| areucamcetvunmen | Fring DATE ¥ - - FERBT NALED APPLICANT — T AT DOGRET SOTTTLE | ER

DATE MANED:

NOTICE OF INFORMAL APPLICATION
(AGachrrent o Office Aclion)
‘This application does not conform with the rules governing applications for the reason(s) checked below. The period
within which to correct these requirements and avoid a nment is set in the accompanying Office action. |

A. A new oath or declacation, identifying this ication by the lication number and filing dats is aaired.
mmd:ordechrm.iondomnotwmgy with3;%;?k 1.6353%?“ ing ‘mq

1. O does not identify the city and state or foreign countzy of regidence of each inventor.
2. 1 does not identify the citizenship of each inventor.
3. O does not state whether the inventor is a soie or joint inventor.

4. £J does not state that the person making the oath or declaration:

& 1 has reviewesd and vnderstands the contents of the specification, including the claims, as smended by any
amendment specifically referred to in the cath or declaration.

b. [ believes the named inventor or inventors to be the original and the first inventor or inventoss of the subject
matter which iz claimed and for which a patent is sought.

e. 3 gghwl?dﬁs the duty to disclose inforination which is materlet to patentability as defined in

CFR.

5.0 does not iden the foreign application for patent or inventor’s certificate on which priority is claimed
pursuant to 37 1.85, and any foreign application having a filing date before that of the application on
rihg:lli:n priority is claimed, by specifying the applicstion serial number, country, day, month, and year of

s -

6. does not state that the person making the oath or declaration acknowledges the duty to disclose information
which iz material to patentability as defined in 37 CFR 1.56 which becatne available between the filing
date of the prior application and filing date of the continuation-in-part application which discloses and claims
subject matter in addition to that disclosed in the prior application (37 CER. 1.63(d)).

7.3 does not include the date of execution.
8.0 does not use permanent inle, or its equivalent in guality, as required under 37 CPR 1.52(a).
9. [J comntains non-initialed alterationsz (Ses 37 CFR 1.52(c)). )

10. 3 Other:

B. Applicant is reguired to provide:
1. O A statement signed by applicant giving his or her complete name, A full name mmust include st least one
given name without abhggvintion ag reguired by (37 (?FR 1.41(a)).

2. 1 Proof of authority of the legal representative under 37 CER 1.44.
3.0) An abstract in compliance with 37 CPFR 1.72(b).
4.1 A statement signed by applicant giving his or her complete post office address (37 CFR 1.33(a)).

5.0 Ac of the s ification written, typed, or printed in permanent ink, or ity equivalent in quality us
reql?gzd by 37 %%;R 1.52(a).
6.3 nher:
PO PTC-158 (Y. 1684 PART 1-OFFICE COPY

600 - 17 Rev. 2, July 1996
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601.01(h)
o . FRR ) .
. f 3 \ UNI‘I‘ID BTATEB DEPAHTMENT OF GGMMERGE
. Pntnne and Trademarik Office
COMMIBEIONER OF PATENTS AND TRADEMABKS
Washingtmn B.C. 20231 o
i APPLICATION NUMGER ]  mecewvoars | . s EINGT NAMED APPLIGANT - i | T ATTY, DOGHET NO. " I' .

DATE BEANL.ED:

NOTICE OF INCOMPLETE APPLICATION

A filing date has NOT been assigned to the sbove identified application papers for the reason(s) shown
below.

1.0 The speciﬁcation {description and claims):
a. [J ie missing
b. [0 has pages ... missin
c¢. J does not include a written gcscnpuon of the invention.
d. [0 does not include at least one claim in compliance with 35 U.S.C. 112.

A complete specification in compliance with 35 U.S.C. 112 iz reqguired.

2.0 ;ksdix}a\évi(t:lg lo]leigure(s) _. described in the specification is required in compliance with

3.3 & drawing of licant’s invention is required since it is necessagy for the understanding of the
subject matter of the invention in compliance with 35 U.S.C. 11

4. ] The inventor's name(s) is missing. The full names of all inventors are required in compliance
with 37 CFR. 1.41.

5. ] Othes:

AJl of the above-noted items, unless otherwize indicated, must be submitted within TWO MONTHS
of the date of this notice or the application will be returmed or otherwise disposed of. Any fee which
has been submitted will be refun lessa$ . handling fee. See 37 CFR 1.53(c).

The filing date will be the date of receipt of all items required above, uniess otherwise indicated. Any
asgertions that the items required above were submitted, or are not necessary for a filing date, must
be by a petition directed (o the attention of the Office of the Assistant Commissioner for Patents
accompanied by the £ petition fee (37 CFR 1.17(h) ). If the petition states that the application
iz complete, a request for refund of the petition fee may be included in the petition.

Direct the response and any guestions about this notice to, Attention:
Application Processing Division, Special Processing and Correspondence Branch.

A copy of thie notice MUST be returned with the response.

Enclosed:
I “General Information Concerning Patents.” See page
) Copy of a patent to assist applicant in meking corrections.
] “Neotice to File Missing Parts of Application,” Form PTOQ-1532.
33 Other:

ALupplication Processing Division
(708) 308-1202

FOHN FYO-1 388 (Rav, 1200y

Rev. 2, July 1996 600 ~ 18



PARTS, FORM, AND CONTENT OF APPLICATION ' L
601.01(h)

UNMITED STATES DEPARTMERT OF COMMERTE

BPatent and Trademeark Gffice

Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washingeon, D.C. 20231

| aPPUCATIONNUMBER | RECEIFTDATE | FIRST NAMED APPLICANT . | ATTY. DOCKET NOJTITLE i

NOTICE OF INCOMPLETE APPLICATION FILED UNDER
37 CFR 1.60

A filing date has NOT been assigned since 37 CFR 1.60 has not been complied with for the reason(s)
indicated below:

1.3 A copy of the specification (description and claims) filed in the parent application:
a. J is missing.

b. [J has page(S)——— ———.— missing.
c. O has the description of the invention missing.
d. 1 has claim(s).________ missing.

2.1 A copy of the drawings as filed in the parent application is missing.

3.3 A copy of any amendments referred to in the oath or declaration filed to complete the parent
application is missing.

4. O A statement is missing that the application papers filed are a true copy of the prior application,
and that no amendments referred to in the oath or declaration filed in the prior application
introduced new matter. Such statement must be made by the applicant or applicant’s attorney
or agent and must be a verified statement if made by a person not registered to practice before
the United States Patent and Trademark Office.

5. (1 Other:

The filing date will be the date of receipt of the items required above unless otherwise indicated. Any
assertions that the items required above were submitted, or explaining the delay in supplying the
omitted items, must be by a petition directed to the attention of the Office of the Assistant
Commissioner for Patents. Any such petition must be accompanied by the $________ petition fee
(37 CFR L.17@)(1)). If the petition states that the application is complete, a request for refund of the
petition fee may be included in the petition.

All of the items noted above must be submitted within TWO MONTHS of the date of this notice, or
the application will be returned upon request or otherwise disposed of. .

Direct the response and any questions about this notice to, Attention: Application Processing
Division, Special Processing and Correspondence Branch.

A copy of this notice MUST be returned with the respomnse.

Application Processing Division
(703) 308-1202

FORM PTQ-1884 (REV. 12.02)
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MANUAL OF PATENT EXAMINING PROCEDURE

Patent and Tredemark

Woaghington, D.C. 20231

| APPLICATION NUMBER |  FILING DATE I FIAST NAMED APPLICANT 1 ATTORNEY DOCKET NOJTITLE |

NOTICE TO FILE MISSING PARTS OF APPLICATION
FILED UNDER 37 CFR 1.60 FILING DATE GRANTED

A filing date has been granted to this application filed under 37 CFR 1.6860. However, the items
indicated below are missing. The required items and fees identified below must be timely
submitted ALONG WITH THE PAYMENT OF A SURCHARGE foritems 1Land 3of$___________
for large entitiesor$_______________ forsmall entities who have complied with 837 CFR 1.28 (a). The
surcharge is set forth in 37 CFR 1.16 (e).

If all required iterna on this form arve filed within the period set below, the total amount owed
by applicant as a (0 large entity, 71 small entity (verified statement filed), ia $ .

Applicant is given ONE MONTH FROM THE DATE OF THIS LETTER, OR TWO
MONTHS FROM THE FILING DATE of this application, WHICHEVER IS
LATER, within which to file all required items and pay any fees reqguired abave to
avoid abandonment, Extensions of time may be obtained by filing a petition
accompanied by the extension fee under the provisions of 37 CFR 1.136 (a).

1. O
2. 3
3. O
4. [3

The statutory basic filing fee is: [J missing [ insufficient. Applicant as a [ large
entity, [J small entnty, must submit $_____________ to complete the basic filing fee.

Additional claim feea of B __asa [ large entity [J small entity, including
any required multiple dependent claim fee, are reguired. Applicant must submit the
additional claim fees or cancel the additional claims for which fees are due.

The application was filed under 37 CFR 1.60. The copy of the oath or declaration (] is
misgsing [J does not show applicant(s) signature or an indication it was signed. A copy
of the signed oath or declaration originally filed in the prior complets application is
required.

OTHER:

Direct the response and any questions about this notice to, Attention: Application Processing
Diviesion, Special Processing and Correspondence Branch.

A copy of this notice MUSY' be retwurned with the response.

APPLICATION PROCESSING DIVISION
(703) 308-1202

FORM PTC-16T7 ($2-62)

Rev. 2, July 1996
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l,« \ UNI“I'ED BTATRS nemm [= GOMMEHGE
Batont and Trademaric.

/ Lcidraan: W%RGUFPA;%NTBANDW
"uu' R

I ArPLICATION ke ] TOATE FIRBT NAMED ABPLICANT

b
n
%

NOTICE TO FILE MISSING PARTS OF APPLICATION FILED UNDER 37 CFR 1.60

NO FILEING DATE
(Auschment to Form PTO-1534)

i order ¢o uve%d yment by the applicant of the surcharge required if items 1 and 3 are filed after the
ﬂlﬁnz date, the m‘wing items are slse brought to the applicant’s attention.

Reqguired items 1-4 below BHOULD be filed, ‘goauibla. with any items reqguired on the enclosed WNotics

of Incomplete Application form. If concurrent ling of al re?uirod items is not 'ﬁuniblo, items 1-4 below

muet be &l«d 1o Inter then two monthe from the fili thie application. o filing date will be the

date of recetpt of the items required on the WNotica of mom late Application. Ifitemsz 1 and 8 below are

submitted after the filing date THE PAYMENT OF A EJHCHA&G ROFS%.. v Tor lavrge

gmg%smt for smell entities who have complied with 37 CFR 1.28 (&), is requived. (37 CFR
()X

b{4 nlmmrad ftome noted on this form and on the MNotics of Imml)loto Application ave filed tqgcthor,
¢ owed by applicant as & O large entity [ ) entity (verified statement {iled) is

Applicent muet file all the required items indicated below within TWO MORNTEHE from any filing
dats graﬂwd te avoid abendenment. RExtensieons of timnme bo obtained by filing & petition
aceompanied by the extension fee under the provisions of 37 © 1.136(a).

£. The statutory basle Biling fee le: (O] missing O fnsuffictent. Applicant as g ) large entity
£ semall entity must ﬁugmit $. s to comnplete the basie filing fee,

2. 3 omnel clatm foes of § as & 3 large entity, ) smalil entity, including any
m maultiple L clatm foe, are required. Applicant must submit the additional
eluim foes or cuneel additional clafme for which fees are due.

8. 3 The application was filed under 87 CFR 1.60. The eopy of the oath or declaration [J ia missing
i does not show applicant(s) signature or an indication it was signed. A copy of tlw signed cath
or declaration originally filed in the prier complete application iz required.

4. 1 CGther:

Birect the reaponse and any questions about thin notice to, Attention: Application Processing Division,
Special Processing and Correspondence Branch

4 copy of this notice MUET be returned with the response.

SING DIVISION

O TSt 608 (1eedy

600 - 21 Rev, 2, July 1996
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MANUAL OF PATENT EXAMINING PROCEDURE

- . .
’/ \ UNITED s'rA'res DEPARTIIENT OF cOMMEch
Patent and Trademeark Qftice

f& j bddrees: COMMIBBIONER OF PATENTS A“D{THADEMAHKB
he T 4 a . )

ATPLICH VU8 MLASOLP, 1 RECTLET DATE [} FUREIT NAMED APTIICANT X U AYTY. DOCKETY NOJTITAE ]

NROTICE OF IMPROPER FWC FILING UNDER 37 CFR 1.62
RO FILINRG DATE GRANTED

The esbove identified application was deposited under 37 CFR 1.62 as a file wrapper continuing application
brut is improper end has not boen granted & filing date for reasons shown balow:

i. The spplication does not include the correct application number including filing date or
secies code of Gw prior application.

2 The application, which is not & continuation-in-part, was not filed by the same or leag than all
the inventors named in the prior applivation and no petition for correction of inventorship
was filed.

3. The application, which is a2 continuvation-in-pact, doss not identfy the names of all the
inventors (37 CFR 1.41(a)). The epplication uses “et a8l but only one inventor was named in

the pricz spplication.
4 ‘The filing date included & new specification or & copy of a specification from the prior
epplication. 8ee 37 CFR 1.62(e). A peiition with the & fes sot forth in 37 CPR

1. 87y 1 3 with instructions to cancel the copy or specification mey be flled if a filing date as of
the recelipt date noted ebove ls desired,

5. The re 6t dose not include an original signeture of the inventar(s), assignee of the entire
ﬁnmmm. or reglsterad attorney or agent.

&, The application was not fited before the payment of the issue fes, abandonmaent of, or
termination of proceedings on the prior application:

a) The izsue fee was paid on the prior application 00 .

B The prior application was abandoned, or proceedings terminated on
¢y The prior application wes sbaasdoned by the filing of application
fumber
G , under 37 CFR 1.62.

7. Other:
The filing dete will be the date of receipt of the iterms required sbove unless otherwise indicated, provided the
iterns are filod before the payment of the issue fee, abandonment of, or termination of proceedings on the prior
application. Any sesertions that the items required above were submnitied or are not necessary for a filing date
must be by a getition dirested to the attention of the Office of the Agsistant Commissioner for Patents. Any
such petition must be accompenied By the $ee—e— fee (37CFR 1.17(h}). If the petition states that the
application is complete, a request for refund of the petition fes may be included in the petitdon.

Autl of the abave noted ltems and/or any petition must be submitted within TWO MONTHS of the date of this
notice (37 CPR 1.81¢(6) ) or the epplication will be returned upon request or abandoned and the fes, if submited,
will be refunded less the $ handling fee (37 CFRR 1.21(n)). THIS TIME LIMIT MAY NOT BE
BEXTERDED PURBUANT TO 37 CFIE 1.136.

Direct the response and any guestions cbout this notice o, Ateation: Application Processing Divielon,
Special Processing and Correspondence Branch.

" be returned with the respomnse.

A copy of this notice MUS

Afﬁmkmaﬁ Pravessing Division

(7033 308-1202
Carss PTOL-48Y (nev. 12-68

Rev. 2, July 1996 600 = 22



. PARTS, FORM, AND CONTENT OF APPLICATION

Patent and Trademark Office .~ s
* Address: COMMISSIONER OF PATENTS, AND TRADEMARKS
Washmgton. D.C.o20231 -

[ APPLICATION NUMBER  FRLINGF.ECEIPT DATE FIRET MAMED APPLICANT S ’ ATTY, BOGKET NOTTITLE ]

prmiepag

RS @ UN&TED STATES DEPARTMENT OF COMMERCE

DATE MAILED:

NOTICE OF OMITTED ITEM(S)

A filing date hes been assigned to the above-identified application papers; however, the following ltem(s) appear to
have been omilled from the application:

o1 Pms _ of the spacification (description and claims),
Oa . described In the spacification,
O s. chcr

{. WWWMMMMMWs)wuhfmtd«poaltadlnthaPatentanddeemarkOfﬁco
(P"I'O)wmmieappmnpap«s awpyo!ﬂzismm-pcmion(and e PHitiON f0@ (37 CFR 1.77(i)), which

be refunded ¥ K Ig determined that the meaalnfactrmlvodbymoPTG)wnhav!dancoofuuchdepoaltmustbe
mmmmwmmwmm

. Should applicant deslre to supply the omitied iem{e) and the date that such omitted item(s) were filad in the
woummmwmmmmmmﬁm @ copy of thig Notice, the omittad ltems (with a supplemental
Gath or declacation in WWW‘WGFR1B3md1&mmgtowchﬁama),andapoﬂﬂonundm:wcm

“{MW&WWM(WCFRTf7{h))nquesﬁngtholﬂnrﬁhngdatemuﬂbwﬂledw%lnhnommlmof

The fallure (s file & pelition (and pelition fae) under the above options Iy or (1) within twe monthe of the date of this
quwcmﬂm(mwwmwmmammmmwm licant of the application as deposiied
in the PTO. THIS TWO T4 PERICD 18 NOT EXTERDABLE UNDER 37 CFR 1.438 (a) or (b), Inthoabwm of
nWMﬁmhmmuhmnm the application will maintaln & filing date as of the date of deposit of the
applicstion papers in the PTO, and oggﬁcatwnp%p«n {l.e., the original disclosure of the lnvention) will include
crily those application papers present G on the wﬁoa:t.

In the event that applicant elects not take action pursuant to oplions (1) or (Ii) sbove, amendment of the specification to
renismber the pages congecutively and cancel incomplele sentences caused by any omitted puge(e), and/or
smendment of the specification fo cancel all references o any omitied drawing(e), relabel the drawing figures {o be
numbomfcomowtmty( necessary), and correct the references in the epecification to the drawing figures to
corraapond with mmdmmmu i required. Any drawing changes ghould be accompanied by a copy
ofhcdmwéngﬁgwnshowﬁng proposed changes in red ink, Such amendment and/or correction to the drawing
figures, if necessary, Mmmwmmmwmmmumdmwmmﬁmmmwavm

dalays in the proseculion of
Oirect the response and any quastions about this notice v “Atlention: Box Missing Paris”.

Enclosed: ‘
L] “Notice to Fils Misaing Parts of Application,” Form PTO-1533,
Other:

A copy of this notice MUST be returned with any response.

Customer Service Center
initlat Patent Examination Divigion (703) 308-1202
FOHMS PTO-1660 (Rev. 1/68) PARY 4 - ATTORKEVIAPPLICANT COPY <
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s " MANUAL OF PATENT EXAMINING PROCEDURE
601.01(h) ST e T T e A

[/ "\ UNITED STATES DEPARTMENT OF COMMERCE
> % / .Patent and Trademark Office = = :
e, " Address: COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231 ,
| APPLICATION NUMBER  FILINGRECEIPY DATE FIRGT NAMED APLLMNT , »ATTY. DOCKET NO.TITLE ]

DATE MAILED:

NOTICE OF OMITTED ITEM(S) IN A PROVISIONAL APPLICATION
FILED UNDER 37 CFR 1.53(b)(2)

A filing date has been assigned to the above-identified PROVISIONAL APPLICATION; however, the
foliowing Hem{s) appear o have been omitted from the application:

£ 1. Pages of the specification (description and claims).
£ 2. Figures described in the specification.
£1 3. Other

Should applicant contend that the above-noted item(s) was in fact deposited in the Patent and Trademark
Office (PTO) with the provisional application papers, a copy of this Notice and a petition (and $_________

petition fee (37 CFR 1.1 7(0). which will be refunded if it is determined that the tem was in fact recaived by
the PTQ), with evidence of such deposit must be filed within two months of the date of this Notice.

The fallure fo flle a petition (and pelition fee) within two months of the date of this Notlice (37 CFR 1.181(A)
il be treated as a mﬁm&ﬁv e acceplance by the applicant of the provisional application as deposited in
YO ONTH PERIOCD I8 NOT EXTENDABLE UNDER 37 CFR 1.136 (a) or (b). inthe
to this Notlce, the application will maintain a filing date.as of the
papers In the PTO, and original application papers (/.e., the original
disclosuie of the inveniion) wilk include anly thoee appﬁcaﬂon papers presant In the PTO on the date of

deposit.

Direct the regponse and any quastions about this notlce to "Altentlon: Box Missing Paris”.

Enclosed:
£} “Notice to File Missing Parts of Provisional Application,” Form PTO-1670,
3 Other:

A copy of this notice MUST be returned with any response.

Cuslomer Service Cerer
initlal Patent Examination Divislon (703) 308-1202
ECR4 P""@-‘m?z (Rev. 1/06) PART 4 « ATTORNEVIAPPLICANT CORPY <
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PARTS, FORM, AND CONTENT OF APPLICATION

601.02 Power of Attorney or Authorization
of Agent

The attorney’s or agent’s full post office address (in-
cluding ZIP code number) must be given in every power
of attorney or authority of agent. The telephone number
of the attorney or agent should also be included in
the power. The prompt delivery of communications will
thereby be facilitated.

Usually a power of attorney or authorization of agent
is incorporated in the oath or declaration form. (See
MPEP § 402.)

601.03 Change of Correspondence
Address [R-1]

Where an attorney or agent of record (or applicant, if
he or she is prosecuting the application pro se) changes
his or her correspondence address, he or she is responsi-
ble for promptly notifying the Patent and Trademark Of-
fice of the new correspondence address (including ZIP
Code number). The notification should also include his
or her telephone number.

A separate notification must be filed in each applica-
tion for which a person is intended to receive commu-
nications from the Office. In those instances where a
change in the correspondence address of a registered at-
torney or agent is necessary in a plurality of applications,
the notification filed in each application may be a repro-
duction of a properly executed, original notification.
The original notice * >may< either be sent to the Office
of Enroliment and Discipline as notification to the At-
torney’s Roster of the change of address, or * >may< be
filed in one of the applications affected, provided that
the notice includes an authorization for the public to in-
spect and copy the original notice in the event one of the
applications containing a copy matures into a patent and
the application containing the original paper is either
pending or has become abandoned. > Alternatively, the
paper containing the original signature may be retained
by applicant. See MPEP § 502.02.< The copies sub-
mitted in each affected application must identify where
the original paper is located.

See MPEP § 711.03(c) for treatment of petitions to
revive applications abandoned as a consequence of fail-
ure to timely receive an Office action addressed to the
old correspondence address,

600 - 25

e _

The required notifica’tibn of change of cdrrcspon—
dence address need take no particular form. However, it

.should be provided in a manner calling attention to the

fact that a change of address is being made. Thus, the
mere inclusion, in a paper being filed for another pur-
pose, of an address which is different from the previously
provided correspondence address, without mention of
the fact that an address change is being made would not
ordinarily be recognized or deemed as instructions to
change the correspondence address on the file record.

The obligation (see 37 CFR 10.11) of a registered at-
torney or agent to notify the Attorney’s Roster by letter
of any change of his or her address for entry on the regis-
ter is separate from the obligation to file a notice of
change of address filed in individual applications. See
MPEP § 402.

601.04 National Stage Requirements of
the United States as a Designated
Office [R-1]

See MPEP Chapter 1800, especially MPEP
§ ** >1893.01< for requirements for entry into the na-
tional stage before the Designated Office or Elected Of-
fice under the Patent Cooperation Treaty (PCT).

602 Original Oath or Declaration [R=1]

35 US.C. 25. Declaration in lieu of oath.

(a) TheCommissioner may by rule prescribe that any document to
be filed in the Patent and Trademark Office and which is required by any
law, rule, or other regulation to be under oath may be subscribed toby a
written declaration in such form as the Commissioner may prescribe,
such declaration to be in licu of the oath otherwise required.

(b) Wheneversuchwrittendeclarationisused, the documentmust
warn the declarant that willful false statements and the like are
punishable by fine or imprisonment, or both (18 U.S5.C. 1001).

35 US.C. 26. Effect of defective execution.

Any document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be executed ina
specified maaner may be provisionally accepted by the Commissioner
despite adefective execution, provided a properly executed document is
submitted within such time as may be prescribed,

35 U.S.C. 115, Oath of the applicant.

The applicant shall make oath that he believes himself to be the
original and first inventor of the process, machine, manufacture, or
composition of matier, of improvement thereof, for which he solicits a
patent; and shall state of what country he is a citizen. Such oath may be
made before any person within the United States authorized by law to
administer oaths, or, when made in a foreign country, before any
diplomatic or consular officer of the United States authorized to admin-
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602

ister oaths, or before any officer having an official seal and authorized to
administer oaths in the foreign country in which the applicant may be,
whose authority is proved by certificate of a diplomatic or consular
officer of the United States, or apostille of an official designated by a
foreign country which, by treaty or convention, accords like effect to
apostilles of designated officialsin the United States. Such oath is valid if
it complies with the laws of the state or country where made. When the
application is made as provided in the title by a person other than the
inventor, the oath may be so varied in form that it can be made by him.

37 CFR 1.63. Qath or declaration.

** >(a) An oath or declaration filed under § 1.51(a)(1)(ii) as a
part of a nonprovisional application must:

(1) Be executed in accordance with either § 1.66 or § 1.68;

(2) Identify the specification to which it is directed;

(3) Identify cach inventor and the residence and country of
citizenship of each inventor; and

(4) State whether the inventor is a sole or joint inventor of the
invention claimed. <

(b) Inaddition to meeting the requirements of paragraph (a), the
oath or declaration must state that the person making the oath or
declaration,

(1) Has reviewed and understands the contents of the specifica-
tion, including the claims, as amended by any amendment specifically
referred to in the oath or declaration;

(2) Believes the named inventor or inventors to be the original
and first inventor or inventors of the subject matter which is claimed and
for which a patent is sought; and

(3) Acknowledges the duty to disclose to the Office all informa-
tion known to the person to be material to patentability as defined in
§ 1.56.

(c) In addition to meeting the requirements of paragraphs (a) and
(b} of this section, the oath or declaration in any application in which a
claim for foreign priority is made pursuant to § 1.55 must identify the
foreignapplication for patent or inventor’scertificateonwhich priority is
claimed, and any foreign application having a filing date before that of
theapplicationonwhich priority isclaimed, byspecifying theapplication
number, country, day, month and year of its fifing.

{dy In any continuation—in—part application filed under the
conditions specified in 35 U.S.C. 120 which discioses and claims subject
matter in addition to that disclosed in the prior copending application,
the oath ordeclaration must afsostate that the person making the oath or
declaration acknowledges the duty to disclose to the Office all informa-
tion known to the person to be material to patentability as defined in
§ 1.56, which became available between the filing date of the prior
application and the national or PCT international filing date of the
continuation~in—part application.

37 CFR 1.68. Declaration in lieu of oath,

Any document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be under oath
may be subscribed to by a written declaration. Such deciaration may be
used inlieu of the oath otherwise required, if, and only if, the declarant is
on the same document, warned that willful false statements and the like
are punishable by fine ot imprisenment, or both (18 U.S.C, 1001) and
may jeopardize the validity of the application or any patent issuing
thereon. The declarant must set forth in the body of the declaration that
all statements made of the declatant’s own knowledge are true and that
all statements made on information and belief are believed to be true,

Rev. 2, July 1996

18 U.S.C. 1001. Statements or entries generally.
Whoever, in any matter within the jurisdiction of any department
or agency of the United States knowingly and willfully falsifies, conceals,

“or covers up by any trick, scheme, or device a material fact, or makes any

false, fictitious or fraudulent statements or representations, or makesor
uses any falsewriting or document knowing the same tocontain any false,
fictitious or fraudulent statement or entry, shall be fined not more than
$10,000 or imprisoned not more than five years, or both.

STATUTORY DECLARATIONS

Patent and Trademark Office personnel are autho-
rized to accept a statutory declaration under 28 U.S.C.
1746 filed in the Patent and Trademark Office in lieu of
an “oath” or declaration under 35 U.S.C. 25 and 37 CFR
1.68, provided that the statutory declaration otherwise
complies with the requirements of law.

Section 1746 of Title 28 of the United States Code
provides: '

Whenever, under any law of the United States or under any rule,
regulation, order, or requirement made pursuant to law, any matter is
reguired to be supported, evidenced, established, or proved by sworn
declaration, verification, certificate, statement, oath or affidavit, in
writing of the person making the same (other than a deposition, or an
oath of office, or an oath required to be taken before a specified official
other than a notary public), such matter may, with like force and effect,
be supported, evidenced, estabiished, or proved by the unsworn
declaration, certificate, verification, or statement, in writing of such
person which is subscribed by him, as true under penalty of perjury, and
dated, in substantially the following forin:

{1] If executed without the United States:

“I declare (or certify, verify, or state) under penalty of perjury
under the laws of the United States of America that the foregoing is true
and correct. Executed on (date).

(Signature).”

[2] Ifexecutedwithinthe United Statesits territories, possessions,
or commonwealths:

“I declare (or certify, verify, or state) under penalty of perjury that
the foregoing is true and correct. Executed on (date).

(Signature).”

Oaths and declarations submitted in applications
filed after May 1, 1975 must make reference to applica-
tions for inventor’s certificates on which priority is
claimed and any filed prior to the filing date of an ap-
plication on which priority is claimed.

A 37 CFR 1.68 declaration need not be ribboned to
the other papers, even if signed in a country foreign to
the United States. When a declaration is used, it is un-
necessary to appear before any official in connection
with the making of the declaration. It must, however,
since it is an integral part of the application, be main-
tained together therewith,
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By statute 35 us. C 25 the Commrssroner has been ,
empowered to prescnbe instances when a- written decla-

ration may be accepted in lieu of the oath for “any docu-
ment to be filed in the Patent and Trademark Office”.

The filing of a written declaration is acceptable in lieu
of an original application oath that is informal. *

If all foreign applications have been filed within
12 months of the U.S. filing date, applicant is required
only to recite the first such foreign application of which
priority is claimed, and it should be clear that the foreign
application referred to is the first filed foreign applica-
tion. The applicant is required to recite all foreign ap-
plications filed prior to the application on which priority
is claimed. It is required to give the foreign serial num-
ber and name of the country or office in which filed, as
well as the filing date of the first filed foreign application.

In the oath, the jurat must be filled out, and the word
“sole” or “only” must appear if there is but one inven-
tor, and “joint” if two or more inventors.

When joint inventors execute separate oaths or dec-
larations, each oath or declaration should make refer-
ence to the fact that the affiant is a joint inventor togeth-
er with each of the other inventors indicating them by
name. This may be done by stating that he or she does
verily believe himself or herself to be the original, first
and joint inventor together with “A or A & B, etc.” asthe
facts may be.

A seal is usually impressed on an oath, See MPEP
§ 604 and § 604.01 and 37 CFR 1.66. However, oaths ex-
ecuted in many states including Alabama, Louisiana,
Maryland, Massachusetts, New Jersey, New York,
Rhode Island, South Carolina, and Virginia need not be
impressed with a seal.

If a claim is presented for matter not originally
claimed or embraced in the original statement of inven-
tion in the specification a supplemental oath or declara-
tion is required, 37 CFR 1.67, MPEP § 603. ’

> A provisional application does not require an oath
or declaration to be complete. See 37 CFR 1.51(a)(2).<

The following form paragraphs may be used to indi-
cate errors in the oath or declaration,

9 6.05 Oath or Declaration Defective

The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by
* >Application< Number and filing date is required. Sec MPEP
>88< 602,01 and 602.02.

The cath or declaration is defective because:

600 — 27

' Exammer Note : Sl

1, One. or ‘more: of the appropnatc paragraphs 605 >0<1 to,jf ‘

L 6 05 .17 must follow this paragraph s : ‘
2. Ifnoneoftheparagraphsapply,thenanappropnateexplanatron S

of the defect should be glven lmmedlately followmg thls paragraph

9°6.05.>0<4 Sole orJomt Deszgnatton Omttted

It does not state whether the mventor isa sole or Jomt mventor of L
the invention clarmed !

Examiner Note'
This paragnph must be preceded by paragraph 6 05

€ 6.05.>0<5 ,"Revzewed and Understanals""
Omitted .
It doesnot state that the person making the oath or declaration has
reviewed and understands the contents of the specifi jcation, including
claims, asamended byany amendmentspeelflcally referredtointhe oath

or declaration.,

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

% 6.05.>0<6 Original and First Omitted

It does not state that the person making the oath or declaration
believes the named inventor or inventors to be the original and first
inventororinventorsof the subject matter whichis claimed and for which
a patent is sought.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

9 6.05.>0<7 Duty of Disclosure Omitted

It does ot state thai the person making the oath or declaration
acknowledges the duty to disclose to the Office all information known to
the person to be material to patentability as defined in 37 CFR 1.56.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

9 6.05.>0<8 Identification of Foreign Applications Omitted

It does not identify the foreign application for patent or inventor’s
certificate on which priority is claimed pursuant to 37 CFR 1.55, and any
foreign application having a >filing < date before that of the application
on which priority is claimed, by specifying the application number,
countsy, day, month and year of filing,

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

§ 6.05.>0<9 Dutyto Disclose in C~I-P Omitted

1t does not state that the person making the cath or declarationin a
continuation—in-—part application filed under the conditions specified
in 35 U.S.C. 120which discloses and claims subject matter in addition to
that disclosed in the prior copending application, acknowledges the duty
to disclose to the Office all information known to the person to be
material to patentability as defined in 37 CFR 1.56 which became
available between the fiting date of the prior application and the national
or PCT international filing date of the continuation—in~part applica-
tion.

Rev. 2, July 1996
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Examiner Note° r i L
Thls paragraph must be precedcd by paragraph 6. 05

9 605 15 Notin PermanentInk : ST
The[1] is not in permanent ink, or r its equwalent in quallty, as:
required under 37CFR 1. 52(a) :

Examiner Note' ' BT o The clause regardmg
1. In bracket 1, insert either srgnature or oath/declaratlon o J‘CFR 1 68 has been ommed
2. This paragraph must be preceded by paragraph 6.05. :
3. if other portions of the disclosure are not in permanent ink, use Examiner Note. o b
paragraph 6.32. ‘ ' Thls paragraph must be. preceded by paragraph 6 05
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PARTS, FORM, AND CONTENT OF APPLICATION
a 602

~ PTO/SB/ 01 (6-95)
Apptovod iof use through OBI30/96. OMB 0651 0032

Docke! Number (Opﬂonal)

DECLARATION FOR PATENT APPLICATION )
As a below named inventor, | hereby declare that:
My rasidence, post office address and citizenship are as stated below next to my name.

| belleve | am the original, first and scle inventor (if only one name is listad below) er an original, first and }oim inventor (if plural
names are fisted balow) of the subject matter which is claimed and for which a patentis sought on the invention entitied

the specification of which
is attached hareto unless the foliowing box ig checked:
D was filed on as United States Application Number or PCT International Application
Numbar and was amended on (it applicable).

| hereby state that | have reviewed and understand the contents of the above identified specification, including the claims, as
amandad by any smendment refarred to above.

i acknowledge the duty o disclose information which is material to patentability as defined in 37 CFR § 1.56.

§ hareby clakm foraign priceity banefits undaer 35 U.S.C. § 118(a)-(d) or § 365(b) of any foreign application(s) for pateft 67 Tventors
cartificate, or § 385(a) of any PCT Intarnationsal application which designated at least one country other than the United States, isted
below and have also identified below, by checking the box, any forelgn application for patent or inventor's certificate, or PCT
Intermational application having a filing date before that of the application on which priority is claimad. Prioiity Not Claimed

Prior Forelgn Application{s)
(Mumbar) {Country) ) {Bay/Nionth/Year Filed) =
(Number) {Country) ' (Day/Moniv¥ear Filed) =
 hereby claims the benaefit under 35 U.S.C. § 119(e) of any United States provisional application(s) ksted balow.
(Application Numbaer} (Filing Date)
(Application kumber) (Fiiing Date)

§ heraby claim the benefit under 35 U.S.C. § 120 of any United Siatas application{s), or § 365(¢c) of any PCT International application
deslgnating the United Statas, listed below and, neciar as the subject matier of each of the claims of this application Is not disclosed
in the prior United States or PCT Intemational application In the manner provided by the first paragraph of 356 U.S.C. § 112,

i acknowledge the duly o digclose Information which e matarial to patentabllity as defined in 37 CFR § 1.56 which became available
between the tiing date of the prlor application and the national or PCT International filing date of this application.

(Ropication Romaer) “TFiing Date) e (STatue -- patenied, pending, abendoned)
(FEPICaTeA NaEeR Fiing Oate) ~ SN FEGHIES; PeROI, BbARGOREa)

t hereby appoint the following atiorney(s) and/or agent(s) to prosecute this application and 1o transact all business In the
Patent and Trademark Office connected thorewith:

Address all telephione calls 1o at telephone number
Address all coraspondence ©

| hereby deciare that afl statements made herein of my own knowledge are true and that all statements made on information and
belief are believed o be tue; and further that these statements were made with the knowiedge that willful false statements and the
ke 80 made are purnishable by fine or Imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that
such wiliful fafse sistements may jeopardize the valldity of the apptication or any patent issued thereon.

Full name of sole or first Inventar (given namae, family name) —.

invenior's signature ... Date

Residence ; .. Citizenship

Past Office Address e e e
Full name of second joint inventor, If any (glven name, lamily name) [P

Second Inventors signatne Cate " .
Resldance Citlzanghlp

Poat Office Address e e o st e

[:j Additenal inventors are being named on separatsly numbered sheets attached hareto.

v

oo a0 e «ﬂmngfér rwwmg“comole. beumno Sifice of Atw ST ok Enh Q‘DN‘
%m‘sf"’m A e SR R e
migsionet fav%?awms, ash(ngmn,oc 2023%. ssistant
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602.01
602.01 Oath Cannot Be Amended [R—l]

The wordmg of an oath or declaration ;cannot be
amended altered or changed in any manner after it has

been signed. If the wording is not correct or if all of the -

required affirmations have not been made, or if it has not
been properly subscribed to, a new oath or declaration
must be required. However, in some cases, a deficiency
in the oath or declaration can be corrected by a supplemen-
tal paper and a new oath or declaration is not necessary.

For example, if the oath does not set forth evidence
that the notary was acting within his or her jurisdiction at
the time he or she administered the oath, a certificate of
the notary that the oath was taken within his or her juris-
diction will correct the deficiency. See MPEP § 602 and
§ 604.02.

Applicant may be so advised by using Form Para-
graph 6.03.

9 6.03 OQOath, Declaration Cannot Be Amended

A new oath or declaration is required because [1). The wording of
an oath or declaration cannot be amended. If the wording is not correct
or if all of the required affirmations have not been made or if it has not
been properly subscribed to, a new ocath or declaration is required. The
new oathor declaration must properly identify the applicationof whichit
istoform apart, preferablyby * >application< number and filing date in
the body of the oath or declaration. Sec MPEP§ 602.01and§ 602.02.

Examiner Note:

1. This paragraph is intended primarily for use in pro se applica-
tions.

2. Use Paragraph 6.05 and one or more of paragraphs 6.05.>0< 1
to 6.05.17 for a defective oath or declaration in a case where there isa
power of attorney.

602.02 New Oath or Substitute for Original

In requiring a new oath or declaration, the examiner
should always give the reason for the requirement and
call attention to the fact that the application of which it is
to form a part must be properly identified in the body of
the new oath or declaration, preferably by giving the seri-
al number and the date of filing,

Where neither the original oath or declaration, nor
the substitute oath or declaration is complete in itself,
but the two taken together give all the required data, no
further oath or declaration is needed.

602.03 Defective Oath or Declaration [R—1]

In the first Office action the examiner must point out
every deficiency in a declaration or oath and require that
the same be remedied. Applicant may be informed of de-
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,‘ f1c1enc1es in the declaratlon or oath by Form Paragraphs s

6053nd6051—-605 17..

1 605 Oath or Declaratzon Defectzve

The oath or declaratlon is defectlve Anew oath or declaratlon in

compliance with 37 CFR 1.67(a) Jdennfymg fhis apphcatlon by *>applica-
tion< number and ﬁlmg date is requlred See MI’EP >§§< 60201 and "

602.02.
The oath ordeclaratlon is defectlve because: .

Exammer Note.

1. One or more of the appropnate paragraphs 6. 05 >0<1 to.
6.05.17 must follow this paragraph.

2.1fnone of the paragraphs apply, than an approprlatc explanation
of the defect should be given immediately following this paragraph.

However, when an application is otherwise ready for
issue, an examiner with full signatory authority may
waive the following minor deficiencies:

Minor deficiencies in the body of the oath or declara-
tion where the deficiencies are self-evidently cured in
the rest of the oath or declarauon, as in an oath or declaration
of plural inventors couched in plural terms except for use of
“sole inventors” is asserted; In re Searles, 164 USPQ 623.

If the above is waived, the examiner with full signato-
1y authority should write in the margin of the declaration
or oath a notation such as “Reference to the sole inven-
tor rather than joint inventors waived; Application ready
for issue.” and his or her initials and the date.

Of course, requirements of the statute; e.g., that
the applicant state his or her citizenship or believes
himself or herself to be the original and first inventor
or that the oath be administered before a person au-
thorized to administer oaths or that a declaration pur-
suant to 35 US.C. 25 or 28 U.S.C. 1746 contain the
language required therein, cannot be waived.

If the defect cannot be waived, Form Paragraph 6.46
should be used when the application is allowable.

9 6.46

ed

Applicant is now required to submit a substitute declaration or
oath to correct the deficiencies set forth [1]. The substitute oath or
declaration must be filed within the THREE MONTH shortened
statutory period set for response in the “Notice Of Allowability”
(PTOL~37), Extensions of time may be obtained under the
provisions of 37 CFR 1.136(a). Failure to timely file the substitute
declaration (or oath) will result in ABANDONMENT of the
apptlication, The transmittal letter accompanying the declaration (or
oath) should indicate the following in the upper right hand corner:
Issuec Batch Number, date of the “Notice of Allowance,” and
*>application< number.

*> Application < Allowed, Substitute Declaration Need-

Examiner Note:
In the bracket, insert appropriate information, ¢.g.,
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in this cbmmﬁnicatioh —or-— -
in the Office action mailed —~——— —or—
in the PTO—152 attached to >Paper No.<

602.04 Foreign Executed Oath

An oath executed in a foreign country must be prop-
erly authenticated. See MPEP § 604 and 37 CFR 1.66.

Where the authority of the foreign officer is not certi-
fied, Form Paragraphs 6.05 and 6.05.13 may be used.

9 6.05.13 Authority of Foreign Officer Not Certified

It does not include an apostille, a consular certificate, or the
position of authority of the officer signing an apostille or consular
certificate, see 37 CFR 1.66(a).

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

602.04(a) Foreign Executed Qath Is Ribboned
to Other Application Papers [R~1]

37 CFR 1.66. Officers authorized to administer oaths.

ShEhd

{b) When the oath is taken before an officer in acountry foreign to
the United States, any accompanying application papers, except the
drawings, must be attached together with the oath and a ribbon passed
one or more times through all the sheets of the application, except the
drawings, and the ends of said ribbon brought together under the seal
before the latter is affixed and impressed, or each sheet must be
impressed with the official seal of the officer before whom the oath is
taken. If the papers as filed are not properly sibboned or each sheet
impressed with the seal, the case will be accepted for examination, but
before it is allowed, duplicate papers, prepared in compliance with the
foregoing sentence, must be filed.

Where the papers are not properly ribboned, use
Form Paragraphs 6.05 and 6.05.14.

% 6.05 Oath or Declaration Defective

The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by *
> Application< Number and filing date is required. See MPEP
>86< 60201 and 602.02,

The oath or declaration is defective because:

Examiner Note:

1. One or more of the appropriate paragraphs 6.05.1 to 6.05.17
must folfow this paragraph.

2. 1f none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

9 6.05.14 No Ribbon Properly Attached
It does not have a ribbon properly attached.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

L _ 602 04(a)_ S
- US. Accessnon to Hague Conventlon Abollshmg the '7

_ Requlrement of Legallzatlon for Forelgn
Publlc Documents e

On Oct. 15, 1981 the Hague “Conventlon Abollshmg
the Requlrement of Legahzatlon for Forelgn Public
Documents” entered into force between thie United
States and thirty—eight forexgn countries that are par-
ties to the Convention. The Convention applies to any
document submitted to the United States Patent and
Trademark Office for filing or recording, which is sworn -
to or acknowledged by a notary public in any one of the
member countries. The Convention abolishes the certifi-
cation of the authority of the notary public in a member
country by a diplomatic or consular officer of the United
States and substitutes certification by a special certifi-
cate, or apostille, executed by an officer of the member
country. Accordingly, the Office will accept for filing or
recording a document sworn to or acknowledged before
a notary public in a member country if the document
bears, or has appended to it, an apostille certifying the
notary’s authority. The requirement for a diplomatic or
consular certificate, specified in 37 CFR 1.66, will not ap-
ply to a document sworn to or acknowledged before a
notary public in a member country if an apostille is used.

The member countries that are parties to the Con-
vention are:

Antigua Hungary Panama

& Barbuda
Argentina Israel Portugal
Austria Italy Seychelles
Bahamas Japan Spain
Belgium Lesotho Suriname
Botswana Liechtenstein Swaziland
Brunei Luxembourg Switzerland
Cyprus Malawi The Russian

Federation
Fiji Malta Tonga
Finland Marshall Islands Turkey
France Mauritius UK. of

Great Britain

and

N. Ireland
Germany Netherlands United States
Fed Rep. of
Greece Norway Yugoslavia

The Convention prescribes the following form for the

apostille:
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602.05
Moedel of Certificate

The certificate will be in the form of a square with
sides at least 9 centimeters long.

APOSTILLE
(Convention de La Haye du Oct. 5, 1961)

1.Countty o.oviveiiiiiiii it iiiiieeinicnninnns
This public document

2.hasbeensignedby ...........c.oiiiiiiiiiin

3. acting in the capacityof .........oovviiniecninnn,

4. bears the sealfstampof...............ooovvnenn.

------------------------------------------

-----------------------------------------

------------------------------------------

9. Seal/stamp: 10. Signature:

#ccecoececsecesecacscose

seecesevcsen

Note that a declaration in lieu of application oath
(37 CFR 1.68) need not be ribboned to the other papers.
It must, however, be maintained together therewith.

602.05 Oath or Declaration — Date of
Execution [R~1]

**>The Office no longer checks the date of execu-
tion of the oath or declaration and the Office will no lon-
ger require a newly executed oath or declaration based
on an oath or declaration being stale (that is when the
date of execution is more than 3 months prior to the fil-
ing date of the application). However, applicants are re-
minded that they have a continuing duty of disclosure
under 37 CFR 1.56.<

602.05(a) Oath or Declaration in Division
and Continuation Cases

Where the date of filing the application is not the
date that determines the statutory 12—month period, as
in divisional and continuation cases, it is immaterial, so
far as concerns the acceptability of the oath or declara-
tion, how long a time intervenes between the execution
of the oath or declaration and the filing of the applica-
tion.

Rev. 2, July 1996
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When a divisional application is identical with the
original application as filed, signing and execution of the
oath or declaration in the divisional case may be omitted.
(See 37 CFR 1.60 and 1.62, MPEP § 201.06(a).)

602.06 Non-English Oath or Declaration

37 CFR 1.69. Foreign language oaths and declarations.

(a) Whenever anindividual making anoath or declarationcannot
understand English, the oath or declaration must be in a language that
such individual can understand and shall state that such individual
understands the content of any documents to which the oath or
declaration relates.

(b) Unless the text of any oath or declaration in a language other
than English is a form provided or approved by the Patent and
Trademark Office, it must be accompanied by a verified English
translation, except that in the case of an oath or declaration filed under
§1.63 the translation may be filed in the Office no later than two months
from the date applicant is notified to file the transiation.

37 CFR 1.69 requires that oaths and declarations be
in a language which is understood by the individual mak-
ing the oath or declaration; i.e., a language which the in-
dividual comprehends. If the individual comprehends
the English language, he or she should preferably use it.
If the individual cannot comprehend the English lan-
guage, any oath or declaration must be in a language
which the individual can comprehend. If an individual
uses a language other than English for an oath or decla-
ration, the oath or declaration must include a statement
that the individual understands the content of any docu-
ments to which the oath or declaration relates. If the doc-
uments are in a language the individual cannot compre-
hend, the documents may be explained to him or her so
that he or she is able to understand them.

The Office will accept a single non—English language
oath or declaration where there are joint inventors, of
which only some understand English but all understand
the non—English language of the oath or declaration.

602.07 Oath or Declaration Filed in United
States as a Designated Office [R~1)

See MPEP § * >1893.01.<
603 Supplemental Oath or Declaration [R~1)

37 CFR 1.67. Supplemental oath or declaration.

(a) A supplemental oath or declaration mecting the require-
ments of § 1.63 may be required to be filed to correct any deficiencies
or inaccuracies present in an earlier filed oath or declaration,
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i >(b) Asupplementaloathordeclaratnonmeetmgthereqmre-,s ‘
ments of § 1.63 must be filed when' a claim is presented for matter -
originally shown or described but not substantlally embraced in the :

statement of invention or- claims ongmally presented orwhenan oath or
declaration submitted in accordance with § 1 S3(d)(1) after the ﬂhng of

the specification and any required drawmgs specnﬁcally and lmproperly o
refers toan amendment which includes new matter. No new matter may :
beintroducedinto a nonpromstonal application after its filing date even -
ifasupplemental oathor declaration s filed. Inproper cases, theoathor -
declaration here required may be made on information and belief by an

applicant other than inventor.<
(c) Asupplementaloath or declaration meeting the requirements

of §1.63mustalsobe filed if the application was altered after the oath .

or declaration was signed or if the oath or declaration was signed: (1) In
blank; (2) Without review thereof by the person making the oath or
declaration; or (3) Without review of the specification, including the
claims, as required by § 1.63(b)(1).

37 CFR 1.67 requires in the supplemental oath or
declaration substantially all the data called for in 37 CFR
1.63 for the original oath or declaration. As to the pur-
pose to be served by the supplemental oath or declara-
tion, the examiner should bear in mind that it cannot be
availed of to introduce new matter into an application.

>When an inventor who executed the original decla-
ration is refusing or cannot be found to execute a re-
quired supplemental declaration, it is possible that the
requirement may be suspended or waived in accordance
with 37 CFR 1.183.<

A new oath may be required by using Form Paragraph
6.06.

9 6.06 New QOath for Subject Matter not Originally Claimed

This application presents a claim for subject matter not originally
claimed or embraced in the statement of the invention. [1}. A
supplemental cath or declaration is required under 37 CFR 1.67. The
niew oath or declaration must properly identify the application of which
it is to form a part, preferably by ¢ >application< number and filing
date in the body of the oath or declasation. See MPEP >8§< 602.01
and 602.02.

Esxaminer Note:

Explain new claimed matter in bracket 1. The brief summary of
the invention must be commensurate with the claimed invention and
may be required to be modified, See MPEP >§§< 1302>and<
608.01(d), and 37 CFR 1.73.

603.01 Supplemental Oath or Declaration
Filed After Allowance

Since the decision in Cutter Co. v. Metropolitan Elec-
tric Mfg. Co., 275 F. 158 (CA 2 1921), many supplemental
oaths and declarations covering the claims in the case
have been filed after the case is allowed. Such oaths and
declarations may be filed as a matter of right and when
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,s1dered as amendnlents under‘37 CFR‘ : Lt
make no change in the wo' ing of the | papers on"ﬁle See =
‘MPEP § 714 16 .

; :recexved they wxll be. kpklaced in; the‘ fﬂeb the .Offlce of

604 Admmlstratlon 0r Executlon of Oath

37 CFR 1.6, Officers authonzed 1o admtmster oaths S

' (a) The oath or affirmation may be made before any pcrson within
the United States authorized by law toadminister oaths. Anoathmade in
aforeign country, maybe made before any diplomatic orconsular officer
of the United Statesauthorized toadminister oaths, or before any officer
having an official seal and authorized to administer caths in the foreign
countryinwhich the applicant maybe, whose authority shallbe proved by
acertificate of a diplomaticor consular officer of the United States, or by
anapostille of an official designated by a foreign country which, by treaty
or convention, accords like effect to apostilles of designated officials in,
the United States. The oath shall be attested in all cases in this and other
countries, by the proper official seal of the officer before whom the oath
or affirmation is made. Such oath or affirmation shall be valid as to
execution if it complies with the laws of the State or country where made.
When the person before whom the oath or affirmation is made in this
country is not provided with a seal, his official character shall be
established by competent evidence, as by a certificate froin a clerk of a
coust of record or other proper officer having a seal.

See MPEP § 602.04(a) for foreign executed oath.
604.01 Seal [R-1]

When the person before whom the oath or affirma-
tion is made in this country is not provided with a seal, his
or her official character shall be established by compe-
tent evidence, as by a certificate from a clerk of a court of
record or other proper officer having a seal, except as
noted in MPEP § 604.03(a), in which situations no seal is
necessary. When the issue concerns the authority of the
person administering the oath, the examiner should re-
quire proof of authority. Depending on the jurisdiction,
the seal may be either embossed or rubber stamped. The
latter should not be confused with a stamped legend indi-
cating only the date of expiration of the notary’s commis-
sion.

See also MPEP § 602.04(a) on foreign executed oath
and seal. In some jurisdictions, the seal of the notary is
not required but the official title of the officer must be on
the oath. This applies to Alabama, California (certain
notaries), Louisiana, Maryland, Massachusetts, New
Jersey, New York, Ohio, Puerto Rico, Rhode Island,
South Carolina, and Virginia.
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604.02

9 6.05 Oath or Declaration Defective

The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by its
* >application< number and filing date is required. See MPEP >§§ <
602.01 and 602.02. :

The oath or declaration is defective because:

Examiner Note:

1. One or mose of the appropriate paragraphs 6.05.>0<1 to
6.05.17 must follow this paragraph.

2.Ifnone of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

9 6.05.11 Notary Signature
It does not include the notary’s signature, or the notary’s signature
is in the wrong place.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

9 60512 Notary Seal and Venue Omitted
It does not include the notary’s seal and venue.

Examiner Nate:
This paragraph must be preceded by paragraph 6.05,

604.02 Venue [R-2]

That portion of an oath or affidavit indicating where
the oath is taken is known as the venue. Where the
county and state in the venue agree with the county and
state in the seal, no problem arises. If the venue and seal
do not correspond in county and state, the jurisdiction of
the notary must be determined from statements by the
notary appearing on the oath ** . Venue and notary ju-
risdiction must correspond or the oath is improper. The
oath should show on its face that it was taken within the
jurisdiction of the certifying officer or notary. This may
be given either in the venue or in the body of the jurat.
Otherwise, a new oath or declaration, or a certificate of
the notary that the oath was taken within his or her juris-
diction, must be required, Ex parte Delavoye, 1906 C.D.
320, 124 O.G. 626; Ex parte Irwin, 1928 C.D. 13;367 O.G.
701.

Form Paragraph 6.07 may be used where the venue is
not shown.

§ 607 Lackof Venue

‘The oath lacks the statement of venue. Applicant is required to
furnish cither a new oath or declaration in proper form, identifying the
application by application number and filing date, or a certificate by the
officer before whom the original oath was taken stating that the oath was
executed within the jurisdiction of the officer before whom the oath was
takenwhenthe oathwasadministered. The new cathor declaration must
properly identify the application of which it is to form a part, preferably
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by apphcatlon number and flhng date in the body of the oath or
’ declaratlon See MPEP -§ 602. 01 and § 602 02 L

Where the seal’ and venue dlffer the approprlate'
statement on the “Notice of Informal Patent Apphca-
tion” form PTO-152 should be checked

.%ok

604.03(a) Notarial Powers of Some Mllltary
Officers

Public Law 506 (81st Congress, Second Session) Ar-
ticle 136: (a) The following persons on active duty in the
armed forces ... . shall have the general powers of a notary
public and of a consul of the United States, in the perfor-
mance of all notarial acts to be executed by members of
any of the armed forces, wherever they may be, and by
other persons subject to this code [Uniform Code of Mil-
itary Justice] outside the continental limits of the United
States:

(2) All law specialists;

(3) All summary courts~martial;

(4) All adjutants, assistant adjutants, acting adju-
tants, and personnel adjutants;

(5) All commanding officers of the Navy and Coast
Guard;

(6) All staff judge advocates and legal officers, and
acting or assistant staff judge advocates and legal offi-
cers; and

(7) All other persons designated by regulations of the
armed forces or by statute.

(8) The signature without seal of any such person
acting as notary, together with the title of his office,
shall be prima facie evidence of his authority.

On Oct. 15, 1981, the “Hague Convention Abol-
ishing the Requirement of Legalization for Foreign
Public Documents” entered into force between the
United States and 28 foreign countries that are parties
to the Convention. See MPEP § 604.04(a).

When the oath is made in a foreign country not a
member of the Hague Convention Abolishing the Re-
quirement of Legalization for Foreign Public Docu-
ments, the authority of any officer other than a diplo-
matic or consular officer of the United States autho-
rized to administer oaths must be proved by certificate
of a diplomatic or consular officer of the United
States. See 37 CFR 1.66, MPEP § 604. This proof may
be through an intermediary; e.g., the consul may certi-
fy as to the authority and jurisdiction of another offi-
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cial who, in turn, may certify as to the authority and
jurisdiction of the officer before whom the oath is tak-
en.

604.04(a) Consul — Omission of
Certificate [R—2]

Where the oath is taken before an officer in a for-
eign country other than a diplomatic or consular offi-
cer of the United States and whose authority is not au-
thenticated or accompanied with an apostille certifying
the notary’s authority (see MPEP § 602.04(a)), the ap-
plication is nevertheless accepted for purposes of ex-
amination. The examiner, in the first Office action,
should note this informality and require authentica-
tion of the oath by an appropriate diplomatic or con-
sular officer, the filing of proper apostille, or a decla-
ration (37 CFR 1.68).

Form Paragraph 6.08 may be used to notify applicant.

Y 6.08 Consul—Omission of Certificate
The oath is objected to asbeing informal. It lacks authentication by
a diplomatic or consular officer of the United States; 37 CFR 1.66(a).
This informality can be overcome either by forwarding the original oath
to the appropriate officer for authentication or by filing a declaration
(37 CFR 1.68), if applicant wishes to preserve the original filing date.
If authentication is desired, applicant should request return of the
oath for this purpose. Such request must be accompanied by an order
for a copy of the oath to be retained in the file until the properly
authenticated oath is returned. After the oath has been authenticated,
it should be returned promptly to the Patent and Trademark Office.
*% See MPEP §§ 602.01 and 602.02.

At the time of the next Office action, the request for
return of the oath, together with the application file and
the copy of the oath, is submitted to the Group Director.
If the request is approved by the Group Director, the
oath will be returned to the applicant by the examining
group. A copy of the original oath will be retained in the
file.

604.06 By Attorney in Case

The language of 37 CFR 1.66 and 35 U.S.C. 115 is
such that an attorney in the case is not barred from
administering the oath as notary. The Office presumes
that an attorney acting as notary is cognizant of the ex-
tent of his or her authority and jurisdiction and will not
knowingly jeopardize his or her client’s rights by per-
forming an iflegal act. If such practice is permissible un-
der the law of the jurisdiction where the oath is adminis-
tered, then the oath is a valid oath.,
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The law of the District of Columbia prohibits the
administering of oaths by the attorney in the case. If the
oath is known to be void because of being administered
by the attorney in a jurisdiction where the law holds this
to be invalid, the proper action s to require a new oath or
declaration and refer the file tothe Office of Enrollment
and Discipline. (Riegger v. Beierl, 1910 C.D. 12; 150 O.G.
826). See 37 CFR 1.66 and MPEP § 604.

605 Applicant [R—1]

37 CEFR 1.41. Applicant for patent.

(a) A patent must be applied for in the name of the actual inventor
orinventors. Full names must be stated, including the family name and at
least one given name without abbreviation together with any other given
name or initial.

(b) Unless the contrary is indicated the word “applicant” when
used in these sections refers to the inventor or joint inventors who are
applying fora patent, or to the person mentioned in §§ 1.42,1.43,0r 1.47
who is applying for a patent in place of the inventor.

(c) Any person authorized by the applicant may file an application
for patent on behalf of the inventor or inventors, but an oath or
declaration for the application (§ 1.63) can only be made in accordance
with § 1.64.

(d) A showing may be required from the person filing the
application that the filing was authorized where such authorization
comes into question.

37 CFR 1.45. Joint inventors.

(2) Joint inventors must apply for a patent jointly and each must
make the required oath or declaration; neither of them alone, nor less
than the entire number, can apply for a patent for an invention invented
by them jointly, except as provided in § 1.47.

(b) Inventors may apply for a patent jointly even though

(2) Each inventor did not make the same type or amount of
contribution, or

(3) Each inventor did not make a contribution to the subject
matter of every claim of the application. ’

* >(c) If multiple inventors are named in a nonprovisional
application, ¢ach named inventor must have made a contribution,
individually or jointly, to the subject matter of at least one claim of the
application and the application will be considered to be a joint
application under 35 U.S.C. 116. If multiple inventors are named in a
provisional application, each named inventor must have made a
contribution, individually or jointly, to the subject matter disclosed in the
provisional application and the provisional application will be consid-
ered to be a joint application under 35 U.S.C. 116.<

The rules (37 CFR 1.41(a) and 1.53(b)) clearly re-
quire that the name(s) of the inventor(s) be identified in
the application papers in order to accord the application
a filing date. Therefore, particular care should be exer-
cised when filing an application without an executed
oath or declaration to ensure that the names of all inven-
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605.01 o |
tors are identified somewhere in the application. *>Ina
nonprovisional application,< good practice is to submit
an oath or declaration form (whether signed or un-
signed) identifying the names of all inventors in every ap-
plication being filed.

> An error in inventorship does not raise a filing date
issue, unless no inventors is named or the application is
originally filed under 37 CFR 1.53(b) with “et al.” as part
of the inventive entity (€.g., Jones et al.).< If all of the
inventors are not named in the application papers; e.g.,
Jones et al., a “Notice of Incomplete Application” will be
mailed to the applicant(s) indicating that no filing date
has been granted and setting a period for submitting ail
of the names. The filing date will be the date of receipt of
the names of all the inventors unless a petition is filed
which sets forth the reasons the delay in supplying the
names should be excused.

For correction of inventorship, see MPEP § 201.03.

37 CFR 1.46. Assigned inventions and patents.

In case the whole or a part interest in the invention or in the pat-
ent to be issued is assigned, the application must still be made or
authorized to be made, and an oath or declaration signed, by the in-
ventor or one of the persons mentioned in §§ 1.42, 143, or
1.47. However, the patent may be issued to the assignee or jointly
to the inventor and the assignee as provided in § 3.81.

This section concerns filing by the actual inventor. If
the application is filed by another, sece MPEP § 409.03.

NOTE

Assignments of application by inventor, sce MPEP
§ 301. Inventor dead or insane, sce MPEP § 409,

605.01 Applicant’s Citizenship [R—1]

The statute (35 U.S.C. 115) requires an applicant >,
in a nonprovisional application< to state his or her citi-
zenship. Where an applicant is not a citizen of any coun-
try, a statement to this effect is accepted as satisfying the
statutory requirement, but a statement as to citizenship
applied for or first papers taken out looking to future cit-
izenship in this (or any other) country does not meet the
requirement.

Form Paragraphs 6.05 and 6.05.>0<3 may be used to
notify applicant that the applicant’s citizenship is
omitted.

S 6.05 Qath or Declaration Defective
The oath or declaration is defective. A new oath ot declaration in
compliance with 37 CFR 1.67(a) identifying this application by *
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‘ >apphcatlon< number and ﬁhng date is requlred See MPEP >§§<

602.01 and 602.02. .
The oath or declaration is defectwe because o

Exammer Note: '
1.-One or more of the. appropnate paragraphs 6.05.>0<1 to
6.05.17 must follow this paragraph,
.. 2. Ifnoneofthe paragraphs apply,thenan appropnate explanatlon
of the defect should be given lmmedlately fo]lowmg thlS paragraph.

9 6.05. >0<3 Citizenship Omitted ‘
It does not identify the citizenship of each inventor.

Examiner Note:
This paragraph must be preceded by, paragraph 6.05.

605.02 Applicant’s Residence [R=2]

Applicant’s place of residence, that is, the city and ei-
ther state or foreign country, is required to be included in
the oath or declaration in a nonprovisional application,
for compliance with 37 CFR 1.63. In the case of an appli-
cant who is in one of the U.S. Armed Services, a state-
ment to that effect is sufficient as to residence. For
change of residence, sce MPEP § 717.02(b). Applicant’s
residence must be included on the cover sheet for a pro-
visional application.

If the residence is not included in the oath or declara-
tion as filed, the Application Branch will normally so in-
dicate on a form PTO-152, “Notice of Informal Patent
Application,” so as to require a new declaration when
the form is sent out with an Office action. If the examin-
er notes that the residence has not been included in the
oath or declaration, Form Paragraph 6.05.02 should be
used to notify the applicant if no post office address has
been supplied in the declaration.

9 6.05.02 Residence Omitted
Itdoesnotidentifythecity and >either < state orforeign country of
residence of each inventor.

Examiner Neote:

1. This paragraph must be preceded by paragraph 6.09.

2.If the post office address appears in the declaration, DO NOT
use this paragraph; use paragraph 6.09.

If the post office address has been provided some-
where in the application papers, but no residence is in-
cluded, Form Paragraph 6.09 should be used.

9 6.09 Residence Omitted from Declaration

Applicant’s residence has been omitted from the declaration,
The city and either state or foreign * >country< of applicant’s post
office address provided in the declaration will be presumed to be
the city and either state or foreign >countrv< of residence. ¥ the
above is incorrect, applicant should submit a statement as to place
of residence no later than at the time of payment of the issue fee,
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Examiner Note: '
1.If both the post office address and resndence are moomplete,
not uniform or omitted, use paragraphs 6.05 and 6.05.02.
2.Paragraph 6.09.01 should be used to notlfy applicant if only
the post office address is incomplete or omitted.

605.03 Applicant’s Post Office Address [R—1]

Each applicant’s post office address >, in a
nonprovisional application,< must be supplied on the
oath or declaration, 37 CFR 1.33(a), if not stated else-
where in the application. Applicant’s post office address
means that address at which he or she customarily re-
ceives his or her mail. Either applicant’s home or busi-
ness address is acceptable as the post office address. The
post office address should include the ZIP Code designa-
tion.

When a township is listed in the applicant’s address, a
county name must also be given.

The object of requiring each applicant’s post office
address is to enable the Office to communicate directly
with the applicant if desired; hence, the address of the at-
torney with instruction to send communications to appli-
cant in care of the attorney is not sufficient.

In situations where an inventor does not execute the
oath or declaration and the inventor is not deceased,
such as in an application filed under 37 CFR 1.47, the in-
ventor’s most recent home address must be given to en-
able the Office to communicate directly with the inven-
tor as necessary.

Where having given complete data as to residence,
the applicant identifies his or her post office address only
by street and number, it is assumed that the city and ei-
ther state or foreign country of residence are the city and
state of his or her post office address and no requirement
for submission of the post office address wili be made.

The “Notice of Informal Patent Application” attach-
ment form PTO~152 or Form Paragraph 6.09.01 is used
to notify applicant that the post office address is incom-
plete or omitted. Note 37 CFR 1.33(a).

8 6.09.>0<l Post Office Address Omitted

Applicant has not given a post office address anywhere in the
application papers as required by 37 CFR 1.33(a). A statement over
applicant’s signature providing a complete post office address is
required.

>Examiner Note:
If both the post office address and residence are incomplete, not
uniform or omitted, use form paragraphs 6.05 and 6.05.02<
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37 CFR 1.64. Pmon makmg oath or declaratzon S

(a) The oath or declaration must be made by all of the actual
inventors except as provided forin §§1 42,143, 0r147. .

(b) I the person making the oath or’ declaration s’ not the
inventor (§§ 1.42, 1.43; or 1.47), the oath or declaration shall statc' a
the relationship of the person to the inventor and, upon mformatlon
and belief, the facts which the inventor is required to state.

EXECUTION OF OATHS OR DECLARATIONS
OF PATENT APPLICATIONS

United States patent applications which have not
been prepared and executed in accordance with the re-
quirements of Title 35 of the United States Code and
Title 37 of the Code of Federal Regulations may be aban-
doned. Although the statute and the rules have been in
existence for many years, the Office continues to receive
a number of applications which have been improperly
executed and/or filed. Since the improper execution and/
or filing of patent applications can ultimately result in a
loss of rights, it is appropriate to emphasize the impor--
tance of proper execution and filing,

It is improper for an applicant to sign an oath or dec-
laration which is not attached to or does not identify a
specification and/or claims,

Attached does not necessarily mean that all the pa-
pers must be literally fastened. It is sufficient that the
specification, including the claims, and the oath or decla-
ration are physically located together at the time of exe-
cution. Physical connection is not required. >Copies
of declarations are accepted. See MPEP § 502.01 and
§ 502.02.<

The provisions of 35 U.S.C. 363 for filing an iriterna-
tional application under the Patent Cooperation Treaty
(PCT) which designates the United States and thereby has
the effect of a regularly filed United States national
application, except as provided in 35 U.S.C. 102(e), are
somewhat different than the provisions of 35 US.C. 111.
The oath or declaration requirements for an international
application before the Patent and Trademark Office are set
forth in 35 U.S.C. 371(c)(4) and 37 CFR 1.497.

37 CFR 1.52(c) states that “(any interlineation, era-
sure, cancellation or other alteration of the application
papers filed should be made before the signing of any ac-
companying oath or declaration pursuant to § 1.63 refer-
ring to those application papers and should be dated and
initialed or signed by the applicant on the same sheet of
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paper. Application papers containing alterations made
after the signing of an oath or declaration referring to
those application papers must be supported by a supple-
mental oath or declaration under § 1.67(c).”

In summary, it is emphasized that the application
filed must be the application executed by the applicant
and it is improper for anyone, including counsel, to alter,
rewrite, or partly fill in any part of the application, in-
cluding the oath or declaration, after execution of the
oath or declaration by the applicant. This provision
should particularly be brought to the attention of foreign
applicants by their United States counsel since the
United States law and practice in this area may differ
from that in other countries.

Any changes made in ink in the application or oath
prior to signing should be initialed and dated by the ap-
plicants prior to execution of the oath or declaration.
The Office will not consider whether non~initialed and/
or nondated alterations were made before or after sign-
ing of the oath or declaration but will require a new oath
or declaration. Form Paragraph 6.02.>0<1 may be used
to call non—initialed and/or non—dated alterations to
applicant’s attention.

9 6.02.>0<]1 Non-Initialed andfor Non—Dated Alterations
in Application Papers

The application is objected to because of alterations which have
not been initialed andfor dated as required by 37 CFR 1.5%(c). A prop-
erfly emecuted oath or declaration which complies with 37 CFR
1.67(a) and identifies the application by “>application< number and
filing date is required.

The signing and execution by the applicant of oaths
or declarations in certain applications may be omitted,
MPEP § 201.06 and § 201.07.

NOTE: For the signature on a response, sce MPEP
§ 714.01 (a) to (e).

605.04(b) One Full Given Name
Required [R—1]

All applications which disclose the full first and last
names with middle initial or name, if any, of the appli-
cant at any place in the application papers will be re-
ceived and considered as a sufficient compliance with
37 CFR 1.41.

When a full given name of the applicant does not ap-
pear either in the signature or elsewhere in the papers the
examiner will; in the first Office action, require an amend-
ment over applicant’s signature supplying the omission,
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and will not pass the application to issue until the omission
has been supplied unless a statement has been filed over
the applicant’s own signature setting‘for‘th that his or her
name as signed contains at least one- given name without
abbreviation or what is in fact his or her full given name.

No affidavit should be required. :

The requirement should be made only when all of the
given names in the signature, or elsewhere in the papers,
appear as mere initials or as what can be only an abbrevi-
ation of a name. N

Form Paragraph 6.10 may be used.

% 6.10 Full Given Name Does Not Appear

It appears that at least one full given name of applicant [1] is
not present either in the signature or elsewhere in the papers.
This application will not be passed to issue until the omitted name
has been supplied or unless a statement has been supplied over
the applicant’s signature sctting forth that the name as signed
is the actual full name of applicant 2}, Seec MPEP >§< 605.04,

One given name without abbreviation, together with
any other given name or initial, must appear somewhere
in the papers as filed. Otherwise, appropriate amend-
ment is required. For example, if the applicant’s full
name is “John Paul Doe,” either “John P. Doe” or “I.
Paul Doe” is acceptable.

In an application where the name is typewritten with
a middle name or initial, but the signature is without such
middle name or initial, the typewritten version of the
name will be used. A request to have the name changed
to the signed version or any other corrections in the
name of the inventor(s) will not be entertained, unless
accompanied by a petition under 37 CFR 1.182 together
with an appropriate petition fee. The petition should be
directed to the attention of the Office of the Assistant
Commissioner for Patents. Upon granting of the peti-
tion, the file should be sent to the Application Branch for
correction of its records. If the application is assigned, it
will be forwarded by the Application Branch to the As-
signment Branch for a change in the Assignment record.

605.04(c) Inventor Changes Name

In cases where an inventor’s name has been changed
after the application has been filed and the inventor de-
sires to change his or her name on the application, he or
she must submit a petition under 37 CFR 1.182. The
petition should be directed to the attention of the Office
of the Assistant Commissioner for Patents. The petition
must include an appropriate petition fee and an affidavit
signed with both names and setting forth the procedure
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whereby the change of name was effected, or a certlfled
copy of the court order. ‘
If the petition is granted, the flle should be sent to the

Application Processing Division for change of name on-

the file wrapper and in the PALM data base. If the ap-
plication is assigned, it will be forwarded by the Applica-
tion Branch to the Assignment Branch for a change in
the assignment record.

605.04(d) Applicant Unable to Write

If the applicant is unable to write, his or her mark as
affixed to the oath or declaration must be attested to by a
witness. In the case of the oath, the notary’s signature to
the jurat is sufficient to authenticate the mark.

605.04(e) May Use Title With Signature

It is permissible for an applicant to use a title of nobil-
ity or other title, such as “Dr”, in connection with his sig-
nature. The title will not appear in the printed patent.

605.04(f) Signature on Joint Applications —
Order of Names

The order of names of joint patentees in the heading
of the patent is taken from the order in which the type-
written names appear in the original oath or declaration.
Care should therefore be exercised in selecting the pre-
ferred order of the typewritten names of the joint inven-
tors, before filing, as requests for subsequent shifting of
the names would entail changing numerous records in
the Office. Since the particular order in which the names
appear is of no consequence insofar as the legal rights of
the joint applicants are concerned, no changes will be
made except when a petition under 37 CFR 1.182 is
granted. The petition should be directed to the attention
of the Office of the Assistant Commissioner for Patents.
The petition to change the order of names must be
signed by either the attorney or agent of record or all the
applicants. It is suggested that ail typewritten and signed
names appearing in the application papers should be in
the same order as the typewritten names in the oath or
declaration.

In those instances where the joint applicants file sep-
arate oaths or declarations, the order of names is taken
from the order in which the several oaths or declarations
appear in the application papers unless a different order
is requested at the time of filing.
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605 07
605 04(g) Correctlon of Inventorshlp

When a petition is granted approving a correctlon or
a change in the order of the names of the inventors, or
inventors are added or deleted under 37 CFR 1. 48, the
change should be noted in red ink in the left margin of
the original oath or declaration. The notation should
read “See Paper No. ____ for inventorship changes.”
The file should be sent to the Apphcatlon Processing
Division for correction on the file wrapper label and the
PALM data base regarding the inventorship. A brief ex-
planation on an “Application Branch Data Base Routing
Slip” (available from the examining group clerical staff)
should accompany the application file to the Application
Branch.

605.05 Administrator, Executor, or Other
Legal Representative

In an application filed by a legal representative of the
inventor, the specification should not be written in the
first person.

For prosecution by administrator or executor, see
MPEP § 409.01(a).

For prosecution by heirs, see MPEP § 409.01(a)
and § 409.01(d).

For prosecution by representative of legally incapaci-
tated inventor, see MPEP § 409.02.

For prosecution by other than inventor, see MPEP
§ 409.03.

605.07 Joint Inventors [R—2]

35US.C. 116 Inventors

When an invention is made by two or more persons-jointly,
they shall apply for patent jointly and each make the required
oath, except as otherwise provided in this title. Inventors may apply
for a patent jointly even though (1) they did not physically work
together or at the same time, (2) each did not make the same type
or amount of contribution, or (3) each did not make a contribution
to the subject matter of every claim of the patent.

35 U.S.C. 116, as amended by Public Law 98—622,
recognizes the realities of modern team research, A re-
search project may include many inventions. Some in-
ventions may have contributions made by individuals
who are not involved in other, related inventions.

35 U.S.C. 116 allows inventors to apply for a patent
jointly even though

(i) they did not physically work together or at the
same time,
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605.07

(ii) each did not make the same. type or amount of

contribution, or.

(iii)each did not make a contrlbution to the subject.

matter of every claim of the patent. Items (i) and (ii)
adopt the rationale stated in decisions such as Monsanto
Co. v. Kamp, 269 E Supp. 818, 154 USPQ 259 (b.D.C.
1967).

Item (iii) adopts the rationale of cases such as SAB
Industrie AB v. Bendix Corp., 199 USPQ 95 (E.D. Va.
1978).

With regard to item (i), see Kimberly—Clark Corp. v.
Procter & Gamble Distributing Co. Inc., 972 F2d 911,
23 USPQ2d 1921 (Fed. Cir. 1992) (Some quantum of col-
laboration or connection is required in order for persons
to be ”joint” inventors under 35 U.S.C. 116, and thus in-
dividuals who are completely ignorant of what each oth-
er has done untii years after their individual indepen-
dent efforts cannot be considered joint inventors).

Like other patent applications, jointly filed applica-
tions are subject to the requirements of 35 U.S.C. 121
that an application be directed to only a single invention.
If more than one invention is included in the application,
the examiner may require the application to be re-
stricted to one of the inventions. In such a case, a “divi-
sional” application complying with 3§ U.S.C. 120 would
be entitled to the benefit of the earlier filing date of the
original application.

It is possible that different claims of an application or
patenit may have different dates of inventions even
though the patent covers only one independent and dis-
tinct invention within the meaning of 35 U.S.C. 121.
When necessary, the Patent and Trademark Office or a
court may inquire of the patent applicant or owner con-
cerning the inventors and the invention dates for the sub-
ject matter of the various claims.

Guidelines

37 CER 1.45. Joint inventors.

SHEGU

(b} Inventors may apply for a patent jointly even though
(1) They did not physically work together or at the same time,
(2) Bach inventor did not make the same type or amount of
contribution, or
(3) Each inventor did not make a contribution to the subject
matter of every claim of the application.

{c) If multiple inventors are named in a nonprovisional appli-
cation, each named inventor must have made a contribution, individ-
ually or jointly, to the subject matter of at feast one claim of the
application and the application will be considered to be a joint
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' appllcatlon under 35 US (‘ 116 If multlple mvcntors are named

in a provisional apphcatlon, each 'named’ inventor must have made
a contribution, individually ‘or jomtly, to the subject matter disclosed

in the provnsnonal -application -and the. provtsxonal application - will

be consndered to be ajoint appllcatlon under 35 U 5.C. 116.

Since prov1s1onal apphcations may be ﬁled without
claims, 37 CFR 1.45(c) states that each mventor named
in a joint provisional apphcation must have made a con-
tribution to the subject matter disclosed in the apphca-
tion. ,
The significant features resulting from the amend-
ments to 35 U.S.C. 116 by Public Law 98 —622 are the fol-
lowing:

(1) The joint inventors do not have to separately
“sign the application,” but only need apply for the patent
jointly and make the required oath by signing the same;
this is a clarification, but not a change in current practice.

(2) Inventors may apply for a patent jointly even
though “they did not work together or at the same time,”
thereby clarifying (a) that it is not necessary that the in-
ventors physically work together on a project, and (b)
that one inventor may “take a step at one time, the other
an approach at different times.” (Monsanto Co. v. Kamp,
269 F. Supp. 818, 154 USPQ 259 (D.D.C. 1967)).

(3) Inventors may apply for a patent jointly even
though “each did not make the same type or amount of
contribution,” thereby clarifying the “fact that each of
the inventors play a different role and that the contribu-
tion of one may not be as great as that of another does
not detract from the fact that the invention is joint, if
each makes some original contribution, though partial,
to the final solution of the problem.” Monsanto Co. v.
Kamp supra.

(4) Inventors may apply for a patent jointly even
though “each did not make a contribution to the subject
matter of every claim of the patent.”

(5) Inventors may apply for a patent jointly as long
as each inventor made a contribution; i.e., was an inven-
tor or joint inventor, of the subject matter of at least one
claim of the patent; there is no requirement that all the
inventors be joint inventors of the subject matter of any
one claim.

(6) If an application by joint inventors includes
more than one independent and distinct invention, re-
striction may be required with the possible resuit of a
necessity to change the inventorship named in the ap-
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plication if the elected mventlon was not the mventlon of

all the originally named inventors.

(7) The amendment to 35 U.S.C. 116 increases the
likelihood that different claims of an application or pat-
ent may have different dates of invention; when neces-
sary the Office or court may inquire of the patent appli-

cant or owner concerning the inventors and the inven-

tion dates for the subject matter of the various claims.
£33

Pending nonprovisional applications will be per-
mitted to be amended by complying with 37 CFR 1.48 to
add claims to inventions by inventors not named when
the application was filed as long as such inventions were
disclosed in the application as filed since 37 CFR 1.48
permits correction of inventorship where the “correct in-
ventor or inventors are not named in an application for
patent through error without any deceptive intention on
the part of the actual inventor or inventors.” This is spe-
cially covered in 37 CFR 1.48(c).

Under 35 U.S.C. 116, an examiner may reject claims
under 35 U.S.C. 102(f) only in circumstances where a
named inventor is not the inventor of at least one claim
in the application; no rejection under 35 U.S.C. 102(f) is
appropriate if a named inventor made a contribution to
the invention defined in any claim of the application.

Under 35 U.S.C. 116, considered in conjunction with
35 US.C. 103>(c)< ** a rejection may be appropriate
under 35 U.S.C. 102(f)/103 where the subject matter;i.e.,
prior art, and the claimed invention was not owned by, or
subject to an obligation of assignment to, the same per-
son at the time the invention was made.

Applicants are responsible for correcting, and are re-
quired to correct, the inventorship in compliance with
37 CFR 1.48 when the application is amended to change
the claims so that one (or more) of the named inventors
is no longer an inventor of the subject matter of a claim
remaining in the application.

In requiring restriction in an application filed by Jomt
inventors, the examiner should remind applicants of the
necessity to correct the inventorship pursuant to 37 CEFR
1.48 if an invention is elected and the claims to the inven-
tion of one or more inventors are cancelled.

The examiner should not inquire of the patent appli-
cant concerning the inventors and the invention dates
for the subject matter of the various claims until it be-
comes necessary to do so in order to properly examine the
application.
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If an appllcatlon is flled with’ Jomt mventors, ‘the ex-
aminer should assume that the subject matter of the vari- .
ous claims was commonly owned at the time the i inven-
tions covered therein were. made, ‘unless. there is evi- -
dence to the contrary If mventors of subject matter, not
commonly owned at the time of the later invention, file a
joint application, appllcants have an obllgatlon pursuant
to 37 CFR 1.56 to point out the inventor and invention
dates of each claim and the lack of common ownership at
the time the later invention was made in order that the
examiner may consider the applicability of 35 U.S.C.
102(£)/103 or 35 U.S.C. 102(g)/103. The examiner should
assume, unless there is evidence to the contrary, that ap-
plicants are complying with their duty of disclosure. It
should be pointed out that 35 U.S.C. 119 benefit may be
claimed to any foreign application as long as the U.S.
named inventor was the inventor of the foreign applica-
tion invention and 35 U.S.C. 119 requirements are met.
Where two or more foreign applications are combined to
take advantage of the changes to 35 U.S.C. 103 or
35U.S.C. 116, benefit as to each foreign application may
be claimed if each complies with 35 U.S.C. 119 and the
U.S. application inventors are the inventors of the sub-
ject matter of the foreign applications. For example:

If Foreign Applicant A invents X and files a
foreign application; Applicant B invents Y and files a
separate foreign application. A+B combine inven-
tions X+Y and file U.S. application to X+Y and
claim 35 U.S.C. 119 benefit for both Foreign
Applications* >.< * 35 U.S.C. 119 Benefit will
be Accorded for each Foreign Application if
35 U.S.C. 119 requirements are met.

606 Title of Invention

37 CFR 1.72. Title and abstract.

(a) The title of the invention, which should be as short and specific
as possible, should appear as a heading on the first page of the
specification, if it does not otherwise appear at the beginning of the
application.

[ 22 1]

606.01 Examiner May Require Change in
Title [R—~2]

Where the title is not descriptive of the invention
claimed, the examiner should require the substitution of
a new title that is clearly indicative of the invention to
which the claims are directed. Form Paragraph 6,11 may
be used.
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9 6.11 Title of Invention Is Not Descriptive
The title of the invention is not descriptive. A new title is required
that is clearly indicative of the invention towhich the claims are directed.

Examiner Note:
Ifa titleis suggested by the Examiner, add after *>form paragraph
6.11:“ <The following title is suggested:>__ s<

This may result in slightly longer titles, but the loss in
brevity of title will be more than offset by the gain in its
informative value in indexing, classifying, searching, etc.
If a satisfactory title is not supplied by the applicant, the
examiner may change the title by examiner’s amendment
or by initialing, at the time of allowance.

If a change in title is the only change being made by
the examiner at the time of allowance, a separate ex-
aminer’s amendment need not be prepared. The change
in title will be incorporated in the notice of allowance.
This will be accomplished by placing an “X” in the desig-
nated box on the notice of allowance form and entering
thereunder the title as changed by the examiner who
should initial the face of the file wrapper.

However, if an examiner’s amendment must be pre-
pared for other reasons, any change in title will be incor-
porated therein.

Inasmuch as the words “improved,” “improvement
of,” and “improvement in” are not considered as part of
the title of an invention, the Patent and Trademark Of-
fice does not include these words at the beginning of the
title of the invention.

607 Filing Fee [R—1]

Patent application filing fees are set in accordance
with 35 U.S.C.41 and are listed in 37 CFR 1.16.

See MPEP § 608.01(n) for multiple dependent
claims.

When filing * >a nonprovisional < application, a ba-
sic fee entitles applicant to present 20 claims including
not more than 3 claims in independent form. If claims in
excess of the above are included at the time of filing, an
additional fee is required for each independent claim in
excess of three, and a fee is required for each claim in
excess of 20 claims (whether independent or depen-
dent). Fees for a proper multiple dependent claim are
calculated based on the number of claims to which the
multiple dependent claim refers, 37 CFR 1.75(c), and a
separate fee is required in each application containing a
proper multiple dependent claim. For an improper mul-
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tiple dependent claim, the fee charged is that charged for
a single dependent claim. .
-Upon submission of an amendment (whether en-
tered or not) affecting the claims, payment of fees for
those claims in excess of the number previously paid for
is required. '

The Application Branch has been authorized to ac-
cept all applications, otherwise acceptable, if the basic fee is
submitted, and to require payment of the deficiency within a
stated period upon notification of the deficiency.

Amendments before the first action, or not filed in
response to an Office action, presenting additional
claims in excess of the number already paid for, not ac-
companied by the full additional fee due, will not be en-
tered in whole or in part and applicant will be so advised.
Such amendments filed in reply to an Office action will
be regarded as not responsive thereto and the practice
set forth in MPEP § 714.03 will be followed.

The additional fees, if any, due with an amendment
are calculated on the basis of the claims (total and inde-
pendent) which would be present, if the amendment
were entered. The amendment of a claim, unless it
changes a dependent claim to an independent claim or
adds to the number of claims referred to in a multiple de-
pendent claim, and the replacement of a claim by a claim
of the same type, uniess it is a multiple dependent claim
which refers to more prior claims, do not require any
additional fees.

For purposes of determining the fee due the Patent
and Trademark Office, a claim will be treated as depen-
dent if it contains reference to one or more other claims
in the application. A claim determined to be dependent
by this test will be entered if the fee paid reflects this de-
termination.

Any claim which is in dependent form but which is
so worded that it, in fact, is not a proper dependent
claim, as for example it does not include every limita-
tion of the claim on which it depends, will be required
tobe cancelled as not being a proper dependent claim;
and cancelation of any further claim depending on
such a dependent claim will be similarly required. The
applicant may thereupon amend the claims to place
them in proper dependent form, or may redraft them
asindependent claims, upon payment of any necessary
additional fee.
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After a requitemént for restriction, nonelected
claims will be included in determining the fees due in

connection with a subsequent amendment unless such

claims are cancelled.

An amendment canceling claims accompanying the
papers constituting the application will be effective to di-
minish the number of claims to be considered in calculat-
ing the filing fees to be paid.

The additional fees, if aiiy, due with an amendment
are required prior to any consideration of the amend-
ment by the examiner.

Money paid in connection with the filing of a pro-
posed amendment will not be refunded by reason of
the nonentry of the amendment. However, unentered
claims will not be counted when calculating the fee due
in subsequent amendments.

Amendments affecting the claims cannot serve as the
basis for granting any refund.

See MPEP § 1415 for reissue application fees.

607.02 Returnability of Fees [R—1]

>37 CFR 1.26. Refunds.

(a) Money paidby actual mistake orin excesswill be refunded, but
a mere change of purpose after the payment of money, as when a party
desires towithdraw anapplication, an appeal, or arequest for oral hearing,
will not entitle a party to demand such a return. Amounts of twenty~five
doliars or less will not be returned unless specifically requested within a
reasonable time, nor will the payer be notified of such amount; amounts
over twenty-five dollars may be returned by check or, if requested, by
credit to a deposit account.

(b) [Reserved]

(¢) Ifthe Commissioner decidesnot toinstitute areexamination
proceeding, a refund of $1,690 will be made to the requester of the
proceeding. Reexamination requesters should indicate whether
any refund should be made by check or by credit to a deposit account.

Since 37 CFR 1.26(a) precludes refund of an applica-
tion filing fee when applicant desires to withdraw an ap-
plication, any request by applicant not to process or
charge an application filing fee because the application
was not intended to be filed must be in the form of a peti-
tion under 37 CFR 1.183 requesting suspension of the
rules to the extent that the filing fee not be processed or
charged. Any such petition must include the fee set forth
in 37 CFR 1.17(h) and must be accompanied by an
express abandonment of the application in accordance
with 37 CFR 1.138. In order for such a petition to be
granted, it must ordinarily be filed and acted upon prior
to the date on which the application filing fee is pro-
cessed or charged by the Office with regard to the
application. <
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e | 608.01
All questions pertaining to the return of fees are
referred to the Refund Section of the Accounting Divi-

* sion of the Office of Finance. No opinions should be ex-

pressed to attorneys or applicants as to whether or not
fees are returnable in particular cases. Such questions
may also be treated, to.the extjcntappropriate, in deci-
sions on petition decided by various Patent and Trade-
mark Office officials. o

608 Disclosure

In return for a patent, the inventor gives as consider-
ation a complete revelation or disclosure of the inven-
tion for which protection is sought. All amendments or
claims must find basis in the original disclosure, or they
involve new matter. Applicant may rely for disclosure
upon the specification with original claims and drawings,
as filed. See 37 CFR 1.118 and MPEP § 608.04.

If during the course of examination of a patent ap-
plication, an examiner notes the use of language that
could be deemed offensive to any race, religion, sex, eth-
nic group, or nationality, he or she should object to the
use of the language as failing to comply with the Rules of
Practice. 37 CFR 1.3 proscribes the presentation of pa-
pers which are lacking in decorum and courtesy. There is
a further basis for objection in that the inclusion of such
proscribed language in a Federal Government publica-
tion would not be in the public interest. Also, the inclu-
sion in application drawings of any depictions or carica-
tures that might reasonably be considered offensive to
any group should be similarly objected to, on like author-
ity.

The examiner should not pass the application to issue
until such language or drawings have been deleted, or
questions relating to the propriety thereof fully resolved.

For design application practice, see MPEP § 1504.

608.01 Specification [R~2]

35 U.S.C. 22. Printing of papers filed.
The Commissioner may require papers filed in the Patent and
Trademark Office to be printed or typewritten,

37 CFR L.71. Detailed description and specification of the
invention,

(a) The specification must include a written description of the
invention or discovery and of the manner and process of making and
using the same, and is required to be in such full, clear, concise, and exact
terms as to enable any person skilled in the art or science to which the
invention or discovery appertains, or with which it is most nearly
connected, to make and use the same.
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(b) The specification must set forth the precise invention for

which a patent is solicited, in such manner as to distinguish it from -

other inventions and from what is old. It must describe completely a
specific embodiment of the process, machine, manufacture, composi-
tion of matter or improvement invented, and must explain the mode
of operation or principle whenever applicable. The best mode con-
templated by the inventor of carrying out hisinvention must be set forth.

(c) In the case of an improvement, thie specification must.par-
ticularly point out the part or parts of the pracess, machine, manu-
facture, or composition of matter to which the improvement relates,
and the description should be confined to the specific improvement
and to such parts as necessarily cooperate with it or as may be neces-
sary to a complete understanding or description of it.

(d) A copyright or mask work notice may be placed in a design
or utility patent application adiacent to copyright and mask work
material contained therein. The notice may appear at any appro-
priate portion of the patent application disclosure. For notices in
drawings, sce § 1.84(c). The content of the notice must be limited to
only those elements required by law. For example, “© 1983 John Do¢”
(17 US.C. 401) and “M John Doe” (17 U.S.C. 909) would be prop-
erly limited and, under current statutes, legally sufficient notices
of copyright and mask work, respectively. Inclusion of a copyright
or mask work notice will be permitted only if the authorization lan-
guage set forth in paragraph (e) of this section is included at the
beginning (preferably as the first paragraph) of the specification.

(e) The authorization shall read as follows:

A portion of the disclosure of this patent document contains
material which is subject to {copyright or mask work} protection. The
{copyright or mask work} owner has no objection to the facsimile
repraoduction by anyone of the pateat document or the patent dis-
closure, as it appears in the Patent and Trademark Office patent
file or records, but otherwise reserves all {copyright or mask
work} rights whatsoever.

Certain cross notes to other related applications may
be made. References to foreign applications or to ap-
plications identified only by the attorney’s docket num-
ber should be required to be cancelled. See 37 CFR 1.78
and MPEP § 202.01.

37 CFR 1.52. Language, paper, writing, margins.

(a) The application, any amendments or corrections thereto, and
the oath or declaration must be in the English language except as
provided for in § 1.69 and paragraph (d) of this section, or be
accompaniedby averified translation of the applicationandatransiation
of any corrections or amendments into the English language. All pa-
pers which are to become apart of the permanent records of the
Patent and Trademark Office must be legibly written, typed, or print-
ed in permanent ink or its equivalent in quality, All of the applica-
tion papers must be presented in a form having sufficient clarity
and contrast between the paper and the writing, typing, or printing
thereon to permit the direct production of readily legible copies in
any number by use of photographic, electrostatic, photo-offset, and
microfilming processes. If the papers are not of the required quality,
substitute typewritten or printed papers of suitable quality may be
required.

(b) The application papers (specification, including claims,
abstract, oath or declaration, and papers as provided for in §§ 1.42,
1.43, 1.47, etc.) and also papers subsequently filed, must be plainly
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written on but (_).ne‘_side_of the paper. The size of all sheets of paper
should be 8 to 8 1/2by 10-1/2 'to 13 inches (20.3 to 21.6 cm. by 26.6 .
to, 33.0 cm.) A margin of at’least approximately 1 inch. (2.5 'cm.)

‘must be reserved on the left=hand of each page: The top of each

page of the application; including claims must have a margin of
at least approximately 3/4 inch (2 cm.). The lines must not be .
crowded too closely together; typewritten lines should be 1'1/2 or
double spaced. The pages of the application including claims and
abstract should be numbered consecutively, starting with 1, the
numbers being centrally located above or preferably, below, the tex.

(c) Any interlineation, erasure, cancellation or other alteration
of the application papers filed should be made before the signing of
any accompanying oath or declaration pursuant to § 1.63 referring
to those application papers and should be dated and initialed or
signed by the applicant on the same sheet of paper. Application
papers containing alterations made after the signing of an oath or
declaration referring to those application papers must be supported
by a supplemental oath or declaration under § 1.67(c). After the
signing of the oath or declaration referring to the application
papers, amendments may only be made in the manner provided by
§§ 1.121 and 1.123 through 1,125.

(d) An application may be filed in a language other tha
English. A verified English transiation of the non-English
language application and the fee set forth in § 1.17(k) are required
to be filed with the application or within such time as may be set by
the Office.

37 CFR 1.58. Chemical and mathematical formulas and tables.

(a) The specification, including the claims, may contain chemical
and mathematical formulas, but shall niot contain drawings or flow
diagrams. The description portion of the specification may contain
tables; claims may contain tables only if necessary to conform to
35 US.C. 112 or if otherwise found to be desirable,

(b) All tables and chemical and mathematical formulas in the
specification, including claims, and amendments thereto, must be
on paper which iy flexible, strong, white, smooth, nonshiny, and
durable, in order to permit use as camera copy when printing any
patent which may issue. A good grade of bond paper is acceptable;
watermarks should not be prominent. India ink or its equivalent, or
solid black typewriter should be used to secure perfectly black solid
lines.

(c) To facilitate camera copying when printing, the width of
formulas and tables as presented should be limited normally to 5
inches (12.7 cm.) so that it may appear as a single column in the
printed patent. If it is not possible to limit the width of a formula or
table to 5 inches (12.7 cm.), it is permissible to present the formula
or table with a maximum width of 16 3/4 inches (27,3 cm.) and to place
it sideways on the sheet. Typewritten characters used in such formulas
and tables must be from a block (nonscript) type font or letiering
style having capital letters which are at least 0.08 inch (2.1 mm.)
high (clite type). Hand leitering must be neat, clean, and have a
minimum character height of 0.08 inch (2.1 mm.). A space at least
1/4 inch (6.4 mm.) high should be provided between complex
formulas and tables and the fext. Tables should have the lines and
columns of data closely spaced to consesve space, consistent with
high degree of legibility.

In order that specifications may be expeditiously
handled by the Office, page numbers should be placed at
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the center of the top or bottom of each page. Itisa com- .

mon practice and a commendable one, to consecutively
number all the lines or every fifth line of each page. A
top margin of at least 3/4 inch should be reserved on each
page to prevent possible mutilation of text when the pa-
pers are punched for insertion in a file wrapper.

Applicants should make every effort to file patent ap-
plications in a form that is clear and reproducible. The
Office may accept for filing date purposes papers of re-
duced quality but will require that acceptable copies be
supplied for further processing. Typed, mimeographed,
xeroprinted, multigraphed or non-—smearing carbon
copy forms of reproduction are acceptable.

Legibility includes ability to be photocopied and pho-
tomicrographed so that suitable reprints can be made.
This requires a high contrast, with black lines and a white
background. Gray lines and/or a gray background sharp-
ly reduce photo reproduction quality. Legibility of some
application papers may become impaired due to abra-
sion or aging of the printed material during examination
and ordinary handling of the file. It may be necessary to
require that legible and permanent copies be furnished
at later stages after filing, particularly when preparing
for issue.

Some of the patent application papers received by
the Patent and Trademark Office are copies of the origi-
nal, ribbon copy. These are acceptable if, in the opinion
of the Office, they are legible and permanent.

The paper used must have a surface such that amend-
merits may be written thereon in ink. So—called “Easily
Erasable” paper having a special coating so that erasures
can be made more easily may not provide a “permanent”
copy 37 CFR 1.52(a). If a light pressure of an ordinary
(pencil) eraser removes the imprint, the examiner should,
as soon as this becomes evident, notify applicant by use
of Form Paragraph 6.32 that it will be necessary for appli-
cant to order a copy of the specification and claims to be
made by the Patent and Trademark Office at the appli-
cant’s expense for incorporation in the file. It is not nec-
essary to return this copy to applicant for signature.

§ 6.32 Application on Easily Erasable Paper
The application papers are objected to because they are not a
permanent copy as required by 37 CFR 1.52(a). Reference ismade tof1].
Applicant is required cither (1) to submit permanent copies of the
identified parts or (2) to erder a photocopy of the above identified parts
tobe made by the Patent and Trademark Office at applicant’s expense for
incorporation in the file. See MPEP § 608.01.
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' Exammer Note:

In the “bracket™ 1dent1fy, 1)all of the specnf catxon, 2) pages of .

_the specnﬁcatlon, 3) claims; 4) oath, dcclaratlon, 5) etc.

See In re Benson, 1959 C. D. 5 744 O G. 353, Repro-
ductions prepared by heat— —sensitive, hectographlc, or
spirit duplication processes are also not satisfactory. -

The specification is sometimes in such faulty Engllsh
that a new specification is necessary, but new specifica-
tions encumber the record and require additional read-
ing, and hence should not be required or accepted unless
it is clear to the examiner that acceptance of a substitute
specification would facilitate processing of the applica-
tion. See 37 CFR 1.125,

Form Paragraph 7.29 may be used where the disclo-
sure contains informalities.

§ 7.29 Disclosure Objected to, Minor Informalities
The disclosure isobjected to because of the following informalities:
{1} Appropriate correction is required.

Examiner Note:

Use this paragraph to point out minor informalities such asspelling
errors, inconsistent terminology, numbering of elements, etc., which
should be corrected. See form paragraphs 6.28 to 6.32 for specific
informalities.

The specification does not require a date.

If a newly filed application obviously fails to disclose
an invention with the clarity required by 35 U.S.C. 112,
revision of the application should be required. See
MPEP § 702.01.

As the specification is never returned to applicant
under any circumstances, the applicant should retain a
line for line copy thereof, each line, preferably, having
been consecutively numbered on each page. In amend-
ing, the attorney or the applicant requests insertions,
cancellations, or alterations, giving the page and the line.

37 CFR 1.52(c) relating to interlineations and other
alterations is strictly enforced. See In re Swanberg,
129 USPQ 364.

Form Paragraphs 6.29-6.31 should be used where
appropriate.

9 6.29 Specification, Spacing of Lines

The spacing of the lines of the specification is such as to make
reading and entry of amendments difficult. New application papers with
lines double spaced on good quality paper are required.

9 6.30 Numerous Grammatical Errors

The specification is replete with grammatical and idiomatic errors
too numerous to mention specifically. The specification should be
revised carefully. Examples of such errors are: [1).
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% 631 Lengthy Specification, Jumbo Case

The lengthy specification has not been checked. to the extent
necessary to determine the presence of all possible minor errors.
Applicant’s cooperation is requested in correcting any errors of which
applicant may become aware in the specification.

Examiner Note:
This paragraph is applicable in so—called “Jumbo cases.”

USE OF METRIC SYSTEM OF MEASUREMENTS
IN PATENT APPLICATIONS

In order to minimize the necessity in the future for
converting dimensions given in the English sysiem of
measurements to the metric system of measurements
when using printed patents as research and prior art
search documents, ail patent applicants should use the
metric (S.1.) uvnits followed by the equivalent English
units when describing their inventions in the specifica-
tions of patent applications.

The initials S.I. stand for “Systeme International
& Unites,” the French name for the International Sys-
tem of Units, a modernized metric system adopted in
1960 by the International General Conference of
Weights and Measures based on precise unit measure-
ments made possible by modern technology.

FILING OF NON~ENGLISH LANGUAGE
APPLICATIONS

37 CFR 1.52, Language, Paper, Writing, Margins.

VEReH

(dy AnapplicationmaybefiledinalanguageotherthanEnglish. A
verified English translation of the non~English language application
and the fee set forth in § 1.17(k) are required to be filed with the
application or within such time as may be set by the Office.

The Patent and Trademark Office will accord a filing
date to an application meeting the requirements of
35 U.S.C. 111(a), or a provisional application in accor-
dance with 35 U.8.C. 111(b), even though some or all of
the application papers, including the written description
and the claims, is in a language other than English and
hence does not comply with 37 CFR 1.52.

A verified English translation of the non=English
language papers, the filing fee, the oath or declaration (if
necessary) and fee set forth in 37 CFR 1.17(k) should ei-
ther accompany the application papers or be filed in the
Office within the time set by the Office.

A subsequently filed verified English translation
must contain the complete identifying data for the ap-
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| ‘plication in order to permit prompt assoCiation with the
papers initially filed. Accordingly, it is strongly recom-
-mended that the original application papers be accom- -

panied by a cover letter and a self—addressed return
postcard, each containing the following identifying data
in English: (a) applicant’s name(s); (b) title of invention;
(c) number of pages of specification, claims, and sheets
of drawings; (d) whether oath or declaration was filed
and (e) amount and manner of paying the filing fee.

The translation must be a literal translation verified
as such by the translator and must be accompanied by a
signed request from the applicant, his or her attorney or
agent, asking that the verified English translation be
used as the copy for examination purposes in the Office.
If the verified English translation does not conform to id-
iomatic English and United States practice, it should be
accompanied by a preliminary amendment making the
necessary changes without the introduction of new mat-
ter prohibited by 35 U.S.C. 132. Inthe event the verified
literal translation is not timely filed in the Office, the ap-
plication will be regarded as abandoned.

It should be recognized that this practice is intended
for emergency situations to prevent loss of valuable
rights and should not be routinely used for filing applica-
tions. There are at least two reasons why this should not
be used on a routine basis. First, there are obvious dan-
gers to applicant and the public if he or she fails to obtain
a correct literal translation. Second, the filing of a large
number of applications under the procedure will create
significant administrative burdens on the Office.

ILLUSTRATIONS IN THE SPECIFICATION

Graphical illustrations, diagrammatic views, flow-
charts, and diagrams in the descriptive portion of the
specification do not come within the purview of 37 CFR
1.58(a), which permits tables and chemical formulas in
the specification in lieu of formal drawings. The examin-
er should object to such descriptive illustrations in the
specification and request formal drawings in accordance
with 37 CFR 1.81 when an application contains graphs in
the specification.

Since the December 7, 1976, issue of patents, all
tables and mathematical equations and chemical formu-
las, or portions thereof, have been reproduced for print-
ing by a computer process developed by the Data Base
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Contractor. Those portions of chemical formulas which
cannot be reproduced by the process, such as dotted,
curved, broken and wedge—shaped lines, must be drawn
by hand on the photocomposed page. There are, howev-
er, some chemical structures which cannot be repro-
duced because they are either too complex or involve too
many lines which cannot be generated by the computer
process. The camera copy process, which is used to insert
these types of structures onto the printed patent page, is
both time consuming and costly to the Office. Because of
the reduction factor and failure to comply with the
guidelines set forth in 37 CFR 1.58 (a) and (b), the repro-
duction of these structures is often poor.

Therefore, the specification, including any claims,
may contain chemical formulas and mathematical equa-
tions, but should not contain drawings or flow diagrams
or diagrammatic views of chemical structures. The de-
scription portion of the specification may contain tables;
claims may contain tables only if necessary to conform to
35U.8.C. 112

** >See MPEP § 601.01(d) for treatment of applica-
tions filed without all pages of the specification. <

608.01(a) Arrangement of Application [R--1]

37 CFR 1.77. Arrangement of application elements.
The elements of the application should appear in the following
order:

(ay Title of the inveation; or an introductory portion stating the
name, citizenship, and residence of the applicant, and the title of the
invention may be used.

(b) (Reserved).

(c)(1) Cross—reference to related applications, if any.

(2) Reference to a “microfiche appendix” if any. (See
§ 1.96(b)). The total number of microfiche and total number of frames
should be specified.

(d) Brief summary of the invention.

(e) Brief description of the severaf views of the drawing, if there
are drawings.

(f) Detaifed description.

(g) Claim or claims.

(k) Abstract of the disclosure.

(i) Signed oath or declaration.

(i) Drawings.

NOTE

Design patent specification, MPEP § 1503.01.

Plant patent specification, MPEP § 1605.

Reissue patent specification, MPEP § 1411.

The following order of arrangement is preferable in
framing the >nonprovisional < specification and, except
for the title of the invention, each of the lettered items
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'should be preceded by the headmgs mdicated STtisrec-

ommended that provisional apphcatnons follow the same

general format, although claims are not requlred <

(a) Title of the Invention.
®) Cross—References to Related Appllcatlons (if

any). :
(c) Background of the Invention.

1. Field of the Invention. -
2. Description of the related art including infor-
mation disclosed under 37 CFR 1.97and 1.98.
(d) Summary of the Invention.
(e) Brief Description of the Drawings.
(f) Description of the Preferred Embodiment(s).

(g) Claim(s).
(h) Abstract of the Disclosure.
Applicant (typically a pro se) may be advised of the
proper arrangement by using Form Paragraph 6.01 or
6.02.

9 6.0 Arrangement of Specification

Thefollowing guidelinesillustrate the preferredlayout andcontent
for patent applications. These guidelines are suggested for the appli-
cant’s use.

Arrangement of the Specification

The following order or arrangement is preferred in framing the
specification and, exceptfor the title of the invention, each of the lettered
items shouid be preceded by the headings indicated below:

(a) Title of the Invention.
(b) Cross—References to Related Applications (if any).
(c) Statement as to rights to inventions made under Federally—
sponsored research and development (if any).
(d) Background of the Invention.
1. Field of the Invention.
2. Description of Related Art including information dlsclosed
under 37 CFR ** 1.97 and 1.98.
(e) Summary of the Invention.
(f) Brief Description of the Drawing>(s)<.
(g) Description of the Preferred Embodiment(s).
(h) Claim(s).
(i) Abstract of the Disclosure.

Esxaminer Note:
In this paragraph an introductory sentence will be necessary,
This paragraph intended primarily for use in Pro Se applications.

9 602 Content of Specification
Content of Specification
(a) Title of the Invention. (See 37 CFR * 1.72(a)). The title of
the invention should be placed at the top of the first page of the

specification. It should be brief but technically accurate and descrip-
tive, preferably from two to seven words.
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(b) Cross—References to Related Applications: See 37 CFR
1.78 and >MPEP< §201.11 %,

(c) Statement as to rights to inventions made under Federally

sponsored research and development (if any): See >MPEP< § 310 *.

(d) Background of the Invention: The specification should
set forth the Background of the Invention in two parts:

(1) Field of the Invention: A statement of the field of art to

which the invention pertains. This statement may include a para-

phrasing of the applicable U.S. patent classification definitions
or the subject matter of the claimed invention. This item may also
be titled “Technical Field.”

(2) Description of the Related Art: A description of the related
art known to the applicant and including, if applicable, references to
specific * related >art< and problems involved in the prior art which are
solved by the applicant’s invention. This item may also be titled
“Background Art”,

(e) Summary>of the Invention<:A brief summary or gen-
eral statement of the invention as set forth in 37 CFR * 1.73,
The summary is separate and distinct from the abstract and is di-
rected toward the invention rather than the disclosure as a whole.
The summary may point out the advantages of the invention or how
it solves problems previously existent in the prior art (and prefer-
ably indicated in the Background of the Invention), In chemical
cases it should point out in general terms the utility of the invention.
If possible, the nature and gist of the invention or the inventive con-
cept should be set forth. Objects of the invention should be
treated briefly and only to the extent that they contribute to an
understanding of the invention.

(f) Brief Description of the Drawing(s): A reference to and
brief description of the drawings(s) as set forth in 37 CFR ¢ 1.74.

{g) Description of the Preferred Embodiment(s): A descrip-
tion of the preferred embodiment(s) of the invention as required
in 37 CFR * 1.71. The description should be as short and specific
as is necessary to describe the invention adequately and accurately.

This item may also be titled “Best Mode for Carrying Out
the Invention.” Where elements or groups of elements, compounds,
and processes, which are conventional and generally widely known
in the field of the invention described and their exact nature or type
is not necessary for an understanding and use of the invention by
a person skilled in the art, they should not be described in detail.
However, where particularly complicated subject matter is involved
or where the clements, compounds, or processes may not be com-
monly or widely known in the field, the *>specification< should
refer to another patent or readily available publication which ade-
quately describes the subject matter.

() Claim(s): (See 37 CFR 1.75) A claim may be typed with
the various elements subdivided in paragraph form. There may be
plural indentations to further segregate subcombinations or related
steps.

(i) Abstract>of the Disclosure<: A brief narrative of the
disclosure as a whole in a single paragraph of 250 words or less.

Examiner Note:
In this paragraph an introductory sentence will be necessary.
This paragraph is intended primarily for use in Pro Se applica-
tions. See also “pro se” form paragraphs in Chapter 1700 of
the Manual of Patent Examining Form Paragraphs.
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' 608.01(b) Abstract of the Dlsclosure [R 2]

. 37 CFR1.72 Title and abstract

S

(b). A brief abstract of the technical disclosure in the specification
must be set forth on a separate sheet, preferably followmg the claims -
under the heading Abstract of the Disclosure -, The’ purpose of the
abstract is to enable the Patent and Trademark Office and the public
generally to determine quickly from a cursoty inspection the nature and
gist of the technical disclosure. The abstract shall not be used for
interpreting the scope of the claims. :

In all cases which lack an abstract, the examiner in the
first Office action should require the submission of an
abstract directed to the technical disclosure in the speci-
fication. See Form Paragraph 6.12 (below). Applicants
may use either “Abstract” or “Abstract of the Disclosure”
as a heading.

If the abstract contained in the application does not
comply with the guidelines, the examiner should point
out the defect to the applicant in the first Office action,
or at the earliest point in the prosecution that the defect
is noted, and require compliance with the guidelines.
Since the abstract of the disclosure has been interpreted
to be a part of the specification for the purpose of
compliance with paragraph 1 of 35 U.S.C. 112 (In re
Armbruster, 512 F2d 676, 185 USPQ 152 (CCPA, 1975)),
it would ordinarily be preferable that the applicant make
the necessary changes to the abstract to bring it into com-
pliance with the guidelines. See Form Paragraphs
6.13~6.16 (below).

Responses to such actions requiring either a new
abstract or amendment to bring the abstract into com-
pliance with the guidelines should be treated under
37 CFR 1.111(b) practice like any other formal matter.
Any submission of a new abstract or amendment to an
existing abstract should be carefully reviewed for
introduction of new matter, 35 U.S.C. 132, MPEP
§ 608.04.

Upon passing the case to issue, the examiner should
see that the abstract is an adequate and clear statement
of the contents of the disclosure and generally in line
with the guidelines. The abstract shall be changed by
the examiner’s amendment in those instances where
deemed necessary. This authority and responsibility of
the examiner shall not be abridged by the desirability of
having the applicant make the necessary corrections.
For example, if the application is otherwise in condition
for allowance except that the abstract does not comply
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with the guidelines, the examiner generally should make

any necessary revisions by examiner’s amendment rather

than issuing an Ex parte Quayle action requiring appli-
cant to make the necessary revisions,

Under current practice, in all instances where the ap-
plication contains an abstract when sent to issue, the ab-
stract will be printed on the patent.

GUIDELINES FOR THE PREPARATION OF
PATENT ABSTRACTS

Background

The Rules of Practice in Patent Cases require that
each application for patent include an abstract of the dis-
closure, 37 CFR 1.72(b).

The content of a patent abstract should be such as to
enable the reader thereof, regardless of his or her degree
of familiarity with patent documents, to ascertain quick-
ly the character of the subject matter covered by the tech-
nical disclosure and should include that which is new in
the art to which the invention pertains.

The abstract is not intended nor designated for
use in interpreting the scope or meaning of the claims,
37 CFR 1.72(b).

Content

A patent abstract is a concise statement of the techni-
cal disclosure of the patent and should include that which
is new in the art to which the invention pertains.

If the patent is of a basic nature, the entire technical
disclosure may be new in the art, and the abstract should
be *>directed to the entire disclosure.

If the patent< is in the nature of an improvement in
old apparatus, process, product, or composition, the ab-
stract should include the technical disclosure of the im-
provement.

In certain patents, particularly those for compounds
and compositions, wherein the process for making and/
or the use thereof are not obvious, the abstract should set
forth a process for making and/or a use thereof.

if the new technical disclosure involves modifications
or alternatives, the abstract should mention by way of ex-
ample the preferred modification or alternative.

The abstract should not refer to purported merits or
speculative applications of the invention and should not
compare the invention with the prior art.

Where applicable, the abstract should include the fol-
lowing: (1) if a machine or apparatus, its organization

600 ~ 49

6080100

" and operation; (2) if an article, its xﬁét_hod of making; (3)

if a chemical compound, its identity and use; (4) if a mix-

-ture, itsingredients; (5) if a process, the steps. Extensive

mechanical and design details of apparatus should not be
given. - _

With regard particularly to chemical patents, -for
compounds or compositions, the general nature of the
compound or composition should be given as well as the
use thereof; e.g., “The compounds are of the class of al-
kyl benzene sulfonyl ureas, useful as oral anti—diabet-
ics.” Exemplification of a species could be illustrative of
members of the class. For processes, the type reaction,
reagents and process conditions should be stated, gener-
ally illustrated by a single example unless variations are
necessary.

Language and Format

The abstract should be in narrative form and general-
ly limited to a single paragraph within the range of 50 to
250 words. The abstract should not exceed 25 lines of
text. Abstracts exceeding 25 lines of text should be
checked to see that it does not exceed 250 words in length
since the space provided for the abstract on the comput-
er tape by the printer is limited. If the abstract cannot be
placed on the computer tape because of its excessive
length, the application will be returned to the examiner
for preparation of a shorter abstract. The form and legal
phraseology often used in patent claims, such as
“means” and “said”, should be avoided. The abstract
should sufficiently describe the disclosure to assist read-
ers in deciding whether there is a need for consulting the
full patent text for details.

The language should be clear and concise and should
not repeat information given in the title. It should avoid
using phrases which can be implied, such as, “This dis-
closure concerns,” “The disclosure defined by this inven-
tion,” “This disclosure describes,” etc.

Responsibility

Preparation of the abstract is the responsibility of the
applicant. Background knowledge of the art and an ap-
preciation of the applicant’s contribution to the art are
most important in the preparation of the abstract. The
review of the abstract, for compliance with these guide-
lines, with any necessary editing and revision on allow-
ance of the application is the responsibility of the ex-
aminer.
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608.01(c)
Sample Abstracts

(1) A heart valve Wthh has an annular valve body defmmg ‘ -
an orifice and a plurality of struts forming a pair of cages on oppo-

site sides of the orifice. -A spherical closure member. is captively
held within the cages and is moved by blood flow between open and
closed positions in check valve fashion. A slight leak or backflow is
provided in the closed position by making the orifice slightly larger
than the closure member. Blood flow is maximized in the open posi-
tion of the valve by providing an inwardly convex contour on the
orifice—defining surfaces of the body. An annular rib is formed in
a channel around the periphery of the valve body to anchor a suture
ring used to secure the valve within a heart,

{2) A method for scaling whereby heat is applied to seal,
overlapping closure panels of a folding box made from paperboard
having an extremely thin coating of moisture—proofing thermoplasiic
material on opposite surfaces. Heated air is directed at the surfaces
to be bonded, the temperature of the air at the point of impact an the
surfaces being above the char point of the board. The duration of
application of heat is made so brief, by a corresponding high rate of
advance of the boxes through the air stream, that the coating on the
reverse side of the panels remains substantially non—tacky. The bond
is formed immediately after heating within a period of time for any one
surface point less than the total time of exposure to heated air of that
point. Under such conditions the heat applied to soften the thermo-
plastic coating is dissipated after completion of the bond by absorp-
tion into the board acting as a keat sink without the need for cooling
devices.

(3) Amides are produced by reacting an ester of a carboxylic
acid with an amine, using as catalyst an alkoxide of an alkali metal. The
ester is first heated to at least 75 C. under a pressure of no more than
500 mm, of mercury to remove moisture and acid gases which would
prevent the reaction, and then converted to an amide without heating
to initiate the reaction.

9 6.12 Abstract Missing (Background)

This application does not contain an abstract of the disclosure
as required by 37 CFR 1.72(b). An abstract on a separate sheet is
required.

Examiner Note:
For pro s¢ applicant consider form paragraphs 6.14 — 6.16.

9 6.13 Abstract Objected to: Minor Informalities
The abstractof the disclosure is objected to because [1]. Correction
is required. See MPEP 608.01(b).

Examiner Note:

In bracket 1, indicate the informalities that should be corrected.
Use thig paragraph for minor informalitics such as the inclusion of
legal phraseology, undue length, ete.

§ 6.14 Abstract of the Disclosure: Content

Applicant is reminded of the proper content of an abstraci of
the disclosure.

A patent abstract is & concise statement of the technical disclosure
of the patent and should include that which is new in the art to which the
invention pertains. If the patent is of a basic nature, the entire technical
disclosure may be new in the art, and the abstract should be directed to
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: the entlre dlsclosure Ifthe patent is in the nature of an rmprovement in

anold apparatus, process, product or composrtlon the abstract should -

include the technical disclosure of the improvement. In certain patents, . -
. partlcularly those for compounds and composrtlons,wheremthe process .-

for makmg and/or the use thereof are notobvious, the abstract shouldset”
forth a process for making and/or use ‘thereof.':If the ‘new technical

disclosure involves modifications ‘or - alternatlves, the abstract shouldj, o

mention by way of example the preferred: modlfrcatlon oralternative, ’

The abstract should not refer to: purported merits or speculative
appllcatlons of theinvention and should not compare the mventlon with
the prior art.

Where applicable, the abstract should mclude the followmg (1)
ifamachine orapparatus, its orgamzatlon and operation; (2) ifanarticle,
its method of making; (3) if 2 chemical compound, its identity and
use; (4) if a mixture, its ingredients; (5) if a process, the steps. Exten--
sive mechanical and design details of apparatus should not be given.

Examiner Note:
See paragraph 6.16.

S 6.15 Abstract of the Disclosure, Chemical Cases

Applicant is reminded of the proper content of an abstract of the
disclosure.

In chemical patent abstracts, compounds or compositions, the
general nature of the compound or composition should be given as well
asitsuse, e.g., “The compounds are of the class of alkyl benzene sulfonyl
ureas, useful as oral anti—diabetics,” Exemplification of a species could
be illustrative of members of the class, For processes, the type reaction,
reagents and processconditionsshould be stated, generally illustrated by
a single example unless variations are necessary. Complete revision of
the content of the abstract is required on a separate sheet.

9 6.16 Abstract of the Disclosure, Language

Applicant is reminded of the proper language and format of an
abstract of the disclosure,

The abstract should be in narraiive form and generally limited to
a single paragraph on a separate sheet within the range of 50 to 250
words. It is important that the abstract not exceed 250 words in length
since the space provided for the abstract on the computer tape used
by the printer is limited. The form and legal phraseology often used in
patent claims, such as “means” and “said”, should be avoided. The
abstract should describe the disclosure sufficiently to assist readers in
deciding whether there is a need for consuiting the full patent text
for details.

The language should be clear and concise and should not repeat
information given in the title. It should avoid using phrases which can

be implied, such as, “The disclosure concerns, ” “The disclosure de-
fined by this invention,” “The disclosure describes,” etc.
Examiner Note:

See algo paragraph 6.14.

608.01(c) Background of the Invention

The Background of the Invention ordinarily com-
prises two parts:

(1) Field of the Invention: A statement of the field

of art to which the invention pertains. This statement

may include a paraphrasing of the applicable U.S. patent
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classification definitions. The statement should be di-
rected to the subject matter of the claimed invention.

(2) Description of the related art including infor-

mation disclosed under 37 CFR 1.97 and 1.98: A para-
graph(s) describing to the extent practical the state of the

prior art or other information disclosed known to the

applicant, including references to specific prior art or
other information where appropriate. Where applica-
ble, the problems involved in the prior art or other infor-
mation disclosed which are solved by the applicant’s in-
vention should be indicated. See alsoc MPEP § 608.01(a),
§ 608.01(p) and § 707.05(b).

608.01(d) Brief Summary of Invention [R~1]

37 CFR 1.73. Summary of the invention.

A brief summary of the invention indicating its nature and
substance, which may include a statement of the object of the invention,
should precede the detailed description. Such summary should, whenset
forth, be commensurate with the invention as claimed and any object
recited should be that of the invention as claimed.

Since the purpose of the brief summary of invention
is to apprise the public, and more especially those inter-
ested in the particular art to which the invention relates,
of the nature of the invention, the summary should be di-
rected to the specific invention being claimed, in contra-
distinction to mere generalities which would be equally
applicable to numerous preceding patents. That is, the
subject matter of the invention should be described in
one or more clear, concise sentences or paragraphs. Ster-
eotyped general statements that would fit one case as
well as another serve no useful purpose and may well be
required to be cancelled as surplusage, and, in the ab-
sence of any illuminating statement, replaced by state-
ments that are directly in point as applicable exclusively
to the case in hand. ‘

The brief summary, if properly written to set out the
exact nature, operation, and purpose of the invention,
will be of material assistance in aiding ready understand-
ing of the patent in future searches, ** The brief summa-
ry should be more than a mere statement of the objects of
the invention, which statement is also permissible under
37 CFR 1.73.

The brief summary of invention should be consistent
with the subject matter of the claims. Note final review of
application and preparation for issue, MPEP § 1302,

| . 608.01(D)
608.01(e) Reservation Clause_s,Not Permitted

37 CFRL79. Reservation clau&es not permitted.

A reservation for a future application of subject matteii-discloséd
but not claimed in a pending application will not be permitted in the
pending application, but ar application disclosing unclaimed subject
matter may contain a reference to a later filed application of the same
applicant or owned by a common assignee disclosing and claiming that
subject matter.

608.01(f) Brief Description- of
Drawings [R—2]

37 CFR 1.74. Reference to drawings.

When there are drawings, there shall be a brief description of the
several views of the drawings and the detailed description of the
invention shall refer to the different views by specifying the numbers of
the figures, and to the different parts by use of reference letters or
numerals (preferably the latter).

** >The Initial Application Examination Division
will review the specification, including the brief descrip-
tion, to determine whether all of the figures of drawings
described in the specification are present. If the specifi-
cation describes a figure which is not present in the draw-
ings, the application will be treated as an application
filed without all figures of drawings in accordance with
MPEP § 601.01(g), unless the application lacks any
drawings, in which case the application will be treated as
an application filed without drawings in accordance with
MPEP § 601.01(f).<

The examiner should see to it that the figures are cor-
rectly described in the brief description of the drawing,
that all section lines used are referred to, and that all
needed section lines are used.

The specification must contain or be amended to
contain proper reference to the existence of drawings ex-
ecuted in color as required by 37 CFR 1.84.

37 CFR 1.84. Standards for drawings.
(a) Prawings. There are two acceptable categories for presenting
drawings in utility patent applications:
(1) Blackink. Black and white drawings are normally required
India ink, or its equivalent that secures solid black lines, must be used for
drawings, or
(2) Color. On rare occasions, color drawing may be necessary as
the only practical medium by which to disclose the subject matter sought
to be patented in a utility patent application or the subject matter of a
statutory invention registration. The Patent and Trademark Office will
accept color drawings in utility patent applications and statutory
invention registrations only after granting a petition filed under this
paragraph explaining why the color drawings are necessary. Any such
petition must include the following:
(i) The appropriate fee set forth in § 1.17(h);
(ii) Three (3) sets of color drawings; and
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(iii) The specification must contain the following language as
the first paragraph in that portion of the specification relating to the
brief description of the drawing: :

“The file of this patent contains at least one drawing executed in
color: Copies of this patent with color drawing(s) will be provided by the
Patent and Trademark Office upon request and payment of the necessary
fee.”

Ifthe language isnotin thespecification,a proposed amendment
to insert the language must accompany the petition.

608.01(g) Detailed Description of Invention

A detailed description of the invention and drawings
follows the general statement of invention and brief de-
scription of the drawings. This detailed description, re-
quired by 37 CFR 1.71, MPEP § 608.01, must be in such
particularity as to enable any person skilled in the perti-
nent art or science to make and use the invention without
involving extensive experimentation. An applicant is or-
dinarily permitted to use his or her own terminology, as
long as it can be understood. Necessary grammatical
corrections, however, should be required by the examin-
er, but it must be remembered that an examination is not
made for the purpose of securing grammatical perfec-
tion.

The reference characters must be properly applied,
no single reference character being used for two differ-
ent parts or for a given part and a modification of such
part. In the latter case, the reference character, applied
to the given part, with a prime affixed may advanta-
geously be applied to the modification. Every feature
specified in the claims must be illustrated, but there
should be no superfluous illustrations.

The description is a dictionary for the claims and
should provide clear support or antecedent basis for all
terms used in the claims. See 37 CFR 1.75, MPEP
§ 608.01(i), § 608.01(0), and § 1302.01.

NOTE. — Completeness, MPEP § 608.01(p).

USE OF SYMBOL “Phi” IN PATENT
APPLICATION

The Greek letter “Phi” has long been used as a sym-
bol in equations in all technical disciplines. It further has
gpecial uses which include the indication of an electrical
phase or clocking signal as well as an angular measure-
ment. The recognized symbols for the upper and lower
case Greek Phi characters, however, do not appear on
most typewriters, This apparently has led to the use of a
symbol composed by first striking a zero key and then
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backspacing and striking the “Céfncé,l”‘or:"f‘,‘slkésh” key to

result in', an approximation of accepted symbols for the

- Greek character Phi. In other instances, the symbol is

composed using the upper or lower case letter “O” with
the “cancel” or “slash” superimposed thereon by back-
spacing, or it is simply handwritten in a variety of styles.
These expedients result in confusion because of the vari-
ety of type sizes and styles available on modern type-
writers.

In recent years, the growth of data processing has

- seen the increasing use of this symbol (“O”) as the

standard representation of zero. The “slashed” or can-
celled” zero is used to indicate zero and avoid confusion
with the upper case letter “O” inboth text and drawings.

Thus, when the symbol “@” in one of its many varia-
tions, as discussed above, appears in patent applications
being prepared for printing, confusion as to the intended
meaning of the symbol arises. Those (such as examiners,
attorneys, and applicants) working in the art can usually
determine the intended meaning of this symbol because
of their knowledge of the subject matter involved, but
editors preparing these applications for printing have no
such specialized knowledge and confusion arises as to
which symbol to print. The result, at the very least, is
delay until the intended meaning of the symbol can be as-
certained.

Since the Office does not have the resources to con-
duct a technical editorial review of each application be-
fore printing, and in order to eliminate the problem of
printing delays associated with the usage of these sym-
bols, any question about the intended symbol will be re-
solved by the editorial staff of the Office of Publications
by printing the symbol @& whenever that symbol is used
by the applicant. Any Certificate of Correction necessi-
tated by the above practice will be at the patentee’s ex-
pense (37 CFR 1.323) because the intended symbol was
not accurately presented by the Greek upper or lower
case Phi letters (2,2) in the patent application.

608.01(h) Mode of Operation of Invention
[R-1]

The best mode contemplated by the inventor of car-
rying out his or her invention must be set forth in the
description. see 35 U.S.C. 112. There is no statutory
requirement for the disclosure of a specific example. A
patent specification is not intended nor required to be
a production specification, In re Gay, 309 F2d 768,
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135 USPQ 311 (CCPA 1962). The absence of a specific
working example is not necessarily evidence that the -

best mode has not been disclosed, nor is the presence
of one evidence that it has, In re Honn, 364 F2d 454,
150 USPQ, 652 (CCPA 1966). In determining the ade-
quacy of a best mode disclosure, only evidence of con-
cealment (accidental or intentional) is to be consid-
ered. That evidence must tend to show that the quality
of an applicant’s best mode disclosure is so poor as to
effectively result in concealment; In re Sherwood,
204 USPQ 537 (CCPA 1980).

The question of whether an inventor has or has not
disclosed what he or she feels is his or her best mode is a
question separate and distinct from the question of suffi-
ciency of the disclosure, Inn re Gay, 135 USPQ 311 (CCPA
1962); In re Glass, 181 USPQ 31 (CCPA 1974). See
35 U.S.C. 112 and 37 CFR 1.71(b). Sylgab Steel & Wire
Corp. v. Imoco—Gateway Corp., 357 E Supp. 657,
178 USPQ 22 (N.D. Iil. 1973); H. K. Porter Co., Inc. v.
Gates Rubber Co., 187 USPQ 692, 708, (D. Colo. 1975).

If the best mode contemplated by the inventor at the
time of filing the application is not disclosed, such defect
cannot be cured by submitting an amendment seeking to
put into the specification something required to be there
when the application was originally filed, In re Hay,
534 F2d 917, 189 USPQ 79¢ (CCPA 1976). Any proposed
amendment of this type should be treated as new matter,

Patents have been held invalid in cases where the pat-
entee did not disclose the best mode known to him. See
Flick—Reedy Corp. v. Hydro—Line Manufacturing Co.,
351 E2d 546, 146 USPQ 694 (CA 7 1965), cert. denied,
383 U.S. 958, 148 USPQ 771 (1966); Indiana General
Corp. v. Krystinel Corp., 297 E Supp. 427 161 USPQ 82
(S.D. N.Y. 1969), affirmed, 421 E2d 1033, 164 USPQ
321 (CA 2 1970); Dale Electronics, Inc. v. R.C.L. Electron-
ics, Inc., 488 F2d 382, 180 USPQ 235 (CA 1 1973); Union
Carbide Corp. v. Borg—Warmer Corp., 550 E2d 355,
193 USPQ 1 (CA 6 1977); Reynolds Metals Co. v.
Acorn Building Components Inc., 548 F2d 155, 163, 192
USPQ 737 (CA 6 1977).

NOTE. — Completeness, >see< MPEP § 608.01(p)
>and § 2165 to § 2165.04<.

608.01(i) Claims [R—-1]

>37CFR 1.75. Cluims<

(a) The gpecification must conclude with a claim particularly
pointing out and distinctly claiming the subject matter which the
applicant regards as his invention or discovery.
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(b) More than one clalm may be presented prcmded they dlﬂer:,"',f’

substanhally fmm each other-and are not unduly multxphed. o
: (¢} One or ‘more clalms may be presented in dependent form,
“referring back to and- further hmmng another claim or claims in the

same application. Any dependent claim which refers to more than one
other claim (“multlple ‘dependent, claim”:): shall refer-to such’other
claims in the ‘alternative: only A multlple dependent claim shall?'
not serve as a basis for “any’ other ‘multiple: dependent claim. For

fee calculation purposes under-§ 1.16, a multiple dependent claim
will be considered to be that number-of claims to which du'ect refer-
ence is made therein. For fee calculatlon purposes, also, any claim’
depending from a multiple dependent ¢laim will' be considered
to be that number of claims to which direct reference is made in that-
multiple dependent claim. In addition. to the other filing. fees, any .
original application which is filed with, or is amended to include,

multiple dependent claims must have paid therein the fee set forth

in  § 1.16(d), Claims in dependent form shall be construed to in-
clude all the limitations of the claim incorporated by reference

into the dependent claim. A multiple dependent claim shall be con- .
strued to incorporate by reference all the limitations of each
of the particular claims in relation to which it is being considered.

(d)(1) The claim or claims must conform to the invention as
set forth in the remainder of the specification and the terms and
phrases used in the claims must find clear support or antecedent
basis in the description so that the meaning of the terms in the
claims may be ascertainable by reference to the description (See
§ 1.58(a).)

(2) See 8§ 1.141 to 1.146 as to claiming different inventions
in one application.

(e} Where the nature of the case admits, as in the case of an
improvement, any independent claim should contain in the following
order, (1) a preamble comprising a general description of all the
elements or steps of the claimed combination which are conventional
or known, (2) a phrase such as “wherein the improvement comprises,”
and (3) those elements, steps and/or relationships which constitute
that portion of the claimed combination which the applicant con-
siders as the new or improved portion.

(f) If there are several claims, they shall be numbered consec-
utively in Arabic numerals.’

(g) All dependent claims should be grouped together with

NOTE

Numbering of Claims, MPEP § 608.01(j).
Form of Claims, MPEP § 608.01(m).
Dependent claims, MPEP § 608.01(n).
Examination of claims, MPEP § 706.
Claims in excess of fee, MPEP § 714.10,

608.01(j) Numbering of Claims [R~1]

37 CFR 1.126 .Numbering of claims.

The original numbering of the claims must be preserved
throughout the prosecution. When claims are canceled the remain-
ing claims must not be renumbered. When claims are added, except
when presented in accordance with § 1.121(b), they must be num-
bered by the applicant consecutively beginning with the number
next following the highest numbered claim previously presented
(whether entered or not). When the application is ready for allow-
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ance, the examiner, if necessary, will renumber the -claims consecu-

tively in the order in which they appear or in such order as mayu

have been requested by applicant.

In a single claim case, the claim is not numbered
Form Paragraph 6.17 may be used to notify applicant.

9 6.17 Numbering of Claims, 37 CFR 1.126

The numbering of claims is not in accordance with 37 CFR
1.126. The original numbering of the claims must be preserved
throughout the prosecution. When claims are ‘canceled, the rémain-
ing claims must not be renumbered. When claims are added, except
when presented in accordance with 37 CFR * 1.121(b), they. must
be numbered consecutively beginning with the number next follow-
ing the highest numbered claims previously presemted (whether
entered or not).

Misnumbered claime {1] have been renumbered [2], respectively.

608.01(k) Statutory Requirement of Claims

35 U.S.C. 112 requires that the applicant shall partic-
ularly point out and distinctly claim the subject matter
which he or she regards as his or her invention. The por-
tion of the application in which he or she does this forms
the claim or claims. This is an important part of the ap-
plication, as it is the definition of that for which protec-
tion is granted.

608.01() Original Claims

In establishing a disclosure, applicant may rely not
only on the description and drawing as filed but also on
the original claims if their content justifies it.

Where subject matter not shown in the drawing or de-
scribed in the description is claimed in the case as filed,
and such original claim itself constitutes a clear disclo-
sure of this subject matter, then the claim should be
treated on its merits, and requirement made to amend
the drawing and description to show this subject matter.
The claim should not be attacked either by objection or
rejection because this subject matter is lacking in the
drawing and description. It is the drawing and descrip-
tion that are defective; not the claim.

1t is, of course, to be understood that this disclosure
in the claim must be sufficiently specific and detailed to
support the necessary amendment of the drawing and
description.

608.01(m) Form of Claims [R-1]

While there is no set statutory form for claims, the
present Office practice is to insist that each claim must
be the object of a sentence starting with “I (or we)
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- :clalm” “The mventron clarmed 1s” (or the eqmvalent)
If, at the time of allowance, the quoted terminology is = -

- not present itis mserted by the clerk. Each claim begms .

witha caprtal letter and ends wrth a perrod Penods may

not be used elsewhere in the. clarms except for abbrevia-
tions. >See Fressola V. Manbeck, (DD.C: 1995).<
A clarm may be typed with the varrous elements subdr-

vided in paragraph form. Lo S

There may be plural mdentatrons to further segre-
gate subcombinations or related steps. In general, the .
printed patent copies will follow the format used but
printing difficulties or expense may prevent the duplrca-
tion of unduly complex claim formats.

Reference characters corresponding to elements re-
cited in the detailed description and the drawings may be
used in conjunction with the recitation of the same ele-
ment or group of elements in the claims. The reference
characters, however, should be enclosed within paren-
theses so as to avoid confusion with other numbers or
characters which may appear in the claims. The use of
reference characters is to be considered as having no ef-
fect on the scope of the claims.

Many of the difficulties encountered in the prosecu-
tion of patent applications after final rejection may be
alleviated if each applicant includes, at the time of filing
or no later than the first response, claims varying from
the broadest to which he or she believes he or she is en-
titled to the most detailed that he or she is willing to ac-
cept.

Claims should preferably be arranged in order of
scope so that the first claim presented is the broadest.
Where separate species are claimed, the claims. of like
species should be grouped together where possible and
physically separated by drawing a line between claims or
groups of claims. (Both of these provisions may not be
practical or possible where several species claims depend
from the same generic claim.) Similarly, product and
process claims should be separately grouped. Such ar-
rangements are for the purpose of facilitating classifica-
tion and examination.

The form of claim required in 37 CFR 1.75(e) is par-
ticularly adapted for the description of improvement~
type inventions. It is to be considered a combination
claim, The preamble of this form of claim is considered
to positively and clearly include all the elements or steps
recited therein as a part of the claimed combination.
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For rejections not based on prior art, see MPEP
§ 706.03.

>Amendments to the claims must be in compliance
with 37 CFR 1.121. Form paragraphs 6.33 and 6.34 may
be used to inform applicant of non—entry of amend-
ments to the claims.

1 633 Amendment to the Claims, 37 CFR 1.121
The amendment to the claims has not been entered because
it requests the addition of more than 5 words in any one claim. See
37 CFR 1.121(c) below: '
{¢) A particular claim may be amended in the manner
indicated for the application in paragraph (a) of this section to
the extent of corrections in spelling, punctuation, and fypo-
graphical errors. Additional amendments in this manner will
be admitted provided the changes are limited to (1) dele-
tions and/or (2) the addition of no more than five words in any
one claim. Any amendments submitted with instructions
to amend particular claims but failing to conform to the
provisions of paragraphs (b) and (c) of this section may be
considered nonresponsive and treated accordingly.
The amendment to the claims should be made in accordance
with 37 CFR 1.121(b) which states:
(b) Except as otherwise provided herein, a particular claim
maybe amended only by directionsto cancel orbyrewriting such
claim with underlining below the word or words added and
brackets around the woid or words deleted. The rewriting of
a claim in this form will be construed as directing the cancella-
tion of the original claim; however, the original claim num-
ber followed by the parenthetical word “amended” must be
used for the rewritten claim, If a previously rewritten claim
is rewritten, underlining and bracketing will be applied
in sefer-ence to the previously rewritten claim with the paren-
thetical expression “twice amended”, “three times amend-
ed”, etc,, following the original claim number,
Applicant is given a ONE MONTH TIME LIMIT from

the date of this letter, or until the expiration of the period
for response set in the last office action, whichever is longer,

to complete the response. NO EXTENSION OF THIS
TIME LIMIT MAY BE GRANTED UNDER EITHER
37 CFR 1.136(a) OR (b), but the period for response set
in the last Office action may be extended up to a maximum
of SIX MONTHS.

9 6.34 Amendment to the Claims, Brackets or Underlining

Cannot be Used

The claims of this application contain underlining or brackets that
are intended to appear in the printed patent or are properly part of the
claimed material. The brackets or underlining are not intended to
indicate amendments or changes in the claims, Under these conditions,
proposed amendments to the claims may not be made by underlining
words added or by bracketing words that are to be deleted. Accordingly,
the proposed amendments to the claims have not been entered. See 37
CFR 1.121(d).

Applicantisgivena ONEMONTH TIMELIMIT from the
date of this letter, or until the expiration of the period for re-
sponse set in the last office action, whichever is longer, to com-
plete theresponse. NOEXTENS(ONOFTHISTIMELIMIT
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MAY BE GRANTED UNDER EITHER 37 CFR 1.136(a)

OR (b),butthe perlodforresponsesetmthe last Officeaction "~
may be extended up toa maxxmum of SIX MONTHS < c

' 608.01(n) Dependent Claims [R~ 1]

37 CFR 1.75(c) reade as follows for appllcatlons filed
prior to Januaxy 24,1978:

© When more than one ¢laim is presented, they may be placed
in dependent form in which a claim may refer back to and further re-
strict a single preceding claim. Claims in dependent form shall-
be construed to include all the limitations of the claim incorporated
by reference into the dependent claim.

MULTIPLE DEPENDENT CLAIMS

37 CFR 1.75(c) reads as follows for applications
filed on and after January 24, 1978.

37 CER 1.75. Claim(s).

L1214

(c) one or more claims may be presented in dependent form,
referring back to and further limiting another claim or claims in the
saine application. Any dependent claim which refers to more than
one other claim (multiple dependent claim) shall refer to such
other claims in the alternative only. A multiple dependent claim shall
not serve as a basis for any other multiple dependent claim. For
fee calculation purposes under § 1.16, a multiple dependent claim
will be considered to be that number of claims to which direct refer-
ence is made therein. For fee calculation purposes, also, any claim
depending from a multiple dependent claim will be considered to be
that number of claims to which direct reference is made in that multi-
ple dependent claim. In addition to the other filing fees, any origi-
nal application which is filed with, or is amended to include, multi-
ple dependent claims must have paid therein the fee set forth in
§ 1.16(d). Claims in dependent form shall be construed to include
all the limitations of the claim incorporated by reference into the
dependent claim. A multiple dependent claim shall be construed to
incorporate by reference all the limitations of each of the particular
claims in relation to which it is being considered.

(22224

Generally, a multiple dependent claim is a depen-
dent claim which refers back in the alternative to more
than one preceding independent or dependent claim,

The second paragraph of 35 U.S.C. 112 has been re-
vised in view of the multiple dependent claim practice
introduced by the Patent Cooperation Treaty. Thus,
35 US.C. 112 authorizes multiple dependent claims in
applications filed on and after January 24, 1978, as long
as they are in the alternative form (e.g., “A machine ac-
cording to claims 3 or 4, further comprising ——- "),
Cumulative claiming (e.g.,A machine according to
claims 3 and 4, further comprising —=-") is not per-
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mitted. A multlple dependent claim may refer in the al-;
ternative to only one set of claims. A claim such as “A de--

vice as in claims 1, 2, 3, or 4, made by a process of claims
5, 6,7, or 8” isimproper. Section 112 allows reference to
only a particular claim. Furthermore, a multlple depen-
dent claim may not serve as a basis for any other multiple

dependent claim, either directly or indirectly. These lim-

itations help to avoid undue confusion in determining
how many prior claims are actually referred to in a multi-
ple dependent claim.

A multiple dependent claim which depends from

another multiple dependent claim should be objected to
by using Form Paragraph 7.45.

% 745 Improper Multiple Dependent Claims

Claim [1] objected to under 37 CFR 1.75(¢) as being in improper
form because a muliiple dependent claim [2]. See MPEP »>§<
608.01(n). Accordingly, [3] has not been further treated on the merits.

Examiner’s Note:

1. In bracket 2, insert “should refer to other claims in the
alternative oaly” andfor, “cannot depend from any other muliiple
dependent claim 4.”

2. Usethisparagraph rather than 35 U.S.C. 112, fifth paragraph.

3. Inbracket 3, insert “the claim has or these claims have.”

Assume each claim example given below is from a dif-
ferent application.

ACCEPTABLE MULTIPLE DEPENDENT
CLAIM WORDING

Claim 5. A gadget according to claims 3 or 4, further
comprising —— -

Claim 5. A gadget as in any one of the preceding
claims, in which — ~ ~

Claim 3. A gadget as in either claim 1 or claim 2, fur-
ther comprising ———

Claim 4. A gadget as in claim 2 or 3, further compris-
ing —

Claim 16. A gadget asin claims 1, 7,12, or 15, further
comprising =~~~

Claim 5. A gadget as in any of the preceding claims,
in which ~ =

Claim 8. A gadget as in one of claims 4=7, in
which = ==

Claim 5. A gadget as in any preceding claim, in
which — ==

Claim 10. A gadget as in any of claims 1-3 or 7-9,
in which = ——

Claim 11. A gadget as in any one of claims 1, 2, or
7--10 inclusive, in which — - —
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UNACCEPTABLE MULTIPLE DEPENDENT
. CLAIM WORDING L

Claim5. A gadget accordlng to claxm 3 and 4 further
compnsmg-——-“ '

Claim 9. A gadget accordmg to clanns 1 3, in
which = —~ ' ,

Clalm 9 A gadget as in clalms 1or 2 and 7 or 8 _‘
which ——— o

Claim 6. A gadget as in the precedmg clalms in
which ———

Claim 6. A gadget as in claims 1, 2 3,4 and/or 5,in
which ———

Claim 10. A gadget as in claims 1-3 or 7-9, in
which ——

Clalm 3 A gadget as in any of the followmg claims, in
which = -~

Claim 5. A gadget as in either claim 6 or claim 8, in
which ——~

Claim 9 A gadget asin clalm 1 or 4 madeby the pro-
cess of claims 5, 6, 7, or 8, in which ——~

Claim 8. A gadget as in claim S (claim 5 is a multiple
dependent claim) or claim 7, in which — - —

35 U.S.C. 112 indicates that the limitations or ele-
ments of each claim incorporated by reference into a
multiple dependent claim must be considered separate-
ly. Thus, a multiple dependent claim, as such, does not
contain all the limitations of all the alternative claims to
which it refers, but rather contains in any one embodi-
ment only those limitations of the particular claim re-
ferred to for the embodiment under consideration.
Hence, a multiple dependent claim must be considered
in the same manner as a plurality of single dependent
claims.

Restriction Practice
For restriction purposes, each embodiment of a mul-

tiple dependent claim is considered in the same manner
as a single dependent claim. Therefore, restriction may
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be required between the embodiments of a multiple de- |
pendent claim. Also, some embodiments of a multiple -

dependent claim may be held withdrawn while other em-
bodiments are considered on their merits.

Handling of Multiple Dependent Claims
by the Application Branch

The Application Division is responsible for verifying
whether multiple dependent claims filed with the ap-
plication are in proper alternative form, that they de-
pend only upon prior independent or single dependent
claims and also for calculating the amount of the filing
fee. A new form, PTO-1360, has been designed to be
used in conjunction with the current fee calculation form

PTO-875.

Handling of Multiple Dependent Claims
by the Examining Group Clerical Staff

The examining group clerical staff is responsible for
verifying compliance with the statute and rules of multi-
ple dependent claims added by amendment and for cal-
culating the amount of any additional fees required.
This calculation should be performed on form
PTO~-1360.

There is no need for a group clerk te check the accuracy
of the initial filing fee since this has already been verified by
the Application Branch when granting the filing date.

If a multiple dependent claim (or claims) is added in
an amendment without the proper fee, either by adding
references to prior claims or by adding a new multiple de-
pendent claim, the amendment should not be entered
until the fee has been received. In view of the require-
ments for multiple dependent claims, no amendment
containing new claims or changing the dependency of
claims should be entered before checking whether the
paid fecs cover the costs of the amended claims. The ap-
plicant, or his or her attorney or agent, should be con-
tacted to pay the additional fee. Where a letter is written
in an insufficient fee situation, a copy of the multiple de-
pendent claim fee caleulation, form PTO-1360, should
be included for applicant’s information.

If an application filed prior to October 1, 1982, is
amended on or after October 1, 1982, to include a proper
multiple dependent claim for the first time, the fee set
forth in § 1.16(d) must be paid.
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If such an appllcatlon contamed a proper multiple

| dependent claim prior to October 1, 1982, the fee set
- forth in § 1:16(d) does not apply.

Where the group clerk notes that the reference to the :
prior claims is improper in an added or amended multi-
ple dependent claim, a notation should be made in the
left margin next to the claim itself and the number 1,
which is inserted in the “Dep. Claim” column of that
amendment on form PTO~—1360, should be circled in or- _
der to call this matter to the examiner’s attention.

Handling of Multiple Dependent Claims by
the Examiner

Should any multiple dependent claim be in an ap-
plication filed prior to January 24, 1978 or include a
claim association or claim structure that violates any of
the prohibitions, the claim should be objected to as not
being in proper form as required by 37 CFR 1.75 in the
next Office action. Such an improper claim need not be
further treated on the merits.

Public Law 94131, the implementing legislation for
the Patent Cooperation Treaty amended 35 U.S.C. 112
to state that “a claim in dependent form shall contain a
reference to a claim previously set forth.” The require-
ment to refer to a previous claim had existed only in
37 CFR 1.75(c) before.

The following procedures are to be followed by ex-
aminers when faced with claims which refer to numeri-
cally succeeding claims:

If any series of dependent claims contains a claim
with an improper reference to a numerically following
claim which cannot be understood, the claim referring to
a following claim should normally be objected to and not
treated on the merits.

However, in situations where a claim refers to a nu-
merically following claim and the dependency is clear,
both as presented and as it will be renumbered at issue,
all claims should be examined on the merits and no ob-
jection as to form need be made. In such cases, the ex-
aminer will renumber the claims into proper order at the
time the application is allowed. (See example B, below.)

Any unusual problems should be brought to the su-
pervisor’s attention,

Example A

(Claims 4 and 6 should be objected to as not being un-
derstood and should not be treated on the merits.)
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1. Independent T
:Dependent on claim 5.
Dependent on claim 2
.asinany precedmg clalm
’Independent '
Dependent on claim4

~ Example B

NOTE: Parenthetical numerals represent the claim
numbering for issue should all claims be allowed.

(All claims should be examined.)

1. (1) Independent

2. (5) Dependent on claim 5 (4)

3. (2) Dependent on claim 1 (1)

4. (3) Dependent on claim 3 (2) _

5. (4) Dependent on either claim 1 (1) or claim 3 (2)

”»

SANRAE B S

The following practice is followed by patent exam-
iners when making reference to a dependent claim —
either singular or multiple:

1. When identifying a singular dependent claim
which does not include a reference to a multiple depen-
dent claim, either directly or indirectly, reference should
be made only to the number of the dependent claim.

2. When identifying the embodiments included
within a multiple dependent claim, or a singular depen-
dent claim which includes a reference to a multiple de-
pendent claim, either directly or indirectly, each em-
bodiment should be identified by using the number of
the claims involved, starting with the highest, fo the extent
necessary to specifically identify each embodiment.

3. When all embodiments included within a multi-
ple dependent claim or a singular dependent claim which
includes a reference to a multiple dependent claim, ei-
ther directly or indirectly, are subject to a common rejec-
tion, objection, or requirement, reference may be made
only to the number of the dependent claim.

The following table illustrates the current practice
where each embodiment of each claim must be treated
on an individual basis:

Claim No. Claim dependency Identification

. Depends from 3
Depends from 2,

.3,0r5" A6/2/1

common rejectlon, objectlon, or requn’ements refer-'f I
ence may be made to the number of the individual de- =
pendent claim only For example if4/2 and 4/3 were sub-
ject to a common ground of rejection, reference should
be made only to claim 4 in the statement of that rejec-
tion.

The provisions of 35 U.S.C.132 require that each
office action make it explicitly clear what rejection, ob-
jection and/or requirement is applxed to each claim em-
bodiment.

Calculation of Fees When Multiple Dependent Claims
Are Presented, Use of Form PTO~-1360

To assist in the computation of the fees for multiple
dependent claims, a separate “Multiple Dependent
Claim Fee Calculation Sheet,” form PTO~-1360, has
been designed for use with the current “Patent Applica-
tion Fee Determination Record”, form PTO-875. Form
PTO-1360 will be placed in the file wrapper by the Ap-
plication Branch where multiple dependent claims are in
the application as filed. If multiple dependent claims are
not included upon filing, but are later added by amend-
ment, the examining group clerical staff will place the
form in the file wrapper. If there are multiple dependent
claims in the application, the total number of indepen-
dentand dependent claims for fee purposes will be calcu-
lated on form PTO—-1360 and the total number of claims
and number of independent claims is then placed on
form PTO-875 for final fee calculation purposes.

Calculating Fees for Multiple Dependent Claims

Allclaims  Approved  Proper Multiple Dependent Claim
practice
35 U.S.C. 41(a), provides that claims in proper multi-
1 Independent ! 1 ple dependent form may not be considered as single de-
2 Depends from 1 21 2 , )
3 Depends from 2 31 3 pendent claims for the purpose of calculating fees. Thus,
4 Dépends from 2 or 3 4211 42 a multiple dependent claim is considered to be that num-
4/3/2/1 43 ber of dependent claims to which it refers. Any proper
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claim depending directly or indirectly from a multiple
dependent claim is also considered as the number of de-
pendent claims as referred to in the multiple dependent
claim from which it depends.

Improper Multiple Dependent Claim

If any multiple dependent claim is improper, Ap-
plication Branch may indicate that fact by placing an en-
circled numeral “1” in the “Dep. Claims” column of
form PTO-1360. The fee for any improper multiple de-
pendent claim, whether it is defective for either not be-
ing in the alternative form or for being directly or indi-
rectly dependent on a prior multiple dependent claim,
wilt only be one, since only an objection to the form of
such a claim will normally be made. This procedure also
greatly simplifies the calculation of fees. Any claim de-
pending from an improper multiple dependent claim will
also be considered to be improper and be counted as one
dependent claim.

Fee calculation example

ClaimNo. .....covveeviiiiiiiniiinainnns Ind.  Dep.
1. Independent ..................... 1
2. Dependentonclaiml ..................... 1
3. Dependentonclaim2 ..................... 1
4, Dependenton claim2or3 ................. 2
5. Dependentonclaim4 ..................... 2
6. Dependentonclaims ..................... 2
7. Dependent on claim4,5076 ............... %
8. Dependentonclaim7.....................
9. Independent ..................... 1
10. Dependentonclaimlor® .................. 2
11. Dependent on claims 1and9 .............. D)

Total 2 13

Comments on Fee Calculation Example

Claim 1 — This is an independent claim; therefore, a
numeral “1” is placed opposite claim number 1 in the
“Ind.” column.

Claim 2 — Since this is a claim dependent on a single
independent claim, a numeral “1” is placed opposite
claim number 2 of the “Dep.” column.

Claim 3 — Claim 3 is also a single dependent claim,
s0 a numeral “1” is placed in the “Dep.” column.

Claim 4 — Claim 4 is a proper multiple dependent
claim. It refers directly to two claims in the alternative,
namely, claim 2 or 3. Therefore, a numeral “2” to indi-
cate direct reference to two claims is placed in the
“Dep.” column opposite claim number 4.
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Claim 5 — This claim is a singularly dependent claim -
depending from a multiple dependent claim. For fee cal-

culation purposes, such a claim is counted as being that

number of claims to which direct reference is made in the
multiple dependent claim from which it depends. In this
case, the multiple dependent claim number 4 it depends
from counts as 2 claims; ‘therefore, claim 5 also counts as
2 claims. Accordingly, a numeral “2” is placed opposite
claim number 5 in the “Dep.” column. '

Claim 6 — Claim 6 depends indirectly from a multi-
ple dependent claim 4. Since claim 4 counts as 2 claims,
claim 6 also counts as 2 dependent claims. Consequent-
ly, a numeral “2” is placed in the “Dep.” column after
claim 6.

Claim 7 — This claim is a multiple dependent claim
since it refers to claims 4, 5, or 6. However, as can be seen
by looking at the “2’ in the “Dep.” column opposite
claim 4, claim 7 depends from a multiple dependent
claim. This practice is improper under 35 U.S.C. 112 and
37 CFR 1.75(c). Following the procedure for calculating
fees for improper multiple dependent claims, a numeral
“1” is placed in the “Dep.” column with a circle drawn
around it to alert the examiner that the claim is improp-
er.

Claim 8 — Claim 8 is improper since it depends from
an improper claim. If the base claim is in error, this error
cannot be corrected by adding additional claims depend-
ing therefrom, Therefore, a numeral “1” with a circle
around it is placed in the “Dep.” column.

Claim 9 — Here again we have an independent claim
which is always indicated with a numeral “1” in the
“Ind.” column opposite the claim number.

Claim 10 — This claim refers to two independent
claims in the alternative. A numeral “2” is, therefore,
placed in the “Dep.” column opposite claim 10.

Claim 11 — Claim 11 is a dependent claim which re-
fersto two claims in the conjunctive ( “1” and “9” ) rather
than in the alternative ( “1” or “9” ). This form is improp-
er under 35 U.S.C. 112 and 37 CFR 1.75(c). Accordingly,
since claim 11 is improper, an encircled number “1” is
placed in the “Dep.” column opposite Claim 11,

Calculation of Filing Fee Involving
Dependent Claims

After the number of “Ind.” and “Dep.” claims are

noted on form PTO-1360, each column is added. In this
example, there are 2 independent claims and 13 depen-
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dent claims or a total of 15 claims. The number of inde- |

pendent and total claims can then be placed on form
PTO~875 and the fee calculated.

TREATMENT OF IMPROPER DEPENDENT
CLAIMS

The initial determination, for fee purposes, as to
whether a claim is dependent must be made by persons
other than examiners; it is necessary, at that time, to ac-
cept as dependent virtually every claim which refers to
another claim, without determining whether there is ac-
tually a true dependent relationship. The initial acceptance
of a claim as a dependent claim does not, however, pre-
clude a subsequent holding by the examiner that a claim
is not a proper dependent claim. Any claim which is in
dependent form but which is so worded that it, in fact is
not, as, for example, it does not include every limitation
of the claim on which it depends, will be required to be
cancelled as not being a proper dependent claim; and
cancelation of any further claim depending on such a de-
pendent claim will be similarly required. The applicant
may thereupon amend the claims to place them in proper
dependent form, or may redraft them as independent
claims, upon payment of any necessary additional fee.

INFRINGEMENT TEST

The test as to whether a claim is a proper dependent
claim is that it shall include every limitation of the claim
from which it depends (35 U.S.C. 112, fourth paragraph)
or in other words that it shall not conceivably be in-
fringed by anything which would not also infringe the ba-
sic claim.

A dependent claim does not lack compliance with
35 U.8.C. 112, fourth paragraph, simply because there is
a question as to (1) the significance of the further limita-
tion added by the dependent claim, or (2) whether the
further limitation in fact changes the scope of the depen-
dent claim from that of the claim from which it depends.
The test for a proper dependent claim under the fourth
paragraph of 35 U.S.C. 112 is whether the dependent
claim includes every limitation of the claim from which it
depends. The test is not one of whether the claims differ
in scope.

Thus, for example, if claim 1 recites the combination
of elements A, B, C, and D, a claim reciting the structure
of claim 1 in which D was omitted or replaced by E would
not be a proper dependent claim, even though it placed
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further lmutatlons on the remammg elements or added

‘, still other elements o

Exammers are reminded that a dependent clarm is d1- o
rected to a combination mcludmg everythmg rec1ted in
the base claim and what is recited in the dependentf
claim. It i is this combination that must be compared with

the prior art, exactly as 1f it were presented as one mde- -

pendent claim.

The fact that a dependent clalm which is otherwise .

proper might relate to a separate invention which would
require a separate search or be separately classified from
the claim on which it depends would not render it an im-
proper dependent claim, although it might result in a re~
quirement for restriction.

The fact that the independent and dependent claims
are in different statutory classes does not, in itself, ren-
der the latter improper. Thus, if claim 1 recites a specific
product, a claim for the method of making the product of
claim 1 in a particular manner would be a proper depen-
dent claim since it could not be infringed without infring-
ing claim 1. Similarly, if claim 1 recites a method of mak-
ing a product, a claim for a product made by the method
of claim 1 could be a proper dependent claim. On the
other hand, if claim 1 recites a method of making a speci-
fied product, a claim to the product set forth in claim 1
would not be a proper dependent claim if the product
might be made in other ways. Note, that since 37 CFR
1.75(c) requires the dependent claim to further limit a
preceding claim, this rule does not apply to product—
by—process claims.

CLAIM FORM AND ARRANGEMENT

A singular dependent claim 2 could read as follows:
2. The product of claim 1 in which . . .

A series of singular dependent claims is permissible
in which a dependent claim refers to a preceding claim
which, in turn, refers to another preceding claim.

A claim which depends from a dependent claim
should not be separated therefrom by any claim which
does not also depend from said “dependent claim.” It
should be kept in mind that a dependent claim may refer
back to any preceding independent claim. These are are
the only restrictions with respect to the sequence of
claims and, in general, applicant’s sequence should not
be changed. See MPEP § 608.01(j). Applicant may be so
advised by using Form Paragraph 6.18.
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9 6.18 Series of Singular Dependent Claims

A series of singular dependent claims is permissible in which a
dependent claim refers to a preceding claim which, in turn, refers to
another preceding claim.

A claim which depends from a dependent claim should not be

separated by any claim which does not also depend from said dependent
claim. It should be kept in mind that a dependent claim may refer to any
precedingindependent claim. Ingeneral,applicant’ssequencewillnotbe
changed. See § 608.01(n) MPER.

During prosecution, the order of claims may change
and be in conflict with the requirement that dependent
claims refer to a preceding claim. Accordingly, the num-
bering of dependent claims and the numbers of preced-
ing claims referred to in dependent claims should be
carefully checked when claims are renumbered upen allow-
ance,

REJECTION AND OBJECTION

If the base claim has been cancelled, a claim which is
directly or indirectly dependent thereon should be re-
jected as incomplete. If the base claim is rejected, the de-
pendent claim should be objected to rather than re-
jected, if it is otherwise allowable.

Form Paragraph 7.43 can be used to state the objec-
tion.

9 7.43 Objection to Claims, Allowable Subject Matter

Claim [1] objected to as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form including
all of the limitations of the base claim and any intervening claims.

608.01(0) Basis for Claim Terminology in
Description

The meaning of every term used in any of the claims
should be apparent from the descriptive portion of the
specification with clear disclosure as to its import; and in
mechanical cases, it should be identified in the descrip-
tive portion of the specification by reference to the draw-
ing, designating the part or parts therein to which the
term applies. A term used in the claims may be given a
special meaning in the description. No term may be given
a meaning repugnant to the usual meaning of the term.

Usually the terminology of the original claims follows
the nomenclature of the specification, but sometimes in
amending the claims or in adding new claims, new terms
are introduced that do not appear in the specification.
The use of a confusing variety of terms for the same thing
should not be permitted.
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New claims and amendments to the clalms already in
the case should be scrutlmzed not only for new matter

-but also for new terminology. While an apphcant isnot .

limited to the nomenclature used. in the application as
filed, yet, whenever by amendment of his clalms, he or
she departs therefrom, he or she should make appropri-
ate amendment of the specification so as to have therein
clear support or antecedent basis for the new terms ap-
pearing in the claims. This is necessary in order to insure
certainty in construing the claims in the light of the speci-
fication, Ex parte Kotler 1901 C.D. 62; 95 O.G. 2684. See
37 CFR 1.75, MPEP § 608.01(i) and § 1302.01.

The specification should be objected to if it does not
provide proper antecedent basis for the claims by using
Form Paragraph 7.44.

9 7.44 Claimed Subject Matter Not in Specification

The specification is objected to as failing to provide proper
antecedent basis for the claimed subject matter. See 37 CFR 1.75(d)(1)
and MPEP § 608.01(0). Correction of the following is required: [1].

608.01(p) Completeness [R—2]

Newly filed applications obviously failing to dis-
close an invention with the clarity required are dis-
cussed in MPEP § 702.01.

A disclosure in an application, to be complete, must
contain such description and details as to enable any per-
son skilled in the art or science to which the invention
pertains to make and use the invention as of its filing
date, In re Glass, 492 F.2d 1228; 181 USPQ 31 (CCPA
1974).

While the prior art setting may be mentioned in gen-
eral terms, the essential novelty, the essence of the in-
vention, must be described in such details, including pro-
portions and techniques, where necessary, as to enable
those persons skilled in the art to make and utilize the in-
vention.

Specific operative embodiments or examples of the
invention must be set forth. Examples and description
should be of sufficient scope as to justify the scope of the
claims. Markush claims must be provided with support in
the disclosure for each member of the Markush group.
Where the constitution and formula of a chemical com-
pound is stated only as a probability or speculation, the
disclosure is not sufficient to support claims identifying
the compound by such composition or formula.

A complete disclosure should include a statement of
utility. This usually presents no problem in mechanical
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cases. In chemical cases, varying degrees of specificity
are required.
A disclosure involving a new chemical compound or

composition must teach persons skilled in the art how to

make the compound or composition. Incomplete teach-
ings may not be completed by reference to subsequently
filed applications.

For “GUIDELINES FOR EXAMINATION OF AP-
PLICATIONS FOR COMPLIANCE WITH THE
UTILITY REQUIREMENT OF 35 U.S.C. 1017, see
MPEP § 706.03(a)(1).

For “Overview of Legal Precedent Governing Utility
Reguirement’”, see MPEP § 2107,

For a discussion of the utility requirement under
35 U.S.C. 112, first paragraph, in drug cases, sce MPEP
§ 2164.07(a)(4).

For “Procedural Considerations Related to Utility
Rejections”, see MPEP § 2107.01.

For “Special Considerations for Asserted Therapeu-
tic or Pharmacological Utilities”, sce MPEP § 2107.02.

INCORPORATION BY REFERENCE

The Commissioner has considerable discretion in de-
termining what may or may not be incorporated by ref-
erence in a patent application. General Electric Co. v.
Brenner, 407 F2d 1258, 159 USPQ 335 (D.C. Cir. 1968).
The following is the manner in which the Commissioner
has elected to exercise that discretion. Section 1 provides
the guidance for incorporation by reference in applica-
tions which are to issue as U.S. patents. Section 2 pro-
vides guidance for incorporation by reference in benefit
applications; i.e., those domestic (35 U.S.C. 120) or for-
eign (35 U.S.C. 119) applications relied on to establish
an earlier effective filing date.

1. Review of Applications Which Are To Issue As Patents.

An application as filed must be complete in itself
in order to comply with 35 U.S.C. 112, Material nev-
ertheless may be incorporated by reference, Ex parte
Schwarze, 151 USPQ 426 (Bd. App. 1966). An applica-
tion for a patent when filed may incorporate “essential
material” by reference to (1) a U.S. patent or (2) ** >a
pending< U.S. application **, subject to the conditions
set forth below. “Essential material” is defined as that
which is necessary to (1) describe the claimed invention,
(2) provide an enabling disclosure of the claimed inven-
tion, or (3) describe the best mode (35 U.S.C. 112). In any
application which is to issue as a U.S. patent, essential ma-
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tenal may not be mcorporated by reference to (1) pat-
ents or applications published by foreign: countries or a

- regional patent office, (2) non—patent publications, (3)

a U.S. patent or application which itself incorporates

“essential material” by reference, or (4) a foreign ap-
plication. See In re Fouche, 439 F2d 1237,169 USPQ 429
(CCPA 1971).

Nonessential subject matter may be mcorporated by
reference to (1) patents or applications published by the
United States or foreign countries or regional patent
offices, (2) prior filed, commonly owned U.S. applica-
tions, or (3) non—patent publications. Nonessential sub-
ject matter is subject matter referred to for purposes of
indicating the background of the invention or illustrating
the state of the art.

Mere reference to another application, patent, or
publication is not an incorporation of anything therein
into the application containing such reference for the
purpose of the disclosure required by 35 U.S.C. 112, first
paragraph. In re de Seversky, 474 E2d 671, 177 USPQ
144, (CCPA 1973). In addition to other requirements for
an application, the referencing application should in-
clude an identification of the referenced patent, applica-
tion, or publication. Particular attention should be di-
rected to specific portions of the referenced document
where the subject matter being incorporated may be
found. Guidelines for situations where applicant is per-
mitted to fill in a number for Serial No. left
blank in the application as filed can be found in In re
Fouche, 439 F2d 1237, 169 USPQ 429 (CCPA 1971)
(Abandoned applications less than 20 years old can be
incorporated by reference to same extent as copending
applications; both types are open to public upon refer-
encing application issuing as a patent).

Complete Disclosure Filed

If an application is filed with a complete disclosure,
essential material may be canceled by amendment and
may be substituted by reference to a U.S. patent or >an
carlier filed< pending >U.S.< application **. The
amendment must be accompanied by an affidavit or dec-
laration signed by the applicant, or a practitioner repre-
senting the applicant, stating that the material cancelled
from the application is the same material that has been
incorporated by reference.

ek
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If an application >as filed< incorporates essential
material by reference to a U.S. patent or a pending and
commonly owned * U.S. application **, applicant may be
required prior to examination to furnish the Office with
a copy of the referenced material together with an affi-
davit or declaration executed by the applicant, or a prac-
titioner representing the applicant, stating that the copy
consists of the same material incorporated by reference
in the referencing application. However, if a copy of a
printed U.S. patent is furnished, no affidavit or declara-
tion is required.

ok

>Prior to allowance of an application that incorpo-
rates essential material by reference to a pending U.S.
application, the examiner shall determine if the refer-
enced application has issued as a patent. If the refer-
enced application has issued as a patent, the examiner
shall enter the U.S. Patent No. of the referenced applica-
tion in the specification of the referencing application
(see MPEP § 1302.04). If the referenced application has
not issued as a patent,< applicant will be required to
amend the disclosure of the referencing application to
include the material incorporated by reference. The
amendment must be accompanied by an affidavit or dec-
faration executed by the applicant, or a practitioner rep-
resenting the applicant, stating the amendatory material
consists of the same material incorporated by reference
in the referencing application.

Improper Incorporation

The filing date of any application wherein essential
material is improperly incorporated by reference to a
foreign application or patent or to a publication will not
be affected because of the reference. In such a case, the
applicant will be required to amend the specification to
include the material incorporated by reference. The fol-
fowing form paragraphs may be used.

G 6.19 Incorporation by Reference, Foreign Patent or Applica-
tion

The incorporation of essential material by reference to a foreign
application or foreign patent or to a publication inserted in the
specification is improper, Appficant is required to amend the disclosure
toinclude the material incorporated by reference. The amendment must
be accompanied by an affidavit or declaration executed by the applicant,
or a practitioner representing the applicant, stating that the amendatory
material consists of the same material incorporated by reference in the
referencing application. In re Hawkins, 486 F. 2d 569, 179 USPQ 157
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(CCPA 1973); Inre Hawkins, 486 F.2d 579,179 USPQ 163 (CCPA 1973);
In re Hawkins, 486 E. 2d 577, 179 USPQ 167 (CCPA 1973). '

9 6.19.>0<1 Improper Incorporati’oh by Reference

The attempt to incorporate subject matter into this appllcatlon by
reference to [1] is improper because [2].

Examinrer Note:

1. Inbracket 1, identify the document such as application or patent
number or other identification.

2. In bracket 2, give reason why it is improper.

The amendment must be accompanied by an affida-
vit or declaration executed by the applicant, or a practi-
tioner representing the applicant, stating that the amen-
datory material consists of the same material incorpo-
rated by reference in the referencing application. In
re Hawkins, 486 F.2d 569, 179 USPQ 157 (CCPA 1973);
Inre Hawkins, 486 F.2d 579,179 USPQ 163 (CCPA 1973);
In re Hawkins, 486 E2d 577, 179 USPQ 167, (CCPA
1973).

Reliance on a commonly assigned copending applica-
tion by a different inventor may ordinarily be made for
the purpose of completing the disclosure. See In re Fried,
329 F2d 323, 141 USPQ 27, (CCPA 1964), and General
Electric Co. v. Brenner, 407 F.2d 1258, 159 USPQ 335
(D.C. Cir 1968).

Since a disclosure must be complete as of the filing
date, subsequent publications or subsequently filed ap-
plications cannot be relied on to establish a constructive
reduction to practice or an enabling disclosure as of the
filing date. In re Glass, 492 F2d 1228, 181 USPQ
31 (CCPA 1974); In re Scarbrough, 500 E2d 560, 182
USPQ 298 (CCPA 1974); White Consolidated Industries,
Inc. v. Vega Servo—Control, Inc., 713 F2d 788, 218 USPQ
961 (Fed. Cir. 1983).

2. Review of Applications Which Are Relied on To
Establish an Earlier Effective Filing Date.

The limitations on the material which may be incor-
porated by reference in U.S. patent applications which
are to issue as U.S. patents do not apply to applications
relied on only to establish an carlier effective filing date
under 35 U.S.C. 119 or 35 U.S.C. 120. The reason for in-
corporation by reference practice with respect to ap-
plications which are to issue as U.S. patents is to provide
the public with a patent disclosure which minimizes the
public’s burden to search for and obtain copies of docu-
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ments incorporated by reference which may not be

readily available. Through the Office’s incorporation by
reference policy, the Office ensures that reasonably
complete disclosures are published as U.S. patents

The same policy concern does not apply where the
sole purpose for which an applicant relies on an earlier
U.S. or foreign application is to establish an earlier filing
date. Incorporation by reference in the earlier applica-
tion of (1) patents or applications published by foreign
countries or regional patent offices, (2) nonpatent publi-
cations, (3) a U.S. patent or application which itself in-
corporates “essential material” by reference, or (4) a
foreign application, is not critical in the case of a
“benefit” application.

When an applicant, or a patent owner in a reexamina-
tion or interference, claims the benefit of the filing date
of an earlier application which incorporates material by
reference, the applicant or patent owner may be re-
quired to supply copies of the material incorporated by
reference. For example, an applicant may claim the
benefit of the filing date of a foreign application which
itself incorporates by reference another earlier filed for-
eign application. If necessary, due to an intervening ref-
erence, applicant should be required to supply a copy of
the earlier filed foreign application, along with an En-
glish language translation, A review can then be made of
the foreign application and all material incorporated by
reference to determine whether the foreign application
discloses the invention sought to be patented in the man-
ner required by the first paragraph of 35 U.S.C. 112 so
that benefit may be accorded, In re Gosteli, 872 F2d
1008, 10 USPQ2d 1614 (Fed. Cir. 1989).

* SIMULATED OR PREDICTED TEST RESULTS
OR PROPHETIC EXAMPLES

Simulated or predicted test results and prophetical
examples (paper examples) are permitted in patent ap-
plications. Working examples correspond to work actu-
ally performed and may describe tests which have actual-
ly been conducted and results that were achieved. Paper
examples describe the manner and process of making an
embodiment of the invention which has not actually
been conducted. Paper examples should not be repre-
sented as work actually done. No results should be repre-
sented as actual results unless they have actually been
achieved. Paper examples should not be described using
the past tense.
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NOTE. For problems arising from the designation of
materials by trademarks and trade names, see MPEP

- §608.01(v).

608.01(q) Substitute or Rewritten
Specification [R—1]

37 CFR 1.125. Substitute specification. ,

If the number or nature of the amendments shall render it difficult
to consider the case, or to arrange the papersfor printing or copying, the
examiner may require the entire specification, including the claims, or
any part thereof, to be rewritten. A substitute specification may not be
accepted unless it has been required by the examiner or unless it is clear
to the examiner that acceptance of a substitute specification would
facilitate processing of the application. Any substitute specification filed
must be accompanied by a statement that the substitute specification
includes no new mattex. Such statement must be a verified statement if
made by a person not registered to practice before the Office.

The specification is sometimes in such faulty English
that a new specification is necessary; in such instances, a
new specification should be required.

Form Paragraph 6.28 may be used in where the speci-
fication is in faulty English.

§ 628 Idiomatic English

A substitute specification in proper idiomatic English and in
compliance with 37 CFR 1.52 (a) and (b) is required. The substitute
specification filed must be accompanied by a statement that it contains
no new matter. Such statement must be a verified statement if made by a
person not registered to practice before the Office.

Form Paragraph 6.28.>0<1 may be used to require a
substitute specification for reasons other than faulty
English.

Y 6.28.>0<1 Substitute Specification

A substitute specification is required because [1]. The substitute
specification filed must be accompanied by a statement that it contains
no new matter. Such statement must be a verified statement if made bya
person not registered to practice before the Office.

Examiner Note:

1.In bracket 1, insert clear and concise examples of why a new
specification is required,

2. A new specification is required if the number or nature of the
amendments render it difficult to consider the *>application< or to
arrange the papers for printing or copying, 37 CFR 1,125,

3. Seealso form paragraph 13.01 for partial rewrittenspecification,

Under current practice, substitute specifications may
be voluntarily filed by the applicant if desired. A substi-
tute specification will normally be accepted by the Office
even if it has not been required by the examiner. Substi-
tute specifications will be accepted if applicant submits
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therewith a marked—up copy which shows the portions
of the original specification which are being added and
deleted and a statement that the substitute specification
includes no new matter and that the substitute specifica-
tion includes the same changes as are indicated in the
marked—up copy of the original specification showing
additions and deletions. Such statement must be a veri-
fied statement if made by a person not registered to prac-
tice before the Office. Additions should be clearly indi-
cated in the marked—up copy such as by underlining, and
deletions should be indicated between brackets. Ex-
aminers may also require a substitute specification
where it is considered to be necessary.

However, any substitute page of the specification, or
entire specification, filed must be accompanied by * a
statement indicating that no new matter was included.
The statement must be verified if made by a person not
registered to practice before the Office. There is no ob-
ligation on the examiner to make a detailed comparison
between the old and the new specifications for determin-
ing whether or not new matter has been added. If, how-
ever, an examiner becomes aware that new matter is
present, objection thereto should be made.

The filing of a substitute specification rather than
amending the original application has the advantage for
applicants of eliminating the need to prepare an amend-
ment of the specification. If word processing equipment
is used by applicants, substitute specifications can be eas-
ily prepared. The Office receives the advantage of saving
the time needed to enter amendments in the specifica-
tion and a reduction in the number of printing errors.

A substitute specification should normally be en-
tered. See MPEP § 714.20.

New matter in amendment, sce MPEP § 608.04.

Application prepared for issue, see MPEP § 1302.02.

608.01(r) Derogatory Remarks About Prior
Art Specification '

The applicant may refer to the general state of the art
and the advance thereover made by his or her invention,
but he or she is not permitted to make derogatory re-
marks concerning the inventions of others. Derogatory
remarks are statements disparaging the products or pro-
cesses of any particular person other than the applicant,
or statements as to the merits or validity of applications
or patents of another person. Mere comparison with the
prior art are not considered to be disparaging, per se.
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| o 608.01(v)
608.01(s) - Restoration of Cancelled Matter

Cancelled text in the specification or a cancelled
claim can be restored only by presenting the cancelled
matter as a new insertion. See 37 CFR 1.124, MPEP
§714.24.
608.01(t) Use in Subsequent Application

A reservation for a future application of subject mat-
ter disclosed but not claimed in a pending application
will not be permitted in the pending application, 37 CFR
1.79, MPEP § 608.01(e).

No part of a specification can normally be transferred
to another application. Drawings may be transferred to

another application only upon the granting of a petition
filed under the provisions of 37 CFR 1.182.

608.01(u) Use of Formerly Filed Incomplete
Application

Parts of an incomplete application which have been
retained by the Office may be used as part of a complete
application if the missing parts are later supplied. See
MPEP § 506 and § 506.01.

608.01(v) Trademarks and Names Used in
Trade [R—2]

The expressions “trademarks” and “names used in
trade” as used below have the following meanings:

Trademark: a word, letter, symbol, or device adopted
by one manufacturer or merchant and used to identify
and distinguish his or her product from those of others.
It is a proprietary word pointing distinctly to the product
of one producer.

Names Used in Trade: a nonproprietary name by
which an article or product is known and called among
traders or workers in the art, although it may not be so
known by the public, generally. Names used in trade do
not point to the product of one producer, tut they identi-
fy a single article or product irrespective of producer.

Names used in trade are permissible in patent ap-
plications if:

(1) Their meanings are established by an accompa-
nying definition which is sufficiently precise and definite
to be made a part of a claim, or
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(2) In this country, their meanings are well—known
and satisfactorily defined in the literature.
Condition (1) or (2) must be met at the time of filing
of the complete application.

TRADEMARKS

The relationship between a trademark and the prod-
uct it identifies is sometimes indefinite, uncertain, and
arbitrary. The formula or characteristics of the product
may change from time to time and yet it may continue to
be sold under the same trademark. In patent specifica-
tions, every element or ingredient of the product should
be set forth in positive, exact, intelligible language, so
that there will be no uncertainty as to what is meant.
Arbitrary trademarks which are liable to mean different
things at the pleasure of manufacturers do not constitute
such language; Ex Parte Kattwinkle, 12 USPQ 11 (Bd.
Apps. 1931).

However, if the product to which the trademark re-
fers is ** set forth in such language that its identity is
clear, the examiners are authorized to permit the use of
the trademark if it is distinguished from common de-
scriptive nouns by capitalization. If the trademark has a
fixed and definite meaning, it constitutes sufficient iden-
tification unless some physical or chemical characteristic
of the article or material is involved in the invention. In
that event, as also in those cases where the trademark has
no fixed and definite meaning, identification by scientif-
ic or other explanatory language is necessary; In re
Gebauer—Fuelnegg, 50 USPQ 125 (CCPA 1941),

The matter of sufficiency of disclosure must be de-
cided on an individual case—by—case basis, In re
Metcalfe and Lowe, 161 USPQ 789; 869 O.G. 691 (CCPA
1969).

Where the identification of a trademark is intro-
duced by amendment, it must be restricted to the charac-
teristics of the product known at the time the application
was filed to avoid any question of new matter.

If proper identification of the product sold under a
trademark, or a product referred to only by a name used
in trade, is omitted from the specification and such iden-
tification is deemed necessary under the principles set
forth above, the examiner should hold the disclosure in-
sufficient and reject on the ground of insufficient disclo-
sure any claims based on the identification of the prod-
uct merely by trademark or by the name used in trade. If
the product cannot be otherwise defined, an amendment
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defining the process of its manufacture may be per-
mitted. Such amendments must be supported by satisfac-

tory showings establishing that the specific nature or

process of manufacture of the product as set forth in the
amendment was known at the time of filing of the ap-
plication. ' o : _

Although the use of trademarks having definite
meanings is permissible in patent applications, the pro-
prietary nature of the marks should be respected. Trade-
marks should be identified by capitalizing **>each let-
ter of the mark <. Every effort should be made to prevent
their use in any manner which might adversely affect
their validity as trademarks.

Form Paragraph 6.20 may be used.

9 620 Trademarks and Their Use.

The use of the trademark [1] has been noted in this application. It
should be capitalized wherever it appears and be accompanied by the
generic terminology.

Although the use of trademarks is permissible in patent applica-
tions, the proprietary nature of the marks should be respected and every
effort made to prevent their use in any manner which might adversely
affect their validity as trademarks.

Examiner Note:
Capitalize each letter of the word in the bracket.

The examiner should not permit the use of language
such as “the product X (a descriptive name) commonly
known as Y (trademark)” since such language does not
bring out the fact that the latter is a trademark. Lan-
guage such as “the product X (a descriptive name) sold
under the trademark Y” is permissible.

The use of a trademark in the title of an application
should be avoided as well as the use of a trademark
coupled with the word “type”; i.e., “Band — Aid type ban-
dage.”

>In the event that the proprietary trademark is a
“device” depicted in a drawing, either the brief descrip-
tion of the drawing or the detailed description of the
drawing should specify that the “device” is a registered
trademark of Company X.<

The owner of a trademark may be identified in the
specification,

Group directors should reply to all trademark misuse
complaint letters and forward a copy to the editor of this
manual,

See Appendix I for a partial listing of trademarks and
the particular goods to which they apply.
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INCLUSION OF COPYRIGHT OR MASK WORK
NOTICE IN PATENTS

37 CFR 1.71 Detailed description ...

Bk

(d) A copyright or mask work notice may be placed in a design or
utility patent application adjacent to copyright and mask work material
contained therein. The notice may appear at any appropriate portion of
the patent application disclosure. For notices in drawings, see 1.84(s).
Thecontent of the notice mustbe limited to onlythose elementsrequired
by law. For example, “©1983 John Doe” (17 U.S.C. 401) and “M John
Doe” (17 U.S.C. 909) would be properly limited and, under current
statutes, legally sufficient notices of copyright and mask work, respec-
tively. Inclusion of a copyright ormask work notice will be permitted only
if the authorization language set forth in paragraph (&) of this section is
included at the beginning (preferably as the first paragraph) of the
specification.

(e) The authorization shall read as follows:

A portion of the disclosure of this patent document contains
material which is subject to (copyright or mask work) protection. The
{copyright or mask work) owner has no objection to the facsimile
repsoduction by anyone of the patent document or the patent disclosure,
as it appears in the Patent and Trademark Office patent file or records,
but otherwise reserves all (copyright or mask work) rights whatsoever.

L E2 40

37 CFR 1.84 Standards for drawings

23227

, k Notice, A copyright or mask work
nofice mdy appear inthe drawmg, but must be placed within the sight of
the drawing immediately below the figure sepresenting the copyright or
mask work material and be limited to letters having a print size of .32 cm.
to .64 cm. (1/8 to 1/4 inches) high. The content of the notice must be
limited to only those elements provided for by law. For example, “©1983
JohnDee” (17U.8.C. 401) and “M John Doe” (17U.S.C. 909) would be
properly limited and, under current statutes, legally sufficient notices of
copyright and mask work, respectively. Inclusion of a copyright or mask
work notice willbe permitted only if the authorization language set forth
in § 1.71(e) is included at the beginning (preferably as the first
paragraph) of the specification.

BRBES

The Patent and Trademark Office will permit the in-
clusion of a copyright or mask work notice in a design or
utility patent application, and thereby any patent issuing
therefrom,which discloses material on which copyright
or mask work protection has previously been estab-
fished, under the following conditions:

(1) The copyright or mask work notice must be
placed adjacent to the copyright or mask work material.
Therefore, the notice may appear at any appropriate
portion of the patent application disclosure, including
the drawing. However, if appearing in the drawing, the
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notice must comply with 37 CFR 1 84(s) If placed ona
drawmg in conformance with these _provisions, the no-

tice will not be objected to as extraneous matter under 37

CFR 1.84. :

) The content of the notice must be limited to
only those elements required by law. For example,
“©1983 John Doe”(17 U.S.C. 401y and “M John Doe”(35
U.S.C. 909) would be properly limited, and under cur-
rent statutes, legally sufficient notices of copyright and
mask work respectively.

(3) Inclusion of a copyright or mask work notice will
be permitted only if the following authorization in
37 CFR 1.71(e) is included at the beginning (preferably
as the first paragraph) of the specification to be printed
for the patent:

A portion of the disclosure of this patent docu-
ment contains material which is subject to [copy-
right or mask work] protection. The [copyright or
mask work] owner has no objection to the facsim-
ile reproduction by any one of the patent disclo-
sure, as it appears in the Patent and Trademark
Office patent files or records, but otherwise re-
serves all {copyright or mask work] rights whatso-
ever.

(4) Inclusion of a copyright or mask work notice af-
ter a Notice of Allowance has been mailed will be per-
mitted only if the criteria of 37 CFR 1.312 have been sat-
isfied.

The inclusion of a copyright or mask work notice in a
design or utility patent application, and thereby any pat-
ent issuing therefrom, under the conditions set forth
above will serve to protect the rights of the author/inven-
tor, as well as the public, and will serve to promote the
mission and goals of the Patent and Trademark Office.
Therefore, the inclusion of a copyright or mask work no-
tice which complies with these conditions will be per-
mitted. However, any departure from these conditions
may result in a refusal to permit the desired inclusion. If
the authorization required under condition (3) above
does not include the specific language “(t)he [copyright
or mask work] owner has no objection to the facsimile re-
production by anyone of the patent document or the pat-
ent disclosure, as it appears in the Patent and Trademark
Office patent files or records,...” the notice will be ob-
jected to as improper by the examiner of the application.
If the examiner maintains the objection upon reconsid-
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eration, a petition may be filed in accordance with
37CFR 1.181.

608.02 Drawing [R—2]

35 U.S.C. 113. Drawings.

The applicant shall furnish a drawing where necessary for the
understanding of the subject matter to be patented. When the nature of
such subject matter admits of ilfustration by a drawing and the applicant
has not furnished such a drawing, the Commissioner may require its
submission within a time period of not less than iwo months from the
sending of a notice thereof, Drawings submitted after the filing date of
the application may not be used (i) to overcome any insufficiency of the
specification due to lack of an enabling disclosure or otherwise
inadequate disclosure therein, or (ii) to supplement the original
disclosure thereof for the purpose of interpretation of the scope of any
claim.

37 CFR 1.81. Drawings required in patent application.

(a) The applicant for a patent is required to furnish a drawing of
his or her invention where necessary for the understanding of the subject
matter sought to be patented; this drawing , or a high quality copy
thereof, must be filed with the application. Since corrections are the
responsibilityof the applicant, the original drawing(s) should be retained
by the applicant for any necessary future correction.

(b) Drawings may include iflustrations which facilitate an under-
standing of the invention (for example, flow sheets in cases of processes,
and diagrammatic views).

(c) Whenever the nature of the subject matter sought to be
patented admits of illustration by a drawing without its being necessary
for the understanding of the subject matter and the applicant has not
furnished such a drawing, the examiner wilf require its submission within
atime period of not Iezs than two months from the date of the sending of
a notice thereof.

(d) Drawingssubmitted after the filing date of the application may
not be used to overcome any insufficiency of the specification due tolack
of an enabling disclosure or otheswise inadequate disclosure therein, or
to supplement the original disciosure thereof for the purpose of
interpretation of the scope of any claim.

37 CFR 1.84. Standards for drawings.
(a) Drawings. There are two acceptable categories for presenting
drawings in utility patent applications:

(1) Black ink. Black and white drawings are normally required.
Indiaink, or its equivalent that secures solid black lines, must be used for
drawings, or

(2) Colog On rare occasions, color drawings may be necesqary ag
the only practical medium by which to disclose the subject matter sought
to be patented in a utility patent application or the subject matter of a
statutory invention registration. The Patent and Trademark Office will
accept color drawings in utility patent applications and statutory
invention registrations only after granting a petition filed under thig
paragraph explaining why the color drawings are necessary. Any such
petition must include the following:

(i) The appropriate fee set forth in § 1.17(h);

(ii) Three (3) sets of color drawings; and

(iii) The specification must contain the following language asthe
first paragraph in that portion of the specification relating to the brief
description of the drawing:
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“The file of this patent contains at léast one drawingatécuted incolor.
Copiesofthis patent with color drawing(s) will be provided bythe Patentand

Trademark Office upon request and payment of the necessary fee.”

If thelanguage isnotin the specification, a proposed amendment to
insert the language must accompany the petition. :

(b) Photographs.

(1) Blackandwhite. Photographsare not ordinarily permitted in
utility and design patent applications. However, the Office will accept
photographsin utility and design patent applications only after granting
apetition filed under this paragraph which requests that photographs be
accepted. Any such petition must include the following:

(i) The appropriate fee set forth in § 1.17(h); and
(ii) Three (3) sets of photographs.

Photographs must either be developed on double weight photo-
graphic paper or be permanently mounted on bristol board. The
photographs must be of sufficient quality so that all detaiis in the drawing
are reproducible in the printed patent,

(2) Color. Color photographs will be accepted in utility patent
applications if the conditions for accepting color drawings have been
satisfied. See paragraph (a)(2) of this section.

(c) Identification of drawings. Identifying indicia, if provided,
should include the application number or the title of the invention,
inventor’s name, docket number (if any), and the name and telephone
numberofa person to call if the Office is unable to match the drawings to
the proper application. Thisinformation should be placed on the back of
each sheet of drawings a minimum distance of 1.5 cm. (5/8 inch) down
from the top of the page.
aphic forms in drawings. Chemical or mathematical formulae,
tables, and waveforms may be submltted as drawings and are subject to the
same requirements as drawings. Each chemical or mathematical formula
must be labeled as a separate figure, using brackets when necessary, to
show that information is properly integrated. Each group of waveforms
must be presented as a single figure, using a common vertical axis with time
extending along the horizontal axis. Each individual waveform discussed in
the specification must be identificd with a separate letter designation
adjacent to the vertical axis.

(e) Typeofpaper. Drawings submitted to the Office must be made
on paper which is flexible, strong, white, smooth, nonshiny, and
durable. All sheets must be free from cracks, creases, and folds. Only
one side of the sheet shall be used for the drawing. Each sheet must be
reasonably free from erasures and must be free from alterations,
overwritings,andinterlineations. Photographsmusteitherbe developed
ondoubleweightphotographicpaperorbepermanentlymountedon
bristolboard. See paragraph (b) of thissection for other requirements
for photographs.

(f) Sizeofpaper. Alldrawingsheets in an applicationmustbe the
samesize. Oncoftheshortersidesofthesheetisregarded asits top.
The size of the sheets on which drawings are made must be:

(1) 21.6 cm. by 35.6 cm. (8 1/2 by 14 inches),

(2) 21.6 cm, by 33.1 cm. (8 1/2 by 13 inches),

(3) 21.6 cm, by 27.9 cm. (8 1/2 by 11 inches), or

(4) 21.0 cm. by 29.7 cm. (DIN size A4).

() Margins. Thesheets must not contain frames around the sight;
i.e., the usable surface. The following margias are required:

(1) On21.6cm.by35.6cm.(81/2by14inch)drawingsheets,each
sheet must include a top margin of 5.1 ¢m, (2 inches), and bottom and
side margins of .64 ¢cm. (1/4 inch) from the edges, thereby leaving a sight
no greater than 20.3 cm, by 29.8 cm. (8 by 11 3/4 inches).

600 — 68



PARTS, FORM, AND CONTENT OF APPLICATION

(2) On21.6cm.by33.1cm. (81/2by 13inch) drawing sheets, each
sheet must include a top margin of 2.5 cm. (1 inch) and bottom and side
marginsof .64cm. (1/4inch) fromtheedges, therebyleavingasightno
greater than 20.3 cm. by 29.8 cm. (8 by 11 3/4 inches).

(3) On21.6 cm. by 27.9cm. (8 1/2 by 11 incin) drawing sheets,
each sheet must include a top margin of 2.5 cm. (1 inch) and bottom and
side margins of .64 cm. (1/4 inch) from the edges, thereby leaving a
sight no greater than 20.3 cm. by 24.8 cm. (8 by 9 3/4 inches).

(4). On 21.0 cm. by 29.7 cm. (DIN size A4) drawing sheets, each
sheet mustinclude atop marginof atleast 2.5cm., aleft side marginof 2.5
cm., a right side margin of 1.5 cm., and a bottom margin of 1.0 cm.,
thereby leaving a sight no greater than 17.0 cm. by 26.2 cm.

(h) Views. The drawing mustcontain as manyviews asnecessaryto
show the invention. The views may be plan, elevation, section, or
perspective views, Detail views of portions of elements, on a larger scale
if necessary, may also be used. All views of the drawing mustbe grouped
together and asranged on the sheet(s) without wasting space, preferably
inanupright position, clearly separated from one another, and must not
be included in the sheets containing the specifications, claims, or
abstract. Views must not be connected by projection lines and inust not
containcenter lines. Waveformsofelectrical signals maybe connected by
dashed lines to show the relative timing of the waveforms.

(1) Exploded views. Exploded views, with the separated parts
embraced by a bracket, to show the relationship or order of assembly of
varigus partsare permissible. When an exploded viewisshownina figure
whichison thesame sheetas another figure, the exploded view shouldbe
placed in brackets.

(2) Partial views. When necessary, a view of a large machine or
device initsentirety maybebrokéninto partialviewsonasingle sheet, or
extended overseveralsheetsif thereis nolossin facility of understanding
the view. Partial views drawn on separate sheets must always be capable
of being linked edge to edge so that no partial view contains parts of
another partialview. Asmaller scaleview shouldbeincludedshowing the
whole formed by the partial views and indicating the positions of the
parts shown. When a portion of a view is enlarged for magpnification
purposes, the view and the enlarged view must each be labeled as
separate views,

(i) Where views on two or more sheets form, in effect, a single
complete view, the views on the several sheets must be so arranged that
the complete figure can be assembled without concealing any part of any
of the views appearing on the various sheets.

(ii) Averylongviewmaybedivided intoseveral partsplacedone
above the other on asingle sheet. However, the relationship between the
different parts must be clear and unambiguous.

(3) Sectional views. The plane upon which a sectional view is
taken should be indicated on the view from which the section is cut by a
broken line. The ends of the broken line should be designated by Arabic
orRomannumeralscorrespondingtotheviewnumberofthesectional
view, and should have arrows to indicate the direction of sight.
Hatching mustbe used toindicate section portions of an object,and
must be made by regularly spaced oblique paraflel fines spaced
sufficiently apart to enable the lines to be distinguished without
difficuity. Hatching should not impede the clear reading of the reference
charactersandleadlines. Ifitis notpossible to place reference characters
outside the hatched area, the hatching may be broken off wherever
reference characters are inserted. Hatching must be at a substantial
angle to the surrounding axes or principal lines, preferably 45°, A cross
section must be set out and drawn to show all of the materials as they are
shown in the view from which the cross section was taken. The parts in
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cross section must show proper material(s) by hatcbing with regularly
spaced parallel oblique strokes, the space between strokes being chosen
on the basis of the total area to be hatched. The various parts of a cross

“section of the same item should be hatched in the same manner and

shouid accurately and graphically indicate the nature of the material(s)
that is illustrated in cross section. The hatching of juxtaposed different
elements must be angled in a different way. In the case of large areas,
hatching may be confined to an edging drawn around the entire inside of
the outline of the areato be hatched. Different types of hatching should
have different conventional meanings as regards the nature of a material
seen in cross section,

(4) Alternate position. A moved position may be shown by a
broken line superimposed upon a suitable view if this can be done
without crowding; otherwise, a separate view must be used for this
purpose.

(5) Modified forms. Modified forms of construction must be
shown in separate views.

(i) Arrangement of views. One view must not be placed upon
another or within the outline of another. All views on the same sheet
shouldstand in the same direction and, if possible, stand so that they can be
read with the sheet held in an upright position. If views wider than the
width of the sheet are necessary for the clearest illustration of the
invention, the sheet may be turned on its side so that the top of the
sheet,withtheappropriate topmargintobe used asthe heading space,
is on the right— hand side. Words must appear in a horizontal,
left—to—right fashion when the page is either upright or turned so that
the top becomes the right side, except for graphs utilizing standard
scientific convention to denote the axis of abscissas (of X)) and the axis of
ordinates (of Y).

() ViewforQOfficialGazette.Oneoftheviewsshouldbesuitable
for publication in the Official Gazette as the illustration of the invention.

(k) Scale.

(1) Thescale towhich a drawing is made must be large enough to
show the mechanism without crowding when the drawing is reduced in
size to two—thirds in reproduction. Views of portions of the mechanism
on a larger scale should be used when necessary to show details clearly.
Two or more sheets may be used if one does not give sufficient room.
The number of sheets should be kept to a minimum.

(2) When approved by the examiner, the scale of the drawing
may be graphically represented. Indications such as “actual size” or
“scale 1/2” on the drawings, are not permitted, since these iose their
meaning with reproduction in a different format.

(3) Elements of the same view must be in proportion to each

other, unless a difference in proportionisindispensable for the clarity of
the view.
Instead of showing elements in different proportion, a supplementary
viewmaybe added giving alarger —scaleillustration of the element of the
initial view. The enlarged element shown in the second view should be
surrounded by a finely drawn or “dot—dash” circle in the first view
indicating its location without abscuring the view.

() Characterof lines, numbers, and letters, All drawings must be
made by a process which will give them satisfactory reproduction
characteristics. Every line, number, and letter must be durable, clean,
black (except for color drawings), sufficiently dense and dark, and
uniformly thick and well—defined. The weight of all lines and letters
must be heavy enough to permit adequate reproduction. This require-
ment applies to all lines however fine, to shading, and to lines
representing cut surfaces in sectional views. Lines and strokes of
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different thicknesses may be used in the same drawing where different
thicknesses have a different meaning.

(m) Shading. The use of shading in views is encouraged if it aids
in understanding the invention and if it does not reduce legibility.
Shading is used to indicate the surface or shape of spherical, cylindrical,
and cenical elements of an object. Flat parts may aiso be lightly shaded.
Such shading is preferred in the case of parts shown in perspective,
but not for cross sections. See paragraph (h)(3) of this section. Spaced
lines for shading are preferred. These lines must be thin, as few in
number as practicable, and they must contrast with the rest of the
drawings. As a substitute for shading, heavy lines on the shade side of
objects can be used except where they superimpose on each other or
obscure reference characters, Light should come from the upper left
corner at an angle of 45°. Surface delineations should preferably be
shown by proper shading. Solid black shading areas are not permitted,
except when used to represent bar graphs or color.

(n) Symbols. Graphical drawing symbols may be used for con-
ventional elements when appropriate. The clements for which such
symbols and labeled representations are used must be adequately
identified in the specification. Known devices should be illustrated
by symbols which have a univessally recognized conventional meaning
and are generally accepted in the art. Other symbols which are not
universally recognized may be used, subject to approval by the Office,
if they are not likely to be confused with existing conventional symbols,
and if they are readily identifiable.

(0) Legends. Suitable descriptive legends may be used, or may
be required by the Examiner, where necessary for understanding of
the drawing, subject to approval by the Office. They should contain as
few words as possrble

1) Reference characters (numerals are preferred), sheet
numbers, and view numbers must be plain and legible, and must not
be used in association with brackets or inverted commas, or enclosed
within outlines, e.g., encircled. They must be oriented in the same
direction as the view so as to avoid having to rotate the sheet. Reference
characters should be arranged to follow the profile of the object
depicted.

{2) The English alphabet must be used for letters, except where
another alphabet is customarily used, such as the Greek alphabet to
indicate angles, wavelengths, and mathematical formulas.

(3) Numbers, letters, and reference characters must measure at
feast .32 cm. (1/8 inch) in height. They should not be placed in the
drawing so as to interfere with its comprehension. Therefore, they
should not cross or mingle with the lines. They should not be placed
upon hatched or shaded surfaces. When necessary, such as indicating a
surface or cross section, a reference character may be underlined and a
blankspacemaybeleftinthehatchingorshadingwherethecharacter
occurs so that it appears distinct.

(4) The same part of an invention appearing in more than one
view of the drawing must always be designated by the same reference
character, and the same reference character must never be used to
designate different parts.

(5) Reference characters not mentioned in the deseription shall
ot appear in the drawings. Reference characters mentioned in the
description must appear in the drawings.

(9) Lead lines. Lead lines are those lines between the reference
characters and the details referred to. Such lines may be straight or
curved and should be as short as possible. They must originate in the
immediate proximity of the reference characterandextendto the feature

Rev. 2, July 1996

MANUAL OF PATENT EXAMINING PROCEDURE

indicated. Lead lines mast not cross each other. Lead lmes are requrred

for each reference character except for those which indicate the surface . -
_or cross section on which they are placed. Such a reference character

must be underlined tomake it clear that a lead line has notbeen left out
by mistake. Lead lines must be eéxecuted in the same way as lmes in the
drawing, See paragraph (1) of this section. '

(1) Arrows. Arrows may be used at the ends of. lmes, provrded
that their meanmg is clear, as follows:

(1) On.a lead line, a freestandmg arrow to mdlcate the entire
section towards which it points; .

(2) Onaleadline,anarrowtouchinga line to mdlcate the surface
shown by the line looking along the direction of the arrow; or

(3) To show the direction of movement.

(s) MhLQLMﬁKMﬂE A copyright or mask
work notice may appear in the drawing, but must be placed within
the sight of the drawing immediately below the figure representing
the copyright or mask work material and be limited to letters hav-
ing a print size of .32 cm. to .64 cm, (1/8 to 1/4 inches) high. The content
of the notice must be limited to only those elements provided for by
law. For example, “ ©1983 John Doe” (17 U.S.C. 401) and “*M* John
Doe” (17 U.S.C. 909) would be properly limited and, under current
statutes, legally sufficient notices of copyright and mask work, re-
spectively. Inclusion of a copyright or mask work notice will be per-
mitted only if the authorization language set forth in § 1.71(e) is in-
cluded at the beginning (preferably as the first paragraph) of
the specification.

(t) Numbering of sheets of drawings. The sheets of drawings
should be numbered in consecutive Arabic numerals, starting with
1, within the sight as defined in paragraph (g) of this section.
These numbers, if present, must be placed in the middle of the top
of the sheet, but not in the margin. The numbers can be placed on
the right—~hand side if the drawing extends too close to the middle
of the top edge of the usable surface. The drawing sheet numbering
must be clear and larger than the numbers used as reference charac-
ters to avoid confusion. The number of each sheet should be shown
by two Arabic numerals placed on either side of an oblique line, with
the first being the sheet number and the second being the total num-
ber of sheets of drawings, with no other marking.

(u) Numbering of views.

(1) The different views must be numbered in consecutive Arabic
numerals, starting with 1, independent of the numbering of the sheets
and, ifpossible, in the order in which theyappear on the drawing sheet(s).
Partial views intended to form one complete view, on one or several
sheets, must be ideatified by the same number followed by a capital
letter. View numbers must be preceded by the abbreviation “FIG.”
Where only asingle view isused in an application to illustrate theclaimed
invention, it must not be numbered and the abbreviation “FIG.” must
not appear.

(2) Numbersand letters identifying the views must be simple and
clear and must not be used in association with brackets, circles, or
inverted commas. The view numbers must be larger than the numbers
used for reference characters.

(v) Security markings. Authorized security markings may be
placed on the drawings provided they are outside the sight, preferably
centered in the top margin.

(w) Corrections. Any corrections on drawings submitted to the
Offiice must be durable and permanent.
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(x) Holes. The drawing sheets may be provided with two holes in
the top margin. The holes should be equally spaced from the respective
side edges, and their center lines should be spaced 7.0 cm. (2 3/4 inches)
apart. (See § 1.152 for design drawings, § 1.165 for plant drawmgs, and
§ 1.174 for reissue drawings.)

Drawings in compliance with 37 CFR 1.84 prior to its
revision will be acceptable and in compliance with
37 CFR 1.84, as revised, effective Oct. 1, 1993.

Drawings on paper are acceptable although bristol
board is preferred. Corrections thereto must be made in
the form of replacement sheets since the Office does not
release drawings for correction. See 37 CFR 1.85.

Good quality copies made on office copiers are ac-
ceptable if the lines are uniformly thick, black, and solid.
Facsimile copies of drawings however, are not accept-
able (37 CFR 1.6(d)(4)).

Drawings are currently accepted in four different size
formats. It is, however, required that all drawings in a
particular application be the same size for ease of han-
dling and reproduction.

Design patent drawmgs 37 CFR 1.152, MPEP
§ 1503.02.

Plant patent drawings, 37 CFR 1.165, MPEP § 1606.

Reissue application drawings, MPEP §608.02(k) and
§ 1413,

Correction of drawings, MPEP § 608.02(p). Prints,
preparation and distribution, MPEP § 508 and  § 608.02(m).
Prints, return of drawings, MPEP § 608.02(y).

For pencil notations of classification and name or ini-
tials of assistant examiner to be placed on drawings, see
MPEP § 717.03.

The filing of a divisional or continuation case under
the provisions of 37 CFR 1.60 (unexecuted case) does
not obviate the need for formal drawings. See MPEP
§ 608.02(b).

DEFINITIONS

A number of different terms are used when referring
to drawings in patent applications. The following defini-
tions are used in this Manual.

Original drawings: The drawing submitted with the
application when filed. It may be either a formal or an in-
formal drawing.

Substitute drawing: A drawing filed later than the fil-
ing date of an application. Usually submitted to replace
an original informal drawing.

-608. 02 :

Formal drawzng A drawmg in a form that complles
with 37 CFR 1.84. Formal drawmgs are stamped ‘ap-
proved” by the Draftsman.

Informal drawing: A drawmg which does not comply" :
with the form requirements of 37 CFR 1.84. Drawmgs ‘
may be informal because they are not on the proper size
sheets, the quahty of the lines i is poor, ot for other rea-
sons such as the size of reference elements. Such objec-
tions are made by the Draftsman on form PTO—948.

Drawing print: This term is used for the white paper
print prepared by the Micrographics Branch of the
Office Services Divisions of all original drawings. The
drawing prints contain the notation “Print of Drawing as
originally filed” near the top. Drawing prints should be
placed on the top on the right—hand flap of the applica-
tion file wrapper.

Interference print: This term is used to designate the
copy prepared of the original drawings filed in file cabi-
nets separate from the file wrappers and are used to
make interference searches. '

The following Form Paragraphs should be used when
notifying applicants of drawing corrections.

9 6.38 Acknowledgment of Proposed Drawing Correction
The proposed drawing correction and/or the proposed substitute
sheets of drawings, filed on [1] have been [2).

Examiner Note:

1. Inbracket 2, insert either approved or disapproved.

2. If approved, form paragraph 6.39 and one or more of
paragraphs 6.40 or 6.41 or 6.44 must follow.

3 Ifdisapproved, an explanation must be provided.

9 6.39 PTO No Longer Makes Drawing Changes

The Patent and Trademark Office no longer makes drawing
changes. 1017 O.G.4. It is applicant’s responsibility to ensure that the
drawings are corrected. Corrections must be made in accordance with
the instructions below.

Examiner Note:

This paragraph is to be used whenever the applicant has filed a
request for the Office to make drawing changes. Form paragraph 6.40
must follow.

4 6.40 Information on How To Effect Drawing Changes

INFORMATION ON HOW TO EFFECT
DRAWING CHANGES

1. Correction of Informalities —~ 37 CFR 1.85; 1097 OG 36

New formal drawings must be filed with the changes
incorporated therein. The art unit number, application
number (including series code) and number of drawing
sheets should be written on the reverse side of the draw-
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ings. Applicant may delay filing of the new drawings
until after receipt of the “Notice of Allowability”
(PTOL~37). I delayed, the new drawing MUST be
filed within the THREE MONTH shortened statistory
period set for respomse in the “Notice of Allowa-
bility” (PTOL—37) to avoid extension of time fees.

Extensions of time may be obtained under the provisions:

of 37 CFR 1.136(a) for filing the corrected drawings

(but not for the payment of the issue fee). The drawing

should be filed as a separate paper with a transmittal
letter addressed to the Official Draftsperson.

2. Corrections other than Informalities Neoted by Drafis-
person on form PT0O—948.

All changes to the drawings, other than informalities
noted by the Draftsperson, MUSTbe madein the same man-
ner as above except that, normally, a highlighted (pref-
erably red ink) sketch of the changes to be incorporated
into the new drawings MUST be approved by the Exam-
iner before the application will be allowed. No changes
ill be permitted to be made, other than correction of in-
formalities, unless the Examiner has approved the pro-
posed changes.

Timing of Corrections

Applicant is required to submit acceptable corrected
drawings within the THREE MONTH shortened statutory
period set in the “Notice of Allowability” (PTOL-37).
Within that THREE MONTH period, TWO WEEKS should
be allowed for review of the new drawings by the Office. If a
correction is determined to be unacceptable by the Office,
ap-plicant must arrange to have an acceptable correction re-
submitted within the original THREE MONTH period to
avoid the necessity of obtaining an extemsion of time with
extension fees. Therefore, applicant shouid file corrected
drawings as soon as possible.

Failure to take corrective action within the set (or ex-
tended) period will result in ABANDONMENT of the ap-
plication.

9 6.41 Reminder That PTO No Longer Makes Drawing
Changes

Applicant is reminded that the Patent and Trademark Office
no longer makes drawing changes and that it is applicant’s responsibil-
ity to ensure that the drawings are corrected in accordance with
the instructions set forth in paper no. [1], mailed on [2].

Examiner Note:

This paragraph is to be used when the applicant has been prev-
iously provided with information on how to effect drawing changes
(ie., either by'way of form paragraph 6.40 or a PTO~948 has
been previously sent),
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9 642 Reminder fI‘hatAppltcantMust Make Drawmg Changes;
Applicant is reminded that in order {0 avoid an abandonment of

_this application, the drawings must be corrected in accordance with the

instructions set forth in.paper no, [1] malled on [2]

‘Exammer Note: -

This paragraph is to be used when allowing the apphcatron and
whenapplicant has prevrously beenprovidedwith information on howto
effect drawing changes (i.e., by way of form paragraph 6.40 or a PTO~
948 has been previously sent). -

§ 643 Drawings Contain Informalities, Application Allowed

The drawingsfiledon [1]are acceptable subject to correction of the
informalities indicated on the attached “Notice of Draftperson’s Patent
Drawing Review” (PTO-948). In order to avoid abandonment of this
application, correction is required.

Examiner Note:
Use this paragraph when allowing the application, particularly
at time of first action issue. Form paragraph 6.40 or 6.41 must follow.

9§ 6.44 Drawing Informalities Previously Indicated

In order to avoid abandonment, the drawing informalities noted
in paper no. [1), mailed on [2], must now be corrected. Correction can
only be effected in the manner set fosth in the above noted paper.

Examiner Note:
Usethisparagraphwhen allowingthe applicationand applicanthas
previously been informed of informalities in the drawings.

9 6.47 Examiner's Amendment Involving Drawing Changes

The following changes to the drawings have been approved by
the examiner and agreed upon by applicant: [1). In order to avoid
abandonment of the application, applicant must make these agreed
upon drawing changes.

Examiner Note:
1. Inbracket 1, Insert the agreed upon drawing changes.
2. Form paragraphs 6.39 and 6.40 must follow.

DRAWING SYMBOLS

37 CFR 1.84(n) indicates that graphic drawing sym-
bols and other labeled representations may be used for
conventional elements where appropriate, subject to ap-
proval by the Office. Also, suitable legends may be used,
or may be required, in proper cases.

The publications listed below have been reviewed by
the Office and the symbols therein are considered to be
generally acceptable in patent drawings. Although the
Office will not “approve” all of the listed symbols as a
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B group because thelr'use and clanty mustbe demded‘on
o case——by— case basns, these publlcatlons may be used asf G
guides when selectmg graphlc symbols Overly specnf' C i lun
symbols should be avoxded Symbols w1th unclear mean-‘ o Di
_ings should be labeled for clarification. W
o These publlcatlons are avallable from the Amencan“;
National Standards Instltute Inc 11 West 42nd Street it
New York, New York 10036. ; , e
~ The pubhcatlons rev1ewed are the followmg .- ing, Ventilating & Air
¥32.2-1970 Graphic Symbols for Electncal & Elec-“,f' . Z322.6-1950 Gra
tronics Dlagrams " Apparatus. o
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The followmg symbols should be used to mdlcate vanous maternals where the ma e:nal 1s an
mvennon The use of conventlonal features is very helpful in- makmg pnor art searches £
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** >See MPEP § 601.01(f) for treatment of applications
filed without drawings and MPEP § 601.01(g) for treat-
ment of applications filed without all figures of draw-
ings.<

ILLUSTRATION SUBSEQUENTLY REQUIRED

The acceptance of an application without a drawing
does not preclude the examiner from requiring an
illustration in the form of a drawing uader 37 CFR
1.81(c) or 37 CFR 1.83(c). In requiring such a drawing,
the examiner should clearly indicate that the require-
ment is made under 37 CFR 1.81(c) or 37 CFR 1.83(c)
and be careful not to state that he or she is doing so “be-
cause it is necessary for the understanding of the inven-
tion,” as that might give rise to an erroneous impression
as to the completeness of the application as filed. Ex-
aminers making such requirements are to specifically re-
quire, as a part of the applicant’s next response, at least
an ink sketch or permanent print of any drawing pro-
posed in response to the requirement, even though no al-
lowable subject matter is yet indicated. This will afford
the examiner an early opportunity to determine the suf-
ficiency of the illustration and the absence of new mat-
ter. See 37 CFR 1.118 and 37 CFR 1.81(d). The descrip-
tion should of course be amended to contain reference to
the new iliustration. This may obviate further correspon-
dence where an amendment places the case in condition
for allowance, except for the formal requirement refat-
ing to the drawing. In the event of a final determination
that there is nothing patentable in the case, a formal
drawing wilf not be required.

BLACK AND WHITE PHOTOGRAPHS

37 CFR 1.84. Standards for drawings.

SEHER

(b) Photographs.
(1) Black and white. Photographs are not ordinarily permitted in
utility and design patent applications. However, the Office will accept
photographs in utility and design patent applications only after granting
apetition filed under this paragraph which requests that photographs be
accepted. Any such petition must include the foflowing:
(i) The appropriate fee set forth in § 1.17(h); and
(iiy Three (3) sets of photographs,

Photographs must either be developed on double weight phioto-
graphic paper or be permanently mounted on bristol board. The
photographs must be of sufficient quality so that all details in the drawing
are reproducibie in the printed patent.

(2) Colos. Color photographs will be accepted in utility patent
applications if the conditions for accepting color drawings have been
satisfied. See paragraph (a)(2) of this section.
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Photographs are not normally considered to be prop-
er drawings. Photographs are acceptable for afiling date
and are generally considered to be informal drawings.
Photographs may be acceptable as formal drawings when-
a petition filed under the provisions of 37 CFR 1.84 (b) is
granted. The petition must be accompanied by the fee
set forth in 37 CFR 1.17 (h) and three (3) sets of the
photographs in question. Photolithographs of photo-
graphs are never acceptable. See In re Taggart et al., 1957
C.D. 6,725 O.G. 397 and In re Myers, 1959 C.D. 2,
738 0.G. 947.

PETITIONABLE SUBIJECT MATTER

The Patent and Trademark Office is willing to accept
photographs or photomicrographs (not photolitho-
graphs or other reproductions of photographs made by
using screens) printed on sensitized paper in lieu of India
ink drawings, to illustrate inventions which are incapable
of being accurately or adequately depicted by India ink
drawings; e.g., crystalline structures, metallurgical mi-
crostructures, textile fabrics, grain structures and orna-
mental effects. The photographs or photomicrographs
must show the invention more clearly than they can be
done by India ink drawings and otherwise comply with
the rules concerning suci: drawings.

Such photographs to be acceptable must be made on
photographic paper having the following characteristics
which are generally recognized in the photographic
trade: double weight paper with a surface described as
smooth; tint, white, or be photographs mounted on prop-
er size bristol board.

See MPEP § 1503.02 for discussion of photographs
used in design patent applications. ‘

COLOR DRAWINGS OR COLOR
PHOTOGRAPHS

37 CFR 1.84. Siandards for drawings.
(a) Drawings. There are two acceptable categories for presenting
drawings in vtility patent applications:
LI

(2) Color, Onrareoccasions, color drawings may be necessary as
the only practical medium by which to disclose the subject matter sought
to be patented in a utility patent application or the subject matter of a
statutory invention registration. The Patent and Trademark Office will
accept color drawings in utilily patent applications and statutory
invention registrations only after granting a petition filed uader this
paragraph explaining why the color drawings are necessary. Any such
petition must include the following:

(i) The appropriate fee sct forth in § 1.17(h);
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608.02

(ii) Three (3) sets of color drawings; and

(iii) The specification must contain the following language asthe
first paragraph in that portion of the specification relating to the brief
description of the drawing:

“Thefile of this patent contains atleast one drawing executed in color.
Copies of this patent with color drawing(s) will be provided by the Patentand
Trademark Office upon request and payment of the necessary fee.”

Ifthe language is not in the specification, aproposedamendmentto
insert the language must accompany the petition.

(b) Photographs.

22 4 14

(2) Color. Color photographs will be accepted in utility patent
applications if the conditions for accepting color drawings have been
satisfied. See paragraph (a)(2) of this section.

L2 2.1 1)

Limited use of color drawings in utility patent ap-
plications is provided for in 37 CFR 1.84(a)(2) and
(b)(2). Unless a petition is filed and granted, the Drafts-
man will not approve color drawings or color photo-
graphs in a utility or design patent application. The ex-
aminer must object to the color drawings or color
photographs as being improper and require applicant ei-
ther to cancel the drawings or to provide substitute black
and white drawings.

Under 37 CFR 1.84(a)(2) and (b)(2), the applicant
must file a petition with fee requesting acceptance of the
color drawings or color photographs. The petition is de-
cided in the Office of the Group Director.

Where color drawings or color photographs are filed
in a continuing application, applicant must renew the
petition under 37 CFR 1.84(a)(2) and (b)(2) even
though a similar petition was filed in the prior applica-
tion. Until the renewed petition is granted, the examiner
must object to the color drawings or color photographs as
being improper.

In light of the substantial administrative and eco-
nomic burden associated with printing a utility patent
with color drawings or color photographs, the patent
copies which are printed at issuance of the patent will de-
pict the drawings in black and white only. However, a set
of color drawings or color photographs will be attached
to the Letters Patent. Moreover, copies of the patent
with color drawings or color photographs attached there-
to will be provided by the Patent and Trademark Office
upon special request and payment of the fee necessary to
recover the actual costs associated therewith.

Accordingly, the petition must also be accompanied
by a proposed amendment to insert the following lan-

Rev. 2, July 1996

guage as the first paragraph in thé portion of the specifi-
cation containing a brief description of the drawings:

The file of this patent contains at least one drawing executed in
color. Copies of this patent with color drawing(s) will be provided by the
Patent and Trademark Office upon request and payment of the necessary
fee. ' :

It is anticipated that such a petition will be granted
only when the Patent and Trademark Office has deter-
mined that a color drawing or color photograph is the
only practical medium by which to disclose in a printed
utility patent the subject matter to be patented.

It is emphasized that a decision to grant the petition
should not be regarded as an indication that color draw-
ings or color phetographs are necessary to comply with a
statutory requirement. In this latter respect, clearly it is
desirable to file any desired color drawings or color
photographs as part of the original application papers in
order to avoid issues concerning statutory defects (e.g.,
lack of enablement under 35 U.S.C. 112 or news matter
under 35 U.S.C. 132). The filing of the petition, however,
may be deferred until acceptable formal drawings are re-
quired by the examiner.

NOTIFYING APPLICANT

1f the original drawings are informal but may be ad-
mitted for examination purposes, the draftsman indi-
cates on a 2—part form, PTO~948, what the informali-
ties are and that new corrected drawings are required. In
either case, the informal drawings are accepted as satis-
fying the requirements of 37 CFR 1.51.

The examiners are directed to advise the applicants
by way of form PTO~-948 (see MPEP § 707.07(a)) in the
first Office action of the conditions which the draftsman
considers to render the drawing informal.
~ Drawing corrections should be made when the ap-
plication is in issue unless the examiner requires correc-
tion at an earlier date.

If the examiner discovers a defect in the content of
the drawing, the applicant should be notified by using a
Form Paragraph, where appropriate.

9 6.21 New Drawings, Competent Drafiperson

New formal drawings are required in this application because [1].
Applicant is advised to employ the services of a competent patent
draftperson outside the Office, as the Patent and Trademark Office no
longer prepares new drawings.

§ 6.22 Drawings Objected To
The drawings are objected to because [1]. Correction is required.
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Examiner Note:
Follow with paragraph 6.27,if appropnate

% 6.23  Subject Matter Admzts of Nlustration

The subject matter of this application admits of illustration by a
drawing to facilitate understanding of the invention. Applicant is
required to furnish a drawing under 37 CFR 1.81.

Examiner Note;
Whenrequiring drawingsbefore examination, use PTOL—90form
and set a two—month time period.

% 6.24. Informal Drawings

This application has been filed with informal drawings which are
acceptable for examination purposes only. Formal drawings will be
required when the application is allowed.

Y 6.24.01 Photographs and Color Drawings, Petition Required

The drawings are considered to be informal because they fail to
comply with 37 CFR § 1.84 (a)(1) which requires black and white
drawings using India ink or its equivalent.

Photographs and color drawings are acceptable only for examina-
tion purposes unless a petition filed under 37 CFR 1.84 (a)(2) or (b)(1) is
granted permitting their use as formal drawings. In the event applicant
wishes touse the drawings currently on file as formal drawings, a petition
must be filed for acceptance of the photographs or color drawings as
formal drawings. Any such petition must be accompanied by the
appropriate fee as set forth in 37 CFR 1.17 (h), three sets of drawings or
photographs, asappropriate, and, iffiled under the provisions of 37 CFR
1.84 (a)(2), an amendment to the first paragraph of the brief description
of the drawings section of the specification which states:

“The file of this patent contains at least one drawing
executed in color. Copies of thig patent with color drawing(s)
will be provided by the Patent and Trademark Office upon
request and payment of the necessary fee.”

Color photographs will be accepted if the conditions for accepting
color drawings have been satisfied.

Examiner Note:

This form paragraph shouldbe used after form paragraph 6.24 only
ifthe applicationcontains photographsorcolor drawingsas the drawings
required by 37 CFR 1.81.

9 6.26 Informal Drawings Do Not Permit Examination

The informal drawings are not of sufficient quality to permit
examination. Accordingly, new drawings are required in response to this
Office action.

Examiner Note:
Use PTOL~90 form and set a 2—month time period.

9 6.27 Correction Held in Abeyance

Applicant is required to submit a proposed drawing correction in
response to this Office action. However, execution of the noted defect
will be defersed until the application is allowed by the examiner.
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DRAWING REQUIREMENTS

_ The fll‘St sentence of 35 U S. C 113 requn‘es a draw—_‘

‘ing to be submitted upon fllmg where such. drawmg is -
necessary for the: understandmg of the mventlon In this. = -
situation, the lack of a drawing renders the apphcatlon -

- incomplete and, as such, the: applxcatlon cannot be given
a filing date unt11 the drawmg is’ recelved The second -

sentence of 35 U.S.C. 113 deals with the sxtuatlon where- _
in a drawing is not necessary for the understandmg of the

mventlon, but the case admlts of illustration. and no -

drawing was submitted on filing. The lack of the drawing '
in this situation does not render the apphcatlon, incom-
plete but rather is treated much in the same manner as an
informality. The examiner should require such drawings
in almost all such instances. Such drawings could be re-
quired during the processing of the application but do
not have to be furnished at the time the application is
filed. The applicant is allowed at least 2 months from the
date of the letter requiring drawings to submit them.

Handling of Drawing Requirements Under the First
Sentence of 35 U.S.C. 113

The ** >Initial Application Examination Division <
will make the initial decision in all new applications as to
whether a drawing is “necessary” under the first sen-
tence of 35 US.C. 113. A drawing will be considered
necessary under the first sentence of 35 U.S.C. 113 in all
cases where the drawing is referred to in the specifica-
tion and one or more figures have been omitted.

The determination under 35 U.S.C. 113 (first sen-
tence) as to when a drawing is necessary will be handled
in the ** >Initial Application Examination Division<
according to the following procedure. The ** >Initial
Application Examination Division< will make the initial
determination whether or not drawings are required for
the understanding of the subject matter of the invention.
Mechanical and electrical cases which lack a drawing, but
in which one appears to be needed for an understanding
of the invention, will be referred to the Classification and
Routing Unit of the ** >>Initial Application Examina-
tion Division< for advice. If the Classification and
Routing Unit cannot reach a prompt and decisive re-
sponse, the application will be referred to the superviso-
ry primary examiner for a determination. When draw-
ings are required, the application is treated as incom-
plete and the applicant is so informed by the ** >Initial
Application Examination Division<. The filing date will
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not be granted and appllcant will be notrfled to complete
the application (37 CFR 1.53). However, the practice

with respect to chetmcal cases is that, unless a drawingor
drawing figure is specifically referred to in the speeifica-‘
tion of the application, the application will initially be

considered by the **>Initial Application Examination
Division < formality examiner as being complete and will
be given a filing date. Only in those chemical cases
wherein there is a reference in the specification to a
drawing and no drawing was present on filing will a
chemical application initially be held incomplete and de-
nied a filing date. Xf a drawing is later furnished, a filing date
may be granted as of the date of receipt of such drawing.

If an examiner feels that a filing date should not have
been granted in an application because it does not con-
tain drawings, the matter should be brought to the atten-
tion of the supervisory primary examiner (SPE) for re-
view. If the SPE decides that drawings are required to
understand the subject matter of the invention, the SPE
should return the application to the Application Branch
with a typed, signed, and dated memorandum requesting
cancellation of the filing date and identifying the subject
matter required to be illustrated.

608.02(a) New Drawing — When Required
[R-1]

Utility and design patent applications should be tak-
en up for the first Office action without a request for for-
mal drawings unless the informal drawings are so unclear
that they do not facilitate an understanding of the inven-
tion as to permit examination of the application. If at the
time of the initial assignment of an application to an ex-
aminer’s docket, or if at the time the application is taken
up for action, the supervisory primary examiner believes
the informal drawings to be of such a condition as to not
permit reasonable examination of the application, appli-
cant should be required to immediately submit formal
drawings. However, if the informal drawings do not per-
mit examination and the supesvisory primaty examiner
believes the drawings are of such a character as to render
the application defective under 35 U.S.C. 112, examina-
tion should begin immediately with a requirement for
formal drawings and a rejection of the claims as not being
in compliance with 35 U.S.C. 112, first paragraph, being
made.

Formal drawings should be required when the ap-
plication is allowed.
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: Forms PTOL-326 and 37 now prov1de 1tems for re- T
_quiring formal drawings. ‘

Form Paragraph 6.45 may- also be used to mform ap- ’

: pllcant that ;formal drawmgs arerequlred

1[ 0.45 Appltcatton Allowed Formal Drawmgs Needed

Formal drawings are now requnred and must be filed within the
*+*>THREE MONTH< shortened statutory period set for response in -
the “Notice of Allowability”. (PTOL—37)." Extensions of time may be
obtained under the provisions of 37 CFR 1.136(a). Failure to timely
submit the drawings will result in ABANDONMENT of the application.

The drawings should be submitted as a separate paper withatransmittal
letter which is addressed to the Official *>Draftperson<. ‘The art unit

number, * >application< number, and number of drawing sheets should
be written on the reverse side of the drawings.

Handling of Drawing Requirements Under
the Second Sentence of 35 U.S.C. 113

35 U.S.C. 113 deals with the situation wherein the
drawing is not necessary for the understanding of the in-
vention, but the subject matter admits of illustration by a
drawing and the applicant has not furnished a drawing.
The lack of the drawing in this situation does not render
the application incomplete but rather is treated as an in-
formality. A filing date will be accorded with the original
presentation of the papers, despite the absence of draw-
ings. In these situations, a drawing or further illustration
will normally be required by the examiner. This should
be done prior to examination in a separate letter. The ex-
aminer should require additional drawings, where ap-
propriate, as early as possible since the possession of the
additional drawings would facilitate the examination
process. A letter requiring drawings may contain word-
ing similar to the following:

The examiner has decided that the subject matter of this
application admits of illustration by a drawing and that a
drawing would facilitate the understanding ofthe subject mat-
ter disclosed. (Continue with a specificmention of those items
of which drawings are desired.) Applicant is required to fur-
nish a drawing under 37 CFR 1.81 (Incorporate in Office ac-
tion or send a separate letter setting a 2—month period for re-

sponse.)

The applicant should be given at least 2 months from
the date of a requirement to submit drawings made in a
separate letter. If the requirement for drawings is in-
cluded in an Office action, the time for supplying the
additional drawings will be the same as the time for re-
sponse to the Office action.
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‘under 37 CFR
would be review-
er under 37 CFR
vould be handled

d in response to a let-
e;s:"édrawin‘g, the ap-
or failure to respond.

al, duphcate, or substi-

() The Pm’mwmm Office will not release drawingsin
wmmm@ 4 fmngdm after - January 1, 1989, or any drawmgs

. czm‘wﬂms ue mms&ry mw om'mcwd dmwmgs must be submmed
wﬁhmtbetmmb? t!wﬁﬁ‘we ]

() When corrected dmwmgx are required to be submitted at the
time of allowance, the applicant is required to submit acceptable
drawings within three months from the mailing of the “Notice of
Allowability.” Within that three—month period, two weeks should be
allowed for review of the drawings by the Drafting Branch. If the Office
finds that correction is necessary, the applicant must submit a new
corrected drawing to the Office within the original three—month period
to avoid the necessity of obtaining an extension of time and paying the
extension fee. Therefore, the applicant should file corrected drawings as
soon as possible following the receipt of the Nofice of Allowability. The
provisions with respect to obtaining an extension of time refates only to
the fate filing of corrected drawings. The time limit for payment of the
issue fee is a fixed three~month period which cannot be extended as set
forth in 35 U.S.C. 151,

In instances where the drawing is such that the pro-
secution can be carried on without the corrections, ap-
plicant is informed of the reasons why the drawing is
objected to on Form PTO—948 or in an examiner’s ac-
tion, and that the drawing is admitted for examination
purposes only, (sce MPEP § 707.07(a)). To be fully re-
sponsive, an amendment must include a request for
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608.02(b)

drawing corrections when the application is allowed or

‘an appeal is filed. See 37 CFR 1.111(b).

INFORMAL DRAWINGS

To expedite filing, applicants sometimes submit ap-
plications with informal drawings. Such applications are

“accepted by Application Branch for filing only, provided

the informal drawings are readable and reproducible.
Applicant is notified on Form PTO-948 or in an Office
action that formal drawings, in compliance with 37 CFR
1.84 will be required when the application is allowed.
Form Paragraph 6.24 may be used for this purpose.

9 6.24 Informal Drawings

This application has been filed with informal drawings which are
acceptable for examination purposes only. Formal drawings will be
required when the application is allowed.

This form paragraph may be followed by Form Para-
graph 6.24.>0<1 if applicable.

Alternatively, the examiner may check the appropri-
ate box on the Office Action Summary, PTOL-326.

HANDLING OF NEW DRAWINGS

In those situations where an application is filed with
informal drawings, applicants are requested to wait until
they receive their “Notice of *>Draftperson’s< Patent
Drawing Review” form, PTO—948 or the first Office ac-
tion utilizing form PTOL~326 or PTOL—-37 from the
group art unit before submitting the formal drawings.
The letter of transmittal accompanying the formal draw-
ings should identify the group art unit indicated on form
PTO—-948 or form PTOL~-326. If the informal notifica-
tion appears on form PTOL—37, the date of the mailing
of the Notice of Allowance and Issue Fee as well as the
Issue Batch Number must be given. Also, each sheet of
the drawing should include the serial number and group
art unit in the upper right margin. In the past, some
drawings have been misdirected because the group art
unit indicated on the filing receipt was used rather than
that indicated on the informal notice forms.

The draftsman is the judge of drawings, as to the exe-
cution of the same, and the arrangement of the views
thereon, while the examiner is the judge as to the suffi-
ciency of the showing. The drawings received with an ap-
plication are inspected by the *>draftperson<. If the
drawing is satisfactory, he or she stamps on each sheet
“Approved by Draftsman” and checks the approved box
on Form PTO—-948. See also MPEP § 608.02.
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608.02(c) : , S
RECEIPT OF SUBSTITUTE DRAWINGS

If substltute drawings are timely ﬁled,, the clerk should

immediately send the new substitute drawings with the file
wrapper to the *>Draftperson< for approval as to form.

If the application is allowed on the first action, the ex-
aminer should require formal drawmgs using form
PTOL-37.

COMPARISON OF SUBSTITUTE DRAWINGS

In utility applications, the examination will normaily
be conducted using any informal drawings presented.
The sufficiency of disclosure, as concerns the subject
matter claimed, will be made by the examiner utilizing
the informal drawings. IT IS APPLICANT’S RESPON-
SIBILITY TO SEE THAT NO NEW MATTER IS
ADDED when submitting substitute drawings since they
will not normally be reviewed by an examiner. Of course,
if the examiner notices new matter in the substitute
drawings, appropriate action to have the new matter de-
leted should be undertaken.

608.02(c) Drawing Print Kept in File
Wrapper

The drawing prints must always be kept on top of the
papers on the right side of the file wrapper so as to be vis-
ible upon opening the wrapper and to permit them to be
easily detached.

Applications may be sent to issue or to the Files Re-
pository without the original drawing, if any, if the draw-
ing cannot be located. For an application sent to issue
with missing drawings, sce MPEP § 608.02(z). For aban-
doned applications sent to the Files Repository, a nota-
tion should be made on the Contents portion of the file
wrapper that the drawings were missing.

Upon initial processing, the original drawings are
placed in the center portion of the application file wrap-
per underneath the application papers by the Micro-
graphics Branch. The formal drawings should be re-
tained in this position.

608.02(d) Complete DMustration in
Drawings [R—1]
37 CFR 1.83. Content of drawing.
(a) Thedrawingmustshoweveryfeatureoftheinventionspecified
in the claims. However, conventional features disclosed in the descrip-

tion and claims, where their detailed illustration is not essential for a
proper understanding of the invention, should be illustrated in the
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drawmg in the form of a graphlcal drawmg symbol or a labelcd;:
representation (e.g. a labeled rectangular box). :
(b) When the invention consists of an lmprovement on an old

machine the drawing must whcn possxble exhibit, in one or more views,

the improved portion itself, disconnected from the old structure, and -

alsoin another view, so much only of the’old stmcture aswill sufflce to .

show the connection of the invention therewith.

(¢} Where the drawmgs do not comply with the requlrements of
paragraphs (a) and (b) of this section, the examiner shall require such
additional illustration within a time period of not less than two months
from the date of the sending of a notice thereof. Such correctlons are
subject to the requirements.of § 1 81(d).

Any structural detail that is of sufficient importance
to be described should be shown in the drawing. (Ex parte
Good, 1911 C.D. 43; 164 0.G. 739.)

Form Paragraph 6.36 should be used to require
illustration.

9 6.36 Drawings Do Not Show Claimed Subject Malter
The drawings are objected to under 37 CFR 1.83(a). The drawings
must show every feature of the invention specified in the claims.
Therefore, the [1] must be shown or the feature ** cancelled from the
claim. No new matter should be entered.

Examiner Note:
In bracket 1, insert the features that *>must< be shown.

See also MPEP § 608.02(a).

608.02(e) Examiner Determines
Completeness of Drawings

The examiner should see to it that the figures are cor-
rectly described in the brief description of the specifica-
tion and that the reference characters are properly ap-
plied, no single reference character being used for two
different parts or for a given part and a modification of
such part, but there should be no superfluous illustra-
tions.

608.02(f) Modifications in Drawings

Modifications may not be shown in broken lines on
figures which show in solid lines another form of the in-
vention. Ex parte Badger, 1901 C.D. 195; 97 O.G. 1596.

All modifications described must be illustrated, or
the text cancelled. (Ex parte Peck, 1901 C.D. 136; 96 O.G.
2409.) This requirement does not apply to a mere refer-

ence to minor variations nor to well—known and conven-
tional parts.
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608.02(g) IMustration of Prior Art [R—1]

Figures showing the prior art are usually unnecessary
and should be cancelled, Ex parte Elliott, 1904 C.D. 103;
109 O.G. 1337. However, where needed to understand
applicant’s invention, they may be retained if designated
by a legend such as “Prior Art.”

If the prior art figure is not labeled, the *
paragraph >6.36.01< may be used.

>form<

>%6.36.01 llustration: of “Prior Art”<
Figure [1] should be designated by a legend such as Prior Art in
order to clarify what is applicant’s invention. (See MPEP § 608.02(g)).

608.02(h) Additional, Duplicate, or
- Substitute Drawings

When an amendment is filed stating that at the same
time substitute or additional sheets of drawings are filed
and such drawings have not been transmitted to the ex-
amining group, the docket clerk in the examining group
should call the Application Branch before entering the
amendment to ascertain if the drawing was not received.
In the next communication of the examiner, the appli-
cant is notified if the drawings have been received and
whether or not the substitute or additional drawings
have been entered in the application.

Additional and substitute drawings, together with the
file wrapper, are routed through the Drafting Branch
where any defects in execution will be noted. If there are
none, they will be stamped, “APPROVED BY DRAFTS-
MAN.” When such drawings are considered by the ex-
aminer, it should be kept in mind that the “AP-
PROVED?” stamp applies only to the size and quality of
paper, lines rough and blurred, and other details of exe-
cution. The additional or substitute drawing sheets
should be entered by the application clerk after approval
by both the draftsman and the examiner.

The examiner should not overlook such factors as
new matter, the necessity for the additional sheets and
consistency with other sheets. Clerks will routinely enter
all additional and substitute sheets on the file wrapper.
Additional and substitute sheets of drawings are also in-
dicated on the face of the file wrapper under the heading
“Parts of application scparately filed.” If the examiner
decides that the sheets should not be entered, applicant
is so informed, giving the reasons. The entries made by
the clerk will be marked “(N.E.).”
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608.02(m)

Form Paragraph 6.37 may be used to. acknowledge
corrected ot substituted drawings.

"9 6.37 Acknowledgment of Corrected or Substituted Drawings

The corrected or substitute drawings have been received on [1].
These drawings are {2]. S

Examiner Note: ;

1. In bracket 2, insert either — acceptable — or — mnot
acceptable—.

2. If not acceptable, an explanation must be provided.

3. I not acceptable because of informalities noted on ‘the
PTO-948, use form paragraph 6.43.

Alternatively, PTOL~326 Office Action Summary, in-
cludes a block for acknowledgment of corrected or substitute
drawings.

If an additional sheet of drawing is considered unnec-
essary and the original drawing requires alterations
which are taken care of in the proffered additional sheet,
the latter may be used in lieu of the usual sketch required
in making the correction of the original drawing,

For return of drawing, sec MPEP § 608.02(y).

608.02(i) Transfer of Drawings From Prior
Applications

Transfer of drawings from a first pending application
to another will be made only upon the granting of a peti-
tion filed under 37 CFR 1.182 which must set forth a
hardship situation requiring such transfer of drawings.

608.02(m) Drawing Prints

Preparation and distribution of drawing prints is dis-
cussed in MPEP § 508.

Prints are made of the drawings of an acceptable ap-
plication. These prints are marked “Prints of drawing as
originally filed” and are entered in the application, given
a paper number, and kept on top of the papers on the
right side of the file wrapper, see MPEP § 717.01(b).

All prints and inked sketches subsequently filed to be
part of the record are endorsed with the date of their re-
ceipt in the Office and given their appropriate paper
number.

The print being thus an official paper in the record
should not be marked or in any way altered. The original
drawing, of course, should not be marked up by the ex-
aminer. Where, as in an electrical wiring case, it is desir-
able to identify the various circuits by different colors, or
in any more or less complex case, it is advantageous to
apply legends, arrows, or other indicia, an additional
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print for such use should be made or ordered by the ex- ,

aminer and placed unofficially in the file.

Prints remain in the file at all times except as pro-

vided in MPEP § 608. 02(c). ; V
INTERFERENCE PRINTS

A print is prepared of each drawing in all applica-
tions having a filing date. This interference print is in
addition to the drawing print on white paper.

Primary examiners should place the classification
and the name of the examiner on the interference print.

The interference prints are located above the draw-
ing prints on the right—hand portion of the file wrapper
when initially received in the examining group.

After the application has been classified and assigned
to an examiner, the interference prints should be re-
moved and placed in the drawing cabinets.

If an application has several sheets of drawings, the
interference prints should be stapled together at their
bottom edges before being filed. If the number of sheets
of prints is too large to be stapled, a fastener should be
placed through the holes at the top.

The time when the interference prints are removed from
the drawing cabinets is determined by the group director.

The drawings filed by applicant remain in the file
wrapper.

608.02(n) Duplicate Prints in Patentability
Report Cases

In patentability report cases having drawings, the ex-
aminer to whom the case is assigned should normally ob-
tain a duplicate set of the interference prints of the draw-
ing for filing in the group to which the case is referred.

When a case that has had patentability report pro-
secution is passed for issue or becomes abandoned, noti-
fication of this fact is given by the group having jurisdic-
tion of the case to each group that submitted a patent-
ability report. The examiner of each such reporting
group notes the date of allowance or abandonment on
his or her duplicate set of prints. At such time as these
prints become of no value to the reporting group, they
may be destroyed.

608.02(0) Dates Entered on Drawing

The Incoming Mail Section (mail room) stamp and
the “Corrected” stamp applied by the Drafting Branch
are impressed on the back of the drawings. If the draw-
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i ings are ﬂled inthe Exammmg Group, the group recelpt '

date stamp ‘should bc apphed to the back of the drawmg- o

“near the top. -

Approval of the Draftlng Branch is 1nd1cated by a leg- |
.”stamp
on the front of each sheet. :

608.02(p) Correction of Dravvings'\

- 37CFR 1.123. Amendments fo the drawmg

No change in the drawing may be made except with permlssron of
the Office. Permissible changesin the constructionshowninany drawing
may be made onlyby the submission of a substitute drawing by applicant.
A sketchin permanent ink showing proposed changes, to become part of
the record, must be filed for approval by the examiner and should be a
separate paper.

NOTE.~—Corsrection is deferrable, see MPEP
§ 608.02(b); correction at allowance and issue, see
MPEP § 608.02(w) and MPEP § 1302.05.

A cancelled figure may be reinstated. An amendment
should be made to the specification adding the brief de-
scription if a cancelled figure is reinstated.

608.02(q) Conditions Precedent to
Amendment of Drawing [R~1]

No alterations will be permitted unless required by an
examiner’s letter in each case or proposed in writing by
applicant or his or her attorney or agent. In either case,
the alterations or corrections as indicated in the sketches
filed with the request of the applicant or his or her attor-
ney or agent must be given written approval by the ex-
aminer before the drawing is corrected.

Correction of Informalities
(Drafisman’s Objections on PTO—948)

Form Paragraph 6.40 (reproduced in MPEP
§ 608.02) ** >,< the back page of PTOL—948, and the
back page of PTOL~37, the “Notice of Allowability”
provide detailed information on how to cffect drawing
changes.

In order to correct any informalities in the draw-
ings, applicants MUST comply with (a) below. Failure
to do so will result in ABANDONMENT of the applica-
tion.

(a) File new drawings with the changes incorporated
therein. Applicant may delay filing of the new drawings
until the application is allowed by the examiner. If
delayed, the new drawings MUST be filed within the pe-
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riod set for response in the “NOTICE OF ALLOW-,

ABILITY” (PTOL~37). The drawings should be filed as
a separate paper with a transmittal letter addressed to

the Official Draftsman which indicates the followmg in

the upper right—hand corner:

Date of the Notice of Allowability
Issue Batch Number
Serial Number

Corrections Other Than Informalities Noted by the
Draftsman on the PTO—948

All changes to the drawings, other than informalities
noted by the Draftsman, MUST be made in the same
manner as above except that, normally, a sketch of the
changes to be incorporated into the new drawings MUST
be approved by the examiner before the application will
be allowed. No changes will be permitted to be made,
other than correction of informalities, unless the ex-
aminer has approved the proposed changes.

608.02(r) Separate Letter to Draftsman

Any proposal by the applicant for amendment of the
drawing to cure defects must be embodied in a separate
letter. Otherwise the case, unless in other respects ready
for issue, cannot be corrected, and applicant must be so
advised in the next action by the examiner.

NOTE:—Changes which may require sketches,
MPEP § 608.02(v).

608.02(t) Cancellation of Figures

Cancellation of one or more figures which do not
occupy entire sheets of the drawings is done by the clerk
in the examining group who encloses a figure and its leg-
end with a red ink line. No portion of the figure itself
should be crossed by the red line. The words “CANCEL
per” and the date of the amendment directing the can-
celiation or the date that substitute sheets are filed
should be written in red ink within the red line. Cancella-
tion of an entire sheet of drawings is done by stamping
the words “CANCEL per” in the top right corner of the
drawing. Cancelled drawing sheets should be placed at
the bottom of the papers on the right fold of the file
wrapper.

When the cancellation of some of the figures from
one sheet of drawings has left the remaining figures with
an inartistic arrangement, the draftsmen should be con-
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sulted as to whether the remammg flgures should be

‘itransferred to other sheets already in the case or shown

in addltlonal drawings. Cancellatlon of a figure’ may ne-
cessitate renumbermg of the remammg flgures '

608.02(v) Drawmg Changes Whlch Requlre '
- Sketches : '

When changes are to be made in the drawing itself,
other than mere changesin reference characters, desig-
nations of figures, or inking over lines pale and rough, a
print or pen—and —ink sketch must be filed showing such
changes in red ink or with the changes otherwise high-
lighted. Ordinarily, broken lines may be changed to full
without a sketch.

Sketches filed by an applicant and used for correction
of the drawing will not be returned. All such sketches
must be in ink or permanent prints.

608.02(w) Drawing Changes Which May Be
Made Without Applicant’s Sketch

Where an application is ready for issue except for a
slight defect in the drawing not involving change in struc-
ture, the examiner will prepare a letter indicating the
change to be made and note in pencil on the drawing the
addition or alteration to be made.

The correction must be made at applicant’s expense.

As a guide to the examiner, the following corrections
are illustrative of those that may be made by penciling in
the change on the drawing without a sketch:

(1) Adding two or three reference characters or
exponents.
(2) Changing one or two numerals or figure ordi-

nals. Garrett v. Cox, 110 USPQ 52, 54 (CCPA 1956)

(3) Removing superfluous matter.

(4) Adding or reversing directional arrows.

(5) Changing Roman Numerals to Arabic Nu-
merals to agree with specification.

(6) Adding section lines or brackets, where easily
executed.

(7) Changing lead lines.

(8) Correcting misspelled legends.

608.02(x) Disposition of Orders for
Amendment of Drawing

Where the correction of the drawing is approved by
the examiner, the application and drawing are for-
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warded to the Office of Publications along with the No-
tice of Allowance.

CORRECTION NOT APPROVED

Where the correction is not approved, for example,
because the proposed changes are erroneous, or in-
volve new matter or (although otherwise proper) do
not include all necessary corrections, the case and re-
quest for correction of drawing are not approved. The
examiner’s reasons for not approving the corrections
to the drawing should be set forth in the next Office
action.

608.02(y) Return of Drawing

If there is a formal drawing in the case, non—entered
drawings (except those originally filed) that have been fi-
nally denied admission will be returned to the applicant
only at applicant’s request.

A request for return of nonentered drawings must be
filed within a reasonable time; otherwise, the drawing
may be disposed of at the discretion of the Commission-
er.

When a drawing is to be returned, the file, the ex-
aminer’s letter stating that the drawing is being returned,
and the drawing are taken to the Drafting Branch where
the letter will be stamped and the drawing returned. The
letter is mailed by the examining group.

Before drawings are returned, prints are made and
put in the application file.

608.02(z) Allowable Applications Needing
Drawing Corrections or Formal
Drawings [R—1]

Allowable applications can be turned in for counting
and forwarding to the Office of Publications without the
drawings having been corrected. When sending allowed
applications to the Office of Publications which require
drawing corrections, use yellow tag form PTO-1364.
The approved formal drawings requiring correction
should be placed as the top papers in the center fold of
the file wrapper. The drawing correction instructions
should be stapled to the inside left flap of the file wrap-
per over the area having the search information. Care
should be taken to make certain that the corrections
have been approved by the examiner. Such approval
should be made by the examiner prior to counting the al-
lowance of the application.
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The yellow tag procedu:e‘nbrmally should be used
only where drawing corrections are involved. The yellow

_ tag procedure must be used where the draftsman has ob-

jected to the drawing because of an informality such as
improper shading or pale lines and has indicated that
this can be corrected.

The yellow tag procedure should not normally be
used in other situations where corrected drawings have
been filed but have not been approved by the draftsman
unless the examiner is quite sure that the draftsman will
approve the new drawings or in the situation where the
application was examined utilizing an informal drawing
and the request for formal drawings was not made until
the Notice of Allowability was mailed. The yellow tag
procedure should not be used in design applications
where the drawings have not been approved by the
draftsman because of shading problems which can arise.
If the substitute drawings are not approved by the drafts-
man, the application should be promptly taken up for ac-
tion by the examiner.

To: DRAFTING BRANCH via OFFICE of PUBLICA-
TIONS
Return to: OFFICE OF PUBLICATIONS

Room 2-6C30

Serial no.

0.G. Fig.

Class Subgclass

PTO~-1364 U.S. DEPT. of COMM. Pat. & TM Office

APPLICATIONS HAVING LOST DRAWINGS

A yellow tag is to be attached to the file wrapper and a
“Drawing Missing” memo is to be stapled to the front of the
file wrapper. The Notice of Allowability is verified and
printed using PALM III, and the Notice is mailed to the ap-
plicant.

The application is then forwarded to Licensing and
Review or the Allowed Files and Assembly Branch of
the Office of Publications, as appropriate, using the
PALM III transaction code after the application has
been revised for issue.

UTILITY PATENT APPLICATIONS
RECEIVING FORMAL DRAWINGS AFTER
THE NOTICE OF ALLOWABILITY

Where substitute drawings are received in utility patent
applications examined with informal drawings and the Notice
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of A]lowabihty was malled pnor to the recelpt of the substl- .
tute drawings, the clerk should enter the substitute drawmgs e
into the application and forward the apphcatlon to the

Allowed Files and Assembly Branch of the Office’ of Pub-

lications via Licensing and Review, 'if appropnate using

the yellow tag procedure. Submission to. the examiner is

not necessary unless an amendment accompanies the
where

drawings which changes the specification, such as
the description of figures is added or cancelled.

BORROWING FILES FROM
DRAFTING BRANCH

Allowed files requiring drawing corrections are sent
to the draftsman from the Office of Publications. At
times, examiners have a need to borrow these applica-
tions. When borrowing applications, examining corps
personnel must submit a request to the Office of Publica-
tions.

37 CFR 1.312 AMENDMENTS

In handling 37 CFR 1.312 amendments, the examin-
ing corps should process drawings cancelled in the nor-
mal manner. If there are corrections to the drawing, ap-
proval, if appropriate, is indicated by the examiner on
form PTOL~271 in conjunction with form paragraph
6.48; the paragraph sets the appropriate period for ef-
fecting the approved drawing change.

§ 6.48 Drawing Changes in * >37 CFR 1.312< Amendment

Applicant is hereby given ONE MONTH from the date of this
letter or until the expiration of the period set in the “Notice of
Allowance” (PTOL~85) or Notice of Allowability (PTOL~37), which-
ever is longer, to file corrected drawings.

Examiner Note:
Use with 312 amendment notice where there is a drawing
correction proposal or request *,

Formal drawings may be required in an allowed ap-
plication by using Form Paragraph 6.25 in an Office ac-
tion or by checking the appropriate box on Form letter
PTOL-37.

Y 6.25 Formal Drawings Required, Application Allowed
The application havingbeen allowed, formal drawingsare required
in response to this Office action,

>Examiner Note:
Use this form paragraph only with the Notice of Alfowability/Ex-
aminer’s Amendment. <.
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""35 USC 114. Models specxmens e : .
TheCommxssnonermayrequlretheapphcanttofumlshamodelof: L
- convenient size to exhibit advantagcously the several paris of his invention.

' When the invention relates to’a composition of matter, the .~ =
Commissioner. may require. the -applicant to furnish speclmens or;f i
ingredients for the' purpose of mspectlon or expenment g

37 CFR L 91 Models not generally requzred as part ofappltcatton~~ '
or patent

: Models were once requlred in all cases admlttmg a model ‘asa partv”'
of the application, and these models became a part of the record of the'
patent. Suchmodelsare no longer generally reqmred (the descnptlon of
the invention in the specification, and the drawings, must be sufﬁcncntly
full and complete, and capable of being understood, to disclose the
invention without the aid of a model), and will not be admitted unless
specifically called for.

37 CER 1.92. Model or exhibit may be required. ,
Amodel, working model, or other physical exhibit, may be required
if deemed necessary for any purpose on examination of the application.

With the exception of cases involving perpetual mo-
tion, a model is not ordinarily required by the Office to
demonstrate the operativeness of a device. If operative-
ness of a device is questioned, the applicant must estab-
lish it to the satisfaction of the examiner, but he or she
may choose his or her own way of so doing.

A physical exhibit, not to be part of the case, is gener-
ally not refused except when bulky or dangerous.

37 CFR 1.93. Specimens.

When the invention relates to a composition of matter, the
applicant may be required to furnish specimens of the composition, or of
its ingredients or intermediates, for the purpose of inspection or
experiment.

608.03(a) Handling of Models, Exhibits, and
Specimens

All models and exhibits received in the Patent and
Trademark Office should be taken to the examining
group assigned the related application for examination.
The receipt of all models and exhibits must be properly
recorded on the “Contents” portion of the application
file wrapper.

A label indicating the application serial number, fil-
ing date, and attorney’s name and address should be at-
tached to the model or exhibit so that is is clearly identi-
fied and easily returned after prosecution of the applica-
tion is closed, if return is requested.

If the model or exhibit is too large to be kept in the
examining group during prosecution of the application,
it should not be accepted.
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608.04 | |
37 CFR 1.94. Return of models, exhibits or specimens.

Models, exhibits, or specunem in apphcauons which have be- .
come abandoned, and also in other applications on conclusion of
the prosecution, may be returned to the appllcant upon demand and at’

his expense, unless it be deemed necessary that they be preserved
in the Office. Such physical exhibits in contested cases may be re-
turned to the parties at their expense. If not claimied within a reasonable
time, they may be disposed of at the discretion of the. Commissioner.

When a modetl is to be returned, a letter should be
written to applicant by the examining group stating that
it is being returned under separate cover, and the model
should be forwarded with a copy of the letter and an ad-
dress label to the Outgoing—Incoming Mail Branch for
wrapping and return.

NOTE. — Disposition of exhibits which are part of
the record, MPEP § 715.07(d).

Models, exhibits, and specimens may be presented to the
Office for purposes of interview and taken away by the attor-
ney at the end of the interview. See MPEP § 713.08.

NOTE.-~Plant specimens, MPEP § 1607, 37 CFR
1.166.

37 CFR 1.95. Copies of exhibits.

Copies of models or other physical exhibits will not ordinarily be
furnished by the Office, and any model or exhibit in an application or
patent shall not be taken from the Office except in the custody of an
employee of the Office specially authorized by the Commissioner.

608.04 New Matter [R—-1]

37 CFR 1.118. Amendment of disclosure.

(a) No amendment shall introduce new matter into the disclosure
of an application after filing date of the application (§ 1.53(b)). All
amendments to the specification, including the claims, and the drawings
filed after the filing date of the application must conform to at least one
of them as it was at the time of the filing of the application. Matter not
found in either, involving a departure from or an addition to the original
disclosure, cannot be added to the application after its filing date even
though supported by an oath or declaration in accordance with § 1.63 or
§ 1.67 filed after the filing date of the appfication.

(b) If it is determined that an amendment filed afier the filing date
of the application introduces new matter, claims containing new matter
will be rejected and deletion of the new matter in the specification and
drawings will be required even if the amendment is accompanied by an
oath or declaration in accordance with § 1.63 or § 1.67.

In establishing a disclosure, applicant may rely not
only on the specification and drawing, as filed but also on
the original claims if their content justifies it. Note
MPEP § 608.01(1).

While amendments to the specification and claims
involving new matter are ordinarily entered, such matter
is required to be cancelled from the descriptive portion
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~of the specnflcatlon and the clalms affected are rejected

under 35 US.C.112, f1rst paragraph

" When new matter is. introduced into the spec1f1ca-
tlon, the "amendment should be objected to under
35U.8.C.132 (35U.S.C. 251 if a reissue appllcatlon) and
a requirement made to cancel the new matter — clearly,
identified by the examiner. If the new. matter has been
entered into the claims or affects the scope of the claims,
the claims affected should be rejected under 35 U.S.C.
112, first paragraph, because the new matter is not de-
scribed in the application as originally filed. ‘

A “new matter” amendment of the drawing is ordi-
narily not entered; neither is an additional or substitute

- sheet containing “new matter” even though stamped

APPROVED by the Draftsman and provisionally en-
tered by the clerk. See MPEP § 608.02(h).

The examiner’s holding of new matter may be peti-
tionable or appealable, MPEP § 608.04(c).

NOTE—New matter in reissue application, MPEP
§ 1411.02. New matter in substitute specification, MPEP
§ 714.20.

>NOTE—No amendment is permitted in a provi-
sional application after it receives a filing date. <

608.04(a) Matter Not in Original
Specification, Claims, or Drawings

Matter not in the original specification, claims, or
drawings is usually new matter. Depending on circum-
stances such as the adequacy of the original disclosure,
the addition of inherent characteristics such as chemical
or physical properties, a new structural formula or a new
use may be new matter. See Ex parte Vander Wal, et al.,
1956 C.D. 11; 705 O.G. 5 (physical properties), Ex
parte Fox, 1960 C.D. 28; 761 O.G. 906 (new formula)
and Ex parte Ayers, et al., 108 USPQ 444 (new use).
For rejection of claim involving new matter, see MPEP

§ 706.03(0).
NOTE—Completeness of disclosure, MPEP
§ 608.01(p); Trademarks and tradenames, MPEP

§ 608.01(v).

608.04(b) New Matter by Preliminary
Amendment

An amendment is sometimes filed along with the fil-
ing of the application. Such amendment does not enjoy
the status as part of the original disclosure in an applica-
tion filed under 37 CFR 1.53 unless it is referred to in the
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oath or declaration filed therewith. Once an oath or dec-
laration is submitted in an application filed under
37 CFR 1.53 identifying the papers which the inventor(s)
has “reviewed and understands” as required by 37 CFR
1.63, the original disclosure of the application is defined
and cannot be altered merely by filing of a subsequent
oath or declaration referring to different papers. If the
application is filed without an executed oath or declara-
tion pursuant to 37 CFR 1.53(b), the original oath or
declaration submitted later than the filing date must re-
fer to the preliminary amendment filed along with the
application in order to comply with 37 CFR 1.63.

An amendment which adds additional disclosure
filed with a request for a continuation—in—part applica-
tion under 37 CFR 1.62 is automatically considered a
part of the original disclosure of the application by virtue
of the rule. Therefore, the oath or declaration filed in
such an application must identify the amendment adding
additional disclosure as one of the papers which the in-
ventor(s) has “reviewed and understands” in order to
comply with 37 CFR 1.63. If the original oath or declara-
tion submitted in a continuation—in—part application
filed under 37 CFR 1.62 does not contain a reference to
the amendment filed with the request for an application
under 37 CFR 1.62, the examiner must require a supple-
mental oath or declaration referring to the amendment.

608.04(c) Review of Examiner’s Holding of
New Matter

Where the new matter is confined to amendments to
the specification, review of the examiner’s requirement
for cancelation is by way of petition. But where the al-
leged new matter is introduced into or affects the claims,
thus necessitating their rejection on this ground, the
question becomes an appealable one, and should not be
considered on petition even though that new matter has
been introduced into the specification also. 37 CFR
1.181 and 1.191 afford the explanation of this seemingly
inconsistent practice as affecting new matter in the spec-
ification.

608.05 Deposit of Computer Program Listings

37 CFR 1.96. Submission of computer program listings.
Descriptions of the operation and general content of computer
program listings should appear in the description portion of the
specification. A computer program listing for the purpose of these rules
isdefined asaprintout that listsinappropriate sequence the instructions,
routines, and other contents of a program for a computer. The program
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listing may be either in niachiné or machineeindepcndent (objdct or
source) language which will cause a computer to 'perform a desired

_ procedure or task such as solve a problem, regulate the 'ﬂo‘wo‘fwork ina

computer, or control or monitor events. Computer program listings may -
be submitted in patent applications in the folléwin’g forms:

(a) Material which will be printed in the patent. If the computer
program listing is contained on 10 printout pages-or less, it must be
submitted either as drawings or as part of the specification.

(1). Drawings. The listing may be submitted in the manner and
complying with the requirements for drawings as provided in § 1.84. At
least one figure numeral is required on each sheet of drawing.

(2) Specification. (i) The listing may be submitted as part of the
specificationin accordance with the provisions of § 1.52, at the endof the
description but before the claims.

(ii) The listing may be submitted as part of the specification in
the form of computer printout sheets (commonly 14 by 11 inches in size)
foruse ascamera ready copy whena patent issubsequently printed. Such
computer printout sheets must be original copies from the computer
with dark solid black letters not less than 0.21 cm high, on white,
unshaded and unlined paper, the printing on each sheet must be limited
to an area 9 inches high by 13 inches wide, and the sheets shouid be
submitted in a protective cover. When printed in patents, such
computer printout sheets will appear at the end of the description but
before the claims and will usually be reduced about 1/2 in size with two
printout sheets being printed as one patent specification page. Any
amendments must be made by way of submission of a substitute sheet if
the copy is to be used for camera ready copy.

(b) Asan appendixwhichwill not beprinted. 1f a computer program
listing printout is 11 or more pages long, applicants may submit such
listing in the form of microfiche, referred to in the specification (see
§ 1.77(c)(2)). Such microfiche filed with a patent application is to be
referred to as a microfiche appendix. The microfiche appendix will not
be part of the printed patent. Reference in the application to the
microfiche appendixshould be made at the beginning of the specification
at the location indicated in § 1.77(c)(2). Anyamendments thereto must
be made by way of revised microfiche. All computer program listings
submitted on paper will be printed as part of the patent.

(1) Availability of appendix. Such computer program listings on
microfiche will be available to the public for inspection, and microfiche
copies thereof will be available for purchase with the file wrapper and
contents, after a patent based on such an application is granted or the
application is otherwise made publicly available.

(2) Submission requirements. Computer—generated informa-
tionsubmitted as an appendix to an application for patent shall be in the
form of microfiche in accordance with the standards set forth in the
following American National (ANST) or National Micrographics Associ-
ation (NMA) Standards (Note: As new editions of these standards are
published, the latest shalf apply):

ANSI PH 1.28-1976--Specifications for Photographic Film for
Archival records, Sifver~ Gelatin Type, on Cellulose Ester Base,

ANSI PH 1.41-1976 Specifications for Photographic Fitm for
Archival Records, Silver—Gelatin Type, on Polyester Base.

NMA-MSI (1971) Quality Standards for Computer Output
Microfilm.

ANSI/NMA MS2 (1978) Format and Coding Standards for
Computer Output Microfilm.

NMA MS5 (ANSI PH 5.9-1975) Microfiche of Documents.
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ANSIPH 2.19 (1959) —Diffuse 'Ii‘ansmlssmn Density.
except as modified or clarified below:
(i) Either Computer—Qutput—Microfilm (COM) output or
copies of photographed paper copy may be submitted. In the former

case, NMA standards MS1 and MS2 apply; in the latter case, standard

MSS5 applies.

(ii) Film submitted shall be first generatlon (camera film)
negatlveappearmgmlcroﬁche(wnth emulsiononthebacksideofthe film
when viewed with the images right reading).

(iii) Reduction ratio of microfiche submitted should be 24:1 or a
similar ratiowhere variation fromsaid ratio is required in order to fit the
documents into the image area of the microfiche format used.

(iv) Film submitted shall have a thickness of at least .005 inches
(0.13 mm) and not more than .009 inches (0.23 mm) for either cellulose
acetate base or polyester base type.

(v) Both microfiche formats A1 (98 frames, 14 columns x
7 rows) and A3 (63 frames, 9 columns x 7 rows) which are described in
NMA standard MS2 (Al isalso described in MS5) arc acceptable foruse
in preparation of microfiche submitted.

{vi) Atleast the left—most 1/3 (50 mm x 12 mm) of the header or
title area of each microfiche submitted shall be clear or positive
appearing so that the Patent and Trademark Office can apply serial
number and filing date thereto in an eye—~readable form. The middle
portion of the header shall be used by applicant to apply an eye~read-
able application identification such as the title and/or the first inventor’s
name. The attorney’s docket number may be included. The final
right—hand portion of the microfiche shall coatain sequence informa-
tion for the microfiche, such as 1 of 4, 2 of 4, etc.

(vii) Additional requirements which apply specifically to mi-
crofiche of filmed paper copy:

(A) Thefirstframe of each microfiche submitted shail contain
a standard test target which contains five NBS Micro—copy Resolution
“Test Charts (No. 1010A), one in the center and one in each corner. See
illustration on page 2 of NMA Recommended Practice M§104, Inspec-
tion and Quality Control of First Generation Silver Halide Microfilm.
See also paragraph 7 of NMA-—-MS5.

(B) The second frame of each microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed.

(C) The pages or lines appearing on the microfiche frames
should be consecutively numbered.

(D) Pagination of the microfiche frames shall be from left to
right and from top to bottom.

(E) At a reduction of 24:1 resolution of the original microfilm
shall be at least 120 lines per mm (5.0 target) so that reproduction copies
may be expected to comply with provisions of paragraph 7.1.4 of NMA
Standard MSS5.

(Fy Background density of negative appearing camera master
microfiche of filmed paper documents shalf be within the range of 0.9 to
1.2 and line density should be no greater than 0.08. The density shall be
visual diffuse density as measured using the method described in ANSI
Standard PH 2.19.

(G) Anindex, when included, should appear in the last frame
(lowerrighthand cornerwhen data is right — reading) of eachmicrofiche.,
See NMA—MSS, paragraph 6.6,

(viii) Microfiche generated by Computer Output Microfilm
(COM).

(A) Background density of negative —appearing COM~gen-
erated camera master microfiche shalfl be within the range of 1.5 to 2.0
and line density should be no greater than 0.2. The density shall be visual
diffuse density as described in ANSI PH2.19.
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(B): The first frame ‘of each mlcrofiche submltted should
containaresolutiontestframe in conformance with NMA standard MS1.

(C)' The second frame of each microfiche submitted must

contain a fully descriptive title and the inventor’s name as filed.

(D). The pages or lines appearing on the mlcroflche frames
should be consecutively numbered,

(E) Ttispreferred that pagination-of the microfiche frames be
from left to right and top to bottom but the alternative, i.e., from top to
bottom and from left to right, is also acceptable.

(F) Anindex, when included, should appear on the last frame
(lower right hand corner when data'is right reading) of each microfiche.

(G) Amendment of microfiche must be made by way of
replacement microfiche.

Special procedures for presentation of computer
program listings in the form of microfiche in U.S. nation-
al patent applications are set forth in 37 CFR 1.96. Use
of microfiche is desirable in view of the number of com-
puter program listings being submitted as part of the dis-
closure in patent applications. Such listings are often
several hundred pages in length. By filing and publishing
such computer program listings on microfiche rather
than on paper, substantial cost savings can result to the
applicants, the public, and the Patent and Trademark
Office.

BACKGROUND

A computer program listing, as used in these rules,
means the printout that lists, in proper sequence, the in-
structions, routines, and other contents of a program for
a computer. The listing may be either in machine or ma-
chine—independent (object or source) programming
language which will cause a computer to perform a de-
sired task, such as solving a problem, regulating the flow
of work in computer, or controlling or monitoring
events. The general description of the computer pro-
gram listing will appear in the specification while com-
puter program listing may appear either directly or as a
microfiche as appendix to the specification and be incor-
porated into the specification by reference.

DISCUSSION OF THE BACKGROUND
AND MAJOR ISSUES INVOLVED

The provisions of 37 CFR 1.52 and 1.84 for submit-
ting specifications and drawings on paper have been
found suitable for most patent applications. However,
when lengthy computer program listings must be dis-
closed in a patent application in order to provide a com-
plete disclosure, use of paper copies can become burden-
some.
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The cost of printing long computer programs in pat-
ent documents is also very expensive to the Patent and
Trademark Office. " _

In the past, all disclosures forming part of a patent
application were presented on paper with the exception
of microorganisms. Under 37 CFR 1.96, several differ-
ent methods for submitting computer program listings,
including the use of microfiche, are set forth.

Relatively short computer program listings (10 pages
or less) must be submitted on paper and will be printed as
part of the patent. If the computer program listing is
11 or more pages in length, it may be submitted on either
paper or microfiche, although microfiche is preferred.

Copies of publicly available computer program list-
ings are available from the Patent and Trademark Office
on paper and on microfiche at the cost set forth in
37 CFR 1.19(a)(5) and (6).

OTHER INFORMATION

The micrographic standards referred to in 37 CFR
1.96(b)(2) may be obtained from either the National
Micrographic Association, 8719 Colesville Road, Silver
Spring, Maryland, 20910 or the American National Stan-
dards Institute, 1430 Broadway, New York, New York
10018.

The effect of 37 CFR 1.96 is that if a computer pro-
gram listing (printout) is 11 or more pages long, the ap-
plicant may submit such listing in the form of microfiche.
Relatively short computer program listings (10 pages or
fewer) must be submitted on paper and will be printed as
part of the patent, as in the past. When the computer
program listing is 11 or more pages in length, it may be
submitted on either paper or microfiche, although mi-
crofiche is preferred. A microfiche filed with a patent ap-
plication will be referred to as a “Microfiche Appendix,”
and will be identified as such on the front page of the pat-
ent but will not be part of the printed patent. “Microfiche
Appendix,” denotes the total microfiche, whether only
one or two or more. One microfiche is equivalent to a
maximum of either 63 (9x7) or 98 (14x7) frames (pages),
or less.

The face of the file jacket will bear a label to denote
that a Microfiche Appendix is included in the applica-
tion. A statement must be included in the specification to
the effect that a microfiche appendix is included in the
application, The specification entry must appear at the
beginning of the specification immediately following any
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- cross—reference to related applications, 37 CFR

1.77(c)(2). The patent front page and the Official
Gazette entry will both contain information as to the
number of microfiche and frames of computer program
listings appearing in the microfiche appendix.

When an application containing ‘microfiche is re-
ceived in the Correspondence and Mail Division, a spe-
cial pocket will be affixed to the center section of the in-
side of the file wrapper underneath all papers, and the
microfiche inserted therein. The application file will
then proceed on its normal course, and when it reaches
the Application Branch, a label which sticks up above the
file wrapper will be placed at the center section of the
face of the wrapper. When the application file reaches
the Micrographics Division, the Microfiche Appendix
label will be placed on the face of the file wrapper. When
the Allowed Files and Assembly Branch of the Office of
Publications receives the application file, the person
placing the patent number on the face of the file, upon
seeing the Microfiche Appendix label, will give the file to
the Supervisor who will call Micrographics Division and
give the serial number and patent number, and request
copies of the microfiche. Micrographics Division per-
sonnel will then put the patent number on the micro-
fiche(s), making certain each microfiche is the most re-
cent, and numbering each correctly; e.g., 1 of 1, 1 of 2,
etc. Upon completion, two copies will be produced and
provided to Allowed and Assembly Branch Files — one
for the grant head and one for the file wrapper.

At the time of assembly, the Microfiche Appendix
will be placed inside the grant head behind the patent
grant for eyeletting, ribboning, and mailing to the paten-
tee/attorney. During the signing of the grant heads by the
Attesting Officer, the patent will be checked to assure
proper assembly prior to mailing.

609 Information Disclosure Statement [R—2]

37 CFR 1.97. Filing of information disclosure statement.

(a) Inorder to have information considered by the Office during
the pendency of a patent application, an information disclosure state-
ment in compliance with § 1.98 should be filed in accordance with this
section.

(b) An information disclosure statement shall be considered by
the Office if filed:

(1) Within three months of the filing date of a national applica-
tion;

(2) Within three months of the date of entry of the national stage
as set forth in § 1.491 in an international application; or

(3) Before the mailing date of a first Office action on the merits,
whichever event occurs last.
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(c) An information disclosure statement shall be considered by
the Office if filed after the period specified in paragraph (b) of this
section, but before the mailing date of eithér:

(1) A final action under § 1.113 or

(2) A notice of allowance under §1.311,
whicheveroccursfirst, provided the statement isaccompaniedbyeithera
certification as specified in paragraph (e) of this section or the fee set
forthin § 1.17(p).

(d) An information disclosure statement shall be considered by
the Office if filed after the mailing date of either:

(1) A final action under § 1.113 or

(2) A notice of allowance under § 1.311,
whichever occurs first, but before payment of the issue fee, provided the
statement is accompanied by:

(i) A certification as specified in paragraph () of this section,

(ii) A petition requesting consideration of the information
disclosure statement, and

(iii) The petition fee set forth in § 1.17(i)(1).

(e) A certification under this section must state either:

(1) That each item of information contained in the information
disclosure statement was cited inacommunication from a foreign patent
office in a counterpart foreign application not more than three months
prior to the filing of the statement, or

(2) That no item of information contained in the information
disclosure statement wascited ina communication from a foreign patent
office in a counterpart foreign application or, to the knowledge of the
person signing the certification after making reasonable inquiry, was
known to any individual designated in § 1.56{c) more than three months
prior to the filing of the statement.

(f) No extensions of time for filing an information disclosure
statement are permitted under § 1.136. If abona fide attempt is made to
comply with  §1.98, but part of the required content is inadvertently
omitted, additional time may be given to enable full compliance.

(g} Aninformation disclosure statement filed in accordance with
this section shall not be construed as a representation that a search has
been made.

(h) The fifing of an information disclosure statement shall not
be construed to be an admission that the information cited in the
statement is, or is considered to be, material to patentability as defined
in § 1.56(b).

(i) Information disclosure statements, filed before the grantof a
patent, which do not comply with this section and § 1.98 will be placed in
the file, but will not be considered by the Office.

37 CFR 1.98. Content of information disclosure statement.
{a) Any information disclosure statement filed under § 1.97 shall
include: ,
(1) A list of all patents, publfications or other information
submitted for consideration by the Office;
(2) A legibfe copy of :
(i) Each U.S. and foreign patent;
(ii) Bach publication or that portionwhich caused it to be listed;
and
(iii) All other information or that portion which caused it to be
listed, except that no copy of a U.S. patent application need be included;
and
(3} A concise explanation of the relevance, as it is presently
understood by the individual designated in § 1.56(c) most knowledge-
able about the conrtent of the information, of each patent, publication, or
other information listed that is not in the English fanguage. The concise
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explanatlon may be elther separate from the specnﬁcatlon or lncorpo-_
rated therein.

(b) Each US: patent llsted in an. mformatlon dlsclosure state-
ment shall be. identified by patentee, patent number and issue date. -
Each foreign patent or publlshed foreign patent appllcatlon shall
be identified by the country or patent office which issued the patent
or published the application, an appropriate document'number, and

~ the publication date indicated on the patent or: ‘published applica- ~ . .

tion. Each publication’ shall be identified by author (if any), title,
rele- vant pages of the publication, date-and place of publlcatlon

(c) When the disclosures of two or more patents or publica-
tions listed in an information disclosure statement are substan-
tively cumulative, a copy of one of the patents or publications may be
submitted without copies of the other patents or publications provided
that a statement is made that these other patents or publications are
cumulative. Ifa written English—language translation of anon—English
language document, orportion thereof, is within the possession, custody
or control of, or is readily available to any individual designated in
§ 1.56(c), a copy of the translation shall accompany the statement.

(d) Acopyofanypatent, publicationor other informationlisted in
an information disclosure statement is not required to be provided if it
was previously cited by or submitted to the Office in a prior application,
provided that the priorapplicationis properly identifiedinthe statement
and relied upon for an earlier filing date under 35 U.S.C. 120.

Information Disclosure Statements are not per-
mitted in provisional applications filed under 35 U.S.C.
111(b). Since no substantive examination is given in pro-
visional applications, a disclosure of information is un-
necessary. Any such statement filed in a provisional
application will be returned or destroyed at the option of
the Office. In applications filed under 35 U.S.C. 111(a),
applicants and other individuals substantively involved
with the preparation and/or prosecution of the applica-
tion have a duty to submit to the Office information
which is material to patentability as defined in 37 CFR
1.56. These individuals also may want the Office to con-
sider information for a variety of other reasons; e.g.,
without first determining whether the information
meets any particular standard of materiality, or because
another patent office considered the information to be
relevant in a counterpart or related patent application
filed in another country, or to make sure that the examin-
er has an opportunity to consider the same information
that was considered by the individuals that were substan-
tively involved with the preparation or prosecution of a
patent application.

An information disclosure statement filed in accor-
dance with the provisions of 37 CFR 1.97 and 1.98 pro-
vides the procedure available to an applicant to submit
information to the Office so that the information will be
considered by the examiner assigned to the application.
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The requirements for the content of a statement have
been simplified in the new rules which became effective
on March 16, 1992, to encourage individuals associated

in a substantive way with the filing and prosecution of a

patent application to submit information to the Office so
thé examiner can determine its relevance to the claimed
invention. The procedures for submitting an informa-
tion disclosure statement under the new rules are de-
signed to encourage individuals to submit information to
the Office promptly.

In order to have information considered by the
Office during the pendency of a patent application, an
information disclosure statement in compliance with
37 CFR 1.98 as to content must be filed in accordance
with the procedural requirements of 37 CFR 1.97. The
requirements as to content are discussed in A below. The
requirements based on the time of filing the statement
are discussed in B below. Examiner handling of informa-
tion disclosure statements is discussed in C below.

The Office has set forth the minimum requirements
for information to be considered in 37 CFR 1.97 and
1.98. Once the minimum requirements are met, the ex-
aminer has an obligation to consider the information.
These rules provide certainty for the public by defining
the requirements for submitting information to the
Office so that the Office will consider information be-
fore a patent is granted. Information submitted to the
Office that does not comply with the requirements of
37 CFR 1.97 and 1.98 will not be considered by the Office
but will be placed in the application file.

The filing of an information disclosure statement
shall not be construed as a representation that a search
has been made. 37 CFR 1.97(g). There is no require-
ment that an applicant for a patent make a patentability
search. Further, the filing of an information disclosure
statement shall not be construed to be an admission that
the information cited in the statement is, or is considered
to be, material to patentability as defined in 37 CFR
1.56(b). 37 CFR 1.97(h). See MPEP § * >2129< re-
garding admissions by applicant.

Multiple information disclosure statements may be
filed in a single application, and they will be considered,
provided each is in compliance with the appropriate re-
quirements. Use of form PTO~-1449, “Information Dis-
closure Citation,” is encouraged as a means to provide
the required list of information. Sce C(2) below.
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Information which is cited or submitted to the Office
in the parent apphcatlon ofa file wrapper contmumg ap-

~ plication under 37 CFR 1.62 w1ll be part of the file before .

the examiner and need not be resubmitted in the contm- ,
uing application to have the information consndered and
listed on the patent. Likewise, the examiner will consid-
er information cited or submitted to the Office
in a pa-rent application when examlmng a contin-

‘uation or continuation— m-—part application (See

MPEP § 2001.06(b)) which is not a file wrapper continu-
ing application, and a list of the information need not be
submitted in the continuing application unless applicant
desires the information to be printed on the patent.

The examiner will consider the documents cited in
the international search report in a PCT national stage
application, when the Form PCT/DO/E(0/903 indicates
that both the international search report and the copies
of the documents are present in the national stage file.
In such a case, the examiner should consider the docu-
ments from the international search report and indicate
by a statement in the first Office action that the informa-
tion has been considered. There is no requirement that
the examiner list the documents on a PTO~892 form.

A. CONTENT

An information disclosure statement must comply
with the provisions of 37 CFR 1.98 as to content in order
to be considered by the Office. Each information disclo-
sure statement must comply with the applicable provi-
sions of A(1), A(2), and A(3) below.

A (1) Each information disclosure statement must in-
clude a list of all patents, publications, or other informa-
tion submitted for consideration by the Office.

37 CFR 1.98(b) requires that each U.S. patent listed
in an information disclosure statement be identified by
patentee, patent number, and issue date. Each foreign
patent or published foreign patent application must be
identified by the country or patent office which issued
the patent or published the application, an appropriate
document number, and the publication date indicated
on the patent or published application. Each publication
must be identified by author (if any), title, relevant pages
of the publication, date and place of publication. The
date of publication supplied must include at least the
month and year of publication, except that the year of
publication (without the month) will be accepted if the
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applicant points out in the information disclosure state-
ment that the year of publication is sufficiently earlier
than the effective U.S. filing date and any foreign prior-
ity date so that the particular month of publication is not
in issue. The place of publication refers to the name of
the journal, magazine, or other publication in which the
information being submitted was published.

To comply with this requirement, the list may not be
incorporated into the specification but must be sub-
mitted in a separate paper. A separate list is required so
that it is easy to confirm that applicant intends to submit an
information disclosure statement and because it provides
a readily available checklist for the examiner to indicate
which identified documents have been considered. A
copy of a separate list will also provide a simple means of
communication to applicant to indicate the listed docu-
ments that have been considered and those listed docu-
ments that have not been considered. Use of form
PTO~1449, Information Disclosure Citation, is encour-
aged. See C(2) below.

A (2) Inaddition to the list, each information disclosure
statement must also include a legible copy of:

(i) Each U.S. and foreign patent;

(ii) Each publication or that portion which caused it
to be listed; and

(iii)All other information or that portion which
caused it to be listed, except that no copy of a U.S. patent
application need be included.

There are exceptions to this general rule that a copy
must be provided. First, 37 CFR 1.98(d) states that a
copy of any patent, publication, or other information
listed in an information disclosure statement is not re-
quired to be provided if it was previously cited by or sub-
mitted to the Office in a prior application, provided that
the prior application is properly identified in the state-
ment and relied on for an earlier filing date under 35
U.S.C. 120. The examiner will consider information
cited or submitted to the Office in a prior application re-
lied on under 35 U.S.C. 120. This exception to the re-
quirement for copies of information does not apply to in-
formation which was cited in an international ap-
plication under the Patent Cooperation Treaty. If the
information cited or submitted in the prior application
was not in English, a concise explanation of the relevance
of the information to the new application is not required
unless the relevance of the information differs from its
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relevance as explained in the prior application. See A(3)
below. ‘

Second, 37 CFR 1 98(c) states that when the disclo-
sures of two or more patents or publications listed in an
information disclosure statement are substantively cu-
mulative, a copy of one of the patents or publications
may be submitted without copies of the other patents or
publications provided that a statement is made that
these other patents or publications are cumulative. The
examiner will then consider only the patent or publica-
tion of which a copy is submitted and will so indicate on
the list or form PTO-1449 submitted; e.g., by crossing
out the listing of the cumulative information.

37 CFR 1.98(c) further states that if a written English
language translation of a non—English language docu-
ment, or thereof, is within the possession, custody or
control of, or is readily available to any individual desig-
nated in 37 CFR 1.56(c), a copy of the translation shall
accompany the statement. Translations are not required
to be filed unless they have been reduced to writing and
are actually translations of what is contained in the non~
English language information. If no translation is sub-
mitted, the examiner will consider the information in
view of the concise explanation and insofar as it is under-
stood on its face; e.g., drawings, chemical formulas,
English language abstracts, in the same manner that
non—English language information in Office search files
is considered by examiners in conducting searches.

A (3 Each information disclosure statement must fur-
ther include a concise explanation of the relevance, as it
is presently understood by the individual designated in
37 CFR 1.56(c) most knowledgeable about the content
of the information of each patent, publication, or other
information listed that is pot in the English language.
The concise explanation may be either separate from the
specification or incorporated therein.

The requirement for a concise explanation of rele-
vance is limited to information that is not in the English
language. The explanation required is limited to the
relevance as understood by the individual designated in
37 CFR 1.56(c) most knowledgeable about the content
of the information at the time the information is sub-
mitted to the Office. If a translation of the information
into English is submitted with the foreign language infor-
mation, no concise explanation is required. An English—
language equivalent application may be submitted to ful-
fill this requirement if it is, in fact, a transiation of a for-
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eign language apphcatlon bemg listed in an mformatlon ,

disclosure statement. There is no reqmrement for the

translation to be verified. Submission of an English lan- -
guage abstract of a reference which does not deal with its
relevance to the invention will not fulfill the requirement
for a concise explanation. Where the information listed

is not in the English language, but was cited in a search
report or other action by a foreign patent office in a
counterpart foreign application, the requirement for a
concise explanation of relevance can be satisfied by sub-
miiting an English—language version of the search re-
port or action which indicates the degree of relevance
found by the foreign office. This may be an explanation
of which portion of the reference is particularly relevant,
to which claims it applies, or merely an “X”, “Y”, or “A”
indication on a search report. The requirement for a
concise explanation of non—English language informa-
tion would not be satisfied by a statement that a refer-
ence was cited in the prosecution of a United States ap-
plication which is not relied on under 35 U.S.C.120.

If information cited or submitted in a prior applica-
tion relied on under 35 U.S.C. 120 was not in English, a
concise explanation of the relevance of the information
to the new application is not required unless the rele-
vance of the information differs from its relevance as ex-
plained in the prior application.

The concise explanation may indicate that a particu-
lar figure or paragraph of the patent or publication is
relevant to the claimed invention. It might be a simple
statement pointing to similarities between the item of in-
formation and the claimed invention. It is permissible
but not necessary to discuss differences between the
cited information and the claims.

Applicants may, if they wish, provide a concise ex-
planation of why English—language information is being
submitted and how it is understood to be relevant. Con-
cise explanations are helpful to the Office, particularly
where documents are lengthy and complex and applicant
is aware of a secticn that is highly relevant to patentabili-
ty or where a large number of documents are submitted
and applicant is aware that one or more are highly rele-
vant to patentability.

B. TIME FOR FILING

The procedure and requirements for submitting an
information disclosure statement are linked to four
stages in the processing of a patent application: (1) with-
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~ j in3 months of fihng, or bef

withdrawn ' from issu¢. The procedures and require-
ments apply to applications filed under 35 US.C. 111
(utility), 161 (plants) 171 (designs), and 251 (relssue) as
well as international appllcatlons entering the’ natlonal
stage under 350U8.C.371. S
The requirements based on the time when the in-
formation disclosure statement is filed are summarized
as follows, ‘

(1) Within 3 montbhs of filing or None (always

before first Office action on considered).
the merits, whichever is later. '

(2) After (1) but before final Certification or
action or notice of allowance.  1.17(p) fee.

(3) After final action or notice Certification,
of allowance and before pay=  petition, and
ment of issue fee petition fee.

B (1) Statement filed BEFORE first action on the merits
or within three (3) months of actual filing date (37 CFR
1.97(b)).

An information disclosure statement will be consid-
ered by the examiner if filed:

(i) within 3 months of the filing date of a national
application;

(ii) within 3 months of the date of entry of the nation-
al stage as set forth in 37 CFR 1.491 in an international
application; or

(iii) before the mailing date of a first Office action on
the merits,

whichever event occurs last. A statement filed within this
period requires neither a fee nor a certification of
prompt filing,

The term “national application” includes continuing
applications (continuations, divisions, continuations—
in—part) so 3 months will be measured from the actual
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fllmg date of an appllcatlon as opposed to the effectlve
filing date of a continuing application.

All information disclosure statements that comply'

with the content requirements of 37 CFR 1.98 and are
filed within three months of the filing date will be consid-
ered by the examiner, regardless of whatever else has oc-

curred in the examination process up to that point in -

time. Thus, in the rare instance that a final Office action
or a notice of allowance is prepared and mailed prior to a
date which is 3 months from the filing date, any informa-
tion contained in a complete information disclosure
statement filed within that 3-month window will be con-
sidered by the examiner.

Likewise, an information disclosure statement will be
considered if it is filed later than 3 months after the filing
date but before the mailing date of a first Office action
on the merits. An action on the merits means an action
which treats the patentability of the claims in an applica-
tion, as opposed to only formal or procedural require-
ments. An action on the merits would, for example, con-
tain a rejection or indication of allowability of a claim or
claims rather than just a restriction requirement
(37 CFR 1.142) or just a requirement for additional fees
to have a claim considered (37 CFR 1.16(d)). Thus, if an
application was filed on January 1 and the first Office ac-
tion on the merits was not mailed until 6 months later on
July 1, the examiner would be required to consider any
proper information disclosure statement filed prior to
July 1.

An information disclosure statement will be consid-
ered to have been filed on the day it was received in the
Office, or on an earlier date of mailing if accompanied by
a properly executed certificate of mailing or facsimile
transmission under 37 CFR 1.8, or Express Mail certifi-
cate under 37 CFR 1.10. An Office action is mailed on
the date indicated in the Office action.

B (2) Statement filed after B(1), but BEFORE mailing |

of final action or notice of allowance (37 CFR 1.97(c)).

An information disclosure statement will be consid-
ered by the examiner if filed after the period specified in
B(1) above, but before (not on the same day as) the mail-
ing date of either

a final action under 37 CFR 1.113; e.g., final rejection

or notice of allowability, or
a notice of afllowance under 37 CFR 1.311,
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whlchever occurs f1rst prov1ded (1) the statement 1s ac- ;

. compamed by either a certlflcatlon as specnf' ed 1n~:3
- 37CFR 1.97(e) or 21 the fee set forth in 37 CFR L. 17 (p)
~Ifafinal action or notice of allowance is malled inan ap--.
~ plication and later wnthdrawn, the: appllcatlon will be
considered as not having had'a fmal action or notice of e

allowance mailed for purposes of consrdermg an mfor- S
mation dlsclosure statement : '

An Ex parte Quayle actlon is not a final actlon under .

37CFR 1.113 as referred to'in 37 CFR 1.97. Therefore,

an information disclosure’ ‘statement filed after an
Ex parte Quayle action, but before mailing of a notice of
allowance, must comply with the provisions of 37 CFR
1.97(c) rather than those of 37 CFR 1.97 (d). However,
where an Ex parte Quayle action is issued after a final re-
jection which has not been withdrawn, any information
disclosure statement filed after the Ex parte Quayle ac-

tion must comply with the provisions of 37 CFR 1.97(d).

(i) If information submitted during the period set
forth in 37 CFR 1.97(c) with a certification is used in a
new ground of rejection on unamended claims, the next
Office action will not be made final since in this situation
it is clear that applicant has submitted the information to
the Office promptly after it has become known and the
information is being submitted prior to a final deter-
mination on patentability by the Office. The information
submitted with a certification can be used in a new
ground of rejection and the next Office action made fi-
nal, however, if the new ground of rejection was necessi-
tated by amendment of the application by applicant.
Where the information is submitted during this period
with a fee, the examiner may use the information sub-
mitted; e.g., printed publication or evidence of public
use, and make the next Office action final whether or not
the claims have been amended, provided that no other
new ground of rejection which was not necessitated by
amendment to the claims is introduced by the examiner.
See MPEP § 706.07(a). If a new ground of rejection is
introduced that is neither necessitated by an amendment
to the claims nor based on the information submitted
with the fee set forth in 37 CFR 1.17(p), the Office action
shall not be made final,

(ii) A certification under 37 CFR 1.97(¢) must state
either

(a) that each item of information contained in the

information disclosure statement was cited in a commu-
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nication from a foreign patent office in a countetpart
foreign application not more than three months prior to
the filing of the statement, or '

(b) that no item of information contained in the in-

formation disclosure statement was cited in a commu-

nication from a foreign patent office in a counterpart -

foreign application or, to the knowledge of the person
signing the certification after making reasonable inqui-
1y, was known to any individual designated in 37 CFR
1.56(c), more than three months prior to the filing of the
statement.

A certification can contain either of two statements.
One statement is that each item of information in an
information disclosure statement was cited in a commu-
nication, such as a search report, from a patent office
outside the U.S. in a counterpart foreign application
not more than 3 months prior to the filing date of the
statement. Under this certification, it does not matter
whether any individual with a duty of disclosure actually
knew about any of the information cited before receiving
the search report. The date on the communication by the
foreign patent office begins the 3—month period in the
same manner as the mailing of an Office action starts a
3—month shortened statutory period for response. If
the communication contains two dates, the mailing date
of the communication is the one which begins the
3—month period. The date which begins the 3—month
period is not the date the communication was received
by a foreign associate or the date it was received by a U.S.
registered practitioner. Likewise,the statement will be
considered to have been filed on the date the statement
was received in the Office, or on an earlier date of mail-
ing or transmission if accompanied by a properly execut-
ed certificate of mailing or facsimile transmission under
37 CFR 1.8, or Express Mail certificate under 37 CFR
1.10.

The term counterpart foreign patent application
means that a claim for priority has been made in either
the U.S. application or a foreign application based on
the other, or that the disclosures of the U.S. and foreign
patent applications are substantively identical (e.g., an
application filed in the European Patent Office claiming
the same U.K. priority as claimed in the U.S. applica-
tion).

Communications from foreign patent offices in for-
eign applications sometimes include a list of the family of
patents corresponding to a particular patent being cited

600 - 95

~inthe commumcatlon ‘The famlly of patents may. mclude:
a Umted States patent or other patent in the English lan-
guage. Some applicants submit information disclosure

statements to the PTO which llst and include copies of
both the particular patent cited in the foreign patent of- B
fice communication and the related United States or
other English language patent from the famlly list. Since
this is to be encouraged, the United States or other
English language patent will be construed as being cited
by the foreign patent office for purposes of a certifica-‘ :
tion under 37 CFR 1.97(e)(1). -The examiner should
consider the United States or other English language
patent if 37 CFR 1.97 and 1.98 are complied with.

If an information disclosure statement includes a
copy of a dated communication from a foreign patent
office which clearly shows that the statement is being
submitted within 3 months of the date on the commu-
nication, the copy will be accepted as the required com-
munication. It will be assumed, in the absence of evi-
dence to the contrary, that the communication was for a
counterpart foreign application.

In the alternative, a certification can be made if no
item of information contained in the information disclo-
sure statement was cited in a communication from a for-
eign patent office in a counterpart foreign application
and, to the knowledge of the person signing the certifica-
tion after making reasonable inquiry, neither was it
known to any individual having a duty to disclose more
than 3—months prior to the filing of the statement.

The phrase “after making reasonable inquiry” makes
it clear that the individual making the certification has a
duty to make reasonable inquiry regarding the facts that
are being certified. The certification can be made by a
registered practitioner who represents a foreign client
and who relies on statements made by the foreign client
as to the date the information first became known. A reg-
istered practitioner who receives information from a cli-
ent without being informed whether the information was
known for more than 3 months, however, cannot make
the certification without making reasonable inquiry. For
example, if an inventor gave a publication to the attorney
prosecuting an application with the intent that it be cited
to the Office, the attorney should inquire as to when that
inventor became aware of the publication and should not
submit a certification under 37 CFR 1.97(e)(2) to the
Office until a satisfactory response is received. The certi-
fication can be based on present, good faith knowledge
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about when information became known without a search
of files being made.

Certification need not be in the form of an oath or a
declaration under 37 CFR 1.68. Certification by a regis-
tered practitioner or any other individual that the state-
ment was filed within the 3—month period of either first
citation by a foreign patent office or first discovery of the
information will be accepted as dispositive of com-
pliance with this provision in the absence of evidence to
the contrary. For example, a certification could read as
follows:

“I hereby certify that each item of informa-
tion contained in this Information Disclosure
Statement was cited in a communication from a
foreign patent office in a counterpart foreign
application not more than 3 months prior to the
filing of this statement.”, or

“I hereby certify that no item of information
in the Information Disclosure Statement filed
herewith was cited in a communication from a
foreign patent office in a counterpart foreign
application or, to my knowledge after making
reasonable inquiry, was known to any individual
designated in 37 CFR 1.56(c) more than
3 months prior to the filing of this Information
Disclosure Statement.”

An information disclosure statement may include
two lists and two certifications, similar to the above ex-
amples, in situations where some of the information
listed was cited in a communication from a foreign pat-
ent office not more than 3 months prior to filing the
statement and some was not, but was not known more
than 3 months prior to filing the statement.

A copy of the foreign search report need not be sub-
mitted with the certification, but an individual may wish
to submit an English—language version of the search re-
port to satisfy the requirement for a concise explanation
where non—English language information is cited. The
time at which information was known to any individual
designated in 37 CFR 1.56(c) is the time when the infor-
mation was discovered in association with the applica-
tion even if awareness of the materiality came later. The
Office wishes to encourage prompt evaiuation of the
relevance of information and to have a date certain for
determining if a certification can properly be made.
A statement on information and belief would not be suf-
ficient. Examiners should not remind or otherwise make
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any. comment about an 1nd1v1dual’s duty of candor and -

good faith, but questions about the adequacy of any cer-
tification received in writing: by the Office should be di-
rected to the Office of the. Ass1stant Commlssmner for :

Patents.

B Statement Flled After B(2) but Prior to Payment of
Issue Fee (37 CFR 1. 97(d))

An information dlsclosure statement will be consid-
ered by the examiner if filed on or after the mailing date
of either a final action under 37 CFR 1.113 or a notice of
allowance under 37 CFR 1.311, whichever occurs first,
but before or simultaneous with payment of the issue fee,
provided the statement is accompanied by: '

(i) a certification as specified in 37 CFR 1.97(e) (see
the discussion in B(2)(ii) above),

(ii) a petition requesting consideration of the infor-
mation disclosure statement, and

(iif) the petition fee set forth in 37 CFR 1.17(i)(1).

These requirements are appropriate in view of the
late stage of prosecution when the information is being
submitted; i.e., after the examiner has reached a final de-
termination on the patentability of the claims presented
for examination. The petition should be directed to the
Group Director of the examining group handling the ap-
plication. The petition need do nothing more than re-
quest consideration of the information being submitted.
Payment of the petition fee (37 CFR 1.17(i)(1)) and sub-
mission of the appropriate certification 37 CFR 1.97(e))
are the essential elements for having information con-
sidered at this advanced stage of prosecution, assuming
the content requirements of 37 CFR 1.98 are satisfied.

The requirements of 37 CFR 1.97 provide for consid-
eration by the Office of information which is submitted
within a reasonable time; i.e., within 3 months after an
individual designated in 37 CFR 1.56(c) becomes aware
of the information or within 3 months of the information
being cited in a communication from a foreign patent of-
fice in a counterpart foreign application. This undertak-
ing by the Office to consider information would be avail-
able throughout the pendency of the application until
the point where the patent issue fee was paid. If an appli-
cant chose not to comply, or could not comply, with the
requirements of 37 CFR 1.97(d), a continuing applica-
tion could be filed to have the information considered by
the examiner. The parent application could be permitted
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to become abandoned by not paying the issue fee re-
quired in the Notice of Allowance, for example, or by the
filing of a file wrapper continuing application under
37 CFR 1.62. It would not be proper to make final a first
Office action in the continuing application if the infor-
mation submitted is used in a new ground of rejection.

B(4) Statement Filed After Payment of Issue Fee.

After the issue fee has been paid on an application, it
is impractical for the Office to attempt to consider newly
submitted information. Information disclosure state-
ments filed after payment of the issue fee in an applica-
tion will not be considered but will merely be placed in
the application file. See Cbelow. The application may
be withdrawn from issue at this point, however, pursuant
to 37 CFR 1.313(b)(5) so that the information can be
considered in a continuing application. In this situation,
a file wrapper continuing application under 37 CFR 1.62
could be filed even though the issue fee had already been
paid. The Office will consider the filing of a petition un-
der 37 CFR 1.313(b)(5) as sufficient grounds to waive
the requirement that an application under 37 CFR 1.62
be filed before payment of the issue fee. Alternatively,
for example, a petition pursuant to 37 CFR 1.313(b}(3)
could be filed if applicant states that one or more claims
are unpatentable. This statement that one or more
claims are unpatentable over the information must be
unequivocal. A statement that a serious question as to
patentability of a claim has been raised, for example,
would not be acceptable to withdraw an application from
issue under 37 CFR 1.313(b)(3). >Form Paragraph
13.09 may be used.

S 13.09 Information Disclosure Statement, Issue Fee Paid

Applicant’s Information Disclosure Statement of [1] was filed after
the issite fee was paid. Information Disclosure Statements filed after
payment of the issue fee will not be considered, but will be placed in the
file. However, the application may be withdrawn from issue in order to
file a File Wrapper Continuing application upon the grant of a petition
filed under the provisions of 37 CFR 1.313(b)(5). Alternatively, the
other provisions of 37 CFR 1.313 may apply, e.g., a petition to withdraw
the application from issue under the provisions of 37 CFR 1.313(b)(3)
maybe filed together with an unequivocal statementbythe applicant that
one ot more claims are unpatentable over the information contained in
the Statement, The Information Disclosure Statement would then be
considered uponwithdrawal of the application from issue under 37 CFR
1.313(b)(3).
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Examinei Note:

1. For Information Disclosure (Prior Art) Statements sub-
mitted after the issue fee has been paid, use this paragraph on form

"PTOL-90. . '

2. Inbracket 1, insert the filing date of the IDS.< -

If an application has been withdrawn from issue un-
der one of the provisions of 37 CFR 1.313(b)(1)—(4), it
will be treated as though no notice of allowance had been
mailed and the issue fee had not yet been paid with
regard to the time for filing information disclosure
statements. Petitions under 37 CFR 1.313(b) should be
directed to the Office of Petitions in the Office of the
Assistant Commissioner for Patents.

B(5) Extensions of Time (37 CFR 1.97(f))

No extensions of time for filing an information dis-
closure statement are permitted under 37 CFR 1.136(a)
or (b). If a bona fide attempt is made to comply with the
content requirements of 37 CFR 1.98, but part of the re-
quired content is inadvertently omitted, additional time
may be given to enable full compliance.

C. EXAMINER HANDLING OF INFORMATION
DISCLOSURE STATEMENTS

Information disclosure statements will be reviewed
for compliance with the requirements of 37 CFR 1.97
and 1.98 as discussed in A and B above. Applicant will be
notified of compliance and noncompliance with the rules
as discussed below.

C1) Noncomplying Statements

Pursuant to 37 CFR 1.97(i), submitted information,
filed before the grant of a patent, which does not comply
with 37 CFR 1.97 and 1.98 wili be placed in the file, but
will not be considered by the Office. Information sub-
mitted after the grant of a patent must comply with
37 CFR 1.501.

(i)If an information disclosure statement does not
comply with the requirements based on the time of filing
the statement as discussed in B above, including the re-
quirements for fees and/or certification, the statement
will be placed in the application file, but none of the in-
formation will be considered by the examiner. The ex-
aminer may use Form Paragraph 6.49 which is repro-
duced below to inform applicant that the information
has not been considered. Applicant may then file a new
information disclosure statement or correct the defi-
ciency in the previously filed statement, but the date that
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the new statement or correction is filed will be the date of

the statement for purposes of determining compliance -
with the requirements based on the time of filing 'the ;

statement (37 CFR 1.97).

The examiner should write “not cons1dered” on an
information disclosure statement where none of the in-
formation listed complies with the requirements;’e.g;, no
copies of listed items submitted. If none of the informa-
tion listed on a PTO—1449 form is considered, a diago-
nal line should also be drawn in pencil across the form
and the form placed on the right side of the application
file to instruct the printer not to list the information on
the face of the patent if the application goes to issue.
The paper containing the disclosure statement or list will
be placed in the record in the application file. The ex-
aminer will inform applicant that the information has
not been considered and the reasons why by using form
paragraph 6.49. If the improper citation appears as part
of another paper; e.g., an amendment, which may be
properly entered and considered, the portion of the pa-
per which is proper for consideration will be considered.

9 6.49 Information Disclosure Statement Not Considered

The information disclosure statement filed [1] fails to comply with
the provisions of MPEP & 609 because [2]. It has been placed in the
application file, but the information referred to therein has not been
considered as to the merits. > Applicant is advised that the date of any
re--submission of any item of information contained in this information
disclosure statement or the submission of any missing clement(s) witl be
the date of submission for purposes of determining compliance with the
requirements based on the time of filing the statement, including all
certification requirements. See MPEP § 609 4C(1).<

Examiner Note:
See MPEP § 609 for situations where >the< use of this
>form< paragraph would be appropriate.

(i) If an information disclosure statement complies
with the requirements based on the time of filing the
statement as discussed in B above, including the require-
ments for fees/or certification, but part of the content re-
quirements as discussed in A above has been inadver-
tently omitted, the examiner may set a one~month time
period to correct the omission. Form paragraph 6.51 may
be used for this purpose.

9 651 Time Limit for Completing Information Disclosure
Statement

The information disclosure statement filed on [1] does not
comply with the requirements of 37 CFR 1.98 because [2]. Since the
submission appears to be bona fide, but through an apparent
oversight or inadvertence failed to comply with the necessary
requirements, applicant is required to complete the statement within

Rev. 2, July 1996

MANUAL OF PATENT EXAM INING PRQCEDURE S

a. TIME LIMIT of ONE MONTH from the date of thls letter NO

EXTENSION OF THIS TIME LIMIT MAY BE GRANTED k

- 'UNDER EITHER 37 CFR 1:136(a) OR (b). Failure to comply with

‘this notlce will result in‘the mformatlon disclosure: statement bemg
placed inthe appllcatlon file wnth the non-— complymg mformatxon not
bemg consldered ,

Examiner Note: o SR
This practice does not apply where there has been a deliberate
omission of some necessary part of an mformatlon disclosure
statement or where the requirements ‘based on the time, of filing the
statement as set forth in 37 CFR. 1.97 have not been complied with, -

If a statement fails to comply with requirements as
discussed in this section for an item of information, that
item of information in the statement will not be consid-
ered and a line should be drawn through the citation to’
show that it has not been considered. However, other
items of information that do comply with all the require-
ments will be considered by the examiner.

If information is listed in the specification rather
than in a separate paper, or if the other content require-
ments as discussed in A above are not complied with, the
examiner will notify applicant in the next Office action
that the information has not been considered. It should
be noted, however, that no copy of a U.S. patent applica-
tion is required to be submitted. See A(2)(iii) above.
Where a U.S. patent application is properly cited on a
separate list, the examiner should obtain access to that
file within the Office.

€ (2) Complying Statements

The information contained in information disclosure
statements which comply with both the content require-
ments as discussed in A above and the requirements
based on the time of filing the statement as discussed in
B above will be considered by the examiner.

Applicants, patent owners, reexamination request-
ers, protestors, and others are encouraged to use form
PTO-1449), “Information Disclosure Citation,” when
preparing an information disclosure statement. A copy
of this form is reproduced in this section to indicate how
the form should be completed. This form will enable per-
sons to comply with the requirement to list each item of
information being submitted and to provide the Office
with a uniform listing of citations and with a ready way to
indicate that information has been considered. Examin-
ers must consider all citations submitted in conformance
with the rules and this section and their initials when
placed adjacent to the considered citations on the list or
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in the boxes provided on a form PTO—1449 provides a
clear record of which citations have been considered by
the Office. The examiner must also fill in his or her name
and the date the information was considered in blocks at
the bottom of the PTO—1449 form. If the citations are

submitted on a list other than on a form PTO—1449, the

examiner may write “all considered” and his or her ini-
tials to indicate that all citations have been considered.
If any of the citations are considered, a copy of the sub-
mitted list or form PTO—1449, as reviewed by the ex-
aminer, will be returned to the applicant with the next
communication. Those citations not considered by the
examiner will have a line drawn through the citation and
any citations considered will have the examiner’s initials
adjacent thereto. The original copy of the list or form
PTO~1449 will be entered into the application file. The
copy returned to applicant will serve both as acknowl-
edgement of receipt of the information disclosure state-
ment and as an indication as to which references were
considered by the examiner. Forms PTO-326 and
PTOL-37 include a box to indicate the attachment of
form PTO—1449.

Information which complies with requirements as
discussed in this section but which is in a non—English
language will be considered in view of the concise ex-
planation submitted (A(3) above) and insofar as it is un-
derstood on its face; e.g., drawings, chemical formulas, in
the same manner that non~English language informa-
tion in Office search files is considered by examiners in con-
ducting searches. The examiner need not have the infor-
mation translated unless it appears to be necessary to do
s0. The examiner will indicate that the non—English lan-
guage information has been considered in the same man-
ner as consideration is indicated for information sub-
mitted in English. The examiner should not require that
a translation be filed by applicant. The examiner
should not make any comment such as that the non—
English language information has only been considered
to the extent understood, since this fact is inherent.

Since information is required to be submitted in a
separate paper listing the citations rather than in the
specification, thiere is no need to mark “All checked” or
“Checked” in the margin of a specification containing
citations.

If a statement fails to comply with requirements as
discussed in this section for an item of information, a line
should be drawn through the citation to show that it
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tion listed that do comply with the rules and this section
will be consndered by the exammer and w1ll be appropn-

: ately 1mt1aled

o Documents Submltted AsPart of Appllcant’s Re-
sponse to Office Action - h :

Occasnonally, documents are submltted andrelied on
by an applicant when responding to an Office action.
These documents may be relied on by an applicant, for
example, to show that an element recited in the claim is-
operative or that a term used in the claim has a recog-
nized meaning in the art. Documents may be in any form
but are typically in the form of an affidavit, declaration,
patent, or printed publication.

To the extent that a document is submitted as evi-
dence directed to an issue of patentability raised in an
Office action, and the evidence is timely presented, ap-
plicant need not satisfy the requirements of 37 CFR 1.97
and 1.98 in order to have the examiner consider the in-
formation confained in the document relied on by appli-
cant. In other words, compliance with the information
disclosure rules is not a threshold requirement to have
information considered when submitted by applicant to
support an argument being made in a response to an Of-
fice action.

At the same time, the document supplied and relied
on by applicant as evidence need not be processed as an
item of information that was cited in an information dis-
closure statement. The record should refiect whether the
evidence was considered, but listing on a form (e.g.,
PTO~892 or PTO—1449) and appropriate marking of
the form by the examiner is not required.

For example, if applicant submits and relies on three
patents as evidence in response to the first Office action
and also lists those patents on a PTO—1449 along with
two journal articles, but does not file a certification or
$200 fee, it would be appropriate for the examiner to in-
dicate that the teachings relied on by applicant in the
three patents have been considered, but to line through
the citation of all five documents on the PTO~1449 and
to inform applicant that the information disclosure
statement did not comply with 37 CFR 1.97(c).

A citation listed on form PTO--1449 and considered
by the examiner in accordance with this section will be
printed on the patent. A citation listed in a separate pa-
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has not been ‘considered. The other it‘ems of informa-
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| per, equlvalent to but not on form PT —-1449 and con-f‘
sidered by the exammer in accordance w1th thlS sectlon %
will be prmted on the patent 1f the hst isona separate 3
sheet which is clearly identified as an mformanon dlSClO-"‘ i
sure statement and the fist lends ltself toeasy capture of
the necessary mformatlon by the Offlce pnntmg contracs
tor; i.., each item of information is listed ona smgle line,”
the lines are at least double—-spaced fromeach other; the W
information is uniform in format for each listed item, -t
and the list includes a column for the examiner’s initials

to indicate that the information was considered. Ifa U.S. that fact as noted m C(2 "bov
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v PTO/SB/08 (2-92)
o sheet _ ) o4
Form PTO-1449 ) ) Docket Number (Optional v Application Number
; ‘ ) 32210 E 07/123,456
INFORMATION DISCLOSURE CITATION  fipmeieee ; :
IN AN APPLICATION ‘ v C, Benson, et al o
. . Filieg Date - ' Greup Art Unit
. (Use several sheets if necessary) 1—2=01 : v 3401
U.S. PATENT DOCUMENTS
o ‘ FILING DATE
EXAMINER | pocUMENTNUMBER [ DATE NAME CLASS '} SUBCLASS | v 4 ppROPRIATE
Jb. |s]4dadsdd nn | 4. as | &
<dD. {31994 dda 65 Reitter 418 61
I |3l delslolo] 1711 | saricn 418 6
'}»‘b. 4 [3]2]sf7)717] s90 Wolfe 418 63
FOREIGN PATENT DOCUMENTS
W) )71 ——
DOCUMENT NUMEBER DATE COUNTRY CLASS SUBCLASS YE_S NO
G ded i St Iﬂ-«-“-u Ergnee
Q‘D . f1lilzi717i219] 06-65 Federal Republic of Germany 418 63 X
,}D olijaly) 08-79 European Patent Office
Sb . WOs/a 1187 1) 09-80 PCT International
aP. Isio]. 3lijoje] 11-79 Japan 260 | 4% X
OTHER DOCUMENTS (Including Author, Title, Date, Pertinent Pages, Eic.) )
Kavach, et al “Simple Precision RC Oscillator,” IBM Tech. Disclosure Bulletin Vol. 16, No. 10.
3 b. 3/74, p.p. 3174—3175
Fhersyi-hvn-Chem-Soc-825513-(966)
EXAMINER DATE CONSIDERED
Dre Seat, 30, 199
EXAMINER: Initial if citation considered, whether or not citation is in conformance with MPEP § 609. Draw line through
citation if not in conformance and not considered, Include copy of this form with next commumnication to the applicant.

PFO/SB/ 08 (2—-92) Patent and Trademark Office; U,S. DEPARTMENT OF COMMERCE
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